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PREFACE, 


•*'^- 


Whbn  the  publication  of  these  reports  was  Jetermined  upon,  it  was 
supposed  that  they  might  be  included  in  a  single  volume;  but,  before 
the  first  pages  were  printed,  so  many  cases  had  been  received,  that  it 
was  apparent  that  two  volumes  would  scarcely  contain  them.  This, 
together  with  the  great  difficulty  of  reporting  a  patent  case  intelligibly, 
in  the  absence  of  drawings  or  models,  without  much  prolixity  of  state- 
ment, and  the  circumstance  that  a  recital  of  facts,  amply  sufficient  to 
enable  the  practitioner  to  comprehend  the  case,  is  embodied  in  nearly 
every  opinion,  led  the  reporter  to  omit  the  arguments  of  counsel  entirely 
and  to  limit  himself  to  such  brief  statement  as  seemed  to  be  needed  for 
a  full  understanding  of  the  language  of  the  Court. 

Without  a  rigid  adherence  to  this  plan,  the  number  of  volumes  would 
have  been  doubled,  without,  it  is  believed,  materially  enhancing  the 
value  of  the  reports. 

As  some  of  the  earlier  cases  were  decided  nearly  twenty  years  ago, 
and  many  of  the  judges,  whose  opinions  are  reported,  are  no  longer 
living,  it  was  not  easy  to  procure  any  accurate  information  in  regard  to 
them.  Nevertheless,  it  is  believed  that  no  decision  or  charge  is  re- 
ported in  this  volume,  that  is  not  given  in  the  words  of  the  judge  who 
delivered  it,  or  in  language  adopted  by  him  after  revision ;  and,  to 
avoid  all  possible  risk  of  misstatement,  or  misapprehension  as  to  the 
point  decided,  or  as  to  dicta  believed  to  be  valuable,  the  language  of  the 
Court,  as  far  as  possible,  is  used  in  preparing  the  syllabus  of  each  case. 

(V) 
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vi  Preface, 

The  principal  sources  from  which  these  reports  have  been  supplied, 
have  been  manuscripts  furnished  by  the  judges  themselves;  certified 
copies  of  opinions,  from  the  originals  on  file  in  the  various  clerks' 
offices;  pamphlet  opinions  revised  by  the  judges  and  furnished  by  re- 
liable counsel,  and  publications  in  law  magazines  and  other  accredited 
legal  journals. 

Many  thanks  are  due  to  the  judges,  clerks  and  counsel  who  have  as- 
sisted in  furnishing  opinions,  charges,  briefs  and  memoranda,  without 
which  the  publication  of  such  a  work  would  have  been  impossible. 
Cincinnati,  October  i,  1867. 
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CASES 

Arising  upon  Lettei^  Patent  foi^  Inventions, 

DETERMINED 

IN    THE 

Circuit   Courts  of  the   United    States. 


Adams  &  Hammond 

vs. 
Edwards  &  Holman. 

Extensive  use  is  evidence  of  utility. 

Two  structures  are  <*  substantially  "  the  same  when  they  are  of  the  same  material,  if 

material  is  important;  of  the  same  thickness,  if  thickness  is  important,  or  of  the 

same  form,  when  form  contributes  to  the  result. 

The  *'  invention  **  is  the  conception  of  the  idea,  not  its  final  development.  The  law 
does  not  mean,  by  invention,  maturity. 

Where  an  inventor  perseveres  in  his  application  for  a  patent,  from  first  to  last,  although 
he  may  file  several  successive  applications,  some  of  which  are  withdrawn,  his 
patent  can  not  be  defeated,  unless  upon  proof  of  public  use,  or  sale,  for  two  years 
before  his  application. 

The  use  of  a  safe,  made  by  one  man  for  himself,  and  kept  by  him  in  his  counting- 
room,  or  cellar,  is  a  private  and  not  a  public  use. 

A  patentee  may,  from  patriotism,  generosity,  despair,  or  other  cause,  abandon  his  patent 
and  invention  to  the  public. 

Patentees  are  not  bound  by  their  opinions  upon  legal  questions  relating  to  their  patents. 

^txgerald  claimed  *<  the  application  or  plaster  of  Paris,  in  the  construction  of  all  iron  safes, 
in  tJu  manner  above  described,^*  Held:  That  this  was  a  claim  for  double  safes, 
with  a  filling  of  plaster  of  Paris,  three  inches  thick,  poured,  in  a  liquid  state,  be- 
tween the  double  sides  of  the  safe,  including  the  doors,  and  could  only  be  antici- 
pated by  proof  of  the  prior  use  of  a  similar  combination. 

(Before  Woodbory,  J.,  District  of  Massachusetts,  November,  1848.) 


DISTRICT    OF    MASSACHUSETTS. 


Adams  v.  Edwards. 


This  was  an  action  on  the  case,  tried  before  Mr.  Justice 
Woodbury  and  a  jury,  for  the  infringement  of  letters  patent, 
granted  to  Daniel  Fitzgerald,  June  i,  1843,  and  conveyed  by 
mesne  assignments,  to  plaintiffs.  The  nature  of  the  invention 
consisted  in  interposing  plaster  of  Paris  between  the  inner  and 
outer  chests  of  fire-proof  iron  safes,  after  the  manner  described 
in  the  specification. 

S.  P.  Staples  and  B.  R.  Curtis  for  plaintiffs. 

Dana  £sf  Jewell  and  R.  Choate  for  defendants. 

Woodbury,  J.,  charged  the  jury  as  follows  : 

The  plaintiffs  sue  on  a  patent,  which  was  taken  out  June  r, 
1843,  '^y  I^^niel  Fitzgerald,  and  assigned  to  the  plaintiffs  in  that 
year.  Discriminate  that,  if  you  please,  from  every  other  patent 
(as  many  have,  on  the  trial,  been  mentioned),  in  order  to  under- 
stand the  case  thoroughly — a  patent  issued  in  1843,  and  assigned 
to  plaintiffs,  by  Benj.  G.  Wilder,  who  obtained  it  from  Enos 
Wilder,  who  obtained  it  from  Fitzgerald. 

Now,  that  patent  being  so  obtained,  and  assigned  to  the  plain- 
tiffs, no  person  has  a  right  to  use  what  is  described  in  it,  without 
their  permission.  They  say,  that  they  did  not  give  any  permis- 
sion to  the  defendants  to  use  it ;  but  that  the  defendants  did  use 
it  from  1843  ^^  '^47>  ^"^  ^^^  claim  they  lay  before  you  is  for 
damages  for  this  use. 

In  order  to  understand  what  is  in  controversy,  you  will  start 
with  the  fact,  that  a  patent  was  taken  out  in  June,  1843. 

The  next  point  is,  that  the  defendants  have  manufactured, 
used  and  sold  safes,  similar  to  those  described  in  this  patent,  for 
three  or  four  years.  That  is  not  in  controversy.  It  is  proved 
by  several  witnesses,  and  is  not  in  dispute. 

Now,  that,  gentlemen,  in  point  of  law,  would  entitle  the  plain- 
tiffs to  recover  for  the  damages  they  have  sustained,  prima  facie. 
They  bring  here  a  public  document,  or  grant,  made  correctly  in 
point  of  law.  Patents  are  not  now  issued  indiscriminately  ;  and 
on  the  face,  it  is  good,  if  there  is  nothing  shown  against  it,  and 
a  prima  facie  case  can  not  be  n^adc  out  against  it. 


NOVEMBER,    1 848. 


Adams  v.  Edwards. 


The  case  becomes  narrowed  down  very  much/,by  the  defense, 
which  rests  on  two  great  points.  These  are — First,  that  not- 
withstanding the  defendants  have  used  this  invention,  yet,  for 
various  reasons,  they  had  a  right  to  use  it.  And  secondly,  even 
though  they  had  not  a  right  to  use  it,  under  the  law,  yet  they 
used  it  under  such  circumstances  that  there  should  not  be  any 
damages  given.     These  defenses  you  must  look  into. 

Had  the  defendants  a  right  to  use  this  patent  ?  For  if  they 
had,  they  should  not  be  held  responsible ;  if  they  had  not,  they 
should. 

Now,  gentlemen,  as  a  general  principle  of  law,  although  a 
patent  thus  obtained  and  thus  offered  in  evidence,  as  I  have  said, 
is  prima  facie  evidence  for  the  plaintiff  to  recover  ;  yet  it  is  com- 
petent for  the  defendant  to  show  he  has  a  right  to  use  the  inven- 
tion, and  he  may  sustain  his  defense  on  various  points.  He  may 
show  that  he  had  a  license  to  use  from  the  party  who  obtained 
the  patent,  and  in  such  a  form  that  he  had  a  right  to  use  the 
invention.  He  may  show  that  he  has  purchased  the  right — that 
is,  supposing  the  patent  is  good ;  or  he  may  show  something  to 
prove  that  the  patent  is  not  good — as  by  showing  that  some 
other  person  is  the  inventor,  and  not  the  patentee ;  or  by  show- 
ing that  the  thing  patented  had  been  in  public  use  for  two  years 
before  the  patent  was  applied  for ;  or  by  showing  that  it  had  been 
on  sale  for  two  years  before,  with  his  consent ;  or  by  proving 
that,  from  patriotism,  generosity,  or  in  despair,  or  from  some 
other  cause,  he  had  abandoned  it,  so  that  the  other  party  has  a 
right  to  use  it,  and  any  one  may  take  it  up,  as  a  sort  of  waif,  or 
derelict  property. 

And  I  mention  these  points,  because  they  are  all  relied  on  for 
the  defense ;  and  being  relied  on,  you  must  start  with  the  prin- 
ciple of  law,  that  the  defendant  should,  on  these,  make  out  his 
defense,  just  as  you  originally  started  with  the  principle  that  the 
plaintiff  must  make  out  his  position,  or  a  prima  facie  case,  against 
the  defendants. 

If  the  defendants  impugn  the  testimony  which  the  plaintiffs 
offer,  as  to  the  legality  or  correctness  of  the  patent,  you  must 
see  how  the  scale  preponderates. 

The  first  argument  to  prove  that  this  patent  is  bad,  is,  because 


DISTRICT    OF    MASSACHUSETTS. 


Adams  v.  Edwards. 


it  is  for  a  matter  not  considered  patentable.  Now,  gentlemen, 
in  order  to  judge  of  that,  we  must  first  inquire  what  it  is  for. 
I  shall  instruct  you,  as  a  matter  of  law,  that  such  things  are 
patentable  as  the  discoverer  undertakes  to  apply,  in  combination, 
or  separately,  so  as  to  produce  new  and  beneficial  results.  We 
must  make  some  broad  and  general  distinctions  of  that  kind. 

It  need  not  be  a  new  material.  It  need  not  be  an  entire  new 
machine.  It  need  not  be,  wholly  or  throughout,  a  new  applica- 
tion. But  when  it  is  a  combination,  as  it  is  here,  it  must  bring 
some  new  feature  into  the  combination,  and  produce  new  and 
beneficial  results. 

And  if  it  does  that,  it  is  of  no  matter  how  slight  is  the 
change.  If  there  is  a  novelty  in  the  application  and  in  the  ma- 
chine, and  if  it  produces  new  and  valuable  results,  it  is  patent- 
able, whether  the  combination  is  new,  or  an  important  part 
only,  is  new.  There  must  be  something  new  in  relation  to  it, 
and  it  must  produce  better  results  than  what  were  produced 
before. 

And  when  you  get  novelty  in  parts  or  in  combination,  and  nov- 
elty in  results,  and  beneficial  results,  you  get  what  the  constitution 
and  laws  were  enacted  to  protect ;  that  is,  something  newly  in- 
vented, which  benefits  mankind.  It  must  not  be  a  frivolous  ob- 
ject, like  the  invention  of  an  improvement  in  making  playing-cards, 
which  has  been  driven  out  of  court  because  the  object  was  bad. 

But  in  this  case  the  object  was  laudable — to  ensure  safety  to 
the  most  valuable  articles  of  property.  It  was  patentable, 
then,  if  new  and  useful. 

Next,  then,  did  it  produce  new  and  beneficial  results  ?  It 
must  have  some  superior  advantages  over  that  which  existed 
before,  or  it  could  not  produce  such  results,  as  to  have  resisted 
severe  fires,  such  is  consumed  former  safes,  and  their  contents, 
without  injuring  these.  Now,  gentlemen,  in  testing  what  is  a 
new  combination,  as  I  have  said,  you  may  not  have  a  new  ma- 
terial, but  you  must  have  something  different,  in  forn>  or  system, 
from  what  was  used  before,  and  so  different  as  to  cause  new  and 
better  results. 

Now,  as  I  understand  it,  safes  have  long  existed  before ;  and 
such  as  are  called  double  safes.     There  had  Ipqg  been  some 


NOVEMBER,     1 848. 


Adams  v.  Edwards. 


opening  between  the  chests,  at  some  times  to  be  occupied  by 
air,  and  at  other  times  by  substances  of  various  kinds,  supposed 
to  be  non-conductors — some  without  and  some  with  the  appli- 
cation of  such  substances  to  the  doors. 

But  what  Fitzgerald  claims  to  be  new,  if  I  understand  it,  is, 
not  the  use  of  plaster  of  Paris  to  repel  fire  entirely,  in  some 
modes  and  in  some  articles,  but  that  it  had  not  been  used  before 
in  combination  with  these  double  chests,  applied  to  both  doors 
and  sides,  to  the  thickness  with  which  he  used  it,  in  the  liquid 
state,  for  the  purpose  of  repelling  fire.  He  says,  in  the  patent, 
it  may  be  used,  dry  or  liquid ;  but  what  he  expressly  relies  upon 
and  describes  in  detail,  is  the  liquid  state,  and  of  a  certain  thick- 
ness. As  you  will  see,  this  has  an  important  bearing  upon  the 
result.     He  uses  it  for  the  doors,  too,  as  well  as  the  sides. 

This  patent,  then,  requires  that  the  safe  shall  be  constructed, 
under  his  invention,  so  as  to  leave  a  space  of  two  or  three 
inches — a  wider  space  than  has  been  generally  employed  before. 
The  preparation  shall  not  be  put  on  merely  as  a  wash,  or  nailed 
on  like  a  sheet  of  mica,  or  zinc,  but  it  shall  be  poured  in,  in  a 
liquid  state,  to  that  thickness.  I  have  the  impression  that  this 
pouring  in,  in  a  liquid  state,  in  accordance  with  the  answer  to  a 
question  which  I  put  to  a  scientific  gentleman  on  the  stand,  is 
a  peculiarity  in  filling  all  the  holes  and  cracks  better,  which  is 
essential. 

For,  those  acquainted  with  fires,  and  their  operation  upon 
safes,  are  aware  that  one  great  danger  of  burning  up  papers,  is 
in  consequence  of  the  external  heated  air,  not  flame,  being  com- 
municated through  some  small  fissures  of  joints  ;  and  that  one 
great  means  of  preventing  fire  from  destroying  the  contents  of 
the  safe,  is  by  reducing  the  preparation  to  the  liquid  form,  and 
pouring  it  in  as  a  thin  paste,  so  as  to  be  more  sure  of  filling  the 
smallest  spaces  between  the  two  chests. 

There  may  be  some  advantages  from  the  moisture  which 
comes  out  during  the  melting,  which  may  serve  to  protect  the 
safe  from  the  fire.  But  it  strikes  my  mind  that  this  result  has 
been  brought  about,  under  this  invention,  not  only  by  using 
plaster  of  Paris — which  is  a  good  non-conductor,  and  imbibes, 
after  it  is  calcined,  much  water — but  by  using  it  in  this  liquid 
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State,  so  as  to  fill  up  all  the  crevices ;  and  by  having  it  so  very 
thick,  two  or  three  inches,  as  Fitzgerald  had  it,  instead  of  (as  in 
the  safes  which  existed  before,  which  you  have  seen  described, 
and  some  of  which  you  have  seen  here)  having  a  mere  coat  of 
plaster,  half  an  inch  thick. 

You  will  at  once  see,  from  your  experience,  that  a  coat  of 
two  or  three  inches  of  matter,  thus  non-combustible,  will  resist 
the  progress  of  a  fire  much  better  than  a  mere  wash,  or  a  mere 
coating  of  half  an  inch,  or  a  quarter  of  an  inch.  However  that 
may  be,  he  claims  it  of  a  certain  thickness.  He  describes  the 
moist  state,  particularly,  for  its  use,  and  he  applies  it  to  the 
doors  as  well  as  to  the  other  parts. 

If  the  doors  are  not  secured,  as  well  as  the  other  parts,  it 
renders  the  contents  quite  unsafe.  It  is,  therefore,  this  new 
combination  of  plaster,  for  this  purpose,  in  this  thickness,  in 
the  moist  state,  and  applied  all  around,  to  the  doors  as  well  as  to 
the  other  parts,  which  seems  to  constitute  the  gist  of  this  dis- 
covery— producing  such  different  results  as  have  been  shown 
here — of  resisting  the  largest  fires.  It  could  hardly  be  justifi- 
able, I  think,  for  the  Court  to  say  that  it  is  not  patentable,  for 
want  either  of  importance,  apparent  novelty,  or  usefulness.  I 
shall  soon,  however,  suggest  something  more,  for  and  against 
its  novelty,  when  considering  the  special  testimony  against  it 
under  that  aspect. 

I  may  have  said  enough  as  to  what  is  meant  by  a  patent  being 
useful.  It  must  not  be  frivolous  or  unimportant.  I  hardly  need 
dwell  upon  this.  It  is  a  question  of  fact,  as  to  what  is  useful, 
after  instructing  you  as  a  question  of  law,  that  the  patent  must 
be  useful.  And  a  jury  will  have  no  great  difficulty  about  that. 
If  they  find  the  invention  introduced  extensively  into  use,  they 
will  conclude  that  it  is  useful ;  for  the  people  will  not  throw 
away  old  articles  when  old  ones  are  as  useful  as  new,  and  par- 
ticularly when  they  are  for  the  protection  of  such  valuable  arti- 
cles as  papers  and  money.  The  utility  comes  home,  therefore, 
to  everybody,  if  the  extensive  use  is  made  out. 

Passing  by  these  you  come  to  the  next  important  part  of  the 
defense,  and  the  evidenee  in  relation  to  which  has  occupied  the 
greater  portion  of  the  trial,  and  that  is :  was  the  improvement. 
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as  I  have  described  it  to  you,  made  originally  by  Fitzgerald,  or 
by  some  other  person  ? 

This  is  the  special  defense,  just  referred  to,  against  the  nov- 
elty of  this  patent.  Was  there  such  a  machine  of  the  descrip- 
tion contained  in  his  specification — was  there  such  a  machine 
invented,  or  matured,  before  he  did  it  ?  If  there  was,  the  law 
says,  and  says  properly,  that  he  can  not  succeed,  because  the 
world  then  had  the  benefit — if  it  pleased.  Another  person  was 
entitled  to  protection  on  account  of  it,  and  to  aid  the  invention 
it  was  not  necessary  to  issue  this  patent.  But,  in  order  to  test 
this  point,  the  prior  invention  must  have  existed  before,  with 
these  qualities,  with  this  combination,  with  this  description,  sub- 
stantially. And  I  do  not  say,  as  one  of  my  brethren  upon  the 
bench  has  said,  that  there  is  no  definite  signification  to  the  word 
^^substantial."  When  we  say  a  thing  is  substantially  the  same, 
we  mean  it  is  the  same  in  all  important  particulars.  It  must  be 
of  the  same  material,  when  the  material  is  important ;  it  must 
be  of  the  same  thickness,  when  thickness  is  important ;  it  must 
be  applied  in  the  same  way,  condition,  and  extent,  to  the  doors 
as  well  as  the  sides,  when  either  of  these  circumstances  makes 
an  essential  difference.  If  some  other  machine  had  all  this,  as 
in  Fitzgerald's,  then  it  was  substantially  the  same.  It  is  not  a 
matter  of  moment  to  make  the  chest,  itself,  of  one  substance, 
or  another,  if  there  is  no  difference  in  the  period  at  which  they 
melt,  and  if  they  are  alike  impenetrable  to  heated  air.  It  may 
be  made  of  tin,  or  iron,  or  brass.  It  is  of  no  consequence 
whether  it  is  in  form  a  square  or  a  parallelogram,  or  whether 
there  is  a  small  mixture  with  the  plaster,  which  neither  vitiates 
nor  improves  it.  But  it  must  be  the  same  in  power  to  resist 
heat  and  exclude  heated  air,  and  then,  in  this  particular,  it  is 
substantially  the  same. 

Change  of  form  is  not  material,  when  the  form  does  not  con- 
tribute toward  the  new  result.  When  it  does,  the  forms  must 
be  alike  in  all  important  particulars.  As  other  inventions  must 
have  been  not  only  substantially  like  this,  but  prior  in  time,  in 
order  to  vitiate  it,  it  will  be  necessary  for  you  to  find  when 
Fitzgerald  invented  this,  in  order  to  determine  whether  he,  or 
others,  invented  it  first.     The  law  means,  by  invention,  not 
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maturity.  It  must  be  the  idea  struck  out,  the  brilliant  thought 
obtained,  the  great  improvement  in  embryo.  He  must  have 
that ;  but  if  he  has  that,  he  may  be  years  improving  it — matur- 
ing it.  It  may  require  half  a  life.  But  in  that  time  he  must 
have  devoted  himself  to  it  as  much  as  circumstances  would 
allow.  But  the  period  when  he  strikes  out  the  plan  which  he 
afterward  patents,  that  is  the  time  of  the  invention — that  is  the 
time  when  the  discovery  occurs. 

Now,  it  is  contended,  on  the  part  of  the  respondents,  that 
there  were  discoveries,  like  this,  even  earlier  than  in  1830.  But 
in  1830,  some  of  their  witnesses  say,  and  others  in  1831  and 
1832,  there  were  clear  discoveries  of  the  use  of  plaster  in  this 
way,  and  before  Fitzgerald  started  this  idea,  which  he  afterward 
matured  and  patented. 

Now,  gentlemen,  fixing  the  time  of  Fitzgerald's  invention, 
you  will  see  whether  there  were  any  of  that  description  or  not. 
The  plaintiffs  contend  that  this  time  was  in  1830,  and  they  give 
you  the  whole  history  of  it,  from  various  sources ;  among  others, 
from  the  patentee  upon  the  stand.  What  led  him  to  the  discov- 
ery— the  experiments  he  made — the  progress  in  his  own  mind, 
and  what  disabled  him — the  want  of  means — from  maturing  his 
idea,  has  been  detailed  to  you.  But  his  attempts  continued 
after  making  the  discovery.  By  various  experiments  on  the 
power  of  plaster,  in  this  way — applied  in  this  form,  put  on 
moist,  by  balls,  more  in  the  form  of  plaster  than  of  paste — he 
found  that  it  would  stand  fire  better  than  any  thing  else.  And 
in  this,  one  of  his  brothers  unites  with  him,  and  the  testimony 
shows  that  he  thought  early  of  using  it  with  a  safe.  He  cer- 
tainly, in  1 83 1,  not  only  made  these  experiments,  but  made 
them  with  a  small  box  ;  and  he  speaks  of  thinking  then  that 
he  would  get  a  patent  as  soon  as  he  could  get  some  person  who 
would  assist  him.  Another  brother  unites  in  testifying  as  to 
what  took  place  in  183T,  and  Mr.  Loring  unites  with  them  in 
the  same. 

In  1832,  he  tried  it  with  larger  boxes,  or  safes,  with  the  idea 
of  safes  in  his  mind.  And  Post,  the  son — the  witness  of  that 
name  who  testified  upon  the  stand — confirms  what  has  been 
said  by  others,  as  to  what  took  place  at  his  father's,  at  that  time. 
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The  invention  was  exhibited  at  the  office,  or  house,  of  his 
father,  in  New  York,  in  1832 ;  to  Ireland  and  Yerrick,  in  1833. 
These  last  testify,  with  regard  to  the  facts  then  occurring,  of 
Fitzgerald  desiring  aid,  and  wanting  to  get  it,  to  obtain  a 
patent.  In  1834,  Mr.  Kelsey  testifies  to  experiments,  and 
also  in  1835.  He  says  that  he  made  experiments  in  1836: 
and,  especially,  early  in  1836,  after  the  great  fire,  he  went 
on  more  extensively  in  tests,  and  tried  to  get  persons  to  unite 
with  him.  Mr.  Sherwood  united  with  him  on  that  occasion, 
and  did  make  experiments,  which  he  has  detailed  here,  under 
oath,  with  great  clearness.  The  question  is  then  presented,  on 
this  evidence,  did  he  strike  out  this  idea,  which  he  afterward  got 
patented,  as  early  as  1831,  and  did  he  follow  it  up  to  1836,  till 
maturity,  and  follow  it  up,  too,  in  various  ways,  and  with  rea- 
sonable diligence,  considering  his  means  ? 

If  you  believe  that  he  did,  then  the  question  will  recur, 
whether  there  was  any  thing  earlier  of  this  kind,  and  to  this 
extent,  by  others. 

The  first  thing  that  is  offered  to  prove  this,  is  the  Conner 
safe.  And  here  you  come,  at  once,  to  the  thickness  of  the 
material  used. 

You  will  see  its  thickness  in  that  safe  here  before  you,  and 
can  judge  whether  it  is  as  well  calculated  to  confer  security 
against  fire ;  and  you  will  next  go  to  the  door  of  it,  and  see  if 
the  door  was  at  all  secured  against  fire ;  and  if  neither  of  these 
securities  existed,  as  in  Fitzgerald's,  you  will  determine  whether 
this  would  be  all  the  improvement  which  Fitzgerald  accom- 
plished by  thickening  the  material  threefold,  and  applying  it  to 
the  doors  as  well  as  the  sides.  But  there  is  another  objection 
to  it.  It  was  not  made  until  October,  1830,  and  Fitzgerald 
made  his  experiments  previously  in  that  year;  in  fact,  some 
witnesses  say  that  it  was  not  complete  until  1831  or  1832. 

Passing  from  these  to  the  French  safes — nobody  swears  that 
they  were  here  before  1832;  some  do  not  swear  that  the  French 
safes  were  in  this  country  before  1833  or  1834.  The  evidence 
proves  them  to  look  ten  years  old  at  that  time.  Although,  ac- 
cording to  the  appearance  of  them,  they  may  have  been  made 
some  years  before,  were  they,  in  fact,  so  made,  or  only  much 
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exposed  at  sea  ?  And  were  they  the  same  in  substance?  This 
is  the  important  inquiry  on  the  point  now  under  consideration. 
It  is  very  important,  under  another  head,  to  consider  whether 
their  previous  use  occurred  abroad  or  in  this  country. 

Looking  at  the  similitude,  or  difference  :  Were  not  the  nails 
driven  through  them — through  the  plaster  and  all?  Again,  as 
to  the  substance  between  the  chests :  Was  it  plaster  ?  And  was 
it  as  thick  as  this  ?  And  were  the  doors  secured  like  this  ?  All 
these  are  considerations  which  affect  the  question  at  issue,  and 
must  be  made  reasonably  clear  and  certain. 

And  this  is  the  reason  why  you  are  to  decide  what  Fitzger- 
ald's invention  was :  for  others  can  not  compete  with  it,  unless 
they  were  substantially  like  it. 

I  then  suggest  to  you,  the  safe  of  Marr,  in  England.  That 
was  not  in  existence  in  1834.  And,  gentlemen,  is  there  any 
evidence  that  Marr's  was  used  with  plaster  ?  That  was  spoken 
of,  in  the  specification,  with  feathers  and  cotton,  and  almost 
every  non-conductor  in  existence.  If  he  placed  no  more  reli- 
ance upon  it  than  upon  feathers  and  cotton,  it  would  hardly  be 
an  invention  like  this.  But  it  is  for  you  to  say  whether  it  was 
the  same,  and  whether  it  was  used  with  plaster,  liquid  or  pow- 
dered, or  ever  used  with  plaster  at  all.  That  is  a  question  for 
you  to  decide^  which  I  leave  entirely  in  your  hands. 

I  do  not  know  of  any  other  safes  which,  it  was  contended,  in- 
terfered with  Fitzgerald's,  till  you  come  down  to  where  I  stop 
in  the  examination — ^to  1836.  And  then,  if  you  believe  he  made 
an  application  for  this  patent,  which  was  not  afterward  aban- 
doned, no  other  invention  would  deprive  him  of  priority,  made 
after  1836,  or  within  the  two  previous  years.  But  if  he  had 
made  an  invention  which  he  abandoned  utterly,  and  did  not  try  to 
get  a  patent  for,  after  it  was  once  rejected,  and  did  not  resume 
the  attempt  after  the  first  trial,  by  a  new  application,  then  his 
priority,  by  the  first  application,  fails,  and  you  must  look  to  other 
applications  which  were  duly  followed  up,  and  to  other  inven- 
tions, within  two  years  of  them.  What  did  he  do,  under  these 
circumstances  ?  For  there  must  be  an  invention  by  others  be- 
fore his  application — there  must  be  a  discouery  by  some  other 
person,  before  he  applied — in  order  to  destroy  his  originality. 
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You  have  in  evidence,  how  he  did  apply  in  1836,  and  what 
his  specifications  were. 

And  then  you  have  in  evidence — how  his  first  application 
was  rejected  in  1836  or  1837,  and  why  it  was  rejected ;  how  he 
renewed  it  again  in  1837  ;  how  he  applied,  also,  for  the  Desk 
Safe,  and  succeeded  in  1838  ;  and  how,  after  a  second  rejection 
of  the  present  claim,  he  applied  again  a  third  time,  and  how  he 
failed;  how  it  was  continued  in  1839,  and  was  amended  and 
kept  up,  till  he,  finally,  by  an  appeal,  obtained  his  patent  in 
1834.  The  great  question  is,  whether  he  made  an  application 
in  1836,  by  a  specification  which  was  afterward  substantially 
embodied  in  his  patent  of  1843  »  ^"^  whether  he  ever  meant  to 
abandon  it,  after  his  original  application  ? 

I  instruct  you,  in  point  of  law,  with  reference  to  the  rejection, 
that  the  proof  of  abandonment  of  his  application  would  depend 
upon  two  circumstances  :  whether  he  meant  to  give  it  up — to 
give  all  up,  with  regard  to  it-— or  whether,  being  needy,  he  gave 
up,  during  a  short  time,  for  want  of  funds.  You  would  not 
trip  up  a  man  of  genius,  who  had  made  a  discovery,  in  conse- 
quence of  a  want  of  means  to  prosecute  his  labors  to  their  final 
consummation,  if  you  thought  he  intended  to  persevere.  And 
even  if  the  application  was  withdrawn — if  he  kept  it  up  in  his 
own  mind,  and  meant  to  keep  it  up  before  the  Patent  Office,  if 
you  think  he  did  not  intend  to  abandon  it,  and  did  not,  but 
merely  suspended  operations  till  he  could  get  means,  then  all 
the  other  inventions  would  apply  only  to  two  years  before 
1836.  But  if  he  did  not  then  reasonably  persevere,  nor  then 
mean  to,  they  would  apply  to  two  years  before  1839,  when  he 
had  his  specification  corrected,  and  persisted  in,  till  he  obtained 
the  patent. 

I  now  proceed  to  the  next  branch  of  the  defense  ;  it  is  one 
admissible  by  law,  and  often  a  very  important  one  to  the  com- 
munity; and  that  is,  that  Fitzgerald — ^although  his  invention 
was  original,  and  important,  and  valuable,  and  applied  for  in 
1836,  and  persisted  in  till  1843,  and  not  meant  to  be  abandoned 
during  that  time — »yet  allowed  it  to  be  in  public  use  without 
taking  out  a  patent,  or  without  applying  for  one,  for  two  years 
before  1836. 
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Now,  gentlemen,  you  will  perceive  that  the  law,  as  to  this, 
depends  upon  two  questions :  What  is  a  public  use  ?  and,  what 
is  two  years  before  application  ? 

If  you  consider  the  application  of  1836  as  never  having  been 
abandoned,  except  for  a  few  months,  not  renewed  from  want  of 
means  to  assist  in  prosecuting  his  claim,  then  the  public  use 
must  be  for  two  years  before  1836. 

But  if  you  suppose  that  application  was  abandoned,  then  the 
public  use  must  be  two  years  before  it  was  renewed,  so  as  to 
avail  under  the  principles  already  laid  down.  A  ^^  public  use  " 
is  this :  Public  use  is  opposed  to  private  use.  If  a  man  has  an 
invention  and  uses  it  privately,  and  nobody  knows  of  it,  then 
the  use  of  it  can  not  debar  another  person  from  inventing  or 
patenting  it.  What  is  the  evidence  of  a  public  use,  as  opposed 
to  a  private  use  ?  It  need  not  be  a  general  use  by  the  com- 
munity ;  but  it  must  be  an  open  use,  however,  so  that  the 
structure  and  modus  operandi  are  apparent. 

But,  gentlemen,  one  evidence  of  a  public  use  is  the  manu- 
facture of  an  article,  publicly  and  openly,  for  sale ;  not  univer- 
sally, but  still,  publicly — not  by  one  person  alone,  and  for  his 
own  private  use,  but  the  manufacture  of  it  publicly — the  offer- 
ing of  it  for  sale  publicly. 

If  a  machine  had  been  offered  for  sale,  or  had  been  manufac- 
tured, or  had  been  used  by  various  persons  publicly,  two  years 
before  Fitzgerald  applied,  his  patent  would  fail.  You  can 
easily  see  the  reason  for  it. 

A  man  is  not  to  lie  by,  and  let  the  public — several  persons — 
use  his  invention  without  objection.  He  is  not  to  lie  by,  and 
let  persons  manufacture  the  article  for  sale  as  if  not  to  be  pat- 
ented ;  because  he  thus  misleads  them.  He  is  not  to  lie  by, 
and  let  them  be  sold  in  public  stores. 

But,  gentlemen,  there  must  be  a  public  use  for  two  years, 
and  a  use,  too,  of  the  same  machine  in  all  essential  particulars. 

Now,  was  there  any  use  of  such  a  machine  before  1836,  sim- 
ilar in  substance,  as  to  the  material  parts  and  arrangements  ? 

Or,  if  you  will  fix  upon  some  later  period  than  1836,  for  the 
commencement  of  his  valid  application,  was  any  other  machine 
in  use  two  years  before  that  later  period?     The  law  of  1839, 
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in  respect  to  two  years,  was  passed  after  the  first  application. 
But  I  instruct  you  that  the  law  of  1839  applies,  on  all  trials 
since,  to  previous  cases  as  well  as  to  subsequent  cases. 

The  law  has  come  in,  and  given  two  years'  use  and  sale  to 
the  inventor,  without  being  barred  so  as  to  prevent  experiments 
and  trials  of  machines,  to  improve  them. 

What  next  are  the  previous  public  uses  relied  on  ?  The  only 
ones  which  have  any  bearing  upon  this  question  are  the  Con- 
ner and  French  safes,  which  have  been  already  considered  par- 
tially. 

Was  the  use  public  in  these  cases,  is  one  chief  ingredient 
under  this  head.  Was  such  a  safe  as  Conner's  used  by  the 
community  ?  Was  it  actually  sold  in  the  stores  ?  If  there  is 
evidence  of  it,  you  will  refer  to  it.  But  if  one  man,  alone, 
kept  it — made  it  for  himself,  kept  it  in  his  counting-room,  or  in 
his  cellar,  it  would  be  a  private  use.  And  the  French  safes — 
as  to  the  use  of  them,  you  will  judge  whether  there  was  any 
evidence  that  they  were  used  in  this  country,  or  made  in  this 
country,  or  sold  in  this  country — if  they  were  like  this  in  all 
essentials — which  is  another  question  for  you  to  decide. 

The  defense  to  which  I  shall  next  advert  is,  that  if  Fitz- 
gerald allowed '.  these  safes  to  be  on  sale  for  two  years  before 
his  first  application,  the  patent  is  invalidi  There  is  justice  in 
that.     He  thus  would  virtually  extend  the  term  for  the  patent. 

But,  did  Fitzgerald  give  permission  to  any  others  than  him- 
self or  his  agents,  to  use  them  ;  or  were  they  on  sale  in  the 
market  before  he  made  his  first  application  ?  What  is  the  evi- 
dence on  that  subject  ?  If  there  be  none,  or  none  satisfactory, 
it  can  not  operate  against  this  patent. 

There  is  one  other  defense,  and  that  is,  that  this  invention 
was  described  in  books  before  the  discovery  of  Fitzgerald. 

I  think  this  must,  by  the  act  of  Congress,  be  before  the 
"  discovery,"  and  not  before  the  application.  One  of  the  acts 
of  1836  speaks  of  the  description  in  books  as  being  necessarily 
before  the  discovery,  and  the  use  or  sale  before  the  application. 
As  to  the  description  in  books,  it  says,  in  express  terms,  that  it 
must  be  before  the  *' discovery."  If  I  am  not  wrong,  there 
are  books  referring  to  Marr's  patents,  though  that  is  clearly 
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after  this  invention  or  discovery,  and  referring  to  the  use  of 
plaster  as  a  non-conductor. 

But  do  they  describe  this  invention  of  Fitzgerald's  in  all  its 
material  combinations  ?  If  they  do  not,  they  are  no  bar  to  the 
validity  of  this  invention.  Not  to  delay  any  further  upon  these 
things,  I  would  say,  finally,  that  if  Fitzgerald  succeeds  in  over- 
coming all  this,  yet  if  he,  or  the  plaintiffs  under  him,  abandon 
this  invention  to  the  public,  from  patriotism,  generosity,  or  any 
other  cause,  then  they  should  not  trip  up  any  person  for  using  it 
afterward ;  for  a  parent  does  not  often  abandon  his  own  child. 
An  inventor  does  not  abandon  the  fruits  of  his  genius,  except 
from  some  great  cause.  Was  there  any  great  cause  which  in- 
duced Fitzgerald  or  Wilder  to  abandon  this  invention  ? 

Have  they  acted  as  though  they  intended  to  hold  on  to  it  ; 
or,  have  they,  in  fact,  held  on,  to  get  the  benefits  of  it  j  or  have 
they  utterly  given  it  up  and  abandoned  it  ? 

Something  has  been  said  as  to  the  opinions  of  the  plaintiffs 
concerning  the  validity  of  their  patent. 

I  would  state  to  you,  as  a  question  of  law,  that  the  plaintiffs 
are  barred  by  any  admissions  of  facts  made  by  them,  unless 
they  were  made  under  a  mistake — unless  they  show  that  they 
were  entrapped  into  a  confession,  or  labored  under  some  gross 
error  concerning  the  facts.  But  opinions  given  with  regard  to 
the  law  by  parties  do  not  hold  them  in  this  way. 

Suppose  a  person  thinks  he  is  not  entitled  to  a  legacy ;  it 
makes  no  difference  with  the  law. 

Many  persons  come  here  with  great  confidence  about  the 
legality  or  illegality  of  certain  questions ;  it  often  turns  out  that 
they  were  very  much  mistaken.  But  when  a  party  states  a  fact, 
and  he  does  not  show  that  he  is  under  a  mistake,  we  hold  him 
to  it ;  otherwise,  the  opposite  party  is  deceived,  or  misled. 

The  final  question  upon  which  I  wish  to  say  a  few  words,  is 
the  question  of  damages.  On  the  one  side  is  the  demand  that 
you  shall  give  nominal  damages,  and  on  the  other  that  you  shall 
give  full  damages.  And  it  is  perfectly  competent  for  you  to 
give  nominal  damages  only,  if  you  think  that  the  plaintiffs  have 
not  been  injured,  or  if  you  think  that  the  plaintiffs  have  acted  in 
such  a  manner  that  the  defendants  have  been  misled. 
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On  the  other  hand,  gentlemen,  if  the  defendants  have  not 
been  misled,  but  meant  to  get  the  use  of  this  safe  without 
paying  any  thing  for  it,  it  would  be  a  circumstance  to  induce  the 
jury  to  give  full  damages,  but  not  vindictive  damages.  And  I 
sometimes  instruct  a  jury  to  give  damages,  not  only  to  pay  for 
the  injury,  but,  besides  the  taxable  cost  of  the  suit,  to  remuner- 
ate the  plaintiff  for  the  extra  counsel  fees,  and  necessary  inci- 
dental expenses  in  undertaking  it. 

If  the  defendants  are  not  inventors,  and  have  not  bought  of 
inventors,  it  is  one  of  those  cases  where  larger  damages  ought 
to  be  given.  But  if  they  have  been  misled  by  the  plaintiiFs,  it 
is  a  case  for  smaller  damages. 

In  relation  to  the  additional  points  which  have  been  submitted 
for  instruction,  by  the  defendants,  it  has  been  said  that  the 
claim  in  1839  and  1843  ^^^^  ^^^  extend  to  the  degree  of  thick- 
ness which  was  laid  down  by  me,  as  embraced  in  the  patent  of 
1843.  ^^  ^^^^  point  I  would  instruct  you  that  he  says,  at  the 
close,  in  these  words:  "I  claim  the  application  of  plaster  of 
Paris  in  the  construction  of  all  iron  safes,  in  the  manner  above 
described,  or  in  any  other  manner  substantially  the  same." 
What  he  says,  **  above  described,"  as  to  thickness,  is  this.  He 
describes  a  ^^  space  between  the  inner  and  outer  safe  of  about 
three  inches,  which  space  may  be  varied  a  little,  but  should  be 
the  same  all  around  and  in  every  direction."  I  would  instruct 
you,  in  point  of  law,  that  the  reference  is  to  that — to  three 
inches.  I  had  supposed  it  was  only  two  or  two  and  a  half  inch- 
es; but  it  is  still  thicker.  He  describes  it  as  liquid,  too,  and 
then  says  it  may  be  in  that  or  some  other  way.  The  words  are 
these:  ^'I  then  take  plaster  of  Paris,  or  gypsum,  and  having 
boiled  it,  or  baked  it  in  an  oven,  and  calcined  it,  and  reduced  it 
to  a  powder,  I  mix  it  with  water  till  it  is  about  the  consistency 
of  cream,  or  thin  paste,  so  fluid  that  it  may  readily  be  poured 
into  the  space  left  as  above  to  receive  it."  He  does  not  say 
that  he  wishes  to  use  it  in  this  way,  merely.  He  describes  the 
process  which  he  actually  performs  as  the  liquid  one.  As  to 
the  doors,  he  says :  "  The  inner  and  outer  doors  are  prepared  in 
the  same  way."  And,  ^^  where  one  door  is  used,  it  should  be 
made  in  the  same  manner,  leaving  a  like  space  between  the 
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inner  and  outer  crust,  or  face  of  the  door ;  and,  for  a  like  pur- 
pose, should  be  fitted  to  the  chest,  or  safe,  with  great  accuracy.'* 

Also,  ^^  the  sides  and  openings  of  the  doors  are  to  be  neatly 
finished,  as  in  other  chests." 

The  question  of  law  is,  that  when  he  refers  to  the  ^^  manner 
above  described,  he  refers  to  the  thickness ;  to  the  liquid  paste, 
especially ;  and  to  the  filling  of  the  doors,  as  well  as  the  rest  of 
the  chest." 

As  to  the  application  of  1836,  the  request  says  that  this  claim 
was  not  there  in  substance. 

We  must  compare  this  application,  and  see.  In  1836,  he 
used  water,  but  it  was  with  a  plaster,  rather  than  a  paste ;  and 
he  says:  ^^ Within  this,  is  a  coat  of  a  peculiar  plaster  (to  be 
hereinafter  described),  one  inch  and  a  half  in  thickness ;  next 
within  this,  is  a  lining,  of  any  kind  of  wood,  about  three-fourths 
of  an  inch  thick ;  next  another  coating  of  the  plaster,  two  inches 
thick ;  the  whole  is  then  lined  with  wood,  covered  with  sheet- 
iron,  upon  which  the  shelves  and  apartments  are  fixed.  These 
various  proportions  may  be  varied,  to  suit  the  size  of  the  chest, 
and  other  circumstances ;  more  or  less  of  the  plaster  being  used, 
according  to  the  liability  of  the  chest  to  be  subjected  to  a  very 
great  heat,  in  case  of  fire." 

He  says  that  the  thickness  is  a  very  important  ingredient,  and 
that  it  is  important,  when  the  situation  is  such  that  the  fire  is 
likely  to  be  a  large  one. 

Here  is  gypsum — and  water  with  it,  bo  as  to  form  a  plaster — 
two  inches  thick  in  one  place,  and  one  and  a  half  inches  in 
another. 

It  is  also  said,  that  if  the  specification  of  Marr  describes  this 
material,  it  is  sufficient,  even  if  he  had  made,  as  he  swears,  no 
practical  machine  with  plaster.  In  his  testimony,  he  says,  twice, 
that  he  never  did  make  one  with  plaster.  If  he  describes  gyp- 
sum, he  must  describe  its  use  in  this  way.  But  he  says  nothing 
of  its  being  used  as  a  plaster^  or  of  its  being  poured  in  as  a  paste, 
and  nothing  of  the  thickness. 

It  is  also  said  that,  if  Fitzgerald  was  inactive  for  three  years 

, before  1836,  it  would  imply  that  he  had  given  up  the  invention. 

But  you  will  judge  from  the  evideace,  whether  in  1835,  1834, 
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and  1833,  he  did  not  make  direct  experiments,  and  apply  to 
persons  for  aid. 

Another  word  as  to  Matthews.  He  did  not  use  the  word 
^^  plaster  "  at  all,  and  says  nothing  of  thickness. 

He  speaks  of  ^^  soap-stone,  Roman  cement,  alum  or  glue.'' 
I  should  hold  them  to  be  different  from  plaster,  though  they 
might  be  non-conductors  ;  and  that  a  patent  for  them  did  not 
cover  one  for  plaster  of  Paris,  to  be  used  in  the  peculiar  form 
and  extent  described  by  Fitzgerald. 

You  will  retire,  gentlemen,  and  settle  the  facts  in  dispute, 
and  then  apply  them  to  the  points  in  controversy,  under  the 
principles  of  law,  as  explained  by  the  Court. 

The  jury  found  a  verdict  for  the  plaintiffs. 


William    V.   Many. 

V. 

George  W.  Sizer  and  Henry  Sizer. 

Ezpenment,  alone,  is  not  sufficient  to  constitute  priority  of  invention;  the  article  must 
be  completed  for  public  use. 

The  conception  of  the  idea  and  an  attempt  to  produce  it,  ending  in  unsuccessful  experi- 
ment, can  not  defeat  a  subsequent  patent. 

If  the  patentee  borrowed  the  idea  of  the  different  parts  which  go  to  constitute  his 
invention,  and  for  the  first  time  brought  them  together  into  one  whole,  which  is 
materially  different  from  any  whole  that  existed  before,  he  is  the  original  and  first 
inventor. 

It  is  of  no  consequence  how  much  or  how  little  labor,  study,  or  thought  the  invention 
cost,  if  it  be  really  a  new  and  useful  invention. 

Superior  utility  in  the  defendant*s  wheel  is  evidence  that  some  new  principle,  or  me- 
chanical power,  or  new  mode  of  operation,  producing  a  new  kind  of  result,  has 
been  introduced.     And  the  greater  such  utility,  the  stronger  such  evidence. 

But  this  utility  must  be  derived  from  the  changes  introduced — not  from  the  use  of 
better  material  or  greater  skill  or  care  in  the  manufacture. 

(Before  Spragvb,  J.,  District  of  Massachusetts,  January,  1849.) 
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This  was  an  action  on  the  case,  tried  before  Judge  Sprague 
and  a  jury,  for  the  infringement  of  letters  patent  [for  a  new  and 
improved  mode  of  constructing  cast-iron  wheels  for  railroad 
cars],  granted  to  Trescott,  Wolf,  and  Dougherty,  March  1 7, 
1848,  and  assigned  to  plaintiff.  The  defendants  denied  the 
validity  of  the  patent  because  the  invention  was  neither  new 
nor  useful.  Upon  these  issues  a  large  amount  of  testimony  was 
introduced,  the  material  portions  of  which  are  referred  to  in  the 
charge  of  the  Court. 

The  specification  accompanying  the  letters  patent  was  as 
follows : 

"  Be  it  known,  that  we,  Samuel  Trescott,  George  Wolf,  and  James  Dougherty,  of 
the  borough  of  Columbia,  in  the  county  of  Lancaster,  and  State  of  Pennsylvania,  have 
invented  a  new  and  improved  mode  of  constructing  cast-iron  wheels,  for  railroad  cars, 
and  for  other  purposes ;  and  we  do  hereby  declare  that  the  following  is  a  full  and  exact 
description  thereof:  We  denominate  our  wheel  the  'double-plate  car-wheel,*  because 
we  use  two  plates  instead  of  the  spokes,  or  arms,  usually  employed,  which  plates  are  cast 
with  the  rim,  and  form  one  substance  therewith ;  we  give  to  the  rim  of  our  wheels  the 
same  form,  in  all  respects,  as  is  now  given  to  the  rim  of  car- wheels  ;  but  i  nstead  of 
arms,  we  cast  our  wheels  with  two  parallel— or  nearly  parallel — ^plates,  which  plates  are 
convex  on  one  side  and  concave  on  the  other  j  the  hub,  or  nave  which  is  to  receive  the 
axle,  is  cast  in  the  center  of  these  plates,  extending  from  one  of  them  to  the  other  ^ 
the  accompanying  drawing  gives  a  sectional  view  of  one  of  our  wheels,  *a  a*  being  the 
rim, '  ^  ^  *  the  front  and  back  plates,  convex  on  one  side,  and  concave  on  the  other ; 
*c  c*  being  the  hollow  or  void  space  between  them,  and  *  d  d^  the  nave  or  hub  ;  the 
hollow,  '  c  £,'  between  the  two  plates,  is  formed  by  a  core,  in  the  process  of  casting, 
which  core  is  supported  in  the  flask  by  leaving  suitable  holes  in  the  plates  for  that  pur- 
pose, which  holes  serve  for  the  removal  of  the  sand  of  which  the  core  is  formed.  We 
cast  our  rim  in  a  chill,  in  the  usual  manner  j  and,  in  consequence  of  the  particular 
form  given  to  the  plates,  they  contract  in  cooling ;  without  danger  of  fracture,  and 
without  it  being  necessary  to  divide  the  hub,  as  is  done  when  car-wheels  are  cast  with 
spokes,  or  arms. 

*'  The  only  effect  of  contraction  is  to  flatten  the  two  plates  in  a  slight  degree,  operat- 
ing in  this  respect,  like  the  curved  arms  of  many  cast-iron  wheels.  We  are  aware  that 
car-wheels  have  been  made  with  plates  as  a  substitute  for  arms,  but  such  plates  have 
been  made  separate  from  the  wheels,  and  united  together  by  screwed  bolts  embracing 
the  hub  in  a  distinct  piece  between  them. 

"  The  difference  between  such  wheels  and  those  constructed  by  us,  is  so  obvious  as 
not  to  need  any  pointing  out. 

"  What  we  claim  as  our  invention,  and  wish  to  secure  by  letters  patent,  is  the  man- 
ner of  constructing  wheels  for  railroad  cars,  or  for  other  purposes  to  which  they  may  be 
applied,  with  double-curved  plates,  one  convex  outward,  the  other  inward,  and  an  un- 
divided hub,  the  whole  cast  in  one  piece,  as  herein  fully  set  forth. 

"  SAMUAL  TRESCOTT, 
GEORGE  WOLF, 
JAMES  DOUGHERTY." 

B.  R,  Curtis  for  plaintiff. 

J.  Mc Arthur  and  R,  Choate  for  defendants. 
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Sprague,  J.,  charged  the  jury  as  follows : 

There  are  several  things  required  by  the  patent  laws  of  the 
United  States  to  entitle  an  inventor  to  a  patent.  He  must  be 
the  original  and  first  inventor,  and  the  thing  patented  must  be 
useful.  The  letters  patent  are  prima  facie  evidence  of  both 
these  points,  and  are  sufficient,  in  the  first  instance,  to  entitle 
the  party  holding  them  to  maintain  a  suit  for  an  infringement. 
Then,  if  the  validity  of  the  patent  be  contested,  the  burden  of 
proof  is  on  the  defendant.  In  this  instance,  the  defendants 
allege  two  grounds  on  which  they  say  the  plaintifPs  patent  is 
invalid.  First,  that  the  original  patentees  were  not  the  first 
inventors  \  that  though  they  might  have  been  original,  they 
were  not  the  first.  They  must  be  the  first,  as  well  as  original 
inventors;  for  if  the  thing  they  produce  existed  before,  though 
they  might  have  been  ignorant  of  it,  they  can  not  take  and  hold 
any  exclusive  right  to  what  before  was  public  property. 

The  first  question,  then,  is  one  of  priority  of  invention. 

Several  wheels  have  been  produced  and  exhibited  to  you  by 
the  defendants,  and  it  is  for  you  to  say  whether  any  of  them  is 
substantially  the  same  in  principle  as  the  plaintiff's,  and  if  so, 
whether  it  existed  before  his  patent.  And  here  comes  the  ques- 
tion, what  is  the  plaintiff's  patent  ?  He  claims  a  thing,  as  a 
whole ;  it  is  made  up  of  several  things,  or  parts,  but  the  claim, 
after  all,  is  for  a  whole.  In  that  whole  are  embraced  the  sev- 
eral things  of  which  you  have  heard  so  much  during  the  trial — 
the  chilled  rim,  the  solid  hub,  the  two  curved  plates,  all  cast  at 
once,  and  forming  one  substance,  one  thing,  one  manufacture, 
for  one  use ;  it  is  to  be  taken  as  a  whole,  and  if  you  find  that  as 
a  whole  it  existed  before,  then  his  claim  is  not  valid. 

Now,  it  is  necessary  to  look  at  the  various  wheels  put  in  evi- 
dence. 

First,  the  Elgar  wheel,  which  is  a  patented  article.  It  is  not 
alleged  that  in  substance  this  is  the  same  as  the  plaintiff's,  but 
it  has  been  introduced  to  show  that  it  has  some  of  his  features, 
and  that  he  has  borrowed  from  it  some  of  his  ideas.  It  has  two 
plates,  not  of  cast-iron,  but  of  wrpught-iron,  which  were 
screwed  or  bolted  to  the  rim  and  hub.  In  these  respects  there 
is  a  difference  between  it  and  the  plaintiff's  wheel,  and  this 
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difference  is  adverted  to  in  the  specification  of  the   plaintiff 
himself. 

But  I  ought,  before  going  any  farther,  to  say  to  you,  that 
when  I  state  the  peculiarities  of  these  different  wheels,  or  any 
other  matter  of  fact,  you  are  not  to  take  the  statement  of  fact 
from  me ;  it  is  your  exclusive  privilege  and  duty  to  judge  of  all 
questions  of  fact. 

Then,  second,  there  is  the  Dunham  wheel.  Mr.  Dunham 
himself  has  been  on  the  stand  before  you.  In  his  wheel,  he 
had  double  plates  to  a  certain  extent ;  but  they  did  not  reach 
from  the  rim  to  the  hub ;  instead  of  continuous  plates,  he  em- 
ployed them  only  for  a  portion  of  the  distance,  and  used  spokes 
for  the  rest ;  if  that  does  not  constitute  two  plates,  connecting 
the  hub  and  the  rim,  then  it  is  not  substantially  the  same  as  the 
plaintiff's. 

Another  wheel  is  that  by  Baldwin.  That,  you  will  recollect, 
was  a  double-plate  cast-iron  wheel ;  you  will  also  remember, 
from  the  statements  of  the  witnesses,  that  two  only  of  them 
were  cast,  and  then  the  manufacture  was  abandoned,  because 
this  wheel  did  not  prove  to  be  a  good  article.  If,  with  respect 
to  this  wheel,  you  believe  the  evidence  of  the  witness,  Mr. 
Baldwin's  foreman,  who  superintended  the  casting,  that  the 
plates  were  not  curved  so  as  to  embrace  the  principle  of  com- 
pensation, that  is,  if  they  had  not  such  a  form  given  to  them  as 
to  allow  of  contraction,  without  fracture,  in  the  process  of  cool- 
ing— if  that  was  wanting  in  the  Baldwin  wheel,  then  it  is  not 
substantially  the  same  as  the  plaintiff's. 

Then,  again,  there  is  the  Tiers  wheel.  The  deposition  of  Mr. 
Tiers  'has  been  produced,  and  he  states  that  his  wheel  had 
spokes,  or  arms,  between  his  plates,  and  he  says  that  after  trying 
experiments,  he  abandoned  the  manufacture ;  now  experiment, 
alone,  is  not  sufficient  to  constitute  priority  of  invention.  The 
article  must  be  completed  for  public  use,  and  the  result  must  be 
known,  although  it  is  not  necessary  that  it  should  be  actually 
used  by  the  public ;  the  question  is,  whether  the  thing  patented 
was  before  known  ?  The  conception  of  the  idea,  and  the  attempt 
to  produce  it,  ending  in  unsuccessful  experiment,  is  not  suffi- 
cient to  defeat  a  subsequent  patent. 
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Now,  there  is  still  another  wheel  offered  in  evidence — the 
James  wheel.  You  will  recollect  that  it  has  one  convex  plate, 
with  nothing  to  prevent  a  sufficient  contraction  in  cooling. 
The  question  is,  does  that  wheel,  with  its  single  convex  plate, 
contain  all  the  material  parts  of  the  Wolf  wheel  ?  The  plain- 
tiff alleges  that  he  has  introduced  a  second  plate  -,  if  the  second 
plate  introduced  by  the  plaintiff  operates  as  a  brace  or  truss  to 
support  the  rim  and  hub,  and  thus  introduces  a  new  principle,  or 
mechanical  power,  then  the  plaintifPs  is  not  substantially  the 
same  as  the  James  wheel. 

These  are  all  the  single  and  separate  wheels  introduced  by 
the  defendants.  I  have  adverted  to  them  briefly  j  but  you  will 
remember,  doubtless,  all  the  peculiarities  of  their  construction 
and  principle. 

But  then  comes  this  second  question :  If  neither  of  these 
wheels,  taken  separately,  will  defeat  the  plaintifPs  patent,  will 
they  all  together  ?  It  is  contended  by  the  defendants,  that  all  the 
parts  going  to  constitute  the  plaintiff's  wheel,  were  known  be- 
fore, and  developed  in  prior  wheels. 

But  if  the  patentee  borrowed  the  idea  of  the  different  parts 
which  go  to  constitute  his  wheel,  and  for  the  first  time  brought 
them  together,  into  one  whole,  and  that  whole  is  materially  dif- 
ferent from  any  whole  that  existed  before,  then  he  is  the  orig- 
inal and  first  inventor,  and  is  entitled  to  a  patent  therefor. 

I  have  been  requested  to  instruct  you  that  it  is  of  no  conse- 
quence, as  to  the  validity  of  a  patent,  how  much,  or  how  little 
labor,  study,  or  thought  the  invention  cost.  And,  gentlemen, 
this  is  so,  if  it  be  really  a  new  and  useful  invention.  The  de- 
gree of  labor  and  thought  may  be  sometimes  evidence  to  the 
jury,  upon  the  question  of  invention ;  but  although  the  inven- 
tion be  accidental,  or  a  suddea  flash  of  thought,  the  party  is 
entitled  to  the  benefit  of  his  discovery. 

I  have  also  been  requested  to  state,  that  it  makes  no  difference 
as  to  the  validity  of  a  patent,  if  the  same  article  or  production 
was  known  before,  whether  such  prior  production  or  article  was 
patented  or  not ;  and  such  undoubtedly  is  the  law,  as  you  must 
have  seen  from  the  directions  already  given  you. 

The  next  question  that  arise&  is  that  of  utility ;  the  statute 
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requires  the  invention  to  be  useful.  The  law  does  not  say  that 
it  must  be  highly  useful,  or  more  useful  than  others  ;  it  must 
have  some  degree  of  utility,  and  that  is  all  that  is  required.  I 
have  been  requested  to  instruct  you  that  an  article  can  not  be 
considered  useful  if  it  endangers  human  life,  or  is  so  expensive 
that  manufacturers  would  not  be  induced  to  make  it.  Those 
may  be  very  important  considerations  for  you  to  take  in  view, 
but  they  are  not  necessarily  conclusive  ;  and  you  will  determ- 
ine, from  a  consideration  of  all  the  evidence,  whether  the  in- 
vention is,  upon  the  whole,  a  useful  one. 

Another  question  is :  Whether  the  description  given  in  the 
patentee's  specification  is  sufficient  to  enable  a  skillful  artisan  to 
make  the  wheel  from  it  ?  The  description  must  be  such  as  to 
enable  a  person  skilled  in  the  art  to  which  the  invention  per- 
tains, to  make  the  thing  patented  in  such  a  manner  that  it  will 
be  useful. 

I  next  proceed  to  another,  and  perhaps  I  may  say,  the  great 
question  in  this  case,  which  has  been  argued  very  ably  by  the 
counsel  on  both  sides.  It  is  :  Whether  the  defendants  have  in- 
fringed the  plaintifPs  patent. 

Now,  the  defendant  himself  has  a  patent  for  his  wheel,  and 
that  patent  is  prima  facie  evidence  that  the  wheel  is  his  inven- 
tion ;  that  it  is  new  and  original  in  him,  and  the  burden  of  proof 
is  on  the  plaintiff  to  satisfy  you  that  the  defendant  has  infringed 
his  patent.  The  defendant's  patent  being  subsequent,  can  not 
operate  to  defeat  the  plaintifPs^  if  it  be  for  substantially  the 
same  thing.  The  question  is:  Whether  the  article  actually 
made  by  the  defendants  is  substantially  the  same  as  that  patented 
by  the  plaintiff?  There  is  no  dispute  as  to  what  is  actually  made 
by  the  one  party  and  by  the  other.  The  things  and  productions 
of  both  the  plaintiffs  and  defendants  are  before  you,  as  they  have 
been  actually  constructed.  You  have  the  means  of  comparing 
them.  The  burden  of  proof,  as  I  have  said,  in  this  respect,  is 
on  the  plaintiff.  He  must  prove,  beyond  a  reasonable  doubt, 
that  the  defendants  have  infringed  his  right.  And  the  question 
is :  Whether  the  article  made  by  the  defendants  is  substantially 
the  same  as  that  of  the  plaintiff?  This  is  a  matter  of  fact  and 
exclusively  for  your  determination. 
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But  here  it  becomes  necessary  to  ascertain,  with  more  pre- 
cision, what  is  claimed  and  secured  by  the  plaintifTs  patent. 

It  is  insisted,  on  the  part  of  the  defendant,  that  the  plaintiff 
is  restricted  to  the  degree  of  curvature  described  in  the  drawing 
annexed  to  his  specification.  But  the  drawing  is  only  an  illus- 
tration, and  the  patentee  is  not  limited  to  the  degree  of  curva- 
ture therein  represented.  The  plates  are  described,  in  the 
plaintiflfs  patent,  as  convex :  and  the  question  is :  Whether  they 
must  be  curved  as  wholes — that  is,  from  rim  to  rim— or  whether 
the  curvature  may  be  between  hub  and  rim  ?  It  is  contended 
by  the  plaintiff,  that  the  drawing  shows  that  the  inner  plate  is 
struck  from  two  centers,  making  some  degree  of  curvature  be- 
tween hub  and  rim,  subordinate  to  the  general  convexity.  If 
this  be  so,  and  the  curvature  of  the  arms  of  some  cast-iron 
wheels  was  previously  well  know  to  be  between  hub  and  rim, 
then  I  instruct  you  that  the  plaintiff  is  not  confined  to  curvature 
between  rim  and  rim,  but  that  curvature  between  hub  and  rim 
is  within  his  patent. 

Another  question  relates  to  the  arrangement  of  the  plates. 
In  the  plaintifTs  specification  they  are  described  as  parallel,  or 
nearly  so,  and  the  summing  up  states  them  to  be :  one  convex 
outward,  and  the  other  inward  j  and  it  is  insisted  by  the  defend- 
ant, that  the  plaintiff  is  confined  to  that  arrangement.  But  I 
feel  bound  to  instruct  you  that  such  is  not  the  law,  and  that  the 
plaintiff  is  not  restricted  to  plates  that  are  curved  or  convexed 
in  the  same  direction,  but  that  his  patent  may  cover  plates,  both 
curved  inward  or  both  curved  outward,  as  well  as  those  which 
are  parallel,  or  nearly  so. 

Taking  these  views  of  the  plaintiff's  patent,  you  will  come  to 
the  examination  of  the  wheel  made  by  the  defendant,  and  see 
whether  it  is  substantially  the  same.  If  the  defendants  have 
omitted  any  one  material  part  found  in  the  plaintiiPs  wheel, 
then  their  wheel  is  not  the  plaintifTs,  and  is  not  an  infringement. 
They  allege  that  they  omit  altogether  the  plates  of  plaintiff,  and 
substitute  others,  materially  different,  and  that  is  the  question  for 
you  to  examine  and  decide. 

It  is  contended  by  the  defendants,  that  if  a  person  of  compe- 
tent skill  could  not,  from  the  description  given  by  the  plaintiff, 
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make  a  wheel   like  the  defendants',  then  the  plaintiff  can  not 
prevail  in  this  action. 

And  this  proposition  is  true,  when  properly  understood.  It 
is  not  necessary  that  one  skilled  in  the  art  should  be  able,  from 
the  plaintiff's  description,  to  make  a  wheel  in  the  form  of  the 
defendants',  but  it  is  necessary  that  he  should  be  able  to  make 
one  substantially  like  the  defendants'.  For,  if  he  could  not, 
it  would  follow,  either  that  the  thing  patented  could  not,  from 
the  description  given  by  the  patentee,  be  made  by  a  person  of 
competent  skill,  or  that,  when  made,  it  would  be  substantially 
different  from  the  defendants',  and  in  such  case,  the  plaintiff 
could  not  maintain  this  action.  But  this  still  brings  us  back  to 
the  question,  whether  the  defendants'  wheel  is  substantially  the 
same  as  the  plaintifTs.  The  defendants  have  introduced  cer- 
tain changes  in  the  plates  and  their  arrangement.  If  these  are 
only  changes  of  form  and  proportions  of  the  thing  patented — ^as 
described  and  set  forth  in  the  patent,  without  introducing  any 
new  principle  or  mechanical  power,  or  new  mode  of  operation 
producing  a  new  kind  of  result — the  defendants'  wheel  would, 
notwithstanding  these  changes,  be  an  infringement  of  the 
plaintiff's  patent.  But  if  by  such  changes  of  form  and  ar- 
rangement, the  defendant  has  introduced  any  new  principle,  or 
mechanical  power,  or  has  introduced  a  new  mode  of  operation, 
producing  a  new  kind  of  result,  he  has  not  infringed  the  plain- 
tiff's patent. 

If  the  changes  made  by  the  defendant  have  rendered  his 
wheel  one  of  greater  utility  than  the  plaintiff's,  such  utility  is 
evidence  that  some  new  principle,  or  mechanical  power,  or  new 
mode  of  operation,  producing  a  new  kind  of  result,  has  been 
introduced.  And  the  greater  such  utility,  the  stronger  is  such 
evidence.  And  if  a  manifest  and  very  high  degree  of  utility  is 
obtained  by  such  changes,  it  becomes  full  proof  and  conclusive, 
that  a  new  principle  or  mechanical  power,  or  new  mode  of  op- 
eration, producing  a  new  kind  or  result,  has  been  introduced, 
and  that  the  defendants'  wheel  is  no  infringement. 

There  has  been  much  evidence  before  you  upon  these  points. 
You  have  the  opinions  of  gentlemen  of  science  and  skill,  of 
experts  conversant  with  this  particular  art,  upon  this  question, 
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and  also  many  detailed  facts  from  those  acquainted  with  the 
operation  of  the  two  wheels.  You  are  to  decide  upon  all  this 
matter  by  exercising  your  own  judgment  upon  the  facts  and 
reasonings  submitted  to  you.  You  have  another  kind  of  evi- 
dence upon  which  you  are  also  to  pass,  and  that  is  the  proof  of 
the  effect  of  both  these  productions  when  put  to  practical  use. 

Now,  gentlemen,  the  opinion  of  experts — contrary  to  the 
general  principle  of  law,  which  excludes  opinions  from  going 
to  a  jury  as  evidence — is  admissible  in  cases  like  this ;  cases 
involving  questions  of  science  and  artistical  skill,  in  which  it 
is  presumable  that  the  jury  are  not  versed,  and  with  regard  to 
which,  therefore,  they  may  desire  the  aid  of  other  persons,  skill- 
ful and  versed  in  the  art  or  science  in  question.  Hence  it  is, 
that  the  results  which  such  skillful  and  accomplished  persons 
have  arrived  at,  in  their  own  minds,  are  suffered  to  go  to  the 
jury  as  matters  of  evidence.  But  they  are  not  to  be  held  as 
conclusive.  They  are  to  be  judged  of  by  you,  and  weighed  by 
you,  in  the  same  manner  as  all  the  other  evidence  in  the  case. 

And  with  regard  to  this  matter,  the  plaintiff  insists  that  the 
weight  of  evidence  from  the  experts  is  on  his  side.  The  de- 
fendants, on  the  other  hand,  contend  that  it  is  clearly  on  theirs. 
It  is  for  you  to  examine  the  testimony,  and  consider  which  side 
is  entitled  to  be  regarded  as  having  the  preponderance. 

It  is  insisted,  also,  by  the  defendants,  that  the  plaintifFs  ex- 
perts have  given  an  explanation  to  the  meaning  they  attach  to 
the  term  '*  principle,"  which  destroys  the  force  of  the  opinion 
they  have  given  as  to  the  defendants'  wheel  being  the  same  in 
principle  with  the  plaintifPs ;  because,  they  say,  it  might  require 
skill,  ingenuity,  thought,  and  experiment  to  arrive  at  the  de- 
fendant's wheel  from  the  plaintifPs  description.  Now,  it  may 
be  that  thought  and  experiment  would  arrive  at  something  sub- 
stantially different  from  the  plaintiff's,  and  it  may  be  that  they 
would  produce  an  article  substantially  the  same,  though  for- 
mally different ;  and,  it  may  be  again,  that  much  ingenuity, 
thought,  experiment,  and  study  may  be  employed  to  prevent  a 
similitude  in  form,  although  the  principle  be  the  same,  and  so 
evade  the  patent. 

Besides  the  opinions  of  the  experts,   you  have   the  reasons 


26  DISTRICT  OF    MASSACHUSETTS. 


Many  v.  Sixer. 


given  by  them  for  such  opinions,  and  the  theories  and  deduc- 
tions urged  by  the  counsel.  All  agree  that  in  casting  a  wheel 
in  a  chill,  the  first  effect  is  a  contraction  of  the  rim,  diminishing 
the  circumference  of  the  wheel,  and  thus  producing  a  pressure 
upon  the  plates,  which,  in  their  heated  state,  causes  them  to 
yield,  so  as,  in  the  first  instance,  to  increase  the  curvature,  and 
afterward,  by  the  cooling  of  the  interior,  the  curvature  is  re- 
duced so  as  to  be  somewhat  nearer  a  straight  line  than  it  was 
originally.  The  defendants  contend  that,  by  the  contraction  of 
the  rim  in  the  chill,  the  hub  of  the  plaintifPs  wheel  rises  ;  and 
that  in  the  defendant's  does  not,  and  that  this  constitutes  a 
material  difference  between  them.  The  plaintiff  insists  that  the 
hub  of  the  defendant's  wheel  also  rises,  by  the  contraction  of 
the  rim  in  casting,  and  that  if  it  were  otherwise,  still  that  would 
constitute  no  difference  of  principle.  That  the  hub,  or  center 
of  the  plaintiffs  plate  rises,  in  the  first  instance,  in  the  process 
of  casting,  there  is  no  doubt,  although  at  first  it  was  contro- 
verted.    Is  it  the  same  with  the  defendants'? 

To  this  point  you  have  the  testimony  of  persons  who  have 
cast  the  wheel,  and  of  others  who  have  made  the  experiment 
for  the  purpose  of  determining  this  question  ;  and  models  pre- 
pared with  screws,  for  the  purpose  of  illustrating  the  effect  of 
the  first  contraction  in  casting  the  two  wheels ;  and  also  the 
testimony  and  Reasoning  as  to  the  necessary  effect  of  the  pres- 
sure by  such  contraction,  upon  the  plates  of  the  form  used  by 
the  defendants'. 

It  is  urged  by  the  plaintiff,  that,  although  most  of  the  curv- 
ature in  the  defendant's  wheel  is  between  hub  and  rim,  yet  there 
is  what  may  be  denominated  a  general  curvature  between  rim 
and  rim,  and  that  this  last  curvature  is  in  the  same  direction  in 
both  plates ;  so  that  when  the  contraction  of  the  rim  presses 
upon  the  mass  of  metal  constituting  the  plates,  such  pressure  is 
not  in  a  straight  line  between  rim  and  rim,  and  therefore  the 
center  of  both  plates  is  necessarily  pressed  upward,  in  a  greater 
or  less  degree,  although  a  part  of  such  pressure  may  be  ex- 
hausted upon  the  subordinate  curves  between  hub  and  rim. 
The  defendant,  on  the  other  hand,  insists  that  there  is  no  such 
general  curvature,  and  the  only  effect  of  the  contraction  of  the 
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rim  is  to  increase  the  curvature  between  hub  and  rim.  It  is  for 
you  to  determine,  upon  all  the  evidence,  whether  there  be  a 
difference  in  this  respect  between  the  two  wheels,  and  if  so, 
whether  it  be  material. 

The  curvature  of  the  plates  is  also  necessary,  and  perhaps 
even  more  important,  to  obviate  the  danger  arising  from  the 
contraction  of  the  interior  portions  of  the  wheel  in  cooling, 
which  diminishes  the  curves,  and  eventually  renders  them  some- 
what less  than  they  were  as  originally  molded.  There  is  no 
doubt  that  in  this  process  the  hub,  or  center  of  the  plaintiff's 
plates,  is  depressed  ;  but  it  is  controverted  whether  such  is  the 
ef&ct  upon  the  defendants'  plates.  And  upon  this  point,  as 
well  as  upon  the  question  of  its  materiality,  you  have  the  same 
evidence  as  upon  the  effect  of  the  first  contraction  by  chilling 
the  rim. 

Then,  gentlemen,  there  is  another  question.  It  is  said  that 
the  defendant  obtains  a  distinct  advantage,  to  which,  indeed,  his 
patent  particularly  adverts,  by  relieving  the  core  in  casting  so 
that  it  need  not  be  removed  until  the  xnetal  is  cold.  There  is 
no  evidence  that  the  core  of  the  plaintiff's  wheel  was,  in  fact, 
ever  removed  until  it  was  cold,  or  that  its  remaining  in  has 
proved  injurious.  But  it  is  urged  by  the  defendant  that  some 
injury  must  have  necessarily  resulted,  because,  from  the  form 
of  the  plaintiff's  wheel,  the  whole  space  between  the  two  plates 
IS  at  first  filled  by  the  core;  and  that  this  space  being  dimin- 
ished by  contraction  in  cooling,  causes  an  injurious  pressure; 
whereas,  the  effect  of  the  same  contraction  upon  the  defend- 
ants' plates  would  be  to  increase  the  space  between  them,  and 
thus  relieve  the  core.  This  is  denied  by  the  plaintiff,  who  in- 
sists that  the  first  contraction  diminishes  the  space  between  the 
defendants'  plates  much  more  than  any  part  of  the  process  does 
the  space  between  the  plaintiff's. 

There  is  another  distinct  species  of  evidence  worthy  of  your 
deliberate  consideration,  and  that  is  the  practical  effect  produced 
by  the  changes  introduced  by  the  defendant.  If  the  effect  is 
a  wheel  of  greater  utility,  that  is  evidence  tending  to  show  that 
some  new  principle,  or  mechanical  power,  or  mode  of  opera- 
tion, producing  a  new  kind  of  result,  has  been  introduced ;  and 
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the  higher  the  degree  of  utility,  the  stronger  is  such  evidence. 
And  it  may  arise  to  so  high  a  degree  as  to  become  cohclusive. 
From  our  inability  to  penetrate  the  secrets  of  nature,  we  may 
not  be  able  to  detect  the  new  principle,  or  power,  otherwise 
than  by  its  effects.  But  this  utility  must  be  derived  from  the 
changes  introduced — not  from  the  use  of  better  material,  or 
greater  skill  or  care  in  the  manufacture. 

Under  this  head,  your  first  inquiry  will  be,  whether  the  de- 
fendants' wheel  is,  in  fact,  superior  to  the  plaintiff's?  And  if 
you  find  that  it  is,  you  will  next  consider  whether  such  superi- 
ority is  attributable  to  the  changes  introduced  by  the  defendant, 
or  to  better  material,  and  greater  care  and  skill,  or  partly  to  one 
and  partly  to  the  other,  and  how  much  to  each. 

It  is  in  evidence  that  about  eleven  hundred  wheels  were  made 
by  the  patentees,  from  the  date  of  their  patent  in  1838  to  the 
year  1843,  ^^'^^  were  put  upon  the  Pennsylvania  railroads,  and 
that  some  two  hundred  of  them  still  continue  in  use. 

And  the  plaintiff,  moreover,  insists  that  railroads,  as  they  were 
constructed  ten  years  ago,  gave  a  more  severe  trial  to  wheels 
than  they  do  as  now  built.  It  is  further  urged  by  him,  that  if 
any  wheel  has  stood  the  test  of  every  use,  that  fact  should  sat- 
isfy you  that  the  article  is  a  good  one.  And  it  is  maintained,  if 
one  wheel  can  be  made  from  a  particular  pattern,  to  stand  the 
test  of  severe  use,  another  wheel,  or  any  number,  can  be  made 
from  the  same  pattern,  equally  good,  with  sufficient  care  and 
skill. 

On  the  other  side,  it  is  insisted,  that  the  Wolf  wheels,  as 
they  were  constructed,  were  bad  ;  that  they  broke,  and  were,  in 
fact,  a  worthless  article,  and  that  no  one  ever  made  a  second 
purchase  of  them,  but  that  the  old  spoke  wheels  were  always 
substituted  for  those  that  failed;  and  that,  with  respect  to  the 
two  wheels  exhibited  to  you  as  having  been  run  for  several 
years,  nobody  knows  to  what  use  they  were  put,  nor  to  what 
trial  they  were  subjected.  And  again,  it  is  added,  that  the 
patentees  abandoned  the  manufacture  of  the  Wolf  wheel,  and 
went  back  to  the  old  cast-iron  spoke  wheel.  This,  the  defend- 
ants contend,  is  of  itself  evidence  which  should  satisfy  you  that 
the  Wolf  wheel  is  worthless.     On  the  other  hand,  you  have 
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the  deposition  of  Mr.  Wolf  himself,  stating  that  the  only  rea- 
son why  he  abandoned  the  manufacture  of  his  wheel  was,  that 
he  could  not  procure  the  proper  kind  and  quality  of  iron. 

With  regard  to  the  second  period  of  this  wheel,  as  the  coun* 
sel  have  designated  it  for  convenience,  it  appears  that  in  1847 
the  plaintifF  himself,  at  Albany,  employed  Messrs.  Jagger, 
Tread  well  and  Perry  to  manufacture  his  wheel  under  his  own 
supervision.  The  defendant  contends  that  the  attempt  was  a 
failure.  The  plaintifF  contends  that  it  was  successful.  One 
party  says  that  the  manufacture  was  given  up  because  it  was 
not  successful,  and  because  the  wheel  was  not  useful.  The 
other  maintains  that  that  was  not  the  reason  for  discontinuing 
the  manufacture,  but  the  reason  was  the  want  of  suitable  ma- 
terial. You  have  had  the  testimony  from  both  sides  before  you 
upon  this  point.  On  the  one  hand,  it  is  insisted  that  the  most 
perfect  opportunity  was  afforded  for  a  successful  production  of 
the  plaintifPs  wheel ;  that  the  utmost  care  and  skill  were  used 
in  making  it,  and  that  the  very  best  materia)  was  employed,  and 
that  this  too,  was  frequently  under  the  personal  inspection  of 
the  plaintifF.  But  the  other  side  contend  that  the  testimony  of 
the  witnesses  to  these  things  should  be  taken  with  much  allow- 
ance, especially  so  with  regard  to  the  evidence  of  Mr.  Tread- 
well,  who  occupies  an  antagonistic  position  to  the  plaintifF. 

Mr.  Treadwell  is  the  defendant,  at  Albany,  in  a  suit  brought 
for  the  infringement  of  this  very  patent.  And  standing  in  that 
position,  it  is  urged  that  he  has  such  an  interest  in  the  question, 
although  not  in  this  suit,  that  he  must  be  biased  Mr.  Kibbee, 
too,  being  in  his  employment,  it  is  said,  must  be  also  under  a 
bias.  But  then,  on  the  other  hand,  it  is  stated  that  the  plaintifF 
complained  to  the  manufacturers  of  the  quality  of  iron  used, 
and  it  was  changed,  at  his  request.  As  to  the  quality  of  the 
iron,  gentlemen,  and  the  allegation  that  Treadwell  &  Co.  did 
not  use  a  proper  material,  you  have  the  testimony  of  several 
witnesses,  who  state  that,  in  the  wheels  made  in  1847,  ^^  ^^ 
least  in  that  specimen  of  them  which  you  have  seen  in  the  entry 
of  the  court-room,  the  iron  was  not  of  a  suitable  quality  for 
railroad  wheels. 

You  will  satisfy  yourselves,  in  the  first  place,  whether  the 
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plaintiff  manufactured  a  good  wheel  or  not ;  and,  in  the  second 
place,  whether,  if  the  manufacture  did  not  turn  out  to  be  good, 
the  fault  was  owing  to  the  form  of  the  plates,  or  to  the  inferi- 
ority of  the  material  employed.  And  you  arc  to  judge  in  the 
same  way  concerning  the  defendants'  production.  You  are  to 
look  at  the  tests  by  which  it  has  been  tried,  the  use  to  which  it 
has  been  subjected,  the  number  called  for  and  made,  and  the 
various  other  circumstances  in  the  case,  which  it  is  not  neces- 
sary here  to  recapitulate.  The  witnesses  from  Springfield,  pro- 
duced bv  the  defendant,  have  testified  that  some  two  thousand 
Sizer  wheels  were  manufactured  and  sold,  for  use  upon  rail- 
roads, and  that  they  have  not  known  any  of  them  to  be  returned. 
On  the  other  hand,  it  is  contended  by  the  plaintiff,  that  with 
the  present  improved  mode  of  constructing  railroads,  the  strain, 
or  test,  of  car-wheels  is  now  not  nearly  so  severe  as  it  formerly 
was ;  and  moreover,  in  fact,  that  several  of  the  Sizer  wheels 
upon  the  Old  Colony  road  have  failed.  All  this  is  a  matter  for 
your  consideration, 

I  have  been  requested  by  the  defendants  to  instruct  you  that 
the  plaintiff's  specification  and  description  must  be  so  clear  and 
intelligible  as  to  enable  an  artisan  to  make  the  patented  wheel 
without  any  new  invention  or  exercise  of  inventive  power. 
This  is  so.  But  you  must  understand  that  it  is  only  required 
of  an  inventor  so  to  describe  the  article  for  which  he  seeks  a 
patent,  as  that  a  person  skilled  in  the  particular  art  relating  to  it, 
can  construct  the  fabric  from  the  description,  by  the  exercise  of 
his  skill  as  an  artisan — not  that  it  must  be  so  described  that  a 
person  unacquainted  with,  or  unskilled  in  the  art,  may  be 
enabled  to  produce  it. 

The  only  other  question,  gentlemen,  in  this  case,  is  that  of 
damages.  If  your  verdict  should  be  in  favor  of  the  defendants, 
this  question  will  not  arise.  But  if  you  should  be  of  opinion 
that  the  plaintiff  is  entitled  to  a  verdict,  then  you  will  have  to 
determine  the  amount,  which  should  be  such  as  would  indemnify 
the  plaintiff  for  the  injury  he  has  sustained  from  the  defend- 
ants' violation  of  his  patent.  The  number  of  wheels  which  the 
defendant  has  made,  and  the  amount  of  profit  he  has  realized 
from  them,  have  been    presented    to  you    by  the   plaintiff,  as 
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grounds  of  damages.  They  are  proper  to  be  taken  into  consid- 
eration, but  are  not  conclusive  as  to  the  extent  of  the  injury, 
which  may  be  either  greater  or  less  than  the  profits  realized  by 
the  defendants.  A  plaintiff  may  be  manufacturing  his  patented 
article  himself,  and  making  it  to  a  profit,  while  another  man 
may  make  it  to  a  disadvantage,  and  yet  the  spurious  article  car- 
ried into  the  market  may  displace  the  original.  In  such  case, 
the  injury  to  the  patentee  would  be  greater  than  any  profit  upon 
the  spurious  production.  On  the  other  hand,  a  defendant's 
article  may  not  displace  the  original,  and  in  that  case  the  injury 
would  be  less.  And  again,  it  may  be  that  a  plaintiff  may  derive 
a  profit  from  licensing  other  parties  to  construct  his  invention; 
and  any  piracy  upon  it,  by  depriving  him  of  a  portion  of  the 
profits  of  such  licenses,  would  be  an  injury  to  be  taken  into 
account  by  a  jury. 

If  your  verdict  should  be  for  the  plaintiff,  he  is  entitled  to 
damages  to  the  full  extent  of  the  injury  he  has  sustained  from 
the  wrongful  acts  of  the  defendants. 

The  jury  found  a  verdict  for  the  plaintiff. 


William    V.   Many. 

V. 

George  W.  Sizer,  et  al.     In  Equity. 

The  rule  of  comity  which  requires  judges  of  the  Federal  Courts  to  conform  to  the 
opinions  of  each  other,  if  any  have  been  given,  has  no  application  either  by 

its  terms,  or  the  reason  on  which  it  is  founded,  to  motions  for  injunctions  where 
error  may  be  followed  by  irremediable  mischief. 

The  rendidon  of  a  verdict  in  a  patent  case  in  favor  of  a  plaintiff  is  not  conclusive,  upon 
the  right  of  such  party  to  an  injunction. 

The  question  is  not,  wAat  might  Aav*  been  done,  but  toAat  kas  been  ihne  by  the  patentees. 
And  although  the  Court  will  endeavor,  ut  res  va/eat,  so  to  construe  the  patent  as 
to  make  it  coextensive  with  the  invention,  yet  the  language  used  may  be  too  clear 
to  be  controlled  by  any  extrinsic  evidence. 

(Before  Sfkagub,  J.,  District  of  Massachusetts,  June,  1S49.) 
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This  was  a  motion  for  a  provisional  injunction,  founded  upon 
the  verdrct  of  the  jury  in  the  case  of  Many  v.  8i%er^  p.  17. 
The  facts  are  sufficiently  stated  in  the  report  of  that  case. 

J3.  R.  Curtis  for  the  complainant. 

J.  Mc Arthur  and  Rufus  Choate  for  the  defendants. 

Sprague,  J. 

This  application  is  founded  upon  the  result  of  the  recent  tria 
between  the  same  parties.  Exceptions  having  been  allowed 
in  that  case,  the  numerous  questions  of  law  which  arose  in  it 
are  yet  to  be  decided  by  the  Supreme  Court.  In  the  mean 
time  the  plaintiff  prays  for  an  injunction.  On  the  one  hand,  if 
the  right  be  in  him,  although  he  may  have  an  action  for  dam- 
ages, that  remedy  may  be  inadequate.  On  the  other  hand, 
if  the  defendants  should  be  prohibited  from  carrying  on  the 
manufacture  in  which  they  are  now  engaged,  and  the  right 
should  ultimately  be  decided  to  be  in  them,  they  would  have  no 
remedy  for  the  loss  sustained  by  arresting  their  business.  Is 
the  plaintiiFs  right  so  clear,  and  the  presumptions  in  his  favor 
so  strong,  as  to  entitle  him  to  the  interposition  which  he  now 
asks  ?  This  requires  an  examination  of  the  questions  raised  by 
the  exceptions.  The  first  and  most  important  is  that  which 
relates  to  the  construction  of  the  plaintiiPs  patent.  At  the 
trial  the  plaintifTs  counsel  presented  an  authenticated  report  of 
a  trial  upon  the  same  patent  before  the  United  States  Circuit 
Court,  at  Albany,  in  October  last,  and  insisted  that  the  rulings 
therein  had  not  only  all  the  weight  which  the  learning  and 
ability  of  the  judges  would  have  given  them  under  any  circum- 
stances, but  became  obligatory  by  virtue  of  the  rule  laid  down 
in  IVashburn  v.  Gould^  3  Story ^  133,  where  it  is  said,  '*  the  rule 
of  comity  always  observed  by  the  justices  of  the  Supreme 
Court,  in  cases  which  admit  of  being  carried  before  the  whole 
Court,  was  to  conform  to  the  opinions  of  each  other,  if  any  had 
been  given."  And  Judge  Story  accordingly  adopted  a  previous 
ruling  made  by  Mr.  Justice  McLean.  That  case  was  also  an  ac- 
tion upon  a  patent,  and  precisely  applicable  to  the  question  before 
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me,  and  I  felt  bound  to  conform  to  a  rule  established  by  all  the 
judges  of  the  Supreme  Court.  Having  thus  concluded  to  adopt 
the  construction  of  the  patent  given  in  the  Circuit  Court  at 
Albany,  the  plaintiff  was  entitled  to  the  full  benefit  thereof,  and 
I  did  not  deem  it  proper  to  weaken  its  force  by  arguments  against 
it,  but  contented  myself  with  indicating  to  counsel  that  it  was 
the  result  of  authority  rather  than  of  my  own  judgment.  The 
above  rule  of  comity  has  no  application  either  by  its  terms,  or 
the  reason  on  which  it  is  founded,  to  motions  for  injunctions 
where  error  may  be  followed  by  irremediable  mischief.  And  I 
am  now  compelled  to  consider  the  true  interpretation  of  the 
plaintifF's  patent  without  the  relief  of  any  previous  binding 
exposition. 

At  the  close  of  their  claim,  the  patentees  state  their  claim  in 
the  following  words :  *'  What  we  claim  as  our  invention,  and 
wish  to  secure  by  letters  patent,  is  the  manner  of  constructing 
wheels  for  railroad  cars,  or  for  other  purposes  to  which  they 
may  be  applied,  with  double  convex  plates,  one  convex  out- 
ward and  the  other  inward,  and  an  undivided  hub,  the  whole 
cast  in  one  piece,  as  herein  fully  set  forth."  The  plaintiff,  by 
his  counsel,  contends  that  his  patent  is  not  for  an  organized 
machine,  nor  for  a  combination,  but  for  a  unit  or  whole,  to  the 
making  of  which,  however,  he  says  certain  ingredients  or  parts  are 
essential,  which  are  a  drilled  rim,  solid  hub,  two  plates  connect- 
ing the  rim  and  hub,  and  so  far  apart  as  to  operate  as  a  brace, 
the  one  for  the  other,  all  cast  at  one  time,  so  as  to  constitute 
one  substance,  and  the  plates  curved  to  such  a  degree  that,  in 
the  process  of  casting,  they  would  first  yield  to  the  pressure  of 
the  circumference  in  chilling  the  rim,  and  afterward  contract 
in  the  process  of  cooling,  without  fracture.  And  further,  that 
this  claim  is  not  limited  to  any  one  kind  of  curvature,  or  any 
particular  location  of  it,  or  any  arrangement  of  the  plates,  that 
the  curvature  may  be  wholly  between  the  center  and  circum- 
ference, and  the  plates  may  be  both  convex  inward  or  both 
convex  outward.  By  the  plaintiff's  construction,  his  claim  is 
not  merely  for  the  result — the  article — the  wheel,  after  it  has 
beeQ  made,  possessing  certain  mechanical  powers  or  properties, 
as  two  plates  connecting  the  rim  and  hub,  and  supporting  both, 
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placed  far  enough  apart  to  act  as  a  brace,  the  one  for  the  other — 
for  the  pre-existing  Elgar  wheel  had  all  these  properties.  The 
plates  of  that,  however,  were  wrought  and  fastened  to  the  rim 
and  hub  with  bolts  and  screws. 

The  plaintiff  therefore  proceeds  further,  and  claims  a  wheel 
made  by  the  process  of  casting,  nor  does  he  stop  there,  because 
the  Baldwin  wheel,  if  indeed  that  did  not  end  in  mere  experi- 
ment, which  would  be  a  question  of  fact  for  the  jury,  was  a 
double-plate  wheel,  cast  all  at  one  time,  and  the  plates  far 
enough  apart  to  support  the  rim  and  hub,  and  to  brace  each 
other.  But  the  plates  were  not  so  curved  as  to  obviate  the  dif- 
ficulty of  contraction  in  cooling,  and  the  plaintiffs  proceed 
still  further,  and  claim  that  their  patent  introduces  that  compen- 
sating principle  as  it  has  been  called.  The  defendant  insists 
that  in  his  plates  the  curvature  is  wholly  between  the  center 
and  circumference,  and  that  all  the  convexity  is  inward.  The 
plaintiff  contends  that  by  the  true  construction  of  his  claim, 
which  has  been  above  quoted,  the  words  **double  convex  plates" 
and  ^^an  undivided  hub,  the  whole  cast  in  one  piece,"  are  to  be 
operative  and  essential,  but  that  the  words,  **one  convex  out- 
ward and  the  other  inward  "  are  to  be  inoperative. 

It  is  to  be  observed,  that  the  language  which  indicates  that 
the  plates  are  to  be  curved  is  **  double  convex  plates."  The 
question  arises  whether  a  plate,  as  a  whole,  may  be  said  to  be 
convex,  by  reason  of  wrinkles  or  minor  curvatures  between  the 
center  and  the  circumference,  leaving  the  center  still  in  the 
plane  of  the  circumference.  TKis  question  is  not  unimportant, 
and  some  light  may  be  thrown  upon  it  by  extrinsic  evidence 
hereafter  to  be  adverted  to.  Without  pausing  upon  it  here,  let 
us  proceed  to  the  inquiry  whether  the  words  *'one  convex  out- 
ward and  the  other  inward "  are  to  be  rejected  as  inoperative. 
These  words  are  as  clear  and  imperative  as  any  part  of  the  sum- 
ming up.  If  it  be  said  that  they  relate  to  form,  so  does  the 
word  convex  which  immediately  precedes  them  and  is  essential 
to  the  plaintiff's  claim.  Shall  then  the  words  ^^with  double 
convex  plates"  be  retained,  and  the  words  which  immediately 
follow,  qualifying  them  and  prescribing  the  kind  of  arrangement 
of  convex  plates,  be  rejected  ?     Shall  a  single  sentence  thus 
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prescribed  form  be  thus  dissevered,  and  thereby  give  to  the 
plaintiff  the  right  to  double  convex  plates  generally,  instead  of 
such  double  convex  plates  as  he  has  specified  ? 

The  patentees  commence  their  summing  up  by  saying  that 
what  they  claim  as  their  invention,  and  wish  to  secure  by  letters 
patent,  is  the  manner  of  constructing  wheels,  etc.,  and  close  it  by 
words  *'as  herein  set  forth,'*  referring  to  the  preceding  specifica- 
tion, which  is  to  be  carefully  examined,  and  the  whole  instru- 
ment construed  together.  The  specification  is  as  follows: 
The  patentees  begin  by  saying  that  their  invention  is  a  new  and 
improved  mode  of  constructing  cast-iron  wheels,  etc.,  and  then 
proceed  to  give  a  full  description  of  such  mode,  in  which  it  is 
said  that  the  wheel  is  to  be  cast  with  two  parallel,  or  nearly  par- 
allel plates,  which  plates  are  convex  on  one  side  and  concave  on 
the  other.  Here  again  the  plates  are  to  be  convex,  but  instead 
of  saying  the  one  is  to  be  convex  outward  and  the  other  inward, 
they  are  required  to  be  "  parallel,  or  nearly  so,*'  which  can  not 
be  unless  they  are  bent  in  the  same  direction,  that  is  one  convex 
outward  and  the  other  inward.  The  language  as  imperatively 
requires  that  they  shall  be  parallel,  or  nearly  so,  as  that  they 
shall  be  convex.  The  illustration  by  the  drawing  also  repre- 
sents them  as  parallel. 

Thus  far  the  specification  seems  to  be  in  exact  conformity 
with  the  summing  up,  but  it  has  been  urged  that  the  subsequent 
reference  to  the  curved  arms  of  cast-iron  wheels  suggests  the 
idea  that  the  curvature  of  the  plates  may  be  the  same  as  had 
previously  been  known  in  such  arm.  If  this  were  so  it  might 
affect  the  question,  whether  the  convexity  was  to  be  of  the  plate 
as  a  whole,  that  is  between  rim  and  rim,  or  might  be  a  curvature 
between  rim  and  hub  only,  but  would  not  reach  the  question  of 
the  parallelism  of  the  plates.  But  let  us  see  what  is  the  real 
force  of  this  reference.  It  reads  thus :  *'  In  consequence  of 
the  particular  form  given  to^the  plates,  they  contract  in  cooling, 
without  danger  of  fracture,  and  without  its  being  necessary  to 
divide  the  hub  as  is  done  when  car  wheels  are  cast  with  spokes 
or  arms.  The  only  effect  of  contraction  is  to  flatten  the  two 
plates  in  a  slight  degree,  operating  in  this  respect  like  the  curved 
arms  of  many  cast-iron  wheels."     Here  is  nothing  waiving  or 
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varying  the  form  previously  prescribed,  but  only  an  explana- 
tion of  the  effect  of  that  particular  form,  namely,  that  it  allows 
of  contraction,  and  then  states  the  result  of  that  contraction, 
viz.,  the  flattening  of  the  plates,  and  as  an  illustration  refers,  to 
the  curved  arms  of  cast-iron  wheels.  It  does  not  say  that  they 
adopt  the  form  of  such  arms,  but  only  that  the  particular  form 
which  they  have  previously  described  will,  in  one  respect,  viz., 
that  of  flattening  the  plates,  operate  like  such  curved  arms. 

The  language  of  the  summing  up,  so  far  from  being  incon- 
sistent with  the  preceding  specification,  seems  to  be  fully  sus- 
tained by  it. 

Let  us  now  advert  to  the  extrinsic  evidence,  and  see  what  aid 
we  can  derive  from  the  history  and  condition  of  the  art  at  the 
time  the  patent  was  granted,  and  read  it  by  the  light  of  sur- 
rounding circumstances.  It  is  urged  with  much  force  by  the 
plaintifFs  counsel  that  the  only  form  of  the  plates,  which  is 
essential,  is  such  curvature  as  will  allow  the  metal  to  contract 
in  cooling  without  danger  of  fracture,  and  that  any  particular 
form  and  arrangement  of  the  plates,  beyond  this  being  unneces- 
sary, should  not  be  deemed  an  indispensable  part  of  the  patent. 
But  was  it  known  at  the  time  that  this  patent  was  obtained,  that 
a  particular  arrangement  of  the  plates  was  not  necessary  ;  or  was 
the  method  of  introducing  a  second  plate,  so  as  to  obviate  con- 
traction, an  essential  part  of  plaintiff's  invention  ? 

Has  not  the  fact  now  relied  on — viz  :  that  that  mode  is  not 
essential — been  of  recent  discovery  ?  It  must  be  borne  in  mind 
that  the  question  is  not,  what  might  have  been  done^  but  what 
has  been  done  by  the  patentees.  We  must  endeavor,  therefore, 
to  ascertain,  in  the  first  place,  what  their  invention  really  was 
and  in  the  next,  how  it  is  described  by  the  patent.  The  paten- 
tees may  have  claimed  either  more  or  less  than  their  real  inven- 
tion. '  And,  although  the  Court  will  endeavor  ut  res  valeatj  so 
to  construe  the  patent  as  to  make  it  coextensive  with  the  inven- 
tion, yet  the  language  used  may  be  too  clear  to  be  controlled  by 
any  extrinsic  evidence,  and  the  statute  itself  contemplates  that 
errors  of  description  may  exist  beyond  the  power  of  the  Court  to 
correct,  and  provides  a  remedy  by  a  surrender  of  the  patent. 

What,  then,  is  the  extent  of  the  plaintiflF's  invention?     What 
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was  the  defect  which  they  undertook  to  remedy,  and  in  what 
manner  did  they  do  it  ?  Wheels  with  chilled  rims,  solid  hubs, 
double  plates  supporting  both  edges  of  the  rim  and  both  ends  of 
the  hub,  and  operating  as  a  brace  one  to  the  other,  were  pre- 
viously known. 

Such  was  the  Elgar  wheel  before  mentioned  ;  but  the  plates 
were  wrought  and  expensive,  and  it  was  desirable  that  the 
wheels  should  be  made  by  casting,  and  to  this  a  difficulty  was 
presented  by  the  contraction  of  the  metal  in  cooling.  Baldwin 
had  made  by  casting  a  double-plate  car-wheel,  but  the  plates 
were  not  curved  so  as  to  obviate  the  difficulty  in  cooling,  and  it 
is  a  question  whether  his  attempts  did  not  end  in  experiment 
only.  Cast-iron  wheels  with  curved  arms  connecting  the  rim 
and  hub,  and  made  in  that  form  to  allow  contraction  in  cooling, 
were  well  known.  James  made  and  introduced  into  successful 
use  a  car-wheel  with  a  chilled  rim,  solid  hub,  single  plate  con- 
necting the  rim  and  hub,  and  convex  on  one  side  and  concave 
on  the  other,  so  as  to  allow  contraction  in  cooling,  and  all  cast 
at  one  time.  Now  it  is  insisted  on  behalf  of  the  defendants, 
that  as  double-plate  wheels,  having  all  the  mechanical  properties, 
of  the  patentees,  namely,  supporting  the  rim  and  hub,  and 
acting  as  a  brace  before  mentioned,  had  been  made  by  Elgar, 
and  were  well  known,  and  the  idea  of  making  them  by  casting 
had  been  conceived  by  Baldwin,  who  failed  of  carrying  it  into 
successful  effect  only  for  want  of  curvature,  and  such  curvature 
had  been  actually  introduced  by  James  into  his  one  plate  wheel, 
that  all  the  plaintiflF  did  was  to  introduce  into  the  James  wheel 
a  second  plate  exactly  like  the  first.  And  it  is  further  insisted, 
that  in  this  there  is  not  a  sufficiency  of  invention  to  support  a 
patent.  Let  us  see  what  difficulties  presented  themselves,  and 
how  the  patentees  overcame  them.  All  the  experts  agree  that 
it  is  necessary  that  the  tread  of  the  wheel  should  be  hardened, 
and  for  this  purpose  must  be  cast  in  a  chill,  that  is,  that  the  part 
of  the  mold  which  comes  in  contact  with  the  exterior  surface 
of  the  rim  should  be  made  of  some  good  conductor  of  caloric, 
while  all  other  parts  are  made  of  some  non-conductor.  The 
rim  being  thus  suddenly  cooled  is  thereby  made  to  contract,  and 
the  circumference  is  diminished,  producing  a  pressure  upon  the 
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whole  mass  of  interior  metal,  while  it  is  yet  in  a  highly  heated 
and  flexible  state.  The  effect  in  this  first  contraction  would 
be  in  the  James  wheel  to  increase  the  convexity  of  the  plate, 
causing  the  central  portion  or  hub  to  rise,  and  then  by  the  sub- 
sequent cooling  of  the  interior  the  convexity  would  be  dimin- 
ished and  the  hub  or  center  would  fall,  and  to  such  extent  that 
the  plate  would  at  last  be  somewhat  more  flattened  than  it  was 
as  originally  molded. 

If  a  second  plate  were  introduced  and  placed  in  such  relation 
to  the  first  that  both  would  be  convex  outward,  and  they  were 
not  connected  at  the  center  but  only  at  the  rim,  then  both 
plates  would  readily  yield  to  the  first  contraction  of  the  circum- 
ference, both  rising  and  receding  from  each  other  at  the  center, 
and  by  their  subsequent  contraction  both  falling  and  approach- 
ing each  other  at  the  center.  But  if  the  plates  were  connected 
by  a  solid  hub  this  would  counteract  the  efforts  of  both  the  first 
and  second  contraction,  and  prevent  the  plates  receding  from 
each  other  at  the  center  in  the  first  place,  or  approaching  each 
other  afterward.  If  the  two  plates  were  made  both  convex 
inward  and  not  connected  at  the  hub,  they  would  approach  each 
other  at  the  center  by  the  first  contraction,  ai;d  recede  by  the 
second ;  but  if  connected  by  a  solid  hub,  both  these  operations 
would  thereby  be  prevented.  A  solid  hub  was  essential,  and 
the  plan  adopted  by  the  patentees  was  to  place  the  second  plate 
parallel  to  the  first,  one  being  convex  outward  and  the  other 
inward.  The  effect  of  the  first  contraction  would  be  to  increase 
the  convexity  of  both  equally,  and  as  the  center  of  both  would 
rise  in  the  same  direction,  the  solid  hub  would  present  no  ob- 
struction. So  also  both  would  fall  together  by  the  subsequent 
cooling  of  the  plates,  and  their  parallelism  be  preserved  through- 
out. And  thus  the  principle  of  compensation  by  curvature  to 
allow  of  contraction  in  cooling,  without  fracture,  would,  not- 
withstanding the  solid  hub,  have  free  operation  according  to  the 
extent  or  degree  of  the  convexity.  This  is  the  mode  adopted 
by  the  patentees  as  set  forth  in  their  specification,  illustrated  by 
their  drawings,  and  claimed  in  their  summing  up.  This  is  the 
mode  the  patentees  always  adopted  in  practice.  They  manu- 
factured their  wheel  more  or  less  from  the  date  of  their  patent 
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in  1838  to  the  year  1843  inclusive,  making  in  all  about  eight 
hundred.  In  some  of  them,  the  plates  instead  of  being  convex 
from  nm  to  rim  were  conical,  that  is,  the  line  from  rim  to  hub 
was  straight,  and  the  center  was  not  in  the  plane  of  the  circum- 
ference. Both  were  conical  in  the  same  direction,  and  their 
parallelism  preserved,  and  the  effect  of  the  successive  contrac- 
tions was  to  raise  and  depress  the  hub  or  center  of  both  just  as 
in  the  parallel  convex  plates.  The  manufacture  was  discon- 
tinued in  1843,  ^"^  "^^  resumed  until  after  the  plaintiff  had 
become  the  purchaser  of  the  patent  in  1847,  when  about  eleven 
hundred  were  made  under  the.  plaintiff's  direction,  all  by  the 
same  method  as  that  pursued  by  the  original  patentees. 

The  defendants  contend  that  in  1848,  by  their  own  skill  and 
labor,  they  found  out  a  new  method  of  constructing  the  plates 
by  placing  the  curvature  in  both  wholly  between  the  hub  and 
rim,  leaving  the  center  in  the  plane  of  the  circumference,  and 
the  curvature  of  both  being  inward,  and  that  this,  by  allowing 
a  greater  degree  of  curvature,  gives  more  beneficial  operation 
to  the  principle  of  compensation,  and  causes  the  plates  to  brace 
each  other  more  effectually  against  one  kind  of  lateral  pressure, 
and  that  they  have  thus  produced  a  wheel  of  greater  practical 
utility,  while  they  insist  that  the  plaintiff's  is  not  superior  to  the 
old  spoke  wheel. 

Now  if  this  be  so,  and  there  was  certainly  evidence  tending 
to  prove  it  proper  for  the  consideration  of  a  jury,  why  should 
not  they  have  the  benefit  of  the  method  of  constructing  the 
plates  which  they  have  introduced,  leaving  to  the  plaintiff  the 
exclusive  benefit  of  the  method  set  forth  in  the  patent  f  Why 
should  the  plaintiff's  claim  be  so  extended  as  to  embrace  a  new 
and  more  useful  method  of  construction,  which  the  patentee 
had  never  described  or  acted  upon  ?  The  plaintiff's  counsel 
have  made  a  forcible  argument  upon  that  part  of  the  instruction 
which  stated  that  if  the  defendants'  was  in  any  material  part 
substantially  different  from  the  plaintiff's  invention,  as  described 
in  his  Letters  Patent,  there  was  no  infringement.  This  taken 
alone  might  at  first  view  seem  to  be  sufficiently  favorable  to  the 
defendants.  But  it  does  not  stand  alone — the  jury  were  not 
left   at   liberty  to   form   their  own  judgment  of  what  was   a 
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substantial  difFerence.  They  were  peremptorily  instructed  that 
any  changes  of  form  or  arrangement  of  plates,  even  if  thereby 
the  plates  were  both  convex  inward  or  both  convex  outward, 
and  the  curvature  placed  wholly  between  hub  and  rim,  and  pro- 
ducing thereby  a  result  more  useful,  would  not  constitute  a 
substantial  difference,  but  that  there  must  be  also  the  introduc- 
tion of  some  new  principle  or  mechanical  power,  or  new  mode 
of  operation  producing  a  new  kind  of  result.  And  it  was  not 
until  this  direction  had  been  emphatically  repeated  to  the  jury, 
after  they  had  been  deliberating  more  than  twenty  hours,  that 
they  finally  agreed  upon  a  verdict.  The  jury  were,  indeed, 
instructed  that  increased  utility  would  be  evidence  tending  to 
prove  such  new  principle,  power,  or  mode  of  operation,  and  the 
greater  the  utility  the  stronger  would  be  such  evidence,  and 
that  a  manifest  and  very  high  degree  of  utility  would  be  con- 
clusive evidence  thereof.  The  jury  may  have  deemed  the 
defendants'  wheel  more  useful  than  the  plaintiff's  to  any  extent 
short  of  what  they  might  consider  a  manifest  and  very  high 
degree  of  utility. 

As  I  understood  the  ruling  of  the  Circuit  Court  at  Albany, 
and  the  authority  in  3  Story,  I  felt  constrained  to  instruct  the 
jury,  as  before  stated,  as  to  the  necessity  of  some  new  principle 
or  mechanical  power,  etc.,  being  introduced  by  the  defendants. 
Should  not  the  instructions  have  been  more  favorable  to  them  ? 
If  it  should  be  thought  that  the  case  of  Davis  v.  Palmer^  2 
Brock,  293,  decided  by  Marshall,  C.  J.,  presents  too  rigid  an 
adherence  to  form,  to  be  a  guide  for  the  present,  ought  not  the 
Court  to  have  followed  the  decision  of  the  Supreme  Court  in 
Prouty^  et  al.  v.  Ruggles^  16  Peters,  336,  and  held  the  plaintiff  to 
the  particular  instrumentality  which  he  had  specified  and 
claimed,  whether  the  defendants'  article  was  more  useful  or 
not  ?  Or  even  if  this  high  authority  should  be  deemed  too  rigor- 
ous, and  a  more  liberal  doctrine  in  favor  of  patentees  should  be 
adopted,  ought  not  the  jury  at  least  to  have  been  told  that  if 
the  defendants,  by  the  method  or  the  changes  introduced  by 
them,  had  carried  the  principle  of  compensation  and  the  me- 
chanical power  of  the  brace  into  more  full  and  complete  effect, 
and  had  thus  conferred  a  benefit  upon  the  public  by  making  a 
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better  and  safer  wheel,  and  that  these  changes  and  increased 
utility  might  be  well  termed  considerable — it  was  no  infringe- 
ment, although  no  new  principle  or  power  was  introduced,  and 
the  new  mode  of  operation  had  produced  a  beneficial  effect,  new 
only  in  degree  and  not  in  kind  ? 

In  the  case  just  referred  to  in  2  Brock,  the  patentee  claimed 
an  improvement  in  the  mole-board  of  a  plow.  In  his  speci- 
fication, there  was  first  a  general  and  then  a  more  particular 
description  of  the  form  of  his  mole-board.  The  plaintiff*  con- 
tended that  he  was  not  restricted  to  the  latter  and  more  particu- 
lar description.     Chief  Justice  Marshall  held  otherwise. 

The  case  of  Prouty^  et  aL  v.  Ruggles^  16  Peters,  336,  bears  so 
strongly  upon  the  question  now  before  the  Court,  as  to  require 
a  particular  examination.  The  patent  was  for  a  combination  of 
three  things  in  the  construction  of  a  plow,  and  the  whole  cause 
turned  upon  the  question  whether  the  patentee  was  confined  to 
the  particular  manner  of  constructing  the  top  of  the  standard 
which  he  had  described  in  his  specification,  which  was  as  fol- 
lows. After  describing  the  other  two  particulars  of  the  combi- 
nation, he  says :  *'  The  top  of  the  standard  through  which  the 
bolt  passes  to  secure  the  beam,  is  transversely  parallel  to  the 
plane  of  the  share,  and  extends  back  from  the  bolt  to  such 
distance  as  to  form  a  brace  to  the  beam  when  the  after  part  is 
pressed  down  by  lifting  at  the  fore  part,  the  share  being  fast 
under  a  rock  or  other   obstruction.        The  after  part  of    this 

extension  is  squared  in  such  manner  that,  being  jogged  into  the 
beaixi)  it  relieves  the  bolt  in  heavy  draft." 

In  summing  up,  the  patentees  say  they  claim  a  combination 
of  three  particulars.  After  describing  the  first  and  second, 
they  proceed  as  follows:  "3d.  The  forming  the  top  of  the 
standard  for  brace  and  draft.  We  do  not  intend  to  confine  our 
claim  to  any  particular  form  or  construction,  excepting  such 
form  of  the  top  of  the  standard  as  shall  serve  for  brace  and 
draft,  but  have  given  such  form  as  we  deem  to  be  most  con- 
venient, which  may  be  varied  as  is  obvious."  The  utility  of 
the  invention  and  the  validity  of  the  patent  were  admitted.  It 
appeared  that  the  defendants  had  made  plows  embracing  the 
first  two  elements  of  the  combination,  and  also  having  the  top 
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of  the  standard  so  formed  as  to  serve  both  for  brace  and  draft, 
but  it  was  not  jogged  into  the  beam,  and  did  not  extend  so  far 
back  upon  the  beam.  It  was  decided  by  Judge  Story  at  the 
trial,  and  afterward  by  the  whole  Supreme  Court,  that  the  pat- 
entees were  to  be  held  to  the  mode  of  forming  the  top  of  the 
standard  described  in  the  specification. 

« 

The  Chief  Justice,  in  delivering  the  opinion  of  the  Court, 
holds  this  language:  *'The  use  of  any  two  of  these  parts,  only, 
or  of  two  combined  with  a  third  which  is  substantially  different 
in  form,  or  in  the  manner  of  its  arrangement  and  connection 
with  others,  is  therefore  not  the  thing  patented."  Compare 
this  decision  for  a  moment  with  the  case  at  bar.  In  the  former, 
the  specification  describes  the  mode  of  forming  the  top  of  a 
standard  for  brace  or  draft,  to  be  by  extending  it  and  jogging 
it  into  the  beam.  In  the  latter,  it  describes  the  mode  of  con- 
structing the  wheels  to  be  by  convex  plates  placed  parallel  to 
each  other,  or  nearly  so.  Thus  far  they  are  similar.  But  when 
we  come  to  the  summing  up,  we  find  that  the  former  claims,  as 
one  part  of  the  combination,  the  forming  of  the  top  of  the 
standard  for  brace  and  draft,  without  repeating  how  it  is  to  be 
formed  for  that  purpose,  but  on  the  contrary,  expressly  saying, 
"  We  do  not  intend  to  confine  our  claim  to  any  particular  form 
or  construction,  excepting  such  form  of  the  top  of  the  standard 
as  shall  serve  for  brace  and  draft^  but  have  given  such  form  as 
we  deem  the  most  convenient,  which  may  be  varied  as  is 
obvious." 

In  the  case  now  before  us,  the  summing  up  claims,  as  part  of 
the  manner  of  constructing  the  wheels,  *'  with  double  con- 
vex plates,  one  convex  outward,  and  the  other  inward," 
thus  repeating  the  requisition  of  the  convexity  and  parallelism 
of  the  plates,  without  any  suggestion  that  either  can  be  dis- 
pensed with.  In  the  former  case,  the  mode  of  forming  the  top 
of  the  standard  seems  to  be  of  little  importance,  while  in  the 
latter,  the  mode  or  manner  of  introducing  the  second  plate,  if 
not  of  the  essence  of  the  invention,  is  a  very  material  part  of  it. 
Again,  in  the  former,  the  defendants  had  made  no  improvement. 
The  change  introduced  by  them  had  produced  no  effect,  even 
in  degree.     They  had  not  increased  the  utility  of  the  instrument. 
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nor  conferred  any  benefit  upon  the  public,  while  in  the  latter, 
the  defendants  contend  ( and  for  the  purpose  of  applying  the 
law,  we  must  take  it  to  be  true)  that  they  have,  by  their  changes, 
produced  an  effect  new,  at  least,  in  degree  of  practical  utility, 
and  conferring  a  substantial  benefit  on  the  public. 

Will  it  be  said  that  the  former  was  a  patent  for  a  combination, 
and  the  latter  for  a  unit  or  whole  ?  Admit  this  change  of 
names,  yet  it  is  conceded  that  the  convex  plates  are  an  essential 
part  or  ingredient  in  this  whole,  without  which,  indeed,  the 
patent  could  not  stand  for  a  moment.  Why,  then,  should  not 
the  mode  of  forming  them,  so  imperatively  prescribed  through- 
out, he  deemed  as  essential  as  the  mode  of  forming  the  top  of 
the  standard  for  brace  and  draft,  described  only  in  the  specifica- 
tion, and  dropped,  if  not  disclaimed  in  the  summing  up. 

That  case  was  much  stronger  for  the  plaintiffs  than  is  the  one 
at  bar,  and  might  be  overruled  and  yet  leave  abundant  ground 
for  the  defendants  to  stand  upon. 

The  plaintiff  became  the  purchaser  of  the  patent  now  in 
controversy  in  1847.  He  may  be  presumed  to  have  known 
that  the  manufacture  of  the  patented  article  had  been  wholly 
discontinued  for  four  years,  and  that  the  only  mode  by  which  it 
had  ever  been  made  was  by  parallel  plates,  convex  or  conical 
from  rim  to  rim,  and  that  this  was  the  only  mode  described  in 
the  patent  which  he  purchased.  Would  any  injustice  be  done 
to  him  if  he  should  not  now  be  permitted  so  to  extend  his  claim 
as  to  appropriate  to  himself  the  more  beneficial  mode  of  locat- 
ing the  curvature  and  arranging  the  plates  introduced  by  the 
skill  and  labor  of  the  defendants,  ten  years  after  the  patent  was 
granted  ? 

On  the  whole,  had  it  not  been  for  the  rule  laid  down  in  3 
Story,  I  do  not  think  I  should  have  adopted  the  instructions  that 
were  given  to  the  jury.  For,  notwithstanding  the  unfeigned 
respect  and  deference  which  I  feel  for  every  ruling  of  the  Cir- 
cuit Court  at  Albany,  even  in  the  haste  of  a  jury  trial,  I  can 
not  say  that  I  am  satisfied  with  those  instructions ;  and  as  they 
would  not  have  been  given  but  with  a  view  to  a  revision  by  the 
Supreme  Court,  which  the  defendants  have  not  had  time  to  ob- 
tain, the  injunction  must  be  refused. 
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Oliver  H.  P.  Parker. 

V. 

James  S.  Hulme. 

The  specification,  being  an  instroment  of  writing,  its  interpretation  is  a  matter  ex« 
clusively  for  the  Couft  who  must  explain  it* 

Duplication  of  parts,  producing   a  new  and  useful  result,  may  be  patentable. 

The  propulsive  effect  of  the  vortical  motion  of  water,  in  a  reaction  wheel,  operatihg  by 
its  centrifugal  fofce,  and  so  directed  by  mechanism  as  to  operate  in  the  appropriate 
direction,  is  patentable. 

He  who  first  discovers  that  a  law  of  nature  can  be  applied  to  produce  a  particular  re- 
sult, and  having  devised  machinery  to  make  it  operative,  introduces  it  to  the 
knowledge  of  his  fellow-men,  is  a  discoverer  and  inventor  of  the  highest  grade. 

He  may  assert  and  establish  his  property,  not  only  in  the  formal  device,  for  which  me« 
chanical  ingenuity  can  at  once,  as  soon  as  the  principle  is  known,  imagine  a  thous- 
and substitutes ;  but  in  the  essential  principle  which  his  machine  was  the  first  to 
embody,  to  exemplify,  to  illustrate,  to  make  operative,  and  to  announce  to  man*- 
kind. 

This  is  not  to  patent  an  abstraction,  but  rather  the  invention,  as  the  inventor  has  given 
it  to  the  world,  in  its  full  dimensions  and  extent. 

Where  a  dispute  arises  as  to  priority  of  invention)  a  patentee  is  allowed  to  show  the 
real  date  of  it,  and  to  have  his  right  as  fully  secured  as  if  he  had  taken  out  his 
patent  at  that  time. 

It  is  not  enough,  in  order  to  defeat  a  patentee*s  right,  to  show  that  a  machine  like  that 
patented  had  been  maiie,  but  it  must  also  be  shown  that  it  was  uud  before  the  pat« 
entee*s  invention. 

The  question  of  infi-ingement  is  one  irrespective  of  motive.  The  defendant  may  have 
infringed  without  intending,  or  even  knowing  it ;  but  he  is  none  the  less  an  in- 
fringer. 

Damages  should  be  compensatory ;  the  criterion  is  indemnity ;  but  the  jury  can  not  in* 
elude  the  expenses  of  litigation  in  the  verdicti 

Jury  requested  to  find  a  special  verdict  as  to  issue  of  novelty. 

(Before  Kanz,  J.,  Eastern  District  of  Pennsylvania,  November,  1849.) 

This  was  an  action  on  the  case,  tried  before  Judge  Kane  and 
a  jury,  for  the  infringement  of  letters  patent,  for  "  a  new  and 
useful  improvement  in  hydraulic  power,"  granted  to  Zebulon 
and  Austin  Parker,  October   19,  1829,  and  assigned  to  plain- 
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tiff.  The  history  of  the  invention  was  substantially  as  follows  : 
The  patentees,  in  the  year  1827,  by  observing  in  a  horizontal 
reaction  wheel,  with  a  fixed  flume,  the  operation  of  a  simple 
stationary  guide,  discovered — and,  by  removing  and  replacing 
the  guide,  tested — the  utility  of  applying  as  a  motive  power, 
the  pressure,  or  centrifugal  force  of  water  made  to  revolve  with- 
in such  a  wheel,  and  to  pass  into  and  act  upon  its  circumferen- 
tial buckets,  with  a  circular  or  vortical  motion,  coinciding  with 
that  of  their  revolution.  In  the  following  year  they  experi- 
mented with  both  horizontal  and  vortical  reaction  wheels,  by 
various  adaptations  of  fixed  guides,  so  formed  and  adjusted  as  to 
produce,  maintain  and  regulate  the  proper  circular  currents,  and 
give  to  them  the  required  direction  within  the  buckets.  The 
vertical  wheels  were  arranged  in  pairs,  and  the  fixtures  were  so 
adapted,  that,  in. several  particulars,  a  single  stationary  piece  of 
machinery  served  for  two  wheels.  The  patentees,  in  the  pref- 
atory part  of  their  specification,  declare  that  their  invention  con- 
sists of  ^' a  new  and  useful  improvement  in  the  application  of 
hydraulic  power,  by  a  method  of  combining  percussion  with 
reaction, applied  and  exemplified  in:  i.  A  compound,  vertical, 
percussion  and  reaction  water-wheel,  for  saw-mills,  and  other 
purposes,  with  the  method  of  applying  water  on  the  same. 
2.  An  improved  horizontal,  reaction  water-wheel,  with  the  meth- 
od of  combining  percussion  with  reaction  on  it.  3.  A  meth- 
od of  combining  percussion  with  reaction,  on  common  reaction 
wheels,  or  those  already  in  use."  It  is  then  stated  that  "the^nw- 
cipU  upon  which  this  improvement  is  founded,  is  that  of  produc- 
ing a  vortex  within  reaction  wheels,  which  by  its  centrifugal 
force,  powerfully  accelerates  the  velocity  of  the  wheel,  and 
adds,  proportionately,  to  its  momentum." 
The  claims  of  the  patent  are  as  follows : 

"  The  parts  of  the  above-described  machinery,  claimed  as  original,  and  our  invention, 
in  all  their  necessary  dimensions  and  proportions,  and  for  the  use  of  which  we  seek  an 
exclusive  privilege,  are  as  follows  : 

"  I.  The  compound,  vertical,  percussion  and  reaction  wheel,  for  saw  mills  and  other 
purposes,  with  two,  four,  six,  or  more  wheels  on  one  horizontal  shaft.  The  concentric 
cylinders,  inclosing  the  shaft,  and  the  manner  of  supporting  them.  The  spouts  which 
conduct  the  water  into  the  wheel,  from  the  penstock,  with  their  spiral  terminations 
between  the  cylinder. 

^'  z.  The  improvement  in  the  reaction  wheel,  by  making  the  buckets  as  thin  at  both 
ends  as  they  can  safely  be  made,  and  the  rim  no  wider  than  is  sufficient  to  cover  them. 
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The  inner  concentric  cylinder.     The  spout  that  directs  the  water  into  the  wheel,  and 
the  spiral  termination  of  the  spout  between  the  cylinders. 

"  3.  The  rim  and  blocks,  or  planks,  that  form  the  apertures  into  the  wheels,  and  the 
manner  of  forming  the  apertures.  The  conical  covering  on  the  blocks.  The  hollow 
box-gate  in  any  form,  either  cylindrical,  square,  or  irregular.** 

Messrs.  Titus ^  Campbell  and  Cadwalader  for  plaintiff. 
Messrs.  Clarkson^  Keller  and  Hazelhurst  for  defendants. 

Kane,  J.,  charged  the  jury  as  follows ; 

The  plaintiff,  Oliver  H.  P.  Parker,  for  all  the  purposes  of  this 
suit,  is  the  legal  representative  of  Zebulon  and  Austin  Parker, 
the  patentees  named  in  certain  letters  patent,  which  were  issued 
on  the  19th  October,  1829,  for  "  a  new  and  useful  improvement 
in  hydraulic  power;"  and  the  complaint  in  this  suit  is,  that  the 
defendant  has  used  their  patented  invention  without  their 
authority. 

Three  questions  have  been  discussed: 

1.  What  is  the  invention  which  the  letters  patent  profess  to 
secure  to  the  patentees  ? 

2.  Were  the  patentees  the  first  persons  to  make  and  reduce 
that  invention  to  use  ? 

3.  Has  the  defendant  used  that  invention  ?  And  if  so,  what 
damages 'should  be  recovered  against  him? 

Of  these  in  their  order: 

I .    The  import  and  extent  of  the  patent. 

This  is  to  be  derived  from^^rst :  The  specification  made  by 
the  patentees,  at  the  time  of  their  application  for  a  patent,  in 
which  they  set  forth  the  supposed  discovery ;  and  secondly : 
The  act  of  Congress,  of  21st  February,  1793,  under  which  the 
patent  was  issued  ;  upon  which  the  question  will  be,  whether 
this  discovery,  or  invention,  was  such  that  it  was  possible  to 
secure  it  under  that  law. 

Firsts  as  to  the  import  of  the  specification. 

The  specification,  being  an  instrument  of  writing,  and  the 
words  of  which  it  is  made  up  having  a  fixed  and  plain  import, 
its  interpretation  is  a  matter  exclusively  for  the  Court,  who  must 
explain  it.  This  part  of  the  case  is  not  for  the  jury,  who,  for 
the  purposes  of  this  cause  will  adopt  and  act  upon  the  interpre- 
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tation  given  to  it  by  the  Court.  There  is  great  reason  and  im- 
portance for  this  distribution  of  the  respective  duties  of  the  Court 
and  the  jury.  The  import  of  the  instrument  is  purely  a  ques- 
tion of  law.  The  interpretation  of  complicated  instruments  of 
writing  is  a  special  occupation,  requiring,  like  all  others,  special 
training  and  practice.  The  judge,  from  his  training  and  disci- 
pline, is  more  likely  to  give  a  proper  interpretation  to  such  in- 
struments than  a  jury ;  and  he  is,  therefore,  more  likely  to  be 
right,  in  performing  such  a  duty,  than  a  jury  can  be  expected  to 
be.  The  action  of  a  judge,  in  such  a  case  as  that  of  interpret- 
ing the  specification,  is,  moreover,  open  to  review  and  correction, 
by  reconsideration  on  his  part,  or  by  the  revisal  of  a  superior,  or 
appellate  Court,  where  his  reasoning  can  be  tested.  This  is  not 
so  with  a  jury,  who  assign  no  reasons  for  their  opinion,  can  not 
be  called  on,  and  are  not  permitted  to  review  or  reverse  their 
action  ;  and  who,  passing  upon  many  questions  in  their  private 
deliberations,  do  not  declare,  by  their  verdict,  upon  what  partic- 
ular elements  they  at  last  unite  in  a  verdict ;  and  it  is  impossible 
for  a  Court  to  analyze  them.  The  rule  is,  therefore,  estab- 
lished, that  on  the  judge  is  placed  the  responsibility,  and  he 
must  declare  the  proper  interpretation  of  written  instruments. 

I  therefore  proceed  to  the  consideration  of  the  import  of  the 
specification.  The  patentees,  in  their  specification,  claim  that 
they  have  "  invented  a  new  and  useful  improvement  in  the  ap- 
plication of  hydraulic  power  by  methods  of  combining  percus- 
sion with  reaction,  applied  and  exemplified  "  in  three  forms  of 
machinery,  which  they  mention.  The  Jirst  of  these  only  is  in- 
volved in  the  present  controversy;  it  is,  "a  compound,  vertical, 
percussion  and  reaction  water-wheel,  with  the  method  of  apply- 
ing the  water  on  the  same."  The  third  section  of  the  act  of 
Congress,  of  21st  February,  1793,  under  which  this  pa.tent  was 
issued,  requires  of  the  inventor,  who  seeks  to  obtain  a  patent 
for  mechanical  invention,  that  "he  should  fully  explain  the  prin- 
ciple" (involved  in  his  machine),  '*and  the  several  modes  in 
which  he  has  contemplated  the  application  of  that  principle  or 
character."  The  patentees,  in  this  case,  accordingly  explain 
the  principle  on  which  their  invention  is  founded.  They  de- 
clare it  to  be  "  that  of  producing  a  vortex  within  reaction  wheels. 
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which,  by  its  centrifugal  force,  powerfully  accelerates  the  veloc- 
ity of  the  wheel,  and  adds  proportionably  to  its  momentum.** 
They  next  proceed  to  declare  the  modes  in  which  they  have 
contemplated  the  application  of  this  principle  or  character ;  and 
this  they  do  by  describing  an  arrangement  of  vertical  reaction 
wheels,  in  pairs,  on  a  horizontal  shaft,  with  certain  contrivances 
for  introducing  the  water  into  them.  The  instrument  closes 
with  these  words : 

*'The  parts  of  the  above  described  machinery,  claimed  as 
original,  and  our  invention,  in  all  their  necessary  dimensions 
and  proportions,  and  for  the  use  of  which  we  seek  an  exclusive 
privilege,  are  as  follows,  to-wit :  ist.  The  compound,  vertical, 
percussion  and  reaction  wheel,  for  saw-mills  and  other  purposes, 
with  two,  four,  six,  or  more  wheels,  on  one  horizontal  shaft. 
The  concentric  cylinders,  inclosing  the  shaft,  and  the  manner 
of  supporting  them.  The  spouts  which  conduct  the  water  into 
the  wheels  from  the  penstock,  with  their  spiral  termination 
between  the  cylinders." 

Such  is  the  instrument  which  the  Court  is  called  upon  to  in- 
terpret, so  as  to  ascertain  what  it  was  for  which  the  patentees 
claimed  a  patent  as  inventors. 

Did  they  mean  to  assert,  i.  That  they  were  the  first  to  dis- 
cover and  to  avail  themselves  practically,  by  mechanism,  of  the 
effect  of  vortical  motion,  imparted  to  water,  in  a  reaction  wheel, 
and  operating  by  its  centrifugal  force  to  accelerate  the  wheel's 
velocity ;  or,  2  (not  so  expanding  their  supposed  discovery). 
That  they  were  the  first  to  devise  and  avail  themselves  prac- 
tically, of  certain  mechanical  arrangements,  which  they  have 
described  in  their  specification,  and  which  exemplify  and  apply 
the  accelerating  effect  of  this  motion  ;  or,  3.  That  they  were 
the  first  to  do  both  of  these  ? 

And  then,  as  to  the  mechanical  arrangements  which  they 
describe — did  they  mean  to  assert,  i.  That  they  were  the  first 
to  devise  and  apply  the  combination  of  them  to  the  particular 
object  J  or,  2.  That  they  were  the  first  to  devise  and  apply  then> 
separately,  in  furtherance  of  that  object;  or,  3.  That  they  were 
the  first  to  devise  and  apply,  as  well  the  elements  of  the  combi- 
nation as  the  combination  itself,  for  the  object  proposed  i 
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These  are  questions,  some  of  them,  at  least,  of  great  nicety, 
and  great  interest,  and  on  which  if  the  opinion  now  to  be  ex- 
pressed were,  in  its  consequences  final,  I  should  desire  time  for 
further  consideration,  after  appropriate  argument.  But,  for  the 
purposes  of  the  occasion,  I  feel  at  liberty  to  instruct  you  that 
the  patentees  claim,  in  their  specification,  to  have  been  the  first 
to  discover,  devise,  and  apply  to  use  : 

1.  The  propulsive  effect  of  vortical  motion  of  water  in  a  re- 
action wheel,  operating  by  its  centrifugal  force,  and  so  directed 
by  mechanism,  as  to  operate  in  the  appropriate  direction  ;  and, 

2.  The  mechanical  arrangements  for  making,  guiding,  and 
controlling  this  vortical  motion,  as  set  forth  in  their  specifica- 
tion, both  as  new  mechanical  devices,  considered  separately,  in 
their  application  to  these  objects — and  as  new,  in  their  combi- 
nation, to  produce  and  effectuate  or  perfect  the  same  objects. 

Passing,  then,  under  the  same  general  head.  Secondly^  to  the 
next  subject  for  the  interpretation  of  the  Court — the  effect  of 
the  act  of  Congress  of  1793,  *^  reference  to  the  specification, 
upon  the  patentees'  right — and  assuming,  for  the  present,  that 
the  patentees  were  inventors  or  discoverers  of  what  the  Court 
has  instructed  you  that  they  claimed,  could  they  lawfully  obtain 
an  exclusive  property  in  the  subject-matter  of  their  claims  ? 

As  to  the  mechanical  arrangements  and  devices,  separately, 
or  in  combination,  there  is  no  question  that  they  were  patent- 
able. In  regard  to  the  arrangement  of  vertical  wheels  in  pairs, 
on  a  horizontal  shaft,  the  mere  fact  that  this  was  a  duplication 
of  the  single  wheel,  does  not,  of  itself  alone,  invalidate  the 
patent.  Duplication  producing  a  new  and  useful  result,  as  it 
was  here  produced,  may  be  patentable.  It  is  often  the  material 
part  of  a  discovery  ;  because  it  may  be  that  which  renders  useful 
what  was  previously  useless.  In  the  case  of  the  paper  machine 
before  this  Court,  it  was  held,  that  a  number  of  rollers,  acting 
in  pairs  for  a  particular  purpose,  might  be  patented,  though  a 
single  pair  could  not  have  been. 

As  to  the  greater  and  more  general  subject  of  claim,  viz : 
the  propulsive  effect  of  vortical  motion  of  water  in  a  reaction  wheel^ 
operating  by  its  centrifugal  force — and  so  directed  by  mechanism  as 
to  operate  in  the  appropriate  direction — the  Court  instructs  you. 
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not  without  being  aware  that  the  question  is  one  of  possible  dif- 
ficulty, that  this  also  is  a  valid  subject  of  claim,  and  properly  to 
be  secured  by  letters  patent. 

The  views  which  lead  to  this  instruction  are  too  elaborate  and 
metaphysical,  perhaps,  to  find  a  place  properly  in  a  charge  at 
bar.  They  may,  however,  be  made  intelligible,  by  reference  to 
a  few  simple  positions. 

All  machines  may  be  regarded  as  merely  devices,  by  the  in- 
strumentality of  which  the  laws  of  nature  are  made  applicable 
and  operative  to  the  production  of  a  particular  result.  He  who 
first  discovers  that  a  law  of  nature  can  be  so  applied,  and  having 
devised  machinery  to  make  it  operative,  introduces  it  in  a  prac- 
tical form,  to  the  knowledge  of  his  fellow-men,  is  a  discoverer 
and  inventor  of  the  highest  grade — not  merely  of  the  mechan- 
ism, the  combination  of  iron,  brass,  and  wood,  in  the  form  of 
levers,  screws  or  pulleys — but  the  force  which  operates  through 
the  mechanical  medium — the  principle — or,  to  use  the  synonym 
given  for  this  term  in  the  act  of  1793 — the  character  of  the  ma- 
chine, and  this  title  as  a  discoverer  he  may  lawfully  assert,  and 
secure  to  himself  by  letters  patent ;  thus  establishing  his  prop- 
erty, not  only  in  the  formal  device  for  which  mechanical  inge- 
nuity can  at  once,  as  soon  as  the  principle  is  known,  imagine  a 
thousand  substitutes — some  as  good,  others  better,  perhaps  all 
dissimilar,  yet  all  illustrative  of  the  same  principle,  and  depend- 
ing on  it — but  in  the  essential  principle  which  his  machine  was 
the  first  to  embody,  to  exemplify,  to  illustrate,  to  make  opera- 
tive, and  to  announce  to  mankind. 

This  is  not,  in  my  view,  to  patent  an  abstraction,  in  the  sense 
which  this  expression  has  borne  in  the  arguments  on  this  sub- 
ject. It  is  rather  to  patent  the  invention  as  the  inventor  has 
given  it  to  the  world,  in  its  full  dimensions  and  extent  ;  nothing 
less,  but  nothing  more.  It  is  to  patent  the  invention  in  the 
broad  and  general  terms  that  properly  express  it,  and  to  secure 
to  the  party  who  has  made  it,  the  exclusive  right,  for  a  limited 
time,  to  precisely  that  discovery,  which  he  has  imparted  to  the 
public,  and  which,  when  that  limited  time  expires,  the  public 
will  enjoy  as  the  fruit  of  his  mind. 
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The  Court,  therefore,  instructs  you,  as  a  matter  of  law,  per- 
tinent to  the  issues  of  this  cause: 

1.  That  the  letters  patent,  under  which  the  plaintiff  claims, 
vest  in  the  patentees  an  exclusive  right  to  construct  and  use  me- 
chanical devices — whether  such  as  are  described  in  their  specifi- 
cation, or  equivalents  therefor — for  producing,  directing  and 
applying,  as  a  motive  power  in  reaction  wheels,  the  centrifugal 
force  of  water  revolving  vortically  round  the  shaft,  and  passing 
into  and  acting  upon  the  wheels  in  the  direction  of  their  revolu- 
tion. 

2.  That  the  same  letters  patent  vest  in  the  patentees  a  similar 
exclusive  right  to  employ  vertical  reaction  wheels,  having  two  or 
more  wheels  arranged  in  pairs,  on  the  same  horizontal  shaft. 

I  pass  then  to  the  second  leading  question  in  the  cause : 
Were  the  patentees  the  first  persons  to  make  and  reduce  these  in- 
ventions to  use?  If  they  were  not,  then  so  far  as  their  claim  is 
in  this  respect  unfounded,  their  patent  is  void.  The  evidence 
on  this  question  is  for  the  jury  exclusively  to  consider.  You 
will  decide  upon  its  effect,  giving  to  the  advice  and  review  of 
the  facts,  by  the  Court,  such  weight  and  influence  as  in  your 
judgment  they  may  deserve,  but  remembering  always  that  the 
responsibility  of  the  decision  is  altogether  your  own. 
On  behalf  of  the  plaintiff,  the  evidence  is : 

1.  The  patent  itself,  issued  upon  the  oath  of  the  patentees. 
This  is  prima  facie  evidence ;  that  is  to  say,  it  stands  until 
opposed  by  other  proof ;  but  as  this  patent  was  issued  under  an 
act  which  did  not  require  a  scrutiny  by  the  Patent  Office,  as  the 
law  now  does,  it  should  be  regarded  as  evidence  of  the  lowest 
grade.  But,  having  been  renewed  by  the  Commissioners  in 
1843,  after  public  notice  and  full  examination,  it  rises  in  the 
scale  of  evidence  on  this  point.  Still,  though  it  is  prima  facie 
evidence  of  a  higher  character,  it  is  prima  facie  evidence  only. 

2.  The  testimony  given  here  by  one  of  the  inventors,  Zebu- 
Ion  Parker,  who  details  clearly,  simply,  modestly,  and  (I  think 
I  may  add,  without  the  hazard  of  differing  from  you),  as  every 
man  who  heard  the  testimony  must  say,  truly^  the  history  of  the 
invention. 

3.  The  testimony  of  his  brother,  who  witnessed  the  whole 
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course  of  the  invention,  and  of  numerous  neighbors,  who  also 
watched  its  progress.  They  fully  confirm  Mr.  Parker,  and  fix 
the  date  of  the  invention,  as  perfected  and  reduced  to  successful 
use,  as  early  as  the  month  of  September,  1828. 

This  date  is  important ;  for,  by  the  rules  of  law,  when  a 
dispute  arises  as  to  the  priority  of  an  invention,  a  patentee  is 
allowed  to  show  the  real  date  of  it,  and  have  his  rights  as  fully 
secured  as  if  he  had  taken  out  his  patent — unless,  indeed,  he 
delayed  his  application  in  a  manner  and  with  views  which  are 
not  imputed  here.  The  date,  therefore,  with  which  we  are  to 
compare  the  testimony  in  settling  the  claim  of  priority  in  inven- 
tion,, isy /or  this  case^  September,  1828. 

These  three  heads  embrace  what  may  be  termed  the  positive 
proof  on  behalf  of  the  patentees  on  the  question  of  originality. 

4.  But,  besides  this,  you  have  a  negative  proof  of  a  very  high 
order,  in  the  fact  that  the  patent  is  now  more  than  twenty  years 
old,  and  that  it  has  not  been  declared  void,  under  either  the  sixth 
or  tenth  section  of  the  patent  act  of  1793.  When  the  subject 
of  a  patent  is  of  the  importance  and  value  that  must  be  ascribed 
to  this,  and  the  patent  has  had  the  additional  publicity  of  a 
renewal,  the  fact  that  it  has,  during  the  twenty  years,  withstood 
all  attacks  upon  it,  is  a  strong  proof  of  its  genuineness. 

5.  Other  negative  proof  is  to  be  found  in  the  circumstance, 
that  with  all  the  scientific  libraries  of  the  country  at  their  com- 
mand, the  defendant,  and  the  very  learned  and  ingenious  gentle- 
men who  represent  him  as  counsel,  have  found  no  one  printed 
boojc  in  which  any  thing  like  this  invention  is  described. 

This  is  almost  anomalous  in  the  history  of  patent  causes.  I 
J)aye  scarcely  ever  seen  one  tried,  in  which  there  was  any  ques- 
tipn  ypon  the  originality  of  an  invention,  that  numerous  works 
were  npt  produced,  each  of  which  exhibited  some  similitude  to 
the  thing  patented. 

6.  That  as  to  the  major  subject  of  claim,  the  direction  and 
effect  of  the  vojrtex  under  given  circumstances,  the  practical 
men  who  were  examined  here  as  experts  on  the  behalf  of  the 
defendant,  strange  to  say,  denied  their  existence  altogether ; 
thus   showing,  that   eveq  tp   this  day,  they  did   not   know  or 
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believe  that  the  discovery  in  question  has  been  made.     This  is, 
to  my  mind,  negative  proof  of  the  very  strongest  kind. 

Against  all  this,  you  have  the  evidenee  of  Mr.  Holmes  and 
Mr.  Seymour.  They  speak  of  things  of  ancient  date,  of  very 
ancient  date,  some  of  which  occurred  in  their  boyhood  ;  which, 
if  they  ever  were  known,  are  now  forgotten,  as  the  neighbors 
testify,  in  the  places  which  knew  them.  To  my  mind,  they  are 
evidently  confounding  other  wheels,  acting  on  different  princi- 
ples from  those  invented  by  the  patentees.  I  can  not  imagine 
that  any  thing  so  meritorious,  so  useful,  so  important  to  our 
great  community,  should  have  been  forgotten  and  lost,  if  it  ever 
existed.  A  patent  case  is  never  tried,  or  a  verdict  recorded  in 
favor  of  a  patentee,  without  his  encountering  a  mass  of  just 
such  testimony  as  that  of  these  two  witnesses.  I  do  not  impute 
to  either  of  them  the  wish  to  misrepresent ;  but  memory  plays 
us  sad  tricks  when  we  attempt  to  speak  of  the  precise  angles  of 
the  buckets  of  a  wheel  which  we  may  have  seen  while  fishing  by 
the  side  of  a  mill  stream,  when  we  were  children.  Subsequent 
observation  and  information  mingle  themselves  curiously  with 
the  impressions  of  early  life  ;  and  men  are  prone  to  believe  that 
they  have  seen  that  of  which  they  have  subsequently  read,  or  have 
heard  from  others.  A  highly  respectable  gentleman  in  this  city, 
testing  the  strength  of  his  ancient  recollections,  once  recurred 
successively  to  by-gone  transactions  that  he  had  witnessed,  until 
he  described  an  occurrence  which  he,  himself,  a  moment  after- 
ward, discovered  to  have  taken  place  before  his  birth.  You 
will  determine  upon  the  effect  to  be  attributed  to  the  testimony 
of  these  witnesses. 

One  portion  of  Mr.  Holmes'  testimony  calls  for  the  remark, 
that  it  is  not  enough  for  the  defendant  to  show  that  wheels  like 
the  patented  ones  were  made^  but  that  he  must  also  show  that 
they  were  «W,  before  the  plaintifPs  invention.  This  is  the 
test  of  what  is  required  to  defeat  the  title  of  a  patentee  of  an 
improved  machine.  In  the  present  case,  moreover,  the  mere 
proof  of  use  of  such  wheels  would  not  suffice,  unless  it  was  also 
proved  that  water  was  also  introduced  into  the  wheel  with  the  proper 
direction  given  to  it,  as  otherwise  it  could  not  have  involved  the 
principle  of  the  improvement  patented.     This  is  illustrated  by 
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the  accidental  circumstance  which  led  to  Mr.  Parker^s  discov- 
ery. 

On  this  question  of  originality,  however,  the  case  is  before 
you;  and  you  are  the  judges  upon  the  evidence.  You  will  in- 
quire : 

1.  Were  Zebulon  and  Austin  Parker  the  first  persons  to  dis- 
cover, and  by  mechanical  devices  to  apply  to  use,  as  a  motive 
power,  in  reaction  wheels,  the  centrifugal  force  of  water  re- 
volving vortically  round  the  shaft,  and  passing  into,  and  acting 
upon  the  wheels,  in  the  direction  of  their  revolution  ? 

2.  Were  they  the  first  persons  to  invent  and  apply  to  use 
vertical  reaction  wheels,  having  two  or  more  wheels  arranged  in 
pairs  on  the  same  horizontal  shaft  ? 

For  purposes  connected  not  only  with  this  cause  in  its  ulte- 
rior stages,  but  with  other  causes  pending  in  this  Court,  I  beg 
the  favor  of  you,  when  you  shall  announce  your  verdict,  to 
certify  to  me  your  united  opinion,  if  you  shall  have  formed  one, 
on  each  of  these  two  questions.  By  so  doing,  you  will,  more- 
over, confer  a  favor  on  both  of  the  parties  to  the  litigation,  by 
defining  for  them  what,  in  the  opinion  formed  by  a  highly  in- 
telligent jury,  after  a  most  full  and  welt-directed  examination, 
are  their  respective  rights. 

3.  If  you  shall  have  determined  either  of  these  questions 
in  the  affirmative,  the  next  question,  which  is  also  for  your  con- 
sideration, upon  the  evidence,  is :  Has  the  defendant  infringed 
the  patent  right  now  held  by  the  plaintiff? 

This  question  is  one  irrespective  of  motive.  The  defendant 
may  have  infringed  without  intending,  or  even  knowing  it ;  but 
he  is  not,  on  that  account,  the  less  an  infringer.  His  motives 
and  knowledge  may^aiFect  the  question  of  damages,  to  swell  or 
reduce  them  ;  but  the  immediate  question  is  the  simple  one,  has 
he  infringed? 

I.  Has  he  constructed,  or  used  mechanical  devices^  such  as 
are  described  in  the  specification,  or  equivalents  therefor,  for 
applying,  as  a  motive  power  in  reaction  wheels,  the  centrifugal 
force  of  water  revolving  vortically  around  the  shaft,  and  passing 
into  and  acting  upon  the  wheels  in  the  direction  of  their  revo- 
lution ? 
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2.  Has  he  constructed  or  used  vertical  reaction  wheels,  hav- 
ing two  or  more  wheels  arranged  in  pairs  on  the  same  horizontal 
shaft  ? 

As  to  the  second  of  these  questions ;  if  you  shall  have  determ- 
ined that  this  part  of  the  patent  is  valid,  you  will  have  no  dif- 
ficulty in  arriving  at  a  conclusion.  Indeed,  the  use  of  such 
wheels  is  admitted. 

As  to  the  first  of  them  ;  if  you  shall  have  determined  that 
this  part  of  the  patent  is  valid,  you  will,  perhaps,  have  a  less 
easy  task;  but  I  can  not  believe  that  it  will  embarrass  you  much. 

It  is  often  difficult  for  those  of  us  who  are  not  educated  in 
the  higher  branches  of  mechanical  science,  to  receive  with  im- 
plicit faith,  the  deductions  which  the  learned  make  with  confi- 
dence from  the  truths  with  which  they  are  familiar  \  and  this 
difficulty  is  often  not  a  little  increased  by  the  directness  of  op- 
pugnation  which  these  deductions  encounter  from  those  who 
call  themselves  practical  men,  as  contradistinguished  from  men 
of  theoretic  science. 

We  have  great  reason,  in  this  case,  to  be  grateful  to  the  in- 
genious and  well-instructed  gentlemen,  who  have  enabled  us,  by 
direct  experiment,  to  test  the  relative  value  of  scientific  deduc- 
tion and  empirical  experience.  I  do  not  know  how  the  work- 
ing of  that  little  glass-faced  machine  affected  your  minds,  but 
I  am  free  to  say,  for  myself,  that  I  have  never  witnessed  a  more 
beautiful  and  convincing  illustration  of  the  truth  and  value  of 
scientific  deduction.  Professor  Cresson,  who  was  examined  as 
one  familiar  with  all  the  learning  in  the  books,  was  asked  what 
would  be  the  course  of  water  falling  into  a  case  of  different 
forms,  in  different  ways,  passing  in  different  angles,  according  to 
different  arrangements  of  the  gates  and  sluice.  In  reply,  his 
opinion  was  given,  as  deduced  from  scientific  principles,  once, 
only,  resting  upon  the  observation  of  an  experiment  he  had 
made  or  seen.  This  alone  was  stated  as  ^^fact^^  and  not  as 
a  matter  of  deduction.  The  rest  was  a  mere  lecture,  as  from 
the  professor's  chair,  informing  us  what  the  water  would  do,  if 
the  laws  of  science  were  really  truths  of  nature.  Professor 
Frazer,  who  took  the  stand  afterward,  and  who  had  not  heard 
tnore  than  a  small  part  of  the  examination  of  Professor  Cresson, 
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answered  only  from  theories  and  principles,  and  coincided  with 
him  in  all  his  answers.  Next  came  the  little  machine  and  its 
whirling  pellets  v  confirming  absolutely  every  thing  that  these 
gentlemen  had  previously  set  before  us  in  theory ;  marking  out 
every  current,  every  disturbance,  every  counter-current,  how- 
ever excentric ;  indicating  their  direction,  indicating  their  rela- 
tive forces,  with  the  gate  in  every  position,  without  the  gate, 
with  the  inclined  plane,  and  without  it,  just  as  these  men  of 
science  had  so  decidedly,  yet  so  modestly,  declared  that  their 
theories  had  taught  them.  I  repeat,  gentlemen,  that  I  have 
never  known  scientific  truth  more  beautifully  illustrated  than  it 
was  by  that  machine.  Now  these  witnesses  swear,  and  have 
demonstrated,  that  the  devices  of  the  defendant  are  equivalents 
involving  the  same  principle  as  those  of  the  patentees'  specifi- 
cation, and  differing  only  in  the  degree  of  its  application.  If 
you  place  confidence  in  them,  and  think  that  the  experiment 
made  in  your  presence  confirms  them  ;  and  believe  that  the 
machines  act  in  obedience  to  the  same  laws,  guided  by  the  same 
mechanical  principle  ;  though  the  mechanism  may  be  changed, 
though  the  proportions  may  vary,  though  they  differ  in  the  ex- 
tent to  which  the  common  purpose  is  accomplished,  the  Court 
instruct  you,  as  matter  of  law,  that  the  defendant  has  infringed 
upon  the  right  secured  by  the  plaintifFs  patent.  The  ques- 
tion, however,  is  for  the  jury,  and  if  they  entertain  doubts,  they 
should  operate  in  the  defendant's  favor  ;  for  it  is  the  plaintifFs 
duty  to  prove  the  infraction  of  his  rights. 

Thirdly,  If  you  shall  find  that  the  defendant  has  infringed, 
the  next  question  for  you  to  consider  will  be  the  amount  of  the 
plaintifF^s  damages. 

Your  verdict,  if  for  the  plaintiff,  must  be  for  the  damages  he 
has  actually  sustained;  of  course  not  for  vindictive  damages. 
There  is  nothing  in  the  case  to  call  for  them  ;  and  such  dam- 
ages are  out  of  place  in  verdicts  in  patent  case. 

The  damages  to  be  assessed  should  be  compensatory.  The 
criterion  is  indemnity.  You  may  take  into  consideration  the 
loss  sustained  by  the  plaintiff,  as  you  may,  likewise,  the  profit 
made  by  the  defendant.  In  estimating  the  loss  to  the  plaintiff, 
from  the  defendant's    unauthorized    use    of   the    machine,  the 


NOVEMBER,     1 849.  57 


Parker  v.  Hulme. 


price  of  a  license  is  sometimes  a  fair  guide ;  but  not  always. 
Sometimes  a  trifle  from  every  one  may  well  content  the  pat- 
entee, as  in  the  case  of  a  medicine,  where  a  license  to  use  is 
thrown  in  to  all  who  will  pay  for  the  dose.  So  in  the  case  of 
machines ;  in  some  of  which,  as  for  example,  an  improved 
pocket-knife  or  comb,  where  a  half  cent,  singly,  might  amply 
compensate  a  patentee  in  the  sale  of  a  license,  but  would  be  no 
criterion  of  damage  in  case  of  infringement.  It  is  so  with 
every  other  invention  which  depends,  for  its  value,  on  a  general 
use  by  the  community,  and  is,  from  policy,  sold  cheap.  You 
are  therefore  to  give  compensatory  damages,  such  as  may  in- 
demnify the  plaintiiF  for  the  injuries  he  has  directly  sustained  ; 
but,  according  to  the  directions  heretofore  given  in  this  Court, 
you  will  not  include  his  expenses  of  litigation  in  the  amount  of 
your  verdict.  Yet,  upon  the  whole,  the  question  of  damages 
being  one  of  compensation,  of  which  it  is  always,  in  such  cases, 
difficult  to  fix  a  standard,  much  must  depend  upon  the  discre- 
tion of  the  jury,  who  may  sometimes  properly  take  the  conduct 
and  motives  of  a  defendant  into  consideration.  I  may  add  that, 
with' the  limitations  and  qualifications  which  I  have  stated,  your 
verdict  may  be  founded  upon  a  full  and  liberal  measure  of  the 
plaintiff's  actual  damages.  But  it  will  be  a  great  advantage  to 
him  if  you  should,  by  your  verdict,  establish  his  patent  -,  and  I 
can  not  perceive  any  thing  in  the  conduct  of  the  defendant  to 
call  for  more  than  a  moderate  rate  of  damage,  so  far  as  this  in- 
quiry may  be  involved  in  your  deliberations. 

In  conclusion,  I  again  ask  the  jury  to  consider  the  two  ques- 
tions upon  each  of  which  I  have  suggested  that  it  may  be  use- 
ful that  their  finding  should  be  specially  certified ;  and  I  can  not 
take  leave  of  them  without  repeating  the  sincere  thanks  of  the 
Court  for  their  asiduous  attention  and  patience  throughout  the 
case. 

The  verdict  was  in  favor  of  the  plaintiff,  and  the  jury  certi- 
fied in  his  favor  both  the  points  upon  which  they  had  been 
requested  to  find  specially.  On  the  motion  for  a  new  trial,  the 
judge  stated  that  so  far  as  he  had,  upon  the  trial,  suggested  any 
doubt  concerning  the  interpretation  and  effect  of  the  specifica- 
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tion  of  the  plaintiff's  patent,  though  he  would  be  pleased  to 
hear  any  argument  on  the  subject,  he  did  not  wish  any  longer 
to  be  understood  as  inviting  it,  in  order  to  remove  or  satisfy  any 
doubt  of  his  own,  for  he  no  longer  entertained  any.  Upon  this 
intimation,  the  motion  was  not  pressed. 


Oliver  H.  P.  Parker 

vs. 

Joseph  Brant,  et  al.     In  Equity. 

A  party  who  relies  upon  the  verdict  of  a  jury,  and  the  judgment  of  a  Court  of  law,  for 
the  establishment  of  his  title,  as  a  foundation  of  his  claim  to  be  quieted  in  the  pos- 
session and  enjoyment  of  it,  and  for  protecting  him  against  infringement  by  others, 
must  aver,  in  his  bill,  that  such  proceedings  have  taken  place. •^Orier,  J. 

On  a  motion  for  an  injunction,  based  upon  prior  adjudications  in  favor  of  a  patent,  the 
defendant  may  show  that  the  title  was  not  ^irly  in  controversy  in  the  cases  which 
professed  to  try  it;  or  that  some  material  fact  was  then  unknown,  or  some  oppo- 
site argument  overlooked ;  and  the  Court,  if  satisfied  that  in  truth  such  was  the 
case,  would  not  hold  itself  concluded  by  the  former  adjudications.— ^Kani,  J. 

But  the  considerations  which  would  justify  a  judge  in  renewing  the  discussion  of  a  pat- 
entee*s  title,  after  solemn  hearing  and  judgment  at  law,  should  be  such  as,  if 
presented  to  his  view  after  a  trial  at  law,  would  have  induced  him  to  set  aside  the 
verdict. — 'Kane,  J. 

(Before  Grier  and  Kane,  JJ.,  Eastern  District  of  Pennsylvania,  April,  1850.) 

These  were  suits  in  equity,  for  the  infringement  of  the  patent 
of  Zebuion  and  Austin  Parker,  more  particularly  referred  to  in 
the  case  of  Parker  v.  Hulmiy  p.  44.  Upon  a  motion  for  pro- 
visional injunction  against  the  defendants,  objection  was  made 
that  the  bills  contained  no  averment  of  prior  adjudication,  to 
support  the  application.  Upon  this  point  the  Court  delivered 
the  following  opinion : 

Grier,  J. 

I  take  this  occasion  to  say,  that  the  Court  has  no  doubt  of  the 


APRIL,   1850.  ^g 

Parker  v.  Brant. 


validity  of  the  complainant's  patent.  That  question  has  been 
fully  settled  here,  by  a  trial  at  law,  of  extraordinary  duration, 
and  closeness  of  research.  The  report  of  the  case  of  Parker 
V.  Hulme^  by  my  brother  Kane,  who  presided  at  the  trial,  and 
information  derived  from  the  affidavits  and  printed  works,  which 
have  been  read  on  both  sides,  during  the  present  hearing,  as 
well  as  the  acquaintance  of  the  subject  which  I  derived  while 
engaged  in  the  trial  of  another  case  growing  out  of  this  patent, 
leaves  no  doubt  on  my  mind,  that  the  complainant's  patent  is  not 
only  valid,  but  of  the  greatest  importance  to  the  country. 

I  may  add,  on  the  part  of  both  of  us,  that  we  approached  the 
question  without  any  previous  leaning  in  favor  of  the  rights 
asserted  by  Mr.  Parker,  as  an  inventor,  and  it  was  only  upon  a 
more  than  usually  close  scrutiny  of  the  facts  that  we  came  to 
the  conclusion  which  we  now  express. 

Indeed,  it  is  a  subject  of  regret  that  the  public  has  been  so 
tardy  in  acknowledging  the  merits  of  the  Messrs.  Parker  as  in- 
ventors. Their  improvement  as  described  in  the  patent  before 
us,  is  not  less  ingenious  and  profound  than  useful.  In  France, 
M.  Fourneyron  received  the  highest  honors  and  most  liberal 
rewards,  for  introducing  into  use  this  very  improvement,  after  it 
had  been  invented  in  this  country  by  the  Messrs.  Parker.  And 
it  was  not  until  the  circulation  of  Fourneyron's  paper  on  Tur- 
bines in  this  country,  that  the  public  attention  was  fairly  called 
to  the  valuable  improvement  of  the  Messrs.  Parker. 

Of  the  infringement  by  the  defendants,  the  Court  has  no 
doubt.  The  wheels  which  they  use  are  direct  and  positive  vio- 
lations of  the  complainant's  rights,  as  appears  by  the  affidavits 
on  behalf  of  the  defendants,  and  the  models  which  they  them- 
selves have  submitted  to  the  Court.  In  point  of  fact  the  com- 
plainant has  established  his  right  to  the  injunction  which  he 
prays.  But  I  do  not  wish  to  establish  the  precedent  in  this 
Court,  that  a  party  who  relies  upon  the  verdict  of  a  jury  and  the 
judgment  of  a  Court  of  law,  for  the  establishment  of  his  title, 
as  the  foundation  of  his  claim  to  be  quieted  in  the  possession 
and  enjoyment  of  it,  and  for  protecting  him  against  infringe- 
ment by  others,  shall  omit,  as  the  complainant  has  here  omitted, 
to  aver  in  his  bill,  that  iuch  proceedings  at  law  have  taken  place. 
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Without  such  averment,  the  ground  of  the  action  of  the  Court 
may  be  misunderstood,  and  the  defendant  may  not  be  properly 
appraised  beforehand,  of  the  case  which  he  has  to  meet.  In 
these  cases,  we  are  the  more  ready  to  lay  hold  of  the  admission, 
as  we  feel  a  reluctance  to  stop  two  hundred  mills  from  grinding 
a  bushel  of  grain,  or  sawing  a  board,  without  giving  the  defend- 
ants a  chance  of  making  a  settlement  or  compromise.  On  the 
other  hand,  it  is  by  no  means  our  intention  to  compel  this 
complainant  to  relitigate  his  patent,  already  established  at  law, 
against  a  combination  of  two  hundred  wealthy  mill-owners  in 
this  District,  who  are,  as  these  defendants  allege,  using  machines 
of  which  the  model  above  described  is  the  representation.  By 
an  amendment  of  his  bill,  the  complainant  may  overcome  his 
present  technical  difficulty. 

In  all  this,  I  am  authorized  to  say,  that  my  brother  Kane  fully 
concurs  with  me. 

The  bills  having  been  amended,  the  motion  was  subsequently 
heard  before  Judge  Kane  on  bill,  answer,  and  affidavits. 

Mn   Titus  for  complainant. 

Messrs.  ff^atts^  Mallory^  and  Penrose  for  defendants. 

Kane,  J. 

The  patent  under  which  the  complainant  claims,  is  an  ancient 
one,  having  been  issued  in  1829,  and  renewed  by  the  Commis- 
sioners in  1843.  ^^^  character  and  history,  have,  on  former 
occasions,  been  investigated  in  this  Court  very  fully;  the  first, 
on  the  trial  of  the  case  of  Parker  v.  Perkins^  at  which  Judge 
Grier  presided,  and  afterward  more  at  large,  in  the  case  of 
Parker  v.  Hulme^  which  was  tried  before  me  ;  and  recently 
again,  in  a  full  Court,  during  the  elaborate  argument  of  the  mo- 
tion for  an  injunction  against  the  present  defendants,  before  the 
amendment  of  the  bills.  These  investigations,  conducted  by 
counsel  of  the  highest  ability,  with  the  aid  of  scientific  mechan- 
icians, who  have  no  superiors  any-where,  led  the  minds  of  two 
juries,  and  of  both  the  judges,  to  the  same  conclusion,  namely, 
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that  the  patent  was  a  valid  one.  It  has,  therefore,  passed  into 
the  category  of  those  which  equity  exerts  its  preventive  interpo- 
sition to  protect  against  infractions. 

Since  the  motion  was  last  before  the  Court,  the  defendants 
have  filed  answers,  which,  for  the  purposes  of  the  present  ques- 
tion, are  of  course  to  be  regarded  only  as  affidavits.  These  deny 
the  novelty  of  the  invention  in  very  express  terms,  and  profess 
also  to  traverse  the  use  of  it. 

I  need  not  say  this  mere  denial  of  the  complainant's  title,  by 
the  defendants,  can  avail  them  nothing  at  this  time.  He  is  in 
possession,  under  an  ancient  right,  solemnly  confirmed  by  a  public 
proceeding,  in  which  its  validity  was  put  in  issue,  to  which  the  de- 
fendants might  have  made  themselves  parties,  if  they  would,  and 
of  which  they  had  just  the  same  sort  of  notice  they  have  of 
other  binding  acts  of  the  Government.  His  title  has,  moreover, 
been  submitted  to  the  scrutiny  of  the  Court  in  a  controversy  at 
law,  honestly  and  well  contested,  and  has  been  formally  estab- 
lished by  verdict  and  judgment.  It  is  true,  that  a  defendant  is 
in  no  wise  precluded  by  all  this  from  impunging  the  patent  in 
the  appropriate  manner  and  by  pertinent  proofs  ;  but  for  the 
present,  such  facts  advise  us  judicially,  that  the  complainant  is 
in  recognized  and  apparently  lawful  possession  under  his  asserted 
title.  They  make  for  him  a  strong  prima  facie  case  ;  and  a 
Court  of  Equity  can  no  more  allow  third  persons  to  disturb  his 
continued  enjoyment,  upon  the  allegation  that  his  patent  can  be 
invalidated  hereafter,  than  it  will  permit  trespassers  to  cut  down 
a  neighbor's  trees,  upon  offering  to  prove  that  he  has  no  title  to 
his  farm.  A  patent,  vouched  as  this  is,  must  be  invalidated 
before  equity  will  suffer  it  to  be  violated. 

No  doubt,  upon  an  application  like  this,  the  defendants  might 
show  that  the  title  was  not  fairly  in  controversy  in  the  cases 
which  professed  to  try  it— or  that  some  material  fact  was  then 
unknown,  or  some  opposite  argument  overlooked — and  the 
Court,  if  satisfied  that  such  in  truth  was  the  case,  would  not 
hold  itself  concluded  by  the  former  adjudications.  It  is  safe, 
however,  to  say  that  the  considerations  which  would  justify  a 
judge,  at  this  stage  of  an  equity  cause,  in  renewing  the  discus- 
sion of  a  patentee's  title  after  solemn  hearing  and  judgment  at 
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law,  should  be  such  as,  if  presented  to  his  view  after  a  trial  at 
law,  would  have  induced  him  to  set  aside  the  verdict.  After- 
acquired  evidence,  of  doubtful  character  or  doubtful  bearing, 
imputations  of  collusion,  unsustained  by  apparent  probability  of 
strong  proof — views  of  the  evidence,  or  the  law,  which,  how- 
ever ingenious  or  original,  might  have  been  met  by  new  facts, 
or  answered  by  other  arguments :  these,  any,  or  all  of  them, 
should  hardly  be  potent  enough  to  deprive  a  patentee  of  the 
protection  of  equity  for  the  time.  If  a  verdict  for  the  com- 
plainant would  stand  in  spite  of  all  that  is  now  before  me»  I  can 
not  call  upon  him  to  renew  the  vindication  of  his  long-contin- 
ued right  at  an  interluctory  hearing. 

But  the  evidence  which  has  been  presented  to  me,  so  far  from 
proving  that  the  verdicts  have  been  erroneous,  is  not  even  such 
as  to  cast  a  serious  doubt  on  the  question  of  novelty.  It 
consists  of  a  printed  description  in  ''  White's  Century  of 
Inventions,"  a  book  published  in  1822,  of  a  machine  which  is 
supposed  to  resemble  the  complainant's — and  a  deposition  of  a 
millwright,  Mr.  Squiers,  who  saw  a  machine,  many  years  ago, 
of  which  he  gives  a  model,  that  might  at  first  glance  be  supposed 
to  embody  the  same  principle.  But  the  device  of  Mr.  White 
seems  to  have  been  regarded  by  its  author  as  a  wheel  of  impact 
and  not  of  reaction  :  he  calls  it  a  wheel  of  "  impulse,'*  and  refers 
its  efficiency  to  the  velocity  of  the  *'^jet "  with  which  the  water 
''  strikes  "  against  the  floats — while  the  appearance  of  the  water 
in  his  drawing,  as  it  approaches  the  wheel,  and  after  leaving 
it,  shows  that,  if  intended  for  a  reaction  wheel  at  all,  it  must 
have  been  among  the  very  worst  contrived  of  its  class.  And 
the  model  by  which  Mr.  Squiers  illustrates  his  testimony — 
made,  he  says,  by  himself — represents  to  me  nothing  else  but  a 
clumsy  imitation  of  Parker's  machine,  in  which  the  principle  is 
overlooked,  and  the  proportion  between  the  areas  of  supply  and 
discharge  so  mutilated  as  to  make  it  absolutely  worthless. 

Besides  this  evidence,  I  have  the  expression,  by  the  defend- 
ants, of  a  confident  belief  that  the  principle  of  Parker's  patent 
was  well  known  before  the  year  1827,  in  several  States  of  the 
Union,  but  by  whom,  or  in  what  parts  of  those  States,  is  not 
specified — and  a  reference  to  two  cases  in  other  Circuits,  which 
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were  decided,  it  is  said,  against  the  patentee.  Now,  were  the 
cause  on  its  trial,  the  law  would  not  permit  me  to  hear  evidence 
of  this  supposed  prior  use  and  knowledge  of  a  plaintiiPs  inven- 
tion, without  a  much  more  definite  specification  beforehand,  of 
place  and  person.  Besides,  I  have  not  forgotten,  that  when 
Parker  v.  Hu/me  was  on  trial,  we  had  much  evidence  of  prior 
knowledge  of  this  invention  in  different  parts  of  the  United 
States,  and  that  it  was  all  explained  away  by  other  proof, 
or  disbelieved,  as  I  thought,  properly,  by  the  jury.  I  can  not 
assign,  in  anticipation,  a  higher  efficacy  to  evidence  which  is 
not  yet  adduced.  As  to  the  adjudication  elsewhere,  the  records 
of  them  are  not  here  ;  and  the  verdicts  may  have  been  very 
right  upon  the  evidence,  or  the  issues,  before  those  Courts,  and 
yet  be  entirely  without  bearing  on  the  question  I  am  to  decide. 
To  allow  me  to  repose  on  them  for  my  judicial  action  as  reliev- 
ing me  from  the  influence  of  the  former,  or  cotemporaneous 
proceedings  in  this  very  Court,  the  cases  should  come  in  a  form 
unquestionably  authentic,  and  fully  reported. 

The  remaining  question  is,  have  the  defendants  infringed  the 
patent  as  the  complainant  alleges?  I  have  looked  through  the 
answers  whch  they  have  filed,  and  I  am  constrained  to  say, 
that,  whether  regarded  as  affidavits  merely,  or  as  answers,  they 
do  not,  by  any  means,  meet  the  bills  frankly.  They  deny,  it  is 
true,  but  by  inference  and  arguments,  or  in  general  terms,  not 
by  a  definite  traverse  of  the  substance  of  the  charge.  They 
abound  in  negatives  pregnant,  following  the  words  of  the  bill, 
yet  avoiding  that  direct  and  specific  and  peremptory  contradic- 
tion of  its  import,  which  the  rules  of  Chancery  pleading  enjoin. 
Indeed,  they  admit  in  detail,  while  denying  in  formal  words,  and 
must  be  understood  by  the  Court,  in  justice  to  the  respectable 
parties  from  whom  they  proceed,  as  only  negativing  the  use  of 
the  plaintifTs  invention  constructively  by  negativing  his  property 
in  it.  That  is  to  say,  they  admit  that  they  are  using  machines 
substantially  like  his,  but  they  deny  that  he  was  the  first  to  in- 
vent such  machines  ;  thus  resolving  the  question  of  use  into  that 
of  title ^  which  I  have  already  considered. 

Injunctions  accordingly  till  hearing  or  further  order. 
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Francis  O.  J.  Smith 

V. 

HcGH  Downing,  et  al.     In  Equity. 

What  is  to  be  protected  is  not  an  abstract  or  isolated  principle,  but  the  embodiment  of 
a  principle  into  a  machine  or  manufacture,  as  described  in  the  specification. 

What  the  patentee  does  not,  or  certainly  what  in  the  misty  future  he  can  not  describe, 
he  must  be  presumed  not  to  have  invented. 

The  word  "  art,"  in  the  patent  acts,  means  a  useful  art  or  manufacture  which  is  bene- 
ficial, and  which  is  described  with  exactness  in  its  mode  of  operation.  Such  an 
art  can  be  protected  only  in  the  mode  and  to  the  extent  thus  described. 

One  machine  or  manufacture  is  not  a  violation  of  another,  within  the  purview  of  the 

patent  system,  unless  it  is  substantially  the  same.     It  need  not  be  identical,  but 

it  must  be  similar  in  the  principle  or  mode  of  operation. 
By  equivalents  in'machinery  is  usually  meant  the  mere  substitution  of  one  mechanical 

power  for  another,  or  one  obvious  and  customary  mode  for  another,  to  zfkct  a 

like  result. 

(tiefore  Woodbury  and  Spraguk,  JJ.,  District  of  Massachusetts,  June,  1850.) 

This  was  a  bill  in  equity  filed  by  the  complainant,  as  assignee 
of  S.  F.  B.  Morse,  to  restrain  the  defendants  from  infringing  upon 
two  letters  patent,  both  for  "electro-magnetic  telegraphs,"  one 
granted  to  the  said  Morse,  June  20,  1840,  reissued  January  25, 
1 846,  and  again  June  1 3, 1 848,  and  the  other  granted  to  him  A  pril 
II,  1846,  and  reissued  June  13,  1848.  The  defendants  were 
assignees  of  R.  E.  House,  under  letters  patent  for  a  "  magnetic 
letter-printing  telegraph,*'  granted  to  him  April  18,  1846.  The 
issues  of  law  and  fact,  and  so  much  of  the  evidence  as  is  material, 
are  stated  in  the  opinion  of  the  Court. 

C    S,    Davis ^    C.  M,  Keller^   and   B.    R.    Curtis  for  com- 
plainant. 

C.  L.  fFoodbury^  George  Gifford^  and  Rufus  Choate    for   de- 
fendants. 
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Woodbury,  J. 

This  case  is  full  of  difficulty,  in  respect  both  to  the  facts  and 
the  law. 

The  operations  of  the  conflicting  machines  depend  much  on 
the  principles  of  electricity  and  galvanism — two  sciences  not 
very  well  understood,  except  by  those  who  have  made  them  a 
special  study ;  and  the  trouble  in  comprehending  with  clearness 
and  fullness  their  operations  here,  is  increased  by  the  intricate 
and  novel  mechanism  employed. 

More  especially  is  this  last  the  case  with  the  machine  worked 
by  the  defendants,  and  alleged  to  have  been  invented  by  Mr. 
House,  and  which  is  made  still  more  complicated  by  the  use  of 
the  new  species  of  magnetism  called  axial-magnetism,  and  by 
the  use  of  air  as  an  additional  power  to  move  parts  of  the 
machine.  As  these  two  inventions  are  both  conceded  to  be 
remarkable  in  their  character — relating  to  an  improvement  in 
telegraphic  communication  by  electro-magnetism  at  great  dis- 
tances, with  almost  lightning  speed,  and  thus  forming  one  of  the 
wonders  of  the  age ;  and,  as  their  value  is  estimated  to  be  very 
large,  both  to  their  owners  and  the  public,  I  have  hastened  to 
examine  the  rights  of  each  party  as  early  and  as  fully  as  other 
pressing  avocations  would  permit. 

The  prayer  of  the  bill,  by  Smith,  the  assignee  of  Morse,  is 
for  a  permanent  and  final  injunction  in  equity  against  those  who 
are  operating  under  House.  And  this  remedy  should  be  granted, 
if  it  appears  on  the  whole  evidence  that  Morse  was  the  original 
and  first  inventor  of  what  he  really  claims  in  his  patent,  and 
that  the  machine  by  House  is  not  different  in  principle,  but  the 
same  in  substance  as  Morse's. 

These  two  questions,  with  some  incidental  considerations 
under  each,  will  be  found  to  cover  the  whole  case. 

In  order  to  ascertain  whether  Morse  was  the  original  inventor 
of  all  which  he  claims,  it  will  be  necessary  first  to  examine  and 
settle  how  much  he  does  claim — that  is,  how  much  is  embraced 
in  his  specification. 

This  inquiry  is  made  somewhat  complicated  by  his  having 
taken  out  two  different  patents  on  the  subject  of  electro-mag- 
netism and  its  use  in  telegraphs,  and  having  renewed  one  of 
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them  twice  and  the  other  once,  and  having  preceded  the  first 
patent  by  a  caveat^  describing  its  character  and  extent. 

But  what  he  claims  does  not  seem  material  in  this  case, 
except  as  set  forth  in  the  first  patent  and  its  various  renewals. 

I  shall,  therefore,  confine  my  inquiry  to  that,  though  the 
others  must  be  at  times  adverted  to«  the  better  to  understand 
what  was  meant  in  that. 

As  represented  in  his  letter  to  the  Treasury  Department  in 
1837,  Morse  says  he  had  been  attempting,  since  1832,  to  make 
electricity  visible  at  a  distance  by  signs,  intelligible  and  certain, 
so  as  to  communicate  information.  And  in  his  caveat  of 
October  6,  1837,  he  claims  to  have  '*  invented  a  new  method 
of  transmitting  and  receiving  intelligence  by  means  of  electro- 
magnetism."  Or,  in  other  words,  in  the  same  instrument,  ^^a 
method  of  recording  permanently  electrical  signs  "  at  a  distance. 
His  specification,  filed  in  1838,  April  7,  is  much  the  same  in 
substance. 

Following  up  a  like  idea  in  1840,  in  his  first  patent  he  claims 
in  that  to  have  invented  only  a  ^^  new  and  useful  improvement 
in  the  mode  of  communicating  information  by  signals,"  and  by 
the  power  of  electro-magnetism. 

Such  is,  in  substance,  the  title  of  this  patent  in  its  original 
form  and  under  all  its  renewals. 

In  his  last  specifications  in  1848,  he  claims  to  have  invented 
merely  "  a  new  method,"  or  ''  a  new  and  useful  apparatus  for  a 
system  of  transmitting"  intelligence,  which  puis  in  motion  ma- 
chinery for  producing  signs,  and  at  a  distance  recording  said 
signs. 

From  all  these,  standing  by  themselves,  it  would  seem  man- 
ifest that  he  makes  no  pretension  to  have  invented  or  discovered 
any  new  principles  in  physics,  or  to  have  discovered  the  old 
principles  of  electricity  or  galvanism.  Nor  does  he  claim  to 
have  invented  or  discovered  any  new  principle  in  mechanics — 
like  a  new  power,  resembling  the  lever  or  screw.  As  little 
would  any  one  have  supposed,  that  he  meant  to  claim  as  his 
invention  and  as  new — the  application  at  all,  of  electro-mag- 
netism to  the  purposes  of  telegraphing  at  a  distance,  whether 
by  making  intelligible  mairks  or  signs  there,  qr  in  some  other 
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mode — if  it  had  not  been  for  soqie  remarks  in  one  of  his  letters 
in  1837,  and  some  words  in  the  eighth  clause  of  his  last  speci- 
fication, and  the  ground  taken  in  the  argument,  recently,  by  his 
counsel. 

Thus,  in  his  letter  in  September,  1837,  to  Jackson,  he  seems 
to  have  believed  he  had  some  claim  to  this  discovery,  viz :  as 
he  describes  it,  "  The  original  suggestion  of  conveying  intelli- 
gence by  electricity'* — as  well  as  to  the  invention,  which  he 
calls  "  the  devised  mode  of  doing  it." 

Yet  nothing  of  this  is  believed  to  be  inserted  in  any  of  his 
official  documents,  tilt  1848. 

In  his  last  renewal,  in  1848,  there  are  introduced  for  the  first 
time,  some  changes  of  language  and  some  tendencies  in  a  part 
of  them,  as  well  as  in  some  of  the  arguments,  to  make  the 
claim  broader,  and,  as  in  the  letter  just  quoted — to  cover  ail 
application  of  electro-magnetism,  if  not  of  electricity — to  con- 
vey intelligence,  or  to  telegraph  to  a  distance. 

But  as  late  as  1846,  so  far  from  claiming  the  discovery  or 
invention  of  any  new  general  principle,  or  art,  and  asking  a 
patent  to  protect  himself  in  the  exclusive  use,  as  inventor  of  all 
telegraphs  by  electro-magnetism — he  asks  for  protection  of  only 
his  own  improvement — his  own  method — his  own  apparatus. 
And  he  seems  in  his  last  specification,  in  1848,  to  regard  as  the 
great  excellence  and  novelty  of  his  invention,  that  it  imprints 
the  signals  at  one  end,  which  were  sent  at  the  other,  and  in  such 
characters  as  to  be  intelligible,  without  an  observer  to  note 
them,  and  easily  translated  into  English  by  means  of  his  steno- 
graphic alphabet — and  hence  he  there  styles  it  a  ''  recording  or 
printing  telegraph." 

When  there,  for  the  first  time,  he  also  speaks  of  "  the  es- 
sence of  my  invention  being  the  use  of  the  electric  or  galvanic 
current,"  "  however  developed,"  '*  for  marking  or  printing  in- 
telligible characters,"  "at  any  distance,"  being  "a  new  appli- 
cation of  that  power  of  which  I  claim  to  be  the  first  inventor 
or  discoverer,"  he  must,  by  all  before  said  and  done,  be  con- 
sidered as  claiming  it  in  the  form  of  his  application — according 
to  his  machinery — and  in  the  modes  he  had  described  in  1837, 
1838,  1840,  and  1846 — rather  than  in  this  succeeding  cl  use  of 
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1848,  and  by  it  intending  to  .cover  the  application  itself  of 
electro-magnetism  to  telegraphic  purposes,  in  every  possible 
form.  Otherwise,  his  renewed  patent  of  1848  must  be  regarded 
as  void  for  claiming  too  much,  and  for  wishing  to  protect  a 
mere  principle,  or  effect,  *'  however  developed,"  and  without 
reference  to  any  method  described  by  him,  and  to  cover  a  prin- 
ciple, also  before  known. 

But,  limiting  the  patent  to  what  is  described  as  his  method, 
or  mode,  and  considering  that  in  his  ^^ first  claim"  in  1848,  he 
disclaims  such  broad  views  as  appear  in  the  ^^  eighth  claim,"  of 
that  date,  and  expressly  says :  ^^  I  wish  to  be  understood  that  I 
do  not  claim  the  use  of  the  galvanic  current,  or  current  of  elec- 
tricity, for  the  purpose  of  telegraphic  communications  generally, 
but  a  new  mode  of  using  it,  to  move  machinery,  to  print  signs, 
etc.,  as  described."  All  is  consistent,  and  confined  substantially 
to  the  mode  he  sets  out  in  his  specifications  and  in  his  own  tes- 
timony in  the  record. 

What  he  thus  sets  out  is  the  subject  invented. 

What  is  to  be  protected  is  not  an  abstract  or  isolated  prin- 
ciple, but  the  embodiment  of  a  principle  into  a  machine  or 
manufacture,  as  described  in  the  specification  ;  and  it  is  the  in- 
vention, in  conformity  to  that  embodiment,  or  representation  of 
its  working,  which  the  acts  of  Congress  will  protect.  Boulton  v. 
BulU  2  Hen.  Bl.  403,  458,  483,  and  D.  &  E.  95  ;  Web.  Cas. 
208;  Web.  on  Pat.  4,  58,  126-8;  2  Ston  408,  412  ;  Curtis 
96,  145,  §4;  1  Stor.  271  ;  Godson  on  Pat.  72  ;  Phil,  on  Pat. 
90;  I  Gal.  478;  Hind.  157.  Because  by  those  laws,  the  in- 
ventor is  not  to  be  protected,  unless  he  describes  plainly  and 
fully  what  he  has  done,  so  that  the  public  may  copy  or  imitate, 
and  use  it  after  his  term  expires. 

That  is  the  consideration  for  the  exclusive  use  during  the 
period  of  the  patent,  and  having  this,  prevents  the  patentee  from 
claiming  afterward  more  than  he  had  invented  when  his  patent 
issqed.  Web.  Cas.  719,  I,  2,  and  D.  &  E.  100,  2;  Curtis, 
3t05,  §128.  And  what  he  does  not,  or  certainly  what  in  the 
misty  future  he  can  not  describe,  he  must  be  presumed  not  to 
have  ii^ventec{.     2  Hen.  Bl.  483. 

As  thif  l^road^r  Q\sa€^  gqes  far  beyond  what  we  have  already 


JUNE,    1850.  69 

Smith  V.  Downing. 


seen  was  that  made  in  the  caveat,  and  in  the  first  specification, 
and  in  the  original  patent,  as  well  as  in  all  the  subsequent  re- 
newals— as  it  conflicts  with  much  of  the  language  in  this  very 
last  renewal — looking  only  to  a  new  method  and  a  mere  improve- 
ment of  what  existed  before,  and  as  he  seems  to  disavow  it  in 
his  own  evidence  ;  and  as,  on  every  thing  in  the  case  it  is  ques- 
tionable whether  he  could  have  intended  to  patent  any  thing 
except  an  improvement  on  what  before  existed,  I  do  not  think 
it  just  to  place  a  broader  construction  on  his  language,  than  the 
whole  subject-matter,  and  description,  and  nature  of  the  case 
seem  to  indicate  as  designed. 

These  are  all  to  be  looked  to ;  and  no  fancied  construction, 
traveling  too  far,  on  a  new  and  doubtful  ground,  is  to  be  adopt- 
ed ;  rather  what  is  natural  and  clear,  considering  what  already 
exists  on  the  same  subject.  Haworth  v.  Hardcastle^  Web.  Cas. 
485  ;  Duval  v.  Brown^  i  W.  &  M.  53,  58  ;  6  Pet.  218  ;  I  Stor. 
282,  287 ;  2  Stor.  164;   I  Leeman,  482. 

And  I  the  more  readily  adopt  this  course  for  his  own  pro- 
tection, as  such  a  broader  view  might  subject  his  patent  to  be 
considered  void,  both  for  claiming  too  much,  and  for  claiming 
also  the  invention  of  a  mere  principle.  It  would  be  claiming 
too  much,  as  it  would  cover  the  application,  in  every  way,  of 
electro-magnetism  to  telegraphs.  When  this,  as  will  be  seen 
hereafter,  by  the  history  of  this  subject,  and  as  is  sworn  to  by  a 
large  number  of  highly  intelligent  experts,  had  been  known  pub- 
licly and  for  years  before  Morse's  first  attention  to  the  subject, 
in  1832, 

Indeed,  he  himself  virtually  admits  the  truth  of  this  in  his  tes- 
timony. 

Others,  no  less  than  the  persons  cited,  as  well  as  the  history 
soon  to  be  given  of  the  progress  on  this  subject,  show  that  sev- 
eral had,  before  Morse,  not  only  made  this  discovery,  but  ap* 
plied  both  electricity  and  electro-magnetism  to  the  purpose  of 
telegraphing.  But  if,  by  his  alphabet  and  record,  he  had  been 
successful  in  making  an  improvement  in  the  use  of  electricity 
for  that  purpose,  and  wished  to  secure  the  new  method  of  doing 
it,  he  was  at  liberty,  in  point  of  law,  to  take  out  a  patent  for 
that  new  mode^  but  for  nothing  more. 
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He  came  into  the  world  too  late  for  truly  claiming  much  as 
new.  A  large  galaxy  of  discoverers  on  this  subject  had  pre- 
ceded him. 

The  avoidance  of  patents  for  claiming  too  much  is  of  fre- 
quent occurrence,  and  needs  no  explanation  as  to  the  reasons  for 
it,  when  an  applicant  is  so  improvident  or  unjust  to  others  as  to 
claim  for  himself  more  than  he  invented,  and  the  credit  or  profit 
which  belongs  to  others  rather  than  himself.  See  i  Stor.  273  ; 
2  Stor.  4 ;  I  Sum.  482  ;  i  Web.  Cas.  485  ;  6  Pet.  2185  I  W. 
&  M.  53,  58. 

As  to  the  second  objection,  that  this  would  be  seeking  to 
cover,  by  a  patent,  a  new  principle,  without  reference  to  any 
mode  or  method  of  enforcing  it,  the  patent  laws  are  well  settled 
never  to  permit  it. 

The  impropriety  of  claiming  a  patent  for  the  invention  or  dis- 
covery of  a  new  principle,  however  important  it  may  be  per  se^ 
rests  on  the  idea  that  the  exclusive  use  of  the  invention,  for  a 
term  of  years,  is  given  to  the  patentee,  to  reward  his  genius  and 
expense  in  making  his  invention,  and  pointing  out,  in  his  specifi- 
cation, how  it  can  be  used  beneficially ;  and  the  machine,  if  it 
be  a  machine,  easily  made  by  any  mechanic  for  general  employ- 
ment. 

The  patent  is»  in  such  cases,  and  must  be,  in  order  to  possess 
validity,  not  for  the  principle,  but  for  the  mode,  machine  or 
manufacture,  to  carry  out  the  principle  and  to  reduce  it  to  prac- 
tice. Web.  on  Pat.  45,  48.  In  short,  the  principle  thus  be- 
comes the  modus  operandi^  ajid  rests  in  the  new  mode  adopted  to 
accomplish  certain  results.  And  though  some  expressions  may 
have  been  used  by  one  or  two  judges,  which  look  like  a  sanc- 
tion to  patenting  a  principle,  yet  they  are  used  in  the  above 
sense,  of  a  principle  in  operation,  in  the  manner  set  out  in  the 
specification,  or,  are  used  too  loosely  from  haste  and  inadvert- 
ence. Except  for  this  view  as  to  the  method,  what  use  would 
there  be  in  a  specification  describing  the  machine  or  method  ? 
So,  where  any  judge  speaks  of  patenting  an  art,  it  is  not  an  art 
in  the  abstract,  without  a  specification  of  the  manner  in  which 
it  is  to  operate,  as  a  manufacture  or  otherwise.  But  it  is  the 
art  thus  explained   in   the   specification,  and    illustrated    by  a 
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machine,  or  model,  or  drawings,  when  of  a  character  to  be.  It 
is  the  art  so  represented  or  exemplified,  like  the  principle  thus 
embodied,  which  alone  the  patent  laws  ever  are  designed  to  pro- 
tect. In  the  English  patent  acts,  the  word  "art"  is  not  used 
at  all. 

And  in  ours,  as  well  as  in  our  constitution,  the  word  art 
means  a  useful  art,  or  a  manufacture  which  is  beneficial,  and 
which,  by  the  same  law,  is  required  to  be  described  with  exact- 
ness, in  its  mode  of  operation  •,  and  which,  of  course,  for  the 
reasons  already  laid  down,  can  be  protected  only  in  the  mode, 
and  to  the  extent  thus  described.  I  Stor.  273,  285  ;  4  Wash. 
C.  C.  9,  12 ;  I  How.  204 ;  Web.  on  Pat.  8,  9 ;  Philips  on  Pat. 
74-76;  Hind.  49;  Curtis,  38,  §9. 

No  lawyer  conversant  with  the  patent  system,  could  for  a 
moment  suppose,  that  because  Arkwright  first  invented  and 
perfected  the  art  of  spinning  by  machinery,  he  could  have  taken 
out  a  patent  for  this  art  generally,  and  covered  and  monopolized 
all  kinds  of  future  and  different  improvements  in  that  art.  On 
the  contrary,  he  could  shield  no  mode  of  the  art  but  that  which 
he  devised,  used,  and  described.  So  it  has  been  held  that  a  pat- 
ent for  cutting  ice  by  human  power  does  not  cover  any  mode 
but  that  described.     I  Stor,  273. 

So^  though  Wood  worth  first  invented  planing  boards  by  ma- 
chinery— he  could  not  take  out  a  patent  for  that  art,  principle, 
or  system  generally,  and  thus  either  monopolize  or  prevent 
future  improvements,  when  differing  substantially  from  his  ma- 
chine. But  the  whole  effort  of  Woodworth's  assignees  has 
been  to  describe  his  particular  mode  of  planing,  so  as  not  to 
omit  any  thing  material,  or  to  cover  too  much — and  no  attempt 
is  made  to  protect  any  thing  connected  with  planing  by  machin- 
ery, except  the  mode  thus  described— «or  what  is  substantially 
the  same. 

Considering  the  opinions  I  have  thus  formed  on  this,  and  as 
will  soon  be  explained,  on  other  points  of  the  case,  it  does  not 
seem  necessary  to  decide,  on  this  occasion,  whether  the  severe 
criticism,  which  has  been  made  by  the  counsel  for  the  respond- 
ents on  several  other  portions  of  Morse's  claims,  are  well 
founded  or  not ;  and  more  especially,  whether  his  chief  patent 
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is  not  invalid,  because  covering  too  long  a  period — the  time 
included  by  a  previous  foreign  patent  not  having  been  deducted. 
It  suffices  now  to  add  that  the  general  conclusion  as  to  the 
extent  of  Mr.  Morse's  claim  in  his  specification,  as  amended 
or  renewed,  is,  that  he  intended,  in  the  words  of  the  patent,  to 
embrace  only  *'a  new  and  useful  improvement.**  Or,  as 
repeated  in  the  specification  itself,  only  "a  new  method,"  of 
communicating  and  recording  signs  by  "  electro- magnetism  ; " 
and  he  does  not  seem  to  have  meant  to  cover  merely  a  new 
object  or  purpose,  to  which  an  old  principle  or  machine  was  to 
be  applied,  and  which  is  not  patentable  (Hind,  on  Pat.  96 ; 
Web.  Cas.  208.;  Curtis,  §425  Stor.  408) ;  nor  a  new  abstract 
principle  to  produce  new  results  in  telegraphing  by  means  of 
electro-magnetism. 

The  essence  of  bis  method  beyond  what  had  before  existed 
or  been  practiced,  was  to  make  the  electro-magnetism,  when 
excited  and  moving  in  a  particular  form,  and  marking  at  one 
end  of  the  wires — not  merely  exhibit  some  evanescent  sign  at 
the  other  end,  but  a  sign  which  the  machine  is  made  to  trace, 
and  thus  record  there  permanently.  This  sign  is. excited  by  the 
closing  and  opening  of  the  circuit  by  a  stroke,  or  by  lifting  the 
wire  from  the  cups,  or  by  a  knob  pressed  down  and  acting  by  a 
spring,  and  the  mark  by  machinery  is  made  to  assume  several 
forms  y  but  the  one  generally  practiced,  is  that  of  dots  and 
straight  lines.  These,  traced  in  succession  on  the  rolling  paper, 
and  by  being  different  in  number  and  combination,  are,  by  the 
stenographic  alphabet,  invented  by  Mr.  Morse  and  embraced  as 
a  part  of  the  system,  made  to  represent  all  the  letters,  and  when 
you  please,  certain  words  in  most  common  use. 

The  great  result  of  the  improvement  is,  by  this  machinery 
and  the  alphabet  of  signs  for  letters,  to  trace  at  one  end  the  dots 
and  lines,  which  represent  what  it  is  wished  to  communicate, 
and  thus  to  have  the  same  traced  at  the  other  end  or  paper,  by 
like  dots  and  lines. 

The  great  beauty  of  the  system  is  the  identity  of  the  tracing 
at  both  ends  by  the  new  machine  (whether  though  the  type 
rule  at  the  beginning  of  the  breaking  and  closing  the  circuits 
through  the  type  rule  or  thumb  spring),  and  also  the  rapidity  as 
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well  as  the  exactness  with   which  this  tracing  or  recording  is 
accomplished. 

Indeed,  so  impressed  was  the  inventor  with  this  striking  pe- 
culiarity in  his  system,  that  in  his  last  specification  he  proposes 
to  characterize  it  as  ^^  the  first  recording  and  printing  telegraph 
by  electro- magnetism." 

Describing  his  invention  as  including  these  improvements, 
and  limiting  it  to  them,  he  escapes  the  imputation  or  fatal  error 
of  claiming  too  much,  or  claiming  to  have  discovered  only  a 
new  or  a  mere  art. 

The  next  question  in  connection  with  the  first  head  of  inquiry, 
is,  if  this  improvement  or  method  was  original  with  Mr. 
Morse  ? 

He  states  that  the  first  idea  he  formed  in  relation  to  the 
subject  of  communicating  information  by  electricity  to  a  dis- 
tance, was  on  board  the  Sully,  on  his  return  from  Europe,  in 
the  autumn  of  1832.  But  from  various  obstacles  and  imper- 
fections in  existing  batteries,  and  a  want  of  pecuniary  means, 
and  the  novelty  and  complicated  nature  of  the  proposed  im- 
provements, he  was  not  able  nearly  to  complete  it  till  October, 
1837,  when  be  filed  a  caveat  on  the  subject,  and  in  April,  1838, 
put  his  specifications  and  drawings  on  the  records  of  the  Patent 
Office,  and  in  June  1 840,  took  out  his  first  patent* 

When  his  attention  was  first  turned  to  the  subject  in  1832, 
not  having  before  been  particularly  engaged  in  scientific  pur- 
suits, though  possessed  of  good  general  information  and  much 
ingenuity,  he  did  not  appear  to  know  with  exactness  what  dis- 
coveries had  before  been  made  in  the  matter,  and  how  far  others, 
by  vast  ingenuity  and  science  in  the  same  path,  had  already 
carried  into  effect  what  then  struck  him  as  practical  and  likely 
to  prove  highly  useful. 

Whether  he  or  Dr.  Jackson  spoke  first,  on  that  occasion,  of 
what  might  probably  be  done  to  convert  the  power  of  electricity 
to  use  in  recording  ideas,  as  well  as  in  communicating  them  to 
a  distance,  is  disputed.  It  does  not  seem  necessary  to  settle 
this  point  on  this  occasion  ;  and  it  is  a  controversy  very  un- 
pleasant to  discuss,  if  avoidable,  between  two  gentlemen  of 
such  high  reputation  and  public  usefulness. 
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It  would  seem  probable,  that,  after  the  matter  was  broached 
by  some  one.  Dr.  Jackson,  from  the  nature  of  his  scientific 
studies,  fresh  from  lectures  in  Paris,  with  an  electro-magnet  in 
his  baggage  on  board,  and  some  recent  books  treating  of  some 
of  the  operations  which  had  been  performed  with  this  power, 
could  impart  more  information  in  respect  to  it,  and  to  any  pro- 
bable movement  in  respect  to  it.  While,  on  the  other  hand, 
it  is  certain,  from  what  has  taken  place  since,  that  Mr.  Morse 
possessed  the  perseverance,  industry,  and  skill  to  go  on  with 
inquires  concerning  the  subject,  when  once  started,  till  he 
perfected  an  instrument  or  machine  to  accomplish  what  was 
then  agitated ;  and  that  he  is,  therefore,  under  the  patent  sys- 
tem, alone  entitled  to  be  protected  as  the  inventor  of  what  is 
claimed  and  described  in  his  specification — so  far  as  it  had  not 
been  completed  before — by  others.  i  Mass.  66,  305 ;  3  Stor. 
133  ;  Jllen  v.  Bluntj  2  M.  &  W.  121. 

Undoubtedly  much,  which,  in  his  first  reflections  on  the 
matter,  seemed  to  him  novel,  had  been  matter  of  deep  inquiry 
and  frequent  experiments  in  the  universities  as  well  as  private 
laboratories  of  Europe,  and  even  of  America. 

It  appears,  on  examination,  that  as  early  as  1746,  Winkler 
at  Leipsic,  had  used  common  electricity  for  telegraphic  com- 
munications by  the  discharge  of  Leyden  jars  in  connection  with 
a  long  wire. 

In  1748,  the  same  was  done  by  Watson  with  two  wires  on 
an  extended  circuit  of  four  miles. 

And  in  1784  or  1787,  Loneard,  by  frictional  electricity  and 
a  wire  extending  thence  into  another  room,  transmitted  tele- 
graphic signals. 

In  1794,  Reizer,  by  an  electric  spark  and  wires,  illuminated 
letters  of  tinfoil  at  a  distance  on  a  glass  plate.  And  in  1798, 
Betancourt,  in  Spain,  sent  this  spark  by  Leyden  jars  and  a  wire, 
twenty-six  miles*,  and  in  the  same  year,  Salva,  at  Madrid, 
worked  for  many  miles  what  was  called  an  ^^  electric  spark 
telegraph.** 

If  nothing  more  had  occurred^  than  these  cases,  it  would  be  a 
little  surprising  that  any  one  acquainted  with  the  subject,  should 
in  1832,  near  thirty-eight  years  after^  anxiously  inquire,  as  if  a 
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novelty  and  wonder,  whether  electricity  could  not  be  used  for 
telegraphic  communications. 

But  galvanism  having  been  discovered  in  1790,  it  is  not 
strange,  after  the  experiments  with  it  for  seventeen  to  nineteen 
years,  that  Soemering  should,  at  Munich,  in  1807,  be  able  to 
erect  a  galvanic  telegraph,  and  to  make  the  voltaic  pile  decom- 
pose water,  and  show,  as  signals,  air  bubbles  over  the  proper 
letters,  and  connect  a  wire  to  a  trough,  in  which  were  thirty- 
five  gold  pins,  with  letters  or  numbers  on  each,  and  so  arranged 
as  to  complete  a  communication  of  information. 

Common  electricity  had  been  found  too  intense  and  erratic, 
and  difficult  to  be  confined,  whereas,  that  generated  by  galvan- 
ism has  proved  more  quiet  and  manageable,  and  not  costly. 

Inquiries,  therefore,  did  not  stop  here,  but  under  that  were 
much  multiplied  and  advanced,  long  before  the  year  1832. 

In  1813,  Oersted,  the  Danish  philosopher,  commenced  his  ex- 
periments on  the  subject,  and  by  1819  or  1820,  discovered  that 
a  magnetic  needle  at  a  distance  might  be  deflected  by  a  galvanic 
current,  and  thus  mark  information,  and  he  is  generally  consid- 
ered the  discoverer  of  the  magnetic  properties  of  electro  currents. 

In  the  interim  of  18 16,  Doctor  John  Redmond  Cox,  of 
Philadelphia,  describes  the  use  of  galvanism  as  a  telegraph  by 
decomposing  water.  How  its  decomposition  and  the  air  bub- 
bles enable  the  machine  to  act,  is  fully  explained    by  Chan- 

ning. 

In  the  same  year,  Ronalds  constructed  a  telegraph  at  Ham- 
mersmith, which  operated  for  eight  miles,  and  used  the  disc  of 
clocks  for  his  signals  at  both  ends,  keeping  exact  time,  and  one, 
when  touched,  indicating  the  same  at  the  other  end.  But  it 
worked  very  slowly,  the  interval  between  each  being  so  great. 

In  1820,  Arago,  Ampere,  and  Sir  Humphrey  Davy,  all  ex- 
perimented and  discovered  as  much  as  Oersted  had,  and  Ampere 
expressly  stated,  that  the  deflective  needle  would,  in  his  opinion, 
be  used  for  telegraphing  by  the  magnetic  fluid. 

The  use  of  magnetism  in  connection  with  electricity  to  make 
communications  by  telegraphs,  thus  became  known  and  prac- 
ticed to  some  extent,  twelve  years  before  Mr.  Morse  proposed 
to  commence  any  improvements  on  the  subject. 
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This  last  period  was  a  new  era  in  the  science  and  the  mode 
of  operating  by  deflecting  the  needle  or  lever  by  magnetism. 
The  preceding  era,  from  1790  to  1820,  had  been  distinguished  by 
decomposing  water,  ringing  a  bell,  exploding  a  pistol,  and  other 
great  changes  and  improvements,  introduced  by  galvanism,  in  a 
manner  superior  to  common  frictional  electricity.  All  before 
that  had  been  the  circuit  by  wires,  and  the  use,  so  far  as  practi- 
cable, of  the  spark  and  other  signals  connected  with  it,  through 
ordinary  electric  power. 

It  is  not  a  little  remarkable,  looking  to  both  Morse  and 
House  as  inventors,  that  Ampere's  plan  was  to  have  as  many 
wires  as  letters,  and  press  down  a  key  on  each  as  wanted. 
And  that  the  same  year,  Cavallo  proposed  the  communication  to 
be  made  by  a  spark  as  a  signal. 

The  public  mind,  among  the  scientific  and  machinists,  had 
got  so  excited  on  the  topic  four  years  previous  to  1832,  the 
period  of  the  voyage  in  the  Sully,  that  numerous  attempts  were 
made  in  1828  to  carry  out  into  more  practical  use,  and  to  per- 
fect what  had  before  been  indicated  so  often  and  so  distinctly, 
the  use  of  electricity  and  electro-magnetism  for  the  pur- 
pose of  telegraphing.  Jacob  Green  wrote  on  it.  Travoilot 
proposed  to  act  by  wire  from  Paris  to  Brussels,  and  Sturgeon 
actually  constructed  at  Woolwich  an  apparatus  with  a  horse- 
shoe magnet,  and  the  end  of  a  wire  coiled  around  it,  communi- 
cating with  the  opposite  poles  of  a  galvanic  machine,  and  thus 
supporting  a  weight  or  bar  of  nine  pounds. 

It  is  believed  that  Prof.  Henry  had  dbcovered  and  described 
as  early  as  this,  and  shown  at  Albany,  in  1829,  how  to  increase 
the  power  at  little  expense.  And  Feckner  suggested  that  gal- 
vanism could  thus  be  applied  to  telegraph  from  Leipsic  to 
Dresden. 

But  the  most  surprising  discovery  on  this  subject,  about  this 
period,  was  by  Harrison  Orey  Dyer,  another  enterprising 
American.  In  1827  or  1828,  he  is  proved  by  Cornwell  to  have 
constructed  a  telegraph  on  Long  Island,  at  the  race-course,  by 
wires  on  poles,  and  using  glass  insulators.  Doctor  Bell 
fortifies  this  statement,  having  seen  some  of  his  wires,  and 
understood  its  operation  to  be  by  a  spark  sent  from  one  end 
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to  the  other,  which  made  a  mark  on  paper,  prepared  by  some 
chemical  salts. 

Dyer's  own  deposition,  taken  since  this  cause  was  argued,  and 
to  be  substituted  for  a  letter  from  him  to  Doctor  Bell,  which  was 
then  objected  to  by  the  plaintiff,  and  ruled  out,  now  verifies  the 
truth  of  the  letter,  and  goes  into  several  details  as  to  the  con- 
dition of  his  invention,  when  abandoned  in  1830,  from  fears  of 
prosecution  by  some  of  his  agents. 

He  used  common  electricity,  and  not  electro-magnetism,  and 
but  one  wire,  which  operated  by  a  spark,  which,  after  going 
through  paper  chemically  prepared  so  as  to  leave  a  red  mark 
on  it,  passed  into  the  ground,  without  a  return  circuit.  The 
difference  of  time  between  the  sparks  was,  by  an  arbitrary  alpha- 
bet, to  signify  different  letters,  and  the  paper  was  to  be  moved 
by  the  hand,  while  the  telegraph  operated,  though  machinery 
was  contemplated  to  be  introduced  for  that  purpose.  This  device 
of  an  alphabet  by  s|>aces  of  time  between  sparks,  evinced 
remarkable  ingenuity,  and  differs,  in  some  degree,  from  either 
Morse's,  or  House's,  though  much  nearer  in  principle  to  the 
former. 

It  seems  that  in  1830,  Booth,  in  Dublin,  explained  fully  how 
electro-magnetism  could  be  used  to  telegraph  at  a  distance,  and 
cause  marks  to  be  made  by  the  fall  of  the  armature  from  the 
horse-shoe  magnet,  when  the  circuit  was  broken. 

But  Barlow  had  failed  of  success  in  England  from  want  of 
more  power ;  and  following  out  the  new  idea  to  increase  the 
power  of  the  magnet  by  closer  coils  of  wire  and  otherwise,  and 
when  the  want  of  greater  power  to  operate  further  and  quicker, 
and  at  less  expense,  seemed  the  chief  desideratum.  Mull,  in  1830, 
succeeded  in  making  a  magnet  which  would  sustain  seventy- 
five  pounds,  and  soon  after  one  hundred  and  fifty  pounds ;  and 
Prof.  Henry,  in  1831,  completed  one  that  could  sustain  a  ton. 
During  this  last  year,  also,  Farraday  had  matured  fully  the  horse- 
shoe magnet,  and  caused,  under  Saxton,  at  a  distance,  a  strong 
circular  motion,  and  brought  magnetic  electricity  almost  to  ma- 
turity. 

While  all  these  clearly  preceded  what  took  place  on  the  Sully, 
and  removed  very  much  all  novelty  in  some  of  the  ideas  then 
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suggested,  yet  it  is  certain  that  there  yet  remained  to  be  con- 
structed, on  these  or  other  principles,  some  practical  machine 
for  practical,  popular,  and  commercial  use,  which  would  com- 
municate to  a  distance,  by  electro-magnetism,  and  record  quickly 
and  cheaply  what  was  thus  communicated. 

From  that  time  forward,  Morse  is  entitled  to  the  high  credit 
of  making  attempts  to  do  this,  however  imperfectly  informed 
he  may  then  have  been  of  what  had  already  been  accomplished 
toward  it ;  and  he  has  the  still  higher  credit,  among  the  experi- 
menters from  that  time  to  1837,  of  having  then  succeeded  in 
perfecting  what  he  describes  at  that  time  in  his  caveat  and  speci- 
fication. Laboring  on  the  same  subject,  and  before  1838,  Stur- 
geon, in  1832,  had  formed  a  rotary  " electro-magnetic  machine," 
which  gave  motion  to  working  models  of  machinery,  so  as  to 
pump  water,  saw  wood,  and  draw  weights.  He  had  batteries  of 
zinc,  and  electro-currents  from  them,  and  magnets  with  attrac- 
tion and  repulsion.  And  Baron  de  Schilling,  the  same  year,  or 
the  next,  constructed  an  electric  telegraph,  at  St.  Petersburgh, 
which  had  thirty-six  magnetic  needles,  and  sounded  alarms,  and 
made  signals  by  the  deflection  of  the  needle,  which  indicated 
letters  by  numbers.  In  1833,  Dr.  Soulther,  at  Zurich,  caused  a 
pendulum  motion  between  two  horse-shoe  magnets,  and  Ritchie 
with  various  others,  showed  how  increased  power  could  be 
cheaply  created,  and  used  at  a  distance. 

And  Professor  Henry  made  experiments  for  this  object,  with 
success,  and  explained  that  the  fall  of  the  weights,  or  armature, 
would  ring  bells,  etc.  Gaus  and  Weber  constructed  the  first 
magnetic  telegraph,  at  Gottingen,  the  same  year,  carrying  the 
wire  above  ground,  and  over  houses,  and  making  signs  for  let- 
ters. Some  of  their  wires  are  still  standing.  And  in  1834, 
Jacobi  made  one  similar  in  some  respects.  And  Mr.  Gurley, 
at  Dublin,  made  another  j  and  in  1836,  Taquin  and  Eutychausen 
carried  another  over  the  streets  of  Vienna.  All  which  remained 
to  complete  what  was  desirable  in  a  tracing  or  writing  telegraph 
at  a  distance  was  to  make  dots  or  marks — intelligible  or  signifi- 
cant of  letters  and  words — so  as  to  be  read  or  translated  with 
ease,  and  to  perform  the  operation  with  useful  speed. 

To  make  dots,  and  color  them  by  the  paper  being  chemical, 
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had  already  been  discovered,  but  not  an  alphabet  in  connection, 
unless  by  Dyer,  in  1828)  nor  a  movement  of  the  paper  on  a 
roller,  so  as  to  make  the  dots  and  marks  successive,  unless  by 
him  with  the  hand.  The  struggle  was  such,  in  1837,  to  finish 
what  was  wanted,  that  Morse  became  alarmed  lest  others  might 
first  complete  and  obtain  patents,  for  the  invention,  and  hence 
proceeded  more  actively  with  his,  and  in  1837,  filed  his  caveat 
in  the  month  of  October. 

In  the  same  year,  whether  earlier  or  later  is  not  known, 
Alexander  formed  an  electric  telegraph,  by  which,  through  sig- 
nals somewhat  like  House's,  he  communicated  and  spelt  out  at 
a  distance,  the  word  Victoria.  See  evidence  that  this  was  done 
earlier,  using  a  key-board,  and  letters  on  each  key,  like  House's. 
Davenport,  too,  in  Vermont,  announced  another,  and  obtained 
a  patent,  in  1838.  And  M.  Cook,  Whetstone,  and  Stein- 
heil,  some  using  the  needle,  deflected  ;  some  making  dots  and 
lines ;  and  some  using  the  ground  and  water  for  a  part  of  the 
circuit.  Cook  and  Whetstone  took  out  a  patent  for  theirs  in 
June,  1837,  making  the  deflection  of  the  needle  point  to  letters 
on  a  board. 

Steinheil  that  year  had,  at  the  Royal  Observatory,  an  electro- 
magnetic telegraph,  half  a  mile  long,  on  poles.  This  made 
dots  and  short  marks  on  paper,  and  preceded  Morse's  caveat, 
being  before  July  19,  1837. 

It  used  the  ground  as  part  of  the  circuit,  which  had  been 
before  discovered,  but  which  Morse  does  not  appear  to  describe 
or  claim,  till  his  first  renewal  in  1848. 

Nor  did  Morse  use  poles  or  posts  at  first,  in  1844,  when 
constructing  a  telegraph  between  Baltimore  and  Washington. 
Though  they  were  used  by  Steinheil  before  1839,  and  by  Dyer, 
even  in  1828,  and  were  suggested  to  Morse  early  in  1840  by 
Prof.  Henry,  yet  Morse  thinks  he  himself  invented  them. 
After  all  this,  there  still  was  wanting  a  more  perfect  succession 
of  marks  to  be  made  or  recorded,  which  were  letters  themselves, 
or  signs  of  letters,  intelligible  by  an  alphabet  and  power  ob- 
tained and  applied  so  as  to  do  it  quick  enough  for  purposes  of 
business.     This  deficiency  was  at  length  supplied. 

Among  about  sixty-two  competitors  to  the  discovery  of  the 
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electric  telegraph  by  1838,  Morse  alone,  in  1837,  seems  to  have 
reached  the  most  perfect  result  desirable  for  public  and  practical 
use.  This  may  not  have  been  accomplished  so  wholly  by  the 
invention  of  much  that  was  entirely  new,  as  by  "improve- 
ments,'' to  use  the  language  of  his  patent,  on  what  had  already 
been  done  on  the  same  subject — improvements,  ingenious,  use- 
ful, and  valuable.  By  the  needle,  or  lever  instead,  not  only 
deflected  by  the  magnet,  but  provided  with  a  pen  to  write,  or, 
in  other  words,  a  pin  at  the  end  to  make  a  dot  or  stroke,  when 
thus  deflected,  as  the  circuit  was  held  longer  closed  or  broken, 
with  machinery  to  keep  the  paper  moving  in  the  mean  time,  and 
so  as  to  describe  the  dots  and  lines  separately,  the  more  especi- 
ally with  an  alphabet,  invented  and  matured,  assigning  letters 
and  figures  to  these  dots  and  lines'  according  to  their  number 
and  combination,  he  accomplished  the  great  desideratum.  Thus 
the  fortunate  idea  was  at  last  formed  and  announced,  which 
enabled  the  dead  machine  to  move  and  speak  intelligibly  at  any 
distance,  with  lightning  speed. 

It  will  .be  seen,  that  amid  all  these  efforts  at  telegraphic  com- 
munication by  electricity  and  electro-magnetism,  more  or  less 
successful  from  1745  to  1838,  none  had  attained  fully  to  what 
Morse  accomplished. 

Some  had  succeeded  in  sending  information  by  signals,  even 
beyond  the  decomposition  of  water  and  the  declivity  of  the 
needle.  They  had  made  persons  at  a  distance  recognize  the 
sign  used,  and  thus  obtain  intelligence.  They  had  also  made 
marks  at  a  distance.  But  in  no  way  does  it  appear  that  they 
had  sent  information  to  a  distance,  and  at  the  same  moment,  by 
the  same  machine,  traced  it  down  and  recorded  it  permanently, 
intelligibly,  and  quickly. 

This  triumph  was  reserved  to  Morse's  inflexible  perseverance 
in  experiments  and  observation;  and  chieffly  after  arming  the 
end  of  the  needle  or  lever  with  a  pin,  by  use  of  a  roller,  with 
appropriate  machinery  to  move  his  paper,  so  as  to  trace  succes- 
sive dots  and  marks,  and  by  a  stenographic  alphabet  to  explain 
the  marks  made  on  the  paper,  and  by  more  power  through  his 
combined  circuits,  to  effect  all  at  a  greater  distance,  and  with 
greater  dispatch. 
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Afterward  by  the  improvements  in  batteries  made  by  Daniel 
and  Groves,  in  1843,  he  was  enabled,  without  these  local 
circuits,  to  increase  the  power  of  the  electro-magnet  so  as  to 
accomplish  this  at  any  distance,  and  with  a  speed  and  economy 
which  rendered  the  invention  applicable  to  general  use.  Be- 
fore 1843,  Harse's  battery  was  used,  and  was  too  feeble,  and 
before  that,  Cruikshank's.  The  want  of  this  increased  power 
has  rendered  former  attempts  at  times  abortive  for  practicable 
purposes ;  and  its  being  recently  supplied  by  the  science  of 
Farraday  and  Henry,  tended  more  speedily  (by  Daniel  and 
Grove's  battery,  founded  on  them)  to  remove  the  greatest 
obstacle  to  success. 

Others  had  before,  and  about  the  same  time,  as  has  been 
noticed  already,  made  marks  on  paper  at  a  distance  by  the 
deflection  of  the  needle,  and  by  sparks,  and  attached  special 
meanings  to  them,  and  the  spaces  between  them.  But  the 
evidence  is  strong  that  Morse's,  if  not  the  very  first,  in  these 
respects,  was  the  most  perfect  and  available  for  practical  use, 
and  the  improvements  by  others  in  batteries  came  very  oppor- 
tunely to  aid  in  its  power  for  distant  operations,  beyond  what 
even  the  local  circuits  had  done.  His  special  advance  beyond 
others,  except  some  new  combinations,  looks  as  if  chiefly 
mechanical,  but  still  it  sufficed  to  promote  the  desired  object. 

By  them  and  his  new  combinations,  he  was  going  a  step 
further  than  any  of  his  predecessors,  for  practical  use,  had 
accomplished,  and  this  entitles  him  to  protection  and  the  fame 
he  has  achieved.  This  he  and  his  assignees  can  therefore  pro- 
tecty  but  not  particulars  known  long  before  him,  or  which  he 
neither  claimed,  nor  described,  nor  invented.  As  before  ex- 
plained, he  must  not  be  considered  to  have  claimed  the  inven- 
tion of  the  general  principle  or  art  of  telegraphing  by  electro- 
magnetism,  nor  could  he,  as  already  shown,  have  protected  it  if 
he  had.  But  all  he  clearly  claimed  was  ^'  a  method  "  of  doing 
it — "  an  improvement "  in  doing  it,  and  these  he  has  a  right 
to  protect,  and  these  only.  They  were  a  pin  to  mark  or  trace 
in  the  end  of  his  lever  or  needle — a  happy  thought,  but  the 
movement  of  the  paper  on  a  roller  was  almost  as  necessary  to 
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receive  marks  in  succession — and  his  alphabet  to  be  thus  applied 
and  used,  was  the  crowning  art  of  his  invention. 

Much  more  might  be  offered  as  to  the  details  of  Morse's 
machinery,  and  as  to  those  inventions  existing  before  and  since — 
and  how  far  the  latter  may  have  been  imitative  or  independent. 
But  it  is  not  necessary  to  explain  or  discuss  them,  for  the  pur- 
pose of  settling  the  present  case. 

It  is  certain  that  in  1837,  he  had  so  far  completed  his  inven- 
tion as  to  announce  it  in  his  caveat,  and  have  it  described  also, 
by  a  brother,  in  a  public  paper  called  the  Observer^  and  in  Silli- 
man's  JournaU 

And  that  though  a  specification  followed  in  1838,  and  a 
patent  in  1840,  without  putting  it  in  operation  for  practical 
purposes,  yet,  by  the  aid  of  Congress,  in  1844,  it  was  success- 
fully used  from  Baltimore  to  Washington.  It  thus  became 
perfected  and  turned  to  practical  account ;  and  is  to  be  pro- 
tected to  its  legitimate  extent  against  every  real  violation, 
r  However  ingenious,  then,  have  been  some  of  the  attacks  on 
the  originality  of  Morse's  invention,  and  however  cogent  may 
be  some  of  the  objections  to  its  validity,  on  other  grounds 
urged  in  argument  by  the  defendants,  I  do  not  find  it  necessary, 
as  before  remarked,  to  give  an  opinion  on  them  in  this  case. 
Because,  considering  Morse's  patent  as  good,  if  limited  to  the 
extent  claimed  in  his  specifications,  as  we  have  construed  it  on 
this  occasion,  and  as  we  feel  bound  to  construe  it  on  the  law  of 
the  case  and  the  evidence  before  us,  and  considering  it  as  orig- 
inal to  the  extent  we  have  already  explained — the  situation  of 
the  House  machine,  as  used  by  the  defendants,  is  such  as  to  ren- 
der no  further  examination  useful  concerning  the  first  two 
points. 

The  character  of  House's  machine,  and  more  especially  as 
compared  with  Morse's,  does  not  seem,  to  a  very  wide  extent, 
to  have  been  fully  examined  and  understood. 

Having  ascertained,  with  some  care,  what  must  be  consid- 
ered the  real  claim  of  Morse  in  his  patent,  and  how  much  of  it 
is  new,  we  are  prepared  better  to  decide  the  chief  and  final 
inquiry,  what  there  is  in  the  machine  used  by  defendants,  and 
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alleged,  in  their  answer,  to  have  been  invented  by  House,  which 
violates  what  is  novel  in  Morse's. 

Firstly,  What  is  meant,  in  law,  by  a  violation  or  infringe- 
ment of  a  patent  ? 

It  would  amount  to  an  infringement  of  such  an  invention  as 
Morse's,  or  the  patent  for  it,  to  adopt  his  mode  of  acting,  oper- 
ating, etc.,  or  merely  to  change  it  by  substituting  some  me- 
chanical equivalent  in  a  part  of  it,  or  altering  only  the  form  and 
proportion,  so  as  not  materially  to  affect  results,  or  making  any 
change  merely  evasive,  colorable,  and  not  "  substantial,"  or  "con- 
siderable" in  its  character.  Jupe  v.  Pratt^  Web.  Cas.  146-95 
Neilson's  Case^  ib.  342 ;  I  Mas.  470 ;  I  Gal.  478.  But  one 
machine  or  manufacture  is  not  a  violation  of  another,  within 
the  purview  of  the  patent  system,  unless  it  is  substantially  the 
same.  It  need  not  be  identical,  but  it  must  be  similar  in  the 
principle  or  mode  of  operation. 

When  its  results  differ  favorably  and  considerably,  it  is  con- 
sidered that  there  must  be  an  improvement  involved  in  it  over 
and  beyond  the  other,  or  this  could  not  happen. 

So,  when  its  mode  of  operation  is  unlike  the  other  in  mate- 
rial respects,  the  author  of  it  is  not  culpable,  and  is  of  course 
not  guilty  of  any  mechanical  piracy. 

The  same  latitude  for  further  inventions  and  improvements 
is  open  to  others  as  was  open  to  Mr.  Morse  himself.  He  was 
allowed  to  make  any  improvement  on  his  predecessors ;  and 
others  are  equally  allowed  to  make  any  improvement  on  him. 
To  be  sure,  if  his  improvement  was  engrafted  on  a  machine  or 
manufacture  before  made  and  patented,  he  could  use  or  patent 
only  his  improvement,  and  not  what  had  been  previously 
patented,  without  obtaining  first  a  license  or  purchase  from 
the  patentee.  So  of  others  in  relation  to  him.  But  if  his  ma- 
chine did  not  amount  merely  to  an  improvement  on  others, 
but  to  more — and  did  constitute  a  new  and  useful  combination, 
he  had  a  right  to  use  it  without  license  from  others.  Eden^  et 
aL  V.  De  Costa^  et  al,^  37  London  Journal  of  Arts,  130. 

So  as  to  others,  in  respect  to  their  improvements  after  his. 

But  the  new  combination,  when  the  patent  is  for  that,  is  not 
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violated  when  only  parts  of  it  are  used  by  others,  and  not  all  of 
them,  which  are  material.     Prouty  v.  RuggUs^  16  Pet.  336. 

Scrutinizing  the  two  machines  together,  the  defendants  in- 
sist that  House's  operates  on  a  principle  radically  different  from 
Morse's ;  that  its  results  are  greatly  superior,  and  that  it  resem- 
bles Morse's  in  nothing  which  did  not  exist  before  Morse's  in- 
vention, and  which  was  not  produced  before  by  others  rather 
than  by  him. 

In  answer  to  this,  it  is  true  that  the  general  object  of  the  two 
is  the  same,  and  so  it  is  with  all  rival  inventions. 

But  this,  of  course,  does  not  necessarily  make  all  new  inven- 
tions or  patents  for  a  like  object  an  encroachment  on  all  previ- 
ous ones.  Such  a  doctrine  would  discourage  progress,  rather 
than  encourage  useful  arts,  as  the  constitution  wishes  to  be  done 
by  granting  patents. 

It  would,  after  one  invention  as  to  the  same  subject,  princi- 
pal, or  art,  halt  and  bar  all  further  advances  on  the  same  subject. 

It  would  petrify  every  thing  as  it  stood,  to  the  great  loss  or 
mankind,  and  in  derogation  of  both  private  and  public  rights  to 
advance  human  improvement  and  human  power.  It  would  also 
render  the  first  improver  a  monopolist,  and  exclude  the  exercise 
or  reward  of  further  genius,  science  and  labor  in  the  same  line, 
however  useful,  and  however  much  needed,  beyond  what  has 
already  been  accomplished. 

But  limit  the  doctrine,  as  we  have  done  already,  to  the  par- 
ticular improvement  made,  and  the  patentee  of  it  is  allowed  to 
protect  that  improvement,  as  he  ought  to  be — it  being  his  own 
invention,  his  own  property,  and  the  fruit  of  his  own  exertion, 
though,  of  course,  it  does  not  protect,  and  should  not,  a  monopoly 
pf  what  else  may  have  been  invented  by  others  before,  or  may 
be  invented  by  them  afterward,  on  the  same  subject — the  chief 
pare  mi^st  be,  while  allowing  others  their  rights,  to  shield  his 
and  not  let  pthers  claim  or  use  his  method  or  improvement 
colorably  or  fraudulently,  but  only  use  what  is  -substantially  dif- 
ferent.    EUc.  Tel,  Co,  V,  Little^  et  al.^  34  Lond.  Jour.  130. 

Analyzing  and  comparing  these  inventions  together  in  par- 
ticulars, it  will  be  difficult  to  designate  any  thing  in  House's, 
)vhich,  in  point  of  la^y  or  fact,  an^ounts  to  a  violation  of  the 
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Other — under  the  principles  of  well-settled  law,  applicable  to  the 
subject  which  we  have  laid  down* 

It  is  certain,  on  examination  of  the  two  machines,  that  they 
appear  to  the  eye  entirely  unlike,  except  in  some  particulars  as 
to  wires,  magnets  and  batteries,  which  were  in  existence  and  use 
before  Morse's  invention,  or  have  been  since  improved  by  others. 

It  is  certain,  too,  that  Morse's  is  less  complicated,  and  more 
easily  intelligible,  while  House's  is  very  difficult  to  be  compre- 
hended in  its  operations  in  detail,  and  works  with  the  addition 
of  two  more  powers— one,  air,  and  the  other  called  axial-mag- 
netism. 

Indeed,  the  difference  is,  in  these  respects,  so  strongly  marked 
to  the  eye  and  to  the  mind,  that  while  Morse's  can  readily  be 
understood  by  most  mechanics  and  men  of  science,  it  requires 
days,  if  not  weeks,  with  some,  thoroughly  to  comprehend  all  the 
parts  and  movements  of  House's. 

And  House's  without  any  patent,  has  been  ^ sufficiently  pro- 
tected thus  far  from  piracy,  by  the  apparent  inability  of  others  to 
imitate  it  with  success. 

It  is  manifest,  still  further,  that  while  Morse's  operates  rapidly, 
and  records  in  a  species  of  hieroglyphics  or  stenography,  which 
has  to  be  translated  into  English,  House's  moves  much  faster, 
at  the  astonishing  rate  of  sixty  or  seventy  strokes  or  breaks  in  a 
second,  and  at  once  records  the  information,  by  its  own  machin- 
ery, in  Roman  letters. 

It  literally  gives  ^Metters  to  lightning,"  as  well  as  ^Mightning 
to  letters."  In  short,  the  system  of  Morse,  in  one  respect,  viz: 
in  its  tracing  or  writing,  is  essentially  different  as  to  its  mode 
of  recording  from  that  of  House's,  and  depends  on  machinery 
and  devices  original  in  Morse;  whereas  House  does  not  copy 
this,  either  in  form  or  substance,  but  records  in  a  different 
manner,  and  by  new  machinery,  and  by  aid  of  one  new  power 
in  axial-magnetism,  and  of  another  old,  but  different  power  in 
air,  applied  in  a  jiew  way.  And  it  does  this  in  letters,  not  signs, 
and  with  wonderful  speed  and  accuracy.  This  was  a  thing 
attempted  before  Morse  or  House,  and,  to  a  certain  extent,  real- 
ized, though  not  then,  by  the  same  powers,  nor  then  so  perfeqt 
as  to  be  useful. 
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To  be  more  minute,  as  before  indicated,  the  chief  principle 
or  characteristic  of  Morse's  is,  that  by  its  type-rule  or  knob- 
spring  at  the  starting  place,  it  is  able  to  make  dots  and  lines,  by 
breaking  the  circuit,  for  a  longer  or  shorter  time,  and  then  being 
felt  along  the  wires  to  the  other  end,  trace  there  on  paper,  pass- 
ing over  or  under  the  needle  or  pin,  at  the  end  of  the  lever,  like 
dots  or  lines,  which  remain  on  it  permanently  written,  to  be 
afterward,  by  the  stenographic  alphabet,  translated  into  Roman 
letters  and  words. 

But  this  does  not  appear  ever  to  have  been  accomplished 
before,  so  as  to  be  turned  to  practical  account,  though  developed 
in  part  and  approximated  as  before  described. 

But  House  makes  no  such  tracing  at  either  end  of  the  cir- 
cuit. It  acts  at  both  ends  by  means  of  signals,  and  traces  noth- 
ing, and  at  the  closing  end,  by  the  power  of  air,  operating  on 
the  type-wheel,  it  literally  prints  the  letter  signalized  on  the  rim 
of  the  wheel. 

Such  signals  were  known,  and  some  used,  long  before  Morse's 
patent,  and  they  are  here  perfected  and  printed  by  House,  in  a 
manner  exceedingly  ingenious,  rapid,  and  interesting. 

Without  going  into  fuller  details  in  explanation  of  the  princi- 
ple in  House's  machine,  operating  so  unlike  Morse's,  it  may  suf- 
fice to  add,  that  the  machine  of  the  former,  at  the  starting  point, 
does  not  trace  any  marks  or  dots,  and  lines,  but  has  signal  let- 
ters stamped  on  twenty-four  keys,  like  those  of  a  piano.  The 
operator  touches  one  of  these,  so  as  to  hold  the  circuit  closed 
till,  by  means  of  the  machinery,  the  same  signal  letter  is  pre- 
sented at  the  other  end  of  the  rim  of  the  type-wheel,  where 
twenty-four  letters  are  separately  attached.  There  the  signal 
letter  is  not  then  traced  on  the  paper  like  Morse's,  by  the 
movement  and  tracing  which  have  taken  place  at  the  other  end, 
but  this  real  letter  on  the  type-wheel  is  itself  printed  on  the 
paper,  and  others  in  rapid  succession  follow,  till  the  words  and 
sentences  appear,  as  the  paper  rolls  onward,  printed  in  perfect 
form. 

It  will,  therefore,  be  manifest  that  one  machine — Morse's — 
traces  at  the  distant  end  what  is  traced  at  the  other;  while 
House's  does  not  trace  at  either  end,  but  makes  a  signal  of  a 
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letter  at  the  distant  end  which  has  been  made  at  the  other,  and 
thus,  by  new  machinery,  and  a  new  power  of  air  and  axail-mag- 
netism,  is  enabled  to  print  the  single  letter  at  the  last  end  ;  and 
this  with  a  rapidity  marvelous,  and  at  the  same  time  novel,  and 
practicable  for  commercial  use.  In  short,  one  is  a  tracing  or 
writing  telegraph,  the  other  a  signal  and  printing  telegraph. 

This  distinction  between  writing  and  printing  may  not  be  very 
material  for  some  purposes  when  a  name  or  assent  is  wanting 
on  paper,  as  under  the  Statute  of  Frauds,  or  in  voting  (4  Pick. 

313-) 

Yet  the  art  of  writing  is  a  different  one  from  the  art  of  print- 
ing ;  the  latter  being  a  modern  invention,  and  the  former  a  very 
ancient  one,  and  every  one  knows  that  the  process  to  form  each 
rests  on  principles  wholly  different.  Again,  it  must  be  con- 
ceded that  House  uses  a  moving  power,  such  as  the  other  does, 
for  some  purposes,  when  employing  electro-magnetism  between 
two  stations.  But  this  had  long  been  employed  by  others  for  a 
like  purpose  before  Morse  or  House  used  it ;  and  hence  the  con- 
duct of  the  latter  in  this  respect  is  no  infringement  on  any  thing 
original  and  duly  patented  by  the  former. 

There  are  other  material  differences  j  the  rest  of  the  ma- 
chinery in  one,  that  is  in  Morse's,  is  simple,  and  in  some  res- 
pects new ;  while  the  rest  in  the  other,  that  is  in  House's,  is 
complicated,  is  aided  by  new  forces,  and  causes  new  results, 
though  founded  on  a  theory  of  signalizing  older  than  either  of 
these  inventions. 

In  the  next  place,  an  objection  urged  against  House's  is,  that 
if  not  like  Morse's  in  most  material  respects,  it  is  in  all  of  them 
a  mere  equivalent. 

By  equivalents  in  machinery  is  usually  meant  the  substitution 
of  merely  one  mechanical  power  for  another,  or  one  obvious 
t  and  customary  mode  for  another  of  effecting  a  like  result. 

That  these  two  machines  are  not  equivalents  seems  manifest 
from  a  fact,  admitted  in  the  argument,  and  testified  to  by  Foss, 
a  witness  for  the  plaintiff,  that  though  by  some  changes  House's 
could  do  all  which  Morse's  does,  yet  Morse's  could  not  be  made 
to  do  all  which  House's  does. 

Looking,  also,  into  details,  it  is  manifest,  that  difference* 
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exists  between  Morse's  and  House's,  which  consist  of  nothing 
resembling  equivalents,  such  as  the  different  results  produced  by 
each  on  the  recording  paper,  and  this  by  a  different  mode  of  op- 
eration, and  by  the  assistance  of  two  different  powers. 

Another  difference,  which  prevents  the  two  from  being  equiv- 
alents, is  not  only  the  want  in  Morse's  of  much  that  is  in 
House's,  but  vice  versa.  Besides  what  the  latter  omits,  before 
enumerated,  he  throws  away  entirely  the  *'  U"  magnet,  as  well 
as  other  parts  of  Morse's  as  a  combination. 

Among  other  material  things  not  used  by  House,  which  are 
used  by  Morse,  and  show  the  machines  neither  identical  nor 
equivalent,  are  a  local  circuit— ^one  of  the  two  galvanic  batteries 
and  one  of  the  circuits  of  conductors — the  mode  of  closing  and 
opening  the  circuits — the  pen  and  lever,  etc. 

Again,  most  if  not  all  which  House  uses,  that  is  in  Morse's, 
was  known  before  Morse's  patent. 

Where  House  uses  powers  and  machinery  known  before 
Morse,  he  does  not  use  the  same  or  an  equivalent,  which  Morse 
invented  or  can  protect.  He  has  the  same  right  to  use  all 
known  and  not  patented  before,  as  Morse  had.  s 

Among  them,  we  have  already  seen,  were  the  wires  and  the 
circuit — the  galvanic  battery — the  use  of  the  posts,  and  the 
ground  for  a  part  of  the  circuit — the  breaks  in  it  by  various 
devices,  as  by  lifting  the  wire  out,  or  a  blow — the  making  of 
signals  and  marks  —  the  paper  and  the  clock-work,  and  the 
needle  deflected,  if  not  the  lever.  There  has  been,  too,  in  use 
in  other  business,  numerous  arrangements  and  machines  for 
self-recording,  such  as  gasometers  for  measuring  the  gas  used, 
registers  of  tides  and  the  quantity  of  rain  falling,  or  work  of 
certain  kinds  performed,  direction  of  winds,  distances  traveled 
by  men  or  carriages,  etc.  Some  of  these  resembled  much 
Morse's  system  of  marks  on  paper.  And  to  imitate  those  by 
like  means  would  be  permissible,  though  not  by  new  means  or 
machinery  obtained  from  Morse. 

It  would  likewise  be  difficult  to  consider  House's  as  identical 
or  equivalent  with  Morse's,  when  he  uses  neither  of  the  new 
and  distinguishing  parts  in  Morse's,  viz :  the  pin  in  the  lever  or 
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needle  to  trace  or  record  characters,  nor  the  stenographic  alpha- 
bet to  make  them  intelligible. 

House  also  uses  some  things,  which  seem  new  and  peculiar 
to  his  machine,  and  prevent  it  from  being  a  mere  equivalent. 

The  supposed  new  discovery  and  use  by  House  of  axial-mag- 
netism; operating  perpendicularly  within  a  cylinder,  covered  by 
coils  of  wire,  and  helping  to  produce  the  astonishing  number  of 
fifty-four  or  eighty-four  vibrations  in  a  second,  is  claimed  to  be 
important,  and  to  aid  materially  in  the  operations  of  his  ma- 
chine. How  that  may  be,  must  be  decided  by  experts,  where 
necessary,'  as  also  the  importance  of  the  air  and  air  apparatus 
which  he  employs.  It  is  true  that  air  is  as  old  as  creation,  and 
its  use  as  a  moving  power,  almost  coeval  with  navigation  ;  but 
the  employment  of  this  all-pervading  and  nearly  spiritual  ele- 
ment in  telegraphic  machinery,  to  move  by  its  vacuums,  with 
superhuman  strength  and  speed,  and  contribute  to  print  rather 
than  speak  ideas,  may  be  new  and  original. 

But  it  does  net  seem  useful,  on  this  occasion,  to  go  into  de- 
tails concerning  either  of  them — considering  how  the  machines 
stand  on  other  grounds,  and  their  external  appearance  in  con- 
nection with  it. 

Indeed,  we  are  compelled  by  the  history  of  this  subject,  and 
the  most  decisive  weight  of  evidence  on  the  stand,  to  believe 
what  is  certainly  not  in  accordance  with  our  own  previous  gen- 
eral impressions,  that  much  we  supposed  new  in  connection 
with  both  of  these  machines,  is  not  new,  nor  to  be  protected 
against  use  by  others.     For  instance  : 

The  usee  of  the  electro-magnetism  generally,  for  communi- 
cating intelligence  at  a  distance,  and  there  recording  it,  is,  as 
heretofore  shown,  not  new  to  either  Morse  or  House.  The 
idea  had,  as  already  explained,  been  long  conceived  prior  to  the 
experiments  of  either.  But  the  want  of  a  sufficient  power  to 
operate  at  a  great  distance,  till  after  the  discovery  of  galvanism 
and  the  horse-shoe  magnet,  prevented  its  complete  success  for 
practical  objects,  leaving  it  rather,  as  then  called,  a  ^^  philosoph- 
ical toy,"  in  most  places.  After  this  discovery  and  improve- 
ment, the  want  of  mechanism  to  repeat  the  breaks  rapidly 
enough  for  general  use,  and  mark  down  the  results,  presented 
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difficulties.  To  be  sure,  the  marking  down  a  dot  at  the  distant 
end,  made  at  the  starting  place,  was  known  by  the  deflection  of 
a  needle  and  other  devices,  such  as  the  spark,  though  not  with 
the  pin  and  the  kind  of  machinery  throughout  used  by  Morse, 
or  with  the  stenographic  alphabet  invented  by  Morse.  So  the 
signal  of  a  letter  at  one  end  plainly  understood  at  the  other,  was 
known  before  House's  invention,  but  never  made  to  work  with 
the  speed  of  his,  and  to  print  that  letter  as  well  as  know  it,  at 
the  distant  place  where  it  was  signalized. 

The  lever,  of  which  so  much  is  said  seems  only  the  old 
needle  depressed  at  one  end  by  the  magnet,  and  of  course  ele- 
vated at  the  other  till  the  circuit  is  broken  ;  and  by  putting  a 
pin  or  a  pen  in  the  last  end,  a  dot  or  stroke  is  made  on  the  paper 
rolling  above  or  below,  and  the  stenographic  signs  are  then  re- 
corded. One  other  view  to  illustrate,  whether  House  has  or 
has  not  encroached  on  what  Morse  invented,  and  we  shall  be 
done  with  this  mode  of  investigating  this  branch  of  the  subject. 
From  the  examination  made,  it  appears  that  the  novelties  in 
Morse's  patents  are — first,  local  circuits — and  for  these  his  last 
patent  seems  chiefly  to  have  been  taken  out }  secondly,  record- 
ing or  writing  at  a  distance  by  electric  magnetism  ;  and,  thirdly, 
doing  it  by  a  regular  stenographic  alphabet  on  rolling  paper. 
Now,  as  to  the  local  circuits,  they  are  not  used  at  all  by  House. 

As  to  the  tracing  or  writing  at  a  distance  in  any  way  and  by 
the  aid  of  electro-magnetism  alone,  it  is  not  the  mode  in  which 
House's  machine  operates.  But,  on  the  contrary,  it  records  by 
a  distinct  art,  viz :  the  art  of  printing,  and  by  means  of  two 
additional  powers  in  axial-magnetism  and  in  air,  and  by  new  and 
different  machinery.  To  be  sure,  he  uses,  also,  the  power  of 
electro-magnetism,  but  Morse  did  not  invent  that  power  or  its 
employment  in  telegraphing. 

Lastly,  as  to  a  stenographic'  alphabet,  as  invented  and  used 
by  Morse — it  is  manifest  that  it  is  not  employed  by  House  at 
either  end  of  his  line,  but  the  ancient  Roman  letters,  unchanged 
and  unmodified  in  any  respect  whatever. 

It  seems  thus  demonstrable,  that  all  which  Morse  appears 
entitled  to  protect  as  new,  is  untouched  by  House. 

If  we  proceed  next  to  the  opinion  of  experts,  whether  House 
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infringes  on  Morse,  or,  in  other  words,  whether  the  principle  of 
the  two  machines  be  unlike  or  not,  there  seems  to  be  a  remark- 
able preponderance  in  favor  of  House's  machine.  Mr.  Morse, 
himself,  is  the  other  way  a  gentlemen — not  educated  specially  to 
any  branch  of  science,  but  having  the  general  information  of  a 
man  liberally  taught,  and  a  highly  ingenious  mind.  He  was  a 
painter  by  profession,  according  to  his  evidence,  and  beside  him 
regarding  House  as  infringing,  is  only  Mr.  Foss,  an  assistant  in 
working  one  of  his  machines,  but  a  baker  and  grocer  till  1845. 
These  are  all  against  House's  machine;  and  neither  of  them 
seem  to  be  experts,  such  as  usually  are  relied  on  to  give  scien- 
tific opinion  rather  than  mere  facts.  On  the  other  hand,  and 
that  the  principles  of  the  two  machines  are  clearly  unlike,  are 
numerous  experts,  including  some  of  the  most  experienced  and 
talented  men  in  this  line  of  science  in  the  country,  and  some  of 
them  also  very  practical  men.  They  all,  twelve  or  fourteen  in 
number,  unite  in  the  conclusion,  that  the  principle  of  the  two  is 
wholly  different. 

Some  consider  the  two  as  unlike  as  ^^a  goose-quill  is  to  a 
printing-press."  And  several  of  them  express  a  decided  opin- 
ion that  House's  is  superior — some  think  as  a  work  of  science, 
some  as  a  piece  of  mechanism,  and  some  as  to  its  practical 
utility. 

Though  more  complicated,  its  results  are  in  Roman  letters, 
and  require  no  translation ;  its  speed  in  action  is  greater ;  and 
is  not  so  liable  to  mistakes  in  transmitting  or  construing  and 
copying. 

Many  of  the  patents  or  inventions  which  have  been  upheld, 
are  such  slight  changes  from  former  modes  or  machines  as  to  be 
tested  in  their  material  diversity  chiefly  by  their  better  results, 
such  as  the  flame  of  gas  rather  than  oil,  the  hot  blast  rather 
than  the  cold,  charcoal  used  in  making  sugar,  hot  water  in  place 
of  cold  in  making  cloth,  etc. 

The  meaning  attached  to  the  word  ^^  principle,"  may  lead  to 
a  part  of  the  difference  expressed  by  Messrs.  Morse  and  Foss. 
Bnt  the  larger  number  concurring  in  a  different  view — and  the 
definition  which  the  law,  as  heretofore  explained,  requires  us  to 
place  on  the  favored  principle,  in  the  patent  system,  leave  no 
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doubt  that,  setting  aside  the  use  of  wires,  batteries,  and  electro- 
magnets— which  neither  Morse  nor  House  invented — their 
machines  or  improvements  rest  on  principles,  in  some  respects* 
totally  and  clearly  unlike. 

Again,  regarding  Morse's  as  a  new  combination  of  old  parts* 
or  improvements  with  one  new  part,  invented  by  him,  which  is 
perhaps  nearest  the  truth,  it  is  then  manifest  that  if  House's 
does  not  adopt  the  new  part,  or  all  the  diflPerent  elements  of  the 
new  combination,  it  is  not  an  infringement.  Curtis,  93; 
Barrett  v.  Hall^  1  Mason,  447. 

In  order  to  violate  a  new  combination,  all  the  material  parts 
of  it  must  be  used,  or  that  is  not  used  which  the  patentee 
claimed  as  necessary  to  constitute  his  new  improvement.  As 
before  shown,  on  the  evidence,  it  can  not  be  pretended  that 
House  uses  at  all  many  things  material  in  Morse's,  such  as  the 
**U  magnet,"  the  ''clock-work,"  the  lever,  the  pin,  or  pen,  or 
type-rule,  or  local  circuits.  The  last  machine,  there,  in  such  a 
case,  being  in  parts,  in  principle  and  combination,  so  unlike  the 
first,  except  the  general  use  of  electro-magnetism,  invented  by 
neither,  can  not  be  regarded  as  an  infringement  on  the  first,  but 
its  author  has  the  same  right  to  invent  and  employ  it,  as  the 
author  of  the  first  had  to  invent  that.  The  public,  too,  as  well 
as  men  of  genius,  have  the  same  right  to  make  and  employ  still 
further  improvements,  in  telegraphing  by  electro-magnetism, 
and  in  recording  the  results,  as  Morse  had  in  1832,  or  in  1838, 
or  1840. 

All,  however,  must  take  care  not  to  use  any  thing  which 
Morse,  himself,  invented,  but  only,  like  him,  use  the  fruits  of 
their  own  perseverance  and  ingenuity. 

While  they  do  not  go  beyond  this,  as  the  defendants  under 
House  do  not  appear  to  have  done  in  this  case,  the  plaintiff  as 
assignee  of  Morse,  is  not  entitled  in  equity  to  the  extraordinary 
remedy  of  an  injunction  to  stop  forever  the  operations  under 
House's  machine. 

On  the  evidence  presented  to  me  on  both  sides,  and  after  a 
careful  examination  of  that  and  the  legal  principles  which  should 
govern   my  decision,  I   have   been   forced    to   the  conclusion, 
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contrary  to  my  previous  impressions,  that  the  defendants  have 
not  been  proved  guilty  of  any  such  wrong. 

If  I  have  fallen  into  an  error  in  this  conclusion,  I  deeply 
regret  it  \  but  it  is  some  satisfaction  to  reflect  that  it  can  easily 
be  corrected.  For  any  views  expressed  by  me,  in  this  case  in 
equity,  can  not  only  be  revised  by  another  tribunal,  the  Supreme 
Court,  and,  if  erroneous,  corrected,  but  another  remedy  exists 
at  law,  if  the  plaintiff  supposes  he  will  be  able  to  prove  there, 
with  clearness,  that  the  House  patent  is  a  violation  of  the 
principles  involved  in  Morse's. 

A  decision  by  the  District  Judge  of  Kentucky  has  been  cited 
for  the  plaintiff  on  some  of  the  points  of  this  case.  But  as  the 
defendants  were  not  parties  to  it,  and  as  it  related  to  another 
telegraph  than  House's,  it  can  not  bind  the  defendants,  and  can 
not  on  any  legal  question,  be  an  authority  to  govern  this  Court, 
though  its  reasoning  has  received  and  is  entitled  to  respectful 
consideration,  where  it  refers  to  any  legal  principle. 

Injunction  refused. 


Oliver  H.  P.  Parker 

vs. 

John  Sears,  et  al.     In  Equity. 

The  practice,  upon  a  motion  for  a  preliminary  injunction,  of  treating  an  answer— -directly 
and  unequivocally  denying;  the  facts  set  forth  in  the  bill — merely  as  an  affidavit,  is 
a  relaxation  of  the  settled  rules  of  practice  in  the  English  Courts  of  Equity,  which 
rules  should  be  followed  unless  changed  by  the  written  rules  of  the  Courts  of  the 
United  States. 

No  interlocutory  injunction  should  issue,  unless  the  complainant^s  title,  and  the  defend- 
ant's infringement  are  admitted,  or  are  so  palpable  and  clear  that  the  Court  can 
entertain  no  doubt  on  the  subject. 

Where,  however,  the  answers  or  affidavits  are  equivocal  and  evasive,  or  disclose  a  state 
of  £icts  which  show  that  the  conclusions  drawn  firom  them  are  clearly  erroneous 
and  founded  upon  a  misuke  of  law,  an  injunction  will  issue. 
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The  Court  is  not  bound  upon  motions  for  preliininary  injunctions  to  decide  doubtful 
and  difficult  questions  of  law,  or  disputed  questions  of  fact,  nor  to  exercise  this 
high  and  (if  executed  rashly)  dangerous  power  before  the  alleged  offender  shall 
have  an  opportunity  for  a  full  and  fair  hearing. 

An  injunction  will  be  refused  if  the  verdicts  establishing  the  complainant's  title  hare 
been  obtained  on  such  inconsistent  and  contradictory  claims,  or  have  left  the 
plaintifTs  title  in  such  a  doubtful  shape  that  the  Court  can  not  say  with  certainty 
what  is  and  what  is  not  an  infiringement  of  the  patent. 

An  injunction  will  also  be  refused  where  possession  is  very  vaguely  stated  in  the  bill,  and 
is  met  and  avoided  by  allegations  and  proof  of  a  more  peaceable  and  exclusive 
possession  by  the  defendants. 

The  chief  object  of  issuing  such  writs  before  the  final  hearing  of  a  cause,  is  to  prevent 
irreparable  mischief,  not  to  give  the  complainant  the  means  of  coercing  a  compro- 
mise on  his  own  terms,  from  the  inevitable  injury  that  the  defendants  must  suffer 
by  the  stoppage  of  their  mills  or  manufactories. 

In  particular  cases,  as  where  the  patent  is  for  a  machine  to  make  some  article  of 
manufacture,  and  the  profit  arises  from  the  monopoly  of  such  articles,  a  Court 
would  issue  an  injunction  in  the  last  month  or  week  of  the  life  of  the  patent. 
i5ut  where  the  plaintiff  can  be  compensated  in  damages,  an  injunction  will  not 
under  ordinary  circumstances  be  granted  during  the  last  few  weeks  of  a  patent. 

Patents  should  be  construed  liberally  to  support  the  claims  of  meritorious  inventors. 
But  there  should  not  be  a  liberality  of  construction  which  permits  the  inventor  to 
couch  his  specification  in  such  ambiguous  terms  that  its  claims  may  be  expanded 
or  contracted  to  suit  the  exigency. 

A  patentee  has  the  right  to  disclaim  any  thing  which  has  been  claimed  through 
'*  inadvertence  or  mistake,"  but  when  a  patentee  claims  any  thing  as  his  own, 
Courts  can  not  reject  the  claim,  though  the  inventor  himself  may  disclaim  it  at 
the  trial. 

(Before  Grim,  J.,  Eastern  District  of  Pennsylvania,  August,  1850.) 

These  were  applications  for  provisional  injunctions  to  restrain 
the  infringement  of  the  letters  patent  granted  to  Zebulon  and 
Austin  Parker,  October  19,  1829,  for  what  is  known  as  the 
"  Parker  water-wheel,"  which  patent  is  more  particularly  re- 
ferred to  in  the  case  of  Parker  v.  Hulme^  p.  44. 

Messrs.  Titus y  Campbell^  and  Cadwalader  for  complainant. 

Messrs.  Mallory  and  Penrose  for  defendants. 

Grier,  J. 

Of  the  one  hundred  bills  filed  by  the  complainant,  and  against 
persons  charged  with  infringing  his  patent,  some  seventy  have 
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been  argued  together,  on  notice  of  motions  for  special  injunc- 
tions. Most  of  the  points  involved  are  common  to  all  the 
cases,  and  the  diflPerent  types  of  alleged  infringement  do  not 
exceed  six  or  seven.  The  argument  has  been  conducted  by 
counsel  with  great  zeal  and  ability,  with  very  great  learning, 
and  at  very  great  length.  The  whole  history  and  science  of 
hydrodynamics  has  been  discussed,  and  numerous  conflicting 
affidavits  read,  on  the  apparent  assumption  that  the  Court,  in 
anticipation  of  the  final  hearing,  will,  on  these  preliminary 
motions,  decide  the  whole  merits  of  cases  involving  difficult  and 
doubtful  points  of  law,  numerous  and  contested  questions  of 
fact,  and  rights  of  property  of  large  amount,  with  the  haste  and 
expedition  of  a  Court  of  piepoudre.  By  a  neglect  or  relaxation 
of  the  settled  rules  of  practice  in  the  English  Courts  of  Equity 
(which  we  are  bound  to  follow,  unless  changed  by  the  written 
rules  of  this  Court,  as  established  by  the  Supreme  Court  or 
ourselves),  a  sort  of  local  practice  has  grown  up,  the  evils  of 
which  we  are  beginning  to  feel. 

We  have  frequently  said,  on  the  authority  of  some  of  the 
Eastern  Circuits,  and  some  supposed  custom  of  this  District, 
that  the  answer  of  defendant — directly  and  unequivocally  deny- 
ing the  facts  set  forth  in  the  bill — should  be  treated  merely  as 
an  affidavit,  which  might  be  contradicted  by  other  affidavits, 
and  should  not  have  the  technical  effect  of  precluding  contra- 
dictory testimony.  The  consequence  has  been  that  both  parties 
appear  on  the  argument  of  their  preliminary  motions,  armed 
with  quires  of  conflicting  depositions,  and  the  Court  are  ex- 
pected to  try  and  decide  the  whole  facts  and  law  of  the  case,  as 
put  in  issue  by  the  pleadings.  Even  when  the  title  of  plaintiff 
is  admitted,  the  question  of  infringement  is  often  one  of  great 
doubt  and  difficulty,  depending  on  questions  of  mechanics,  in 
which  both  practical  and  scientific  men  entirely  differ.  Difficult 
legal  questions,  arising  from  the  construction  of  long  and  per- 
haps obscure  specifications,  on  which  judges  often  may,  and 
lawyers  always  do  differ,  are  frequently  involved.  Yet  the 
Court  are  expected  in  this  summary  way  to  anticipate  the  find- 
ing of  a  jury,  and  the  final  decision  of  the  case  on  full  hearing. 
And  this  must  continue  to  be  the  case,  unless  we  adhere  more 
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rigidly  to  the  rule  of  considering  the  affidavit  and  answer,  espe- 
cially if  accompanied  with  one  or  two  depositions  of  witnesses, 
denying  the  infringement,  as  conclusive  on  these  preliminary 
motions.  No  interlocutory  injunction  should  issue  unless  the 
complainant's  title,  and  the  defendant's  infringement  are  ad- 
mitted, or  are  so  palpable  and  clear  that  the  Court  can  entertain 
no  doubt  on  the  subject.  But  cases  often  occur  where  the 
answers  or  affidavits  are  equivocal  or  evasive,  or  disclose  a  state 
of  facts  which  show  that  the  conclusions  drawn  from  them  are 
clearly  erroneous,  and  founded  on  a  mistake  of  the  law :  as 
when  an  infringement  is  denied,  and  a  model  admitted,  which 
shows  a  palpable  infringement,  and  it  is  evident  that  the  denial 
is  made  under  a  gross  mistake  of  the  true  and  settled  construc- 
tion of  the  patent ;  or,  where  the  originality  of  the  invention 
is  denied  in  general  terms,  and  infringement  is  admitted,  and  the 
patent  has  been  fully  established  at  law,  and  it  is  evident  that 
the  denial  of  its  validity  is  but  a  matter  of  obstinate  opinion,  or 
a  mistake  of  law.  Such  cases,  and  such  only,  can  be  considered 
as  exceptions  to  the  general  rule.  The  Court  are  not  bound,  in 
this  stage  of  the  cause,  to  decide  doubtful  and  difficult  questions 
of  law,  or  disputed  questions  of  fact,  nor  exercise  this  high  and 
dangerous  power  (if  exercised  rashly)  in  doubtful  cases,  before 
the  alleged  offender  shall  have  an  opportunity  of  a  full  and  fair 
hearing. 

The  terms  of  this  Court  are  almost  wholly  occupied  in  the 
trial  of  patent  cases;  and  perhaps  these  hints  of  our  intentions 
in  future  cases  to  adhere  more  rigidly  to  the  rules  of  practice, 
may  tend,  in  some  measure,  to  hinder  us,  as  well  as  the  learned 
counsel,  from  the  painful  necessity  of  spending  our  whole  va- 
cations in  anticipating  and  duplicating  these  long  and  difficult 
investigations,  and  trying  the  merits  of  every  case  on  these  pre- 
liminary motions. 

In  stating  our  reasons  for  the  conclusions  to  which  we  have 
arrived,  with  regard  to  the  present  motions,  it  is  not  our  inten- 
tion to  notice  all  the  numerous  points,  both  of  law  and  of  me- 
chanics, which  have  been  pressed  on  our  consideration  with  so 
much  learning  and  ability,  or  to  anticipate  a  construction  of  the 
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plaintifPs  patent  on  points  which  are,  perhaps,  now  for  the  first 
time  made. 

As  to  many  of  the  cases,  if  not  all,  it  is  a  sufficient  reason 
for  refusing  the  present  motions,  that  the  question  of  infringe- 
ment, even  when  the  facts  are  admitted,  is  far  from  being  clear 
or  devoid  of  doubt.  This  remark  applies  especially  to  those  of 
the  defendants  who  use  what  are  called  the  Kraats,  the  Wertz, 
the  Howd,  and  the  Greenleaf  wheels.  The  patentee  declares 
the  principle  on  which  his  improvement  is  founded,  to  be  ''  that 
of  producing  a  vortex  within  reaction  wheels^  which^  by  its  centrif- 
ugal force  ^  powerfully  accelerates  the  velocity  of  the  wheel;**  and 
the  machines  described  in  his  specification  are  confined  to  the 
application  or  development  of  that  principle  alone.  The  wheels 
just  mentioned  do  not  appear  to  be  constructed  with  a  view  to 
produce  a  vortex  within  reaction  wheels,  or  to  contain  any  col- 
orable imitation  of  the  machines  described  by  the  complainant's 
patent.  But  we  would  not  be  understood  as  deciding  defini- 
tively that  they  do  not  infringe,  but  (what  is  sufficient  for  this 
occasion)  that  it  is  not  clear  that  they  do. 

We  shall  now  proceed  to  state  some  reasons  for  refusing  the 
present  motions,  which  equally  apply  to  all  the  cases,  even  where 
the  question  of  infringement  is  not  so  doubtful  as  in  those  just 
mentioned,  and  they  are : 

1st.  Because  the  verdicts  establishing  the  complainant's  title 
have  been  obtained  on  inconsistent  and  contradictory  claims,  so 
that  the  Court  can  not  say  with  certainty,  what  is  or  what  is  not 
an  infringement  of  the  patent. 

And  2nd.  Because  the  possession  so  vaguely  alleged  in  the 
bill,  is  met  and  avoided  by  the  allegations  and  proof  of  a  more 
peaceable,  and  exclusive  possession  by  defendants  (at  least  in 
Pennsylvania),  under  the  patents  and  machines  purchased  and 
used  by  them. 

And  3d.  Even  if  these  positions  were  not  correct,  there  are 
other  reasons  (hereafter  to  be  stated)  why  it  would  not  be  a 
proper  exercise  of  discretion  in  the  Court  to  issue  injunctions 
under  the  particular  circumstances  of  these  cases. 

I.  The  complainant  charges  in  his  bill  that  the  patentees 
have  established  their  title  by  a  suit  at  law  in  this  Court,  in  the 
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case  of  Parker  v.  Hulme^  and  that  "  they  have  erected  and  put 
in  operation  many  machines  in  diiFerent  parts  of  the  country,  by 
which  the  water-power  thereof  has  been  much  augumented." 

The  defendants  deny  the  vah'dity  of  the  patent,  and  especially 
that  the  patentees  were  the  original  inventors  of  certain  machines 
specially  claimed  in  their  specification,  (i.)  The  compound 
vertical  reaction  wheels,  with  two  or  more  wheels  on  one  hor- 
izontal shaft.  (2.)  Or,  ^^  the  spouts  which  conduct  the  water 
into  the  wheels  with  their  spiral  termination/'  (3.)  Or  the 
improvement  in  the  reaction  wheels  "by  making  the  buckets 
as  thin  at  both  ends  as  they  can  safely  be  made,  and  the  rim  no 
wider  than  sufficient  to  cover  them."  (4.)  Or  the  "  hollow  box- 
gate,  in  any  form,  either  cylindrical,  square,  or  irregular  " — and 
have  produced  some  evidence  tending  to  prove  these  allegations. 

They  admit  that  in  the  case  of  Parker  v.  Hulme^  the  jury 
found  specially  that  the  patentees  ^^  were  the  first  to  invent  and 
apply  to  use  two  or  more  reaction  wheels  arranged  in  pairs  on 
one  horizontal  shaft."  They  insist  that  this  verdict  should 
have  no  effect  as  against  them,  because  they  were  noi  parties  to 
that  suit,  and  produce  the  affidavits  of  ten  witnesses  tending 
to  prove  the  verdict  incorrect,  who  were  not  examined  in  that 
case,  or  known  to  the  defendant.  They  aver  also,  that  in  the 
case  of  Parker  v.  Stiles^  tried  in  Ohio,  the  same  objection  was 
made  to  the  patent,  and  so  fully  proven  that  the  plaintiff  admit- 
ted the  fact,  but  denied  that  the  patent  claimed  such  a  machine, 
and  produced  the  charge  of  the  judge  in  that  case,  deciding  "  that 
the  plaintiiFs  patent  did  not  claim  the  duplication  of  wheels  on 
a  horizontal  shaft,"  and  giving  as  a  reason  for  this  construction 
"that  this  arrangement  of  wheels  on  a  horizontal  shaft  has  been 
so  long  used  and  known,  that  it  can  not  be  presumed  the  pat- 
entees ^^ere  ignorant  of  it  and  intended  to  claim  it  as  new." 
They  aver  also  that  "  in  the  case  of  Parker  v.  Moreland^  tried 
in  Indiana,  there  was  a  verdict  for  defendant,  deciding  all  the 
points  against  the  claim  of  the  plaintiff."  To  meet  the  allega- 
tion of  possession  on  the  part  of  the  patentees,  the  answer  avers 
also,  "  that  the  wheels  used  by  the  defendants  have  been  publicly 
used  by  them  for  a  long  space  of  time,  and  that  the  complain- 
ant has  long   had    kno>^ledge  of    such  use ;  that  many  other 
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similar  wheels  have  been  publicly  sold  and  openly  used  in  Nejv 
York,  New  Jersey,  and  Pennsylvania,  and  in  many  other  States, 
for  a  great  number  of  years,  and  that  the  right  to  use  the  same 
has  not  been  questioned,  disputed,  or  denied  until  the  present 
complaint  and  the  proceedings  of  complainant  in  this  behalf;" 
and  that  the  patentees,  or  their  assigns,  have  never  run  or  used 
water-wheels  such  as  are  run  or  used  by  the  defendants,  or  had 
actual  or  legal  possession  of  the  same. 

Now,  although  the  patentees  have  incorrectly  stated  their 
invention  in  their  patent  to  be  an  "  improvement  in  the  applica- 
tion of  hydraulic  power,  by  methods  of  combining  percussion 
and  reaction,"  yet  in  their  specification,  they  have  well  and 
clearly  described  three  different  hydraulic  machines  or  combina- 
tions of  machinery,  which  are  undoubtedly  valuable  inventions, 
and  founded  on  the  application  of  a  principle  first  discovered  or 
directly  applied  by  the  patentees,  though  perhaps  not  stated  in 
correct  or  scientific  phraseology.  That  the  patentees  are  highly 
meritorious  inventors,  can  not,  we  think,  be  disputed  ;  and  had 
they  confined  their  claim  to  the  three  machines  described  in 
their  specification,  and  other  modes  of  developing  the  same 
principle,  and  producing  the  same  result  by  similar  or  equivalent 
devices,  their  patent  could  not,  and  probably  would  not  have 
been  assailed.  But  they  have  (injudiciously,  as  we  think) 
enumerated  nine  several  parts  of  the  combined  machines,  which, 
as  distinct  machines  or  devices,  they  "claim  as  their  invention, 
and  for  which  they  seek  an  exclusive  privilege,"  If  they  are 
the  original  inventors  of  each  of  those,  their  claim  is  undoubt- 
edly set  forth  with  sufficient  disrinctness  to  entitle  them  to 
recover  against  any  person  Who  was  charged  with  infringing 
their  patent,  by  using  any  one  of  them.  If  they  are  not,  the 
patent  claims  too  much,  and  its  validity  may  be  assailed  on  that 
ground,  even  though  it  be  of  slight  value  or  importance.  It  is 
true  they  have  a  right  to  disclaim  any  thing  which  has  been 
claimed  through  "inadvertence  or  mistake."  For  when  a  pat- 
entee claims  any  thing  as  his  own.  Courts  of  law  can  not  reject 
the  claim,  though  he  may  disclaim  it  himself.  Otherwise,  if  he 
sums  up  the  particulars  of  his  invention,  he  is  confined  and  held 
to  such  summary,  and    his  patent  must  sftand  or  fall    by  it. 
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Patents  should  be  construed  liberally  to  support  the  claims  of 
meritorious  inventors.  But  there  may  be  a  liberality  of  con- 
struction very  injurious  to  the  public,  especially  if  it  permits  a 
patentee  to  couch  his  specification  in  such  ambiguous  terms, 
that  its  claims  may  be  contracted  or  expanded  to  suit  the 
exigency. 

We  do  not  wish  to  be  understood  as  intimating  that  the 
plaintiff's  specification  is  justly  liable  to  this  charge.  We  think 
(with  all  proper  deference  to  learned  judges  who  have  ruled 
otherwise)  that  the  specification  will  bear  no  other  construction 
on  the  point  under  consideration,  than  that  which  was  given  to 
it  by  the  plaintiff  and  his  counsel,  and  the  Court,  in  the  trial  of 
Parker  v.  Hulme.  We  do  not  think  it  can  be  fairly  charged 
with  such  Protean  capabilities  of  construction  as  have  unfortu- 
nately been  given  to  it. 

But  for  the  purpose  of  the  present  motions,  the  case  stands 
thus.  In  the  action  at  law  against  Hulme  in  this  Court,  the 
plaintiff  claimed  the  duplication  of  reaction  wheels  on  a  hori- 
zontal shaft  to  be  an  infringement  of  his  patent,  and  called  on 
the  Court  to  instruct  the  jury  that  such  duplication  might  be 
made  the  subject  of  a  patent.  The  defendant  denied  the 
validity  of  his  title  on  the  ground  that  he  was  not  the  first  to 
invent  or  use  such  a  duplication  ;  and  the  title  of  the  patentee 
was  supported  because  the  jury  found  he  "was  the  first  to  use 
two  or  more  reaction  wheels  on  a  horizontal  shaft,"  the  defend- 
ant being  unable  to  furnish  sufficient  proof  to  the  contrary. 

The  present  defendants  have  produced  the  depositions  of  ten 
witnesses  tending  to  disprove  that  fact,  and  have,  moreover, 
shown  that  on  a  trial  of  the  same  issue  in  Ohio,  where  the  fact 
of  prior  use  was  clearly  proven,  the  defense  was  evaded  on  the 
ground  that  the  specification  did  not  claim  such  duplication,  and 
for  this  singular  and  single  reason — "that  the  patentee  could 
not  be  presumed  to  claim  what  he  must  have  known  he  did  not 


invent." 


In  the  charge  of  the  judge,  in  the  case  of  Parker  v.  Ferguson^ 
in  New  York  (which  has  been  shown  in  the  Court),  it  appears 
that  where  the  same  defense  was  made  and  substantiated,  the 
Court  instructed  the  jury  asf  follows: 
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''  There  is  some  obscurity  in  the  wording  of  this  claim,  but 
it  seems  to  me  that  the  compound  wheel  they  mean,  is  a  wheel 
constructed  by  placing  two  or  more  of  the  wheels  on  a  hori- 
zontal shaft,  with  the  inner  and  outer  cylinders  supplied  with 
water  by  a  spiral  spout." 

Now,  how  are  the  defendants,  who  are  supposed  to  desist 
from  infringing  this  patent  to  act  ?  By  the  verdict  and  claim 
made  in  this  State,  their  duplicate  reaction  wheels  must  come 
down.  By  the  decision  and  claim  made  in  Ohio,  they  may 
stand.  And  by  that  in  New  York,  they  must  be  taken  down 
only  when  the  duplicate  wheels  are  connected  with  cylinders 
and  spiral  spouts. 

It  would  be  rather  hard  to  compel  the  defendants  to  discover 
the  true  meaning  of  a  patent,  when  three  learned  Courts  have 
given  it  as  many  different  constructions,  and  the  patentees,  or 
their  assigns,  have  been  so  inconsistent  in  their  claims.  Now, 
we  do  not  say  that  the  patent  is  invalid  on  account  of  its  obscu- 
rity or  ambiguity,  but  we  do  say  that  the  trials  at  law,  to  estab- 
lish the  plaintifFs  title,  have  left  it  in  such  a  doubtful  shape 
that  the  Court  can  not,  with  clearness  and  certainty,  say  what  is 
an  infringement  of  the  patent  and  what  is  not.  The  verdicts 
at  law,  like  the  addition  of  equal  positive  and  negative  quanti- 
ties in  algebra,  seem  to  annihilate  each  other,  so  far  as  they 
aiFect  the  present  motion. 

With  regard  to  the  last  ground  of  objection  to  granting  the 
present  motions,  we  would  remark — the  chief  object  of  issuing 
such  writs  before  the  final  hearing'  of  the  cause,  is,  to  prevent 
irreparable  mischief,  not  to  give  the  complainant  the  means  of 
coercing  a  compromise  on  his  own  terms,  from  the  inevitable 
injury  that  defendants  must  suffer  by  the  stoppage  of  their  mills 
and  manufactories. 

The  defendants  are  not  wanton  pirators  of  the  plaintifFs  in- 
vention. They  believe  sincerely  they  do  not  infringe  it,  or 
if  they  have  unintentionally  done  so,  they  can  show  that 
his  patent  elaims  more  than  he  is  entitled  to.  They  have  had 
many  years  peaceable  and  unchallenged  possession  of  the  ma- 
chines which  they  purchased  from  patentees  with  prima  facii 
evidence  of  title.     The  notice  of  infringement,  if  any  there  be» 
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has  been  given  after  long  acquiescence,  and  just  as  the  patent  is 
about  to  expire. 

None  of  their  wheels  are  direct  and  palpable  piracies  of  those 
described  in  the  patent  of  the  plaintiff,  and  if  they  do  incidentally 
or  partially  act  upon  the  principle  patented,  it  requires  more 
knowledge  of  the  science  of  hydrodynamics  to  discover  it,  than 
many,  if  any,  of  them  possess. 

To  suddenly  stop  one  hundred  mills  and  manufactories,  by 
injunctions  issued  at  this  time,  would  cause  great  and  irrepara- 
ble injury,  not  only  to  the  defendants,  but  to  the  public  at  large, 
and  be  of  no  corresponding  benefit  to  the  plaintiff,  whose  inter- 
est it  is  that  they  should  use  his  invention  if  they  pay  him  for  it. 
The  plaintiff  can  be  compensated  by  damages,  if  the  defendants 
shall  be  found  to  have  infringed  his  patent,  and  they  are  amply 
able  to  pay  both  damages  and  costs.  In  the  six  or  eight  weeks 
which  this  patent  has  to  run,  it  can  not  be  expected  that  the 
complainant  would  sell  any  new  licenses.  And  if  the  defend- 
ants continue  to  use  and  pay  him  for  his  invention,  so  much 
the  better  for  him.  There  may  be,  and  often  are,  cases  where 
the  patent  is  for  a  machine  to  make  some  articles  of  manufac- 
ture, or  merchandise,  in  a  cheaper  method  than  was*  before 
known,  and  where  the  source  of  profit  to  the  patentee  arises 
from  his  monopoly  of  the  articles,  and  having  no  competitors 
in  the  market.  In  such  a  case,  the  damages  to  the  patentee  by 
a  piracy  of  his  invention  might  be  very  great,  and  the  Court 
would  issue  an  injunction  on  a  plain  case  in  the  last  month  or 
week  of  the  patent's  life,  or  even  after  the  time  limited  for  its 
expiration,  to  restrain  the  sale  of  the  machines,  or  articles  pirat- 
ically manufactured  in  violation  of  the  patent,  while  it  was  in 
force.  But,  in  this  case,  the  injunction  can  not  benefit  the 
plaintiff,  except  by  its  abuse.  His  standing  by,  for  so  many 
years,  without  complaint  or  demand  of  compensation,  is  con- 
clusive evidence  that  a  continuance  of  a  use  of  his  invention, 
for  a  few  weeks  or  even  months  longer,  if  paid  for  in  the  end, 
will  not  be  an  injury  of  such  an  irreparable  nature  as  to  require 
this  sharp  and  hasty  remedy. 

The  issuing  of  an  interlocutory  injunction  is  always  a  matter 
of  discretion    with    the  Court,  and    depends   on   the    peculiar 
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circumstances  of  each  case.  To  suspend  the  operation  of  a  singU 
mill  or  manufactory,  but  for  a  week  or  two,  because  some 
wheel,  bucket,  or  other  small  portion  of  its  machinery  may 
chance  to  infringe  some  dormant  patent,  would  be  a  doubtful 
exercise  of  discretion,  where  the  benefits  to  result  from  it  to  the 
complainant  are  so  comparatively  trifling,  and  his  loss,  if  any, 
so  perfectly  capable  of  compensation.  How  much  more  so, 
when  we  are  called  upon  to  stop  the  operations  of  one  hundred? 

To  such  a  demand  we  may  well  use  the  language  of  Lord 
Cottenham,  in  Neilson  v.  Thompson^  I  Webster's  Reports,  275. 
^*-  It  seems  to  me,  that  stopping  the  works  under  the  circum- 
stances, it  just  inverting  the  purpose  for  which  an  injunction  is 
used.  An  injunction  is  used  for  the  purpose  of  preventing  mis- 
chief. This  would  be  using  the  injunction  for  the  purpose  of 
creating  mischief,  because  the  plaintiflT  can  not  possibly  be  in- 
jured." 

For  these  reasons  the  injunctions  are  refused. 


Thomas  Blanchard 

vs. 

BiDDLE  Reeves,  Charles  W.  Reeves,  Isaac  B, 
Eldridge,  et  al.     In  Equity. 

upon  motions  for  preliminary  injunction,  if,  after  a  careful  and  impartial  examination 
of  the  case,  the  Court  is  of  opinion  that  the  plaintiff  is  entitled  by  law  to  the 
writ,  it  is  their  duty  to  grant  it  without  evasion. 

In  order  to  ascertain  the  true  nature  and  value  of  an  invention,  we  must  separate  the 
substance  and  principle  of  it  firom  its  accidents,  its  essence  from  its  modes.  A 
mere  change  in  the  latter,  while  the  former  are  retained,  will  not  acquit  the  party 
making  it  from  the  charge  or  guilt  of  piracy. 

The  invention  of  Thomas  Blanchard  for  turning  irregular  forms  construed  and  ex- 
plained. 

(Before  Gmib,  J.,  Eastern  District  of  Pennsylvania,  September,  1850.) 
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This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  upon  letters  patent  for  "a  machine 
for  turning  and  cutting  irregular  forms,"  granted  to  Thomas 
Bianchard,  January  20,  1820,  and  extended,  by  act  of  Congress 
for  fourteen  years  from  the  expiration  of  the  first  term.  The 
nature  of  the  invention  and  of  the  alleged  infringement  are  fully 
set  forth  in  the  opinion  of  the  Court. 

'    S.  Lewis  for  complainant. 

ff^.  L,  Hirst  for  defendants. 

Grier,  J. 

The  validity  of  the  complainant's  patent  having  been  estab- 
lished by  numerous  verdicts,  and  long  use,  the  only  inquiry 
on  the  present  occasion  will  be  whether  the  machine  of  the 
defendant  is  an  infringement  of  the  patent.  The  question  of 
identity  or  infringement  is  often  one  of  difficult  solution,  and 
more  especially  where  the  subjects  to  be  compared  are  complex 
machines,  or  new  combinations  of  well-known  mechanical 
devices  for  the  purpose  of  producing  certain  results.  Identity 
may  be  said  to  be  a  question  merely  of  fact,  to  be  determined 
by  persons  skilled  jn  mechanics.  But  when  the  comparison  to 
be  instituted  depends  not  merely  on  form  or  external  appearance, 
bat  in  ascertaining  the  substance,  principle,  or  mode  of  opera- 
tion of  the  machine  invented,  and  in  giving  a  correct  construc- 
tion to  the  words  of  the  patent  and  specification,  it  is  apparent 
that  the  question  to  be  answered  —  though  primarily  one  of 
mechanics  and  science,  may  be  also  mixed  with  law^  inasmuch 
as  the  construction  of  all  written  instruments  belongs  to  the 
Court,  and  not  to  the  jury. 

I  should  have  had  much  less  difficulty  in  arriving  at  a  conclu- 
sion satisfactory  to  my  own  mind,  in  the  present  case,  but  for 
the  opposite  opinions  expressed  by  gentlemen  of  the  highest  rep- 
utation for  learning,  judgment,  and  practical  skill  in  mechanics. 

The  Court  might  have  considered  themselves  sufficiently 
excused  for  any  error  of  judgment,  when  supported  by  the 
opinions  of  men  of  such  eminence,  as  may  be  found  on  either 
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side  of  this  question.  The  report  of  the  learned  commissioners 
appointed  by  this  court  was  held  conclusive^  in  the  case  in  which 
it  was  made,  and  the  motion  for  an  attachment  peremptorily 
refused.  But,  in  the  present  case,  the  motion  is  founded  on 
affidavits  of  other  gentlemen  of  acknowledged  ability  and 
acquirements,  who  fully  established  a  case  which  would  entitle  the 
plainfiiF  to  his  injunction.  The  report  of  our  Commissioners  in 
the  former  case,  being  assumed  to  be  in  the  knowledge  of  the 
Court,  has  been  referred  to,  in  the  depositions  of  complain- 
ant's witnesses,  hence  we  are  compelled  to  notice  it  in  the 
consideration  of  this  case. 

Technically,  it  may  be  said,  not  to  be  before  the  Court  as 
evidence,  but  in  fact  and  in  its  moral  effect,  if  the  Court  believe 
it  correct  in  its  results,  they  will  be  unwilling  to  grant  an  in- 
junction, on  evidence  which,  though  formally  sufficient,  has  not 
produced  conviction  on  their  minds.  It  is  true  that  the  Court 
might  have  evaded  the  question  by  saying  we  will  not  grant  an 
injunction  in  a  case  where  "learned  doctors  disagree,"  but  wait 
till  a  jury  shall  solve  the  difficulty.  This  course,  I  must  con- 
fess, coincides,  both  with  my  known  antipathy  to  the  writ  of 
injunction,  as  well  as  natural  indolence  in  such  hot  weather. 
But  I  consider  that  the  complainant  has  a  right  to  the  judgment 
of  the  Court  on  the  matter  presented  before  them,  and  the 
evasion  of  the  question  would  be  an  evasion  of  duty,  and  if,  after 
a  careful  and  impartial  examination  of  the  case,  the  Court  is  of 
opinion  that  the  plaintiff  is  entitled  by  law  to  the  writ  now 
prayed  for,  it  is  their  duty  to  grant  it  without  evasion. 

Having  had  before  us  models  of  the  patented  and  offending 
machine,  with  the  testimony  and  opinion  of  men  of  skill  and 
learning,  it  is  almost  impossible  that  any  future  investigation  can 
add  any  thing  which  can  throw  greater  light  on  the  question. 
The  whole  case  is  as  fully  before  the  Court  as  it  can  be.  The 
mere  accumulation  of  opinions  on  either  side  will  add  no  weight 
to  the  evidence  already  before  us. 

Indeed  the  difference  of  opinion  which  appears  in  this  case, 

seems  to  result  from  the  construction  given  to  the  specification 

of  complainant's  patent,  and  in  assuming  that  *'Ube  only  method 

'fr&p^d  iy-'Mrt'Bl^ncbard^  is  ibai-  ifffvincb'ths  /rUti^tt  wbeelxur 
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tram  describes  a  spiral  line  over  the  whole  surface  of  the  models  and 
causes  the  cutters  to  act  in  a  similar  direction J*^ 

But  we  think  that  this  is  too  narrow  a  construction  of  the 
patent.  In  every  combination  of  mechanical  devices  to  perform 
certain  functions  so  as  to  constitute  a  new  machine  or  a  new  and 
useful  invention,  it  is  impossible  to  enumerate,  in  a  specification, 
all  the  various  modes  by  which  the  machine  may  be  made  to 
operate,  so  as  to  produce  a  useful  result.  Many  of  its  parts  may 
be  changed  or  substituted  by  other  mechanical  equivalents  or 
devices,  which  either  improve  or  deteriorate  its  value,  while  the 
original  idea,  principle,  or  mode  of  operation  of  the  inventor  is 
manifestly  preserved.  The  inventor  usually  sets  forth  what  he 
conceives  the  best  form  or  mode  under  which  his  machine  may 
be  used  to  produce  the  required  result.  In  order  to  ascertain 
the  true  nature  and  value  of  his  invention,  we  must  separate  the 
substance  and  principle  of  it  from  its  accidents  -,  its  essence 
from  its  modes ;  a  mere  change  in  the  latter,  while  the  former 
are  retained,  will  not  acquit  the  party  making  it  from  the  charge 
or  guilt  of  pirating  the  invention. 

The  machine  of  complainant  is  described  in  the  patent  as 
^'an  engine  for  turning  and  cutting  irregular  forms  out  of  wood, 
brass,  etc.,  called  Blanchard's  self-directing  machine."  1  use 
the  words  of  Professor  Treadwell  nearlv  verbatim.  The  in- 
vention  consists  in  arranging  and  combining  together — ist,  a 
model;  2d,  a  guide ;  3d,  a  cutter-wheel;  and  4th,  a  rough  block, 
in  such  a  manner,  and  under  such  relations  that  when  the  ma- 
chine is  in  operation  the  guide  shall  be  made  to  touch  succes- 
sively every  part  of  the  surface  of  the  model,  and  that  it  shall, 
at  the  same  time,  govern  the  cutter-wheel,  by  permitting  or 
causing  it  to  advance  or  recede  from  the  axis  of  the  rough  ma- 
terial, having,  in  this,  a  constant  relation  to  the  distance  of  the 
face  of  the  guide  from  the  axis  of  the  model :  by  which  means 
the  cutters  remove,  by  their  own  independent  motion,  from  the 
rough  block,  every  part  of  the  same  which  projects  into  or  be- 
yond the  line  or  path  of  the  cutters  in  their  revolution,  so  that 
the  rough  block  is  at  length  reduced  to  a  certain  conformity 
and  resemblance  in  shape  to  the  model.  The  mode  of  pro- 
ducing this  result  in  the  concrete,  which  we  have  thus  stated  in 
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the  abstract,  and  the  combination  of  mechanical  devices  or 
agents,  necessary  to  reduce  it  to  practice,  is  fully  set  forth  in 
the  specification. 

Now  the  machine  of  the  defendants  contains  the  four  essen- 
tial members  of  the  complainant's  machine,  which  we  have  just 
enumerated,  viz :  the  model,  the  guide,  the  cutter-wheel,  and 
the  rough  material,  combined  in  the  same  relations,  and  affect- 
ing each  other  in  the  same  manner  substantially.  But,  in  the 
subordinate  agents  or  devices  by  which  these  four  principal 
members  are  made  to  operate,  provision  is  made  for  the  follow- 
ing differences  in  defendants'  machine,  viz:  In  complainant's 
machine,  the  model  and  the  rough  block  have  a  continuous 
rotary  motion  connected  with  a  lateral  motion ;  the  former  pro- 
duced by  belts  and  pulleys,  the  latter  by  screws.  Under  these 
combined  motions  the  guide  turns  upon  the  model  in  a  spiral  or 
helical  path,  and  the  cutter-wheel,  likewise,  removes  the  super- 
fluous material  from  the  rough  material,  in  a  spiral  course.  In 
defendants'  machine,  the  model  and  rough  block  rotate  by  an 
intermittent  motion,  and  move  laterally  by  a  rectilinear  recipro- 
cating motion,  the  former  being  produced  by  a  rag  of  ratchet- 
wheel,  and  the  latter  by  a  crank. 

Now,  it  is  true,  that  the  complainant's  specification  describes  a 
machine,  which  effects  its  result  by  a  combination  of  lateral  and 
rotary  motion,  to  form  a  helical  course  or  track  in  the  operation 
of  the  machine.  But  is  that  of  the  essence  or  substance  of 
his  invention  ?  or  is  it  not  merely  an  accident  to  that  particular 
form  of  the  machine  described  ?  Suppose  this  lateral  motion, 
which,  combined  with  the  circular,  constitutes  the  helical,  had 
been  reduced  from  almost  nothing  to  o,  or  zero,  and  the  cutter, 
after  performing  the  absolute  circle,  has  shifted  by  an  intermit- 
tent motion,  so  as  to  move  in  parallel  rings,  would  that  have 
altered  the  principle  or  substance  of  the  invented  machine — to 
change  it,  in  one  of  its  accidents  only,  and  that  for  the  worse  ? 
There  could  be  but  one  answer  to  this  question.  But  the  only 
difference  in  that  case  is  that  the  rotary  motion  of  model  and 
rough  material  is  reduced  to  o,  or  zero,  and  changed  to  an  in- 
termittent one.  The  change  of  form  in  the  tram,  from  a  circle 
to   the  segment   of  a  circle,  or    mere   tangent   line,  is  of  no 
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importance — it  but  accommodates  it  to  its  lateral  motion.  The 
substitution  of  the  ratchet-wheel  for  the  belt  and  screw,  is  but 
a  change  of  equivalents  to  suit  the  changed  motions  of  the  tram 
and  cutter-wheel.  Such  a  change  in  the  subordinate  agents  or 
devices,  affecting  the  motions  of  the  model  and  guide  only  in 
the  figure  of  their  path,  or  the  relative  lines  of  their  move- 
ments, in  no  case  changes  the  principle,  essence,  substance,  or 
character  of  the  machine.  We  can  not  shut  our  eyes  to  the 
fact  that  the  defendants  have  pirated  the  invention  of  the  com- 
plainant in  all  its  essential  parts.  Whether  the  changes  made 
constitute  an  improvement  of  the  plaintifPs  machine,  we  need 
not  inquire.  The  defendants  have  (not  in  this  case  only)  ex- 
hibited singular  ingenuity  and  skill  in  endeavoring  to  evade 
complainant's  patent,  which  possibly  might  have  been  better,  or 
at  least  more  profitably  employed. 

The  complainant  is  therefore  entitled  to  his  injunction,  on 
conditions  which  will  be  hereafter  considered,  if  necessary. 


Samuel  Colt 

vs. 

The  Massachusetts  Arms  Company. 

Where  two  patents  conflict,  the  more  recent  must  give  way  to  the  elder. 

The  patentee  of  an  improvement  can  not  take  possession  of  the  invention  improved 
upon.  He  must  obtain  the  license  of  the  prior  patentee  to  use  his  improvement,  or 
await  the  expiration  of  the  elder  patent. 

If  the  prior  invention  relied  upon  to  defeat  a  subsequent  patent  existed  and  was  used,  it 
is  of  no  consequence  whether  it  was  patented  or  not,  or  whether  it  was  abandoned 
or  not.     The  defense  of  prior  invention  is  not  the  same  as  that  of  prior  use. 

The  date  of  the  invention  is  the  date  of  the  discovery  of  the  principle  involved,  and 
the  attempt  to  embody  that  in  some  machine — not  the  date  of  the  perfecting  of 
the  instrument. 

The  law  of  infringement  explained  and  illustrated. 

(Before  Woodbury,  J.,  District  of  Massachusetts,  August,  1S51.) 
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This  was  an  action  on  the  case,  tried  before  Mr.  Justice 
Woodbury  and  a  jury,  for  the  infringement  of  letters  patent  for 
"  improvement  in  fire-arms,"  granted  to  Samuel  Colt,  February 
25,  1836,  reissued  October  24,  1848,  and  extended  in  1849,  for 
seven  years,  from  February  25,  1850.  The  claims  of  the  patent 
are  as  follows : 


"I.  Combining  a  rotating  chambered  breech  with  the  lock,  in  manner  subitantially 
as  herein  described,  so  that  by  the  operation  of  lifting  the  hammer  tococic  the  lock,  the 
said  breech  shall  be  rotated  ro  the  extent  required  to  bring  a  located  chamber  in  the  line 
of  a  barrel,  preparatory  to  the  discharge,  substantially  as  described. 

*'  II.  Combining  the  rotating  breech  with  the  lock,  by  means  of  a  key  catch-lever, 
or  the  equivalent  thereof,  substantially  as  specified,  so  that,  by  the  act  of  lifting  the  ham- 
mer to  cock  the  piece,  the  said  breech  shall  be  liberated  to  admit  of  its  being  rotated, 
and  then  relocked,  that  it  may  be  held  in  the  proper  position  during  the  discharge,  sub- 
stantially as  described. 

'*III.  Placing  the  nipples  of  the  rotating  breech  in  recesses  made  in  the  rotating 
breech,  or  between  partitions,  substantially  as  described,  as  a  protection  to  the  caps,  or 
touch-holes,  from  the  effect  of  lateral  fire,  as  described. 

''IV.  Connecting  the  barrel  with  the  recoil  shield,  by  means  of  the  lock-plate  below 
the  rotating  breech,  substantially  as  described,  ia  combination  with  the  arbor  or  spindle 
connection,  as  described,  whereby  the  parts  are  held  together  firmly,  while,  at  the 
came  time,  they  admit  of  a  quick  and  easy  disconnection.** 

C,  L,  fVoodbury^  E,  N.  Dicherson^  and  G.  T.  Curtis  for 
plaintiff. 

R,  A.  Chapman^  G.  Ashmun^  and  Rufus  Choate  for  defend- 
ants. 

Woodbury,  J.,  charged  the  jury  as  follows  : 

You  have  already  understood,  gentlemen  of  the  jury,  that  the 
claim  of  the  plaintiff  against  the  defendants  is  founded  upon  a 
supposed  violation,  by  the  defendants,  of  the  patent- right  of  the 
plaintiff. 

I  trust  you  come  to  the  consideration  of  this  case  with  a  due 
regard  to  the  rights  and  privileges  of  both  sides.  They  both 
claim  under  patents.  They  both  have  a  right  to  have  these 
patents  protected,  so  far  as  they  can  be,  without  conflicting  with 
each  other ;  and  when  they  conflict  with  each  other,  the  more 
recent,  of  course,  is  to  give  way  to  the  elder,  because  the  one 
who  patents  an  invention  first,  is  entitled  to  the  protection  of 
the  principle  in  it,  over  everybody  else  that  patents  it  afterward. 
In  the  nature  of  things  and  common  sense,  this  must  be  so. 
But  that  does  not  preclude — and  that  is^the  source  of  the  diffi- 
culty in  this  case— any  person    subsequently  from    making  an 
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improvement  on  that  patent,  by  way  of  addition  to  it,  or  making 
it  better  and  more  useful. 

But  all  that  the  person  who  does  that — who  makes  an  im- 
provement— can  protect  under  his  letters  patent,  his  subordinate 
patent,  is  that  which  is  new,  that  which  he  has  added  ;  because 
if,  by  making  an  addition,  or  improvement,  to  an  old  patent,  a 
party  could  get  possession  of  the  old  patent  itself,  and  use  it 
without  paying  for  it,  no  patent  that  was  of  any  value  would 
last  a  year — for  such  is  the  progress  of  science  and  of  the  arts, 
that  some  kind  of  improvement  or  other  can  be  made  upon 
every  thing.  A  party  has  a  right  to  make  an  improvement,  but 
all  that  he  can  patent  is  that  which  he  improves — his  own  in- 
vention. 

He,  therefore,  must  be  careful,  before  using  an  addition,  to 
get  the  license  of  the  old  patentee  to  use  the  old  patent  in  com- 
bination with  his  improvement ;  otherwise,  he  must  use  his  im- 
provement alone,  if  he  can,  or,  as  he  may  often  do  with  great 
safety,  wait  a  year  or  two,  until  the  old  patent  expires,  when 
he  would  be  free  to  use  it  in  connection. 

I  recommend  to  you,  gentlemen,  to  commence  the  investiga- 
tion of  this  controversy,  looking  at  this  aspect  of  it,  with  a 
feeling  of  no  hostility  or  prejudice  against  the  defendants,  be- 
cause they  happen  to  be  a  corporation,  or  happen  to  be  a  proba- 
ble overmatch  for  any  single  individual ;  and  you  should  not  let 
your  sympathies  go  beyond  the  rule  of  law  and  duty,  because 
the  plaintiff  stands  alone,  and  because  he  has  evidently  been 
struggling  for  fifteen  or  twenty  years  on  this  subject,  to  do 
something  which  might  confer  a  benefit  upon  his  country,  and 
reward  his  own  exertions.  He  can  properly  recover  a  verdict, 
if  he  is  entitled  to  it ;  but  if  he  is  not  entitled,  he  can  not,  how- 
ever great  may  have  been  his  sacrifices.  You,  therefore,  should 
have  no  prejudice  on  the  one  side,  or  sympathies  on  the  other, 
which  could  divert  you  from  doing  what  is  just  and  legal  be- 
tween these  parties. 

In  the  first  instance,  the  plaintiff  must  make  out  his  right — 
that  he  has  a  patent  for  a  particular  subject,  which,  he  says,  the 
defendants  have  violated ;  and  then  he  must  make  out  the  vio- 
lation of  that  patent  by  the  defendants.     In  order  to  do  that,  he 
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has  laid  before  you  letters  from  the  Patent  Office,  dated  as  early 
as  February,  1836,  in  which  he  undertakes  to  describe  a  certain 
improvement  which  he  has  made  by  several  combinations. 
At  a  subsequent  time,  in  1848,  he  amended  his  specification  so 
as  to  describe  his  improvement  with  more  clearness,  or  fullness, 
but  the  same  invention ;  and  then  again,  in  1849,  ^^  applied  for 
and  obtained  an  extension  of  seven  years.  The  reason  for  con- 
ferring extensions,  generally,  by  the  officers  of  the  Government 
who  are  authorized  to  do  it,  is  to  reward  the  party,  in  some 
degree,  for  his  skill  and  genius,  when  he  has  not,  to  appear- 
ances, been  already  rewarded. 

It  should  not  be  granted,  except  in  cases  of  valuable  patents 
useful  to  the  country,  and  where  the  parties  have  been  unfor- 
tunate, and  have  not  reaped  from  them  the  advantages  they 
anticipated. 

The  Government  first  authorizes  some  officers  connected 
with  the  Patent  Office  to  make  the  extension,  and  then  Con- 
gress interferes  and  makes  further  extensions,  when  they  think 
the  party  has  not  been  sufficiently  rewarded. 

That  is  the  whole  controversy,  in  relation  to  extensions, 
about  which  you  have  heard  so  much. 

An  extension  being  granted,  whenever  the  party  appears  to 
have  a  valuable  improvement,  and  has  not  realized  from  it  suffi- 
cient to  indemnify  him,  parties  may  object  to  that  first,  on 
notice  being  given :  the  controversy,  then,  is,  whether  the 
patentee  has  or  not  realized  what  is  sufficient  to  constitute  a 
reward. 

In  this  case,  the  plaintiff  amended  his  specification,  and  he 
has  had  it  extended,  so  that  it  prima  facie  covers  the  time  when 
this  infringement  is  alleged  to  have  taken  place.  I  speak  of  this 
making  out  a  prima  facie  case,  notwithstanding  any  proof  that, 
on  the  records  of  the  country,  there  is  a  subsequent  patent,  for 
a  similar  subject,  to  the  defendants.  The  plaintiff's  patent 
overrides  the  defendants'  entirely,  when  they  are  for  the  same 
subject,  because  it  was  granted  earlier  by  the  Government, 
and  therefore,  no  one  who  comes  afterward,  and  gets  a  patent 
for  the  same  thing,  can  take  away  his  rights. 

The  Government,  by  giving  another   patent,  can    not  take 
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away  that  of  a  prior  patentee.  They  can  no  more  take  it  away 
than  you  can  take  away  the  property  of  your  neighbor.  He 
has  vested  rights  in  it  until  the  term  expires ;  and,  there- 
fore, the  Government,  when  they  give  a  subsequent  patent 
which  may  cover  a  prior  one,  can  not,  in  law,  take  away  the 
rights  under  the  prior  patent.  Whatever  may  have  been  the 
accident  or  mistake  in  granting  it,  and,  although  it  may  have 
.  covered  other  things  which  belong  to  a  prior  patent,  yet  the 
prior  patent  stands  until  the  term  expires ;  otherwise  the  Gov- 
ernment might  take  away  any  private  property  which  exists, 
which  a  man  had  acquired,  and  give  it  to  some  person  afterward 
by  a  mere  arbitrary  transfer. 

But  that  would  not  do.  When  a  man  obtains  a  grant  from 
the  Government,  he  holds  it  as  much  as  when  he  gets  a  grant 
or  deed  from  an  individual  ;  and  he  can  not  be  divested  of  it  by 
a  subsequent  grant,  unless  he  assents  to  it.  Therefore,  the  law 
says,  when  a  prior  patent  is  offered — as  in  this  case — it  prima 
facie  covers  what  it  describes,  and  must  stand,  notwithstanding 
a  subsequent  patent  may  have  been  granted,  which  covers  a 
portion  of  the  same  thing. 

It  stands  for  what  it  is  worth — for  what  it  covers. 

But  there  is  another  step  to  be  taken  in  this  case  ^  and  that  is, 
notwithstanding  the  plaintiff's  patent,  so  far  as  it  goes,  is  to  con- 
tinue in  full  force  until  it  expires,  and  until  the  extension 
expires,  yet  he  can  not  recover  of  the  defendants,  unless  it  con- 
tains a  principle  which  they  hav.e  encroached  upon.  They  may 
have  done  a  great  many  other  things,  they  may  have  made  a 
great  many  other  improvements,  but  the  plaintiff  must  show 
that  his  patent  contains  a  principle  which  the  defendants  (among 
other  things)  have  adopted  and  used. 

He  has  put  a  great  many  experts  on  the  stand — ^and  some  who 
may  not  be  called  exactly  experts  in  scientific  matters,  though 
they  may  be  experts  in  the  use  of  fire-arms — and  proved  by 
them  that  the  arms  made  by  defendants  do  contain  a  principle, 
among  other  things,  which  is  involved  in  his.  I  do  not  propose 
to  go  into  the  details  of  the  evidence,  but  you  will  recollect 
that  several  testified  to  the  effect  that  the  operation  of  the 
defendants'  and  plaintiff's  pistols  is  the  same  in  substance. 
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It  is  conceded  that  they  differ  in  form,  in  proportions,  and  in 
what  are  called  mechanical  equivalents. 

You  understand  what  that  means  as  well  as  the  Court ;  it 
has  been  explained  to  you  by  the  experts. 

I  can  only  tell  you  as  a  principle  of  law,  that  where  the  dif- 
ference is  only  in  form  or  proportion  to  bring  about  similar 
results,  or  where  it  is  only  by  using  a  mechanical  equivalent, 
instead  of  what  is  used  by  the  other,  there  is,  in  point  of  law, 
not  that  considerable  difference  in  principle,  or  in  operation,  or 
in  results,  which  the  law  holds  not  to  be  a  violation  of  what 
preceded  it  ;  but,  if  it  differs  in  something  beyond  mechanical 
equivalents — if  it  differs  in  something  beyond  form  and  propor- 
tions— if  the  difference  in  the  parts  of  a  pistol  where  it  is  charged 
is  very  considerable — the  plaintiff  can  not  claim  that  as  similar 
to  his. 

Look  a  little  at  this  in  a  practical  point  of  view,  and  as  prac- 
tical men.  Although  there  may  be,  for  instance,  in  a  subse- 
quent patent,  two  things  which  differ  from  the  prior  patent  in 
something  beyond  mechanical  equivalents,  form  and  proportions 
— and  though  they  may  be  improvements,  and,  therefore,  are 
not  to  be  treated  as  violations  of  the  other — yet,  at  the  same 
time,  it  is  to  be  considered,  that  if  there  is  a  third  thing  intro- 
duced in  the  defendants'  which  is  covered  by  the  plaintifPs 
patent,  the  party  is  liable  for  that  third,  although  not  for  the 
other  two. 

Therefore  it  becomes  imp(ytant,  in  considering  the  subject 
throughout,  that  you  consider  these  five  claims  of  the  plaintiff. 
They  are  separate  combinations.  They  are  not  five  things 
conibined  into  one.  They  are  five,  constituting  one  patent,  but 
each  of  them  is  a  separate  combination,  as  you  will  see  by  the 
patent.  If  they  were  all  one  combination  simply,  and  not  set 
out  as,  and  not  in  substance,  different  combinations,  the  defend- 
ants, in  order  to  infringe,  would  have  to  violate  the  combina- 
tion as  a  whole.  But  where  there  are  five  separate  combina- 
tions, as  there  are  in  this  case,  the  first  may  be  violated,  the 
second  may  be  violated,  but  the  third  need  not ;  because  they 
are  separate  combinations,  and  the  language  of  the  claims  is, 
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first,  combining  the  rotating  chambered  breech  with  the  lock, 
etc.,  third,  placing  the  nipples,  etc. 

They  are  each  distinct,  and  do  not  all  go  to  form  a  whole  as 
a  combination.  I  am  instructed  to  request  you  to  consider 
them  separately,  and  I  do  so. 

If  the  defendants  use  one  of  them  it  is  enough  ;  and  it  is  of 
no  consequence  to  this  result  whether  they  use  more  than  one, 
or  more  than  two,  except  in  respect  to  damages.  When  you 
come  to  that  subject,  it  may  be  of  some  importance  to  discrim- 
inate how  many  of  them  they  violate,  because,  according  to  the 
importance  of  that  one  combination,  and  according  to  the  vari- 
ous combinations  they  may  encroach  upon,  may  be  the  amount 
of  damages  to  be  recovered. 

I  have  said  that  I  am  going  on  to  see  how  far  the  plaintiff 
makes  out  his  prima  facie  case,  because  the  defendants  have 
offered  the  testimony  of  experts,  who  swear  that  their  pistols  are 
unlike  the  plaintifTs  in  principle,  and  that,  in  their  opinion,  they 
do  not  encroach. 

All  that  is  to  be  considered  when  you  come  to  make  up  your 
verdict.  But,  if  the  plaintiff  has  shown  a  patent  which  the 
Court  considers  legal ;  if  he  has  shown  an  extension  which  is 
prima  facie  valid ;  if  he  has  shown,  by  other  experts,  that  the 
defendants'  machine,  patented  ten  or  eleven  years  after  his, 
however  much  more  it  may  cover  in  some  particulars,  en- 
croaches upon  his,  and  that  his  machine  is  useful — he  lays  the 
foundation  for  damages,  prima  facie. 

As  to  the  utility,  which  is  the  only  other  point  to  be  consid- 
ered under  this  aspect  of  the  case,  there  has  been  but  one  opin- 
ion expressed  upon  both  sides — that  Colt's  fire-arms  have  been 
regarded  by  those  most  skillful  in  the  use  of  them,  for  many 
years,  since  1836,  as  very  valuable  and  very  effective ;  that  their 
utility,  in  this  respect,  has  not  only  been  tried  in  different  wars 
and  different  services,  but  it  has  been  examined  by  the  Govern- 
ment and  favorably  acted  upon ;  and  that  in  a  controversy 
between  the  defendants,  or  the  person  under  whom  they  claim, 
and  Colt,  where  the  former  interposed  against  the  plaintiffs 
having  a  contract  for  a  considerable  number  of  these  arms,  the 
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most  experienced  and  intelligent  officers  reported  decidedly  in 
favor  of  the  plaintifPs  arm. 

If  the  prima  facie  case  is  thus  made  out,  all  that  will  remain 
on  that  prima  facie  case  would  be  the  damages ;  and,  as  I  re- 
marked to  you,  they  would  be  influenced  by  the  number  of  the 
combinations  violated,  and  their  importance. 

(Mr.  Curtis  remarked  that  the  question  of  damages  was  not 
to  be  considered  by  the  jury.) 

That  is  so  much  easier,  gentlemen,  for  you  and  for  me. 
The  question  of  damages  the  parties  have  settled  among  them- 
selves ;  it  is  much  better  that  they  should  be  so  settled.  I  was 
about  to  repeat,  what  I  had  occasion  to  say  lately  in  this  very 
district,  in  relation  to  damages ;  that  I  am  determined,  so  far  as 
regards  myself,  that  if  a  party  has  clearly  violated  the  patent  of 
another,  he  shall  not  pay  less  than  he  would  if  he  had  con- 
tracted to  use  the  machine  during  the  time  he  had  been  using  it. 
The  idea  can  not  be  tolerated  in  a  civilized  community,  that  a 
man,  by  trespass,  shall  use  a  machine  for  a  less  sum  than  he 
would  have  to  pay  for  its  license.  Notwithstanding  all  this,  the 
defendants  say,  and  they  have  a  right  to  say,  that,  conceding 
their  patent  to  be  of  more  recent  date  than  the  plaintifPs,  and, 
therefore,  bound  to  yield  to  it,  as  between  them,  on  the  records 
of  the  Patent  Office,  yet  that  the  plaintiff  was  not  the  original 
inventor  of  those  improvements  which  he  has  covered  by  his 
patent. 

It  is  true  they  are  right  in  thinking  that,  if  they  support  it  by 
facts;  and  it  is  true  that  although  the  Government  gives  the 
patentee  a  patent  which  he  supposes  is  original,  it  is  open,  by 
the  act  of  Congress  of  1836,  and  all  other  acts  which  preceded 
it,  to  be  impugned  and  impeached.  A  patentee  is  exposed  to 
have  his  patent  shown  not  to  be  the  first  in  date  of  that  charac- 
ter: and  then,  however  wrong  or  right  the  defendant  is  in  his 
course,  yet  the  foundation  is  struck  from  under  the  feet  of  the 
plaintiff  as  having  been  the  original  inventor,  if  the  defendant  is 
able  to  show  that  there  were  prior  machines  used,  containing  in 
substance  the  principle  involved  in  the  plaintiff^s.  It  is  no 
matter  whether  those  prior  inventions  were  patented  or  not,  if 
they  existed,  if  they  were  discovered,  if  they  were  used. 
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The  only  effect  of  patenting,  as  regards  this  aspect  of  the 
question,  is,  that  it  rather  evinces  an  idea  on  the  part  of  the 
person  who  made  this  invention,  that  there  was  something  in  it 
that  it  was  valuable,  and  that  he  did  not  mean  to  abandon  it  to 
the  community  ;  therefore,  he  protects  it  by  a  patent  j  supposing 
it  valuable,  he  intends  to  reap  some  benefit  from  it.  Whereas, 
if  he  set  up  an  invention  many  years  ago,  and  did  not  patent  it, 
but  let  the  world  use  it,  there  is  some  indication  that  he  sup- 
posed he  had  nothing  very  valuable  or  important. 

But  it  goes  as  far  to  impeach  the  plaintifPs  machine,  if  it 
existed,  as  if  it  existed  and  was  patented.  And  it  is  of  no  con- 
sequence, if  it  existed,  that  the  party  did  not  choose  to  patent 
it.  In  some  aspects  of  the  patent  law,  it  might  be  important  to 
show  that  it  had  been  abandoned ;  that  is,  when  the  party  under- 
takes to  rely  on  priority  of  use  to  defeat  the  plaintiff.  But  here 
the  reliance  is  not  on  prior  use ;  therefore,  it  is  of  no  conse- 
quence whether  it  is  abandoned  or  not,  but  whether  it  was  the 
prior  invention.  When  I  say  "it,"  I  mean  a  machine  involv- 
ing the  same  or  a  similar  principle. 

A  great  many  other  considerations  have  been  pressed  in  con- 
nection with  this  view  of  the  subject,  but  I  believe  there  is  no 
way  in  which  you  will  be  able  to  comprehend  more  clearly 
whether  there  was  a  prior  invention,  similar  in  substance  to 
Colt's,  than  to  see  what  Colt's  was,  before  you  compare  it  with 
others,  or  others  with  Colt's.  What  did  Colt  do  ?  He  under- 
took, undoubtedly,  from  all  that  appears  in  the  case,  and  from 
^he  specification,  to  get  the  power,  through  a  revolver,  of 
having  more  discharges  in  a  short  space  of  time  than  by  a  single 
barrel.  That  is  one  great  essence  of  this  principle  of  revolving 
fire-arms.  He  introduced  revolvers,  undoubtedly,  which  might 
be  fired  oftener  within  the  same  space  of  time.  Another  object 
which  he  seems  to  have  developed  in  his  specification  is,  that  he 
should  do  this  with  as  much  safety  as  possible,  by  means  of 
nipples,  placed  between  partitions,  or  in  recesses,  so  that  the 
fire  should  not  communicate  from  one  barrel  to  the  other.  In 
doing  all  this,  you  will  perceive  (as  revolvers  can  not  be  had 
conveniently,  without  a  pretty  large  magazine  and  barrel 
besides),  that,  for  a  pistol,  it  would  necessarily  make  the  arm 
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heavy  ;  one  of  the  general  objects  connected  with  a  revolver 
would  be  to  have  it  no  heavier  than  was  necessary  for  security. 
With  five  or  six  barrels,  it  would  be  necessary  to  have  more 
weight  than  with  one  or  two.  He  must  see,  therefore,  as  a 
general  principle,  to  make  these  arms  effective,  that  they  con- 
tain weight  and  strength  enough  for  security,  but  at  the  same 
time  that  they  should  npt  be  more  cumbersome  than  necessary 
to  accomplish  the  object  pointed  out.  All  these  general  princi- 
ples, Mr.  Colt  seems,  from  his  specification,  to  claim. 

He  seems  to  have  sought,  in  his  combinations,  some  way  to 
cock,  uncock,  turn  the  revolver,  and  hold  it  in  its  place,  while 
the  discharge  was  going  off. 

If  he  could  not  do  that,  although  he  had  the  cylinder  with  six 
chambers,  it  would  be  a  mere  child's  toy.  He,  therefore,  sets 
out,  in  his  first  claim,  that  he  combines  the  breech  with  the 
lock,  so  that  by  lifting  the  hammer  to  cock  the  lock,  the  cylin- 
der shall  be  turned  ;  and  he  goes  on  to  enlarge  upon  that  in  the 
second  claim  ;  the  cylinder  must  be  held  firm  for  a  time,  in 
order  to  effect  the  discharge ;  and  then,  after  the  discharge,  he 
wants  to  turn  it  again,  and  therefore  there  must  be  some  way 
to  liberate  it,  which  is  the  second  combination.  These  are  the 
two  leading  combinations  that  he  sets  out  in  his  specification ; 
then  there  is  a  third  in  regard  to  the  nipples  and  partitions ;  the 
fourth  and  fifth  are  subordinate  matters. 

The  first  inquiry,  after  seeing  what  his  combinations  are,  is 
whether  there  were  any  arms,  preceding  his,  which  involve  and 
unite  these  different  improvements  which  he  sets  out  that  he  had 
made,  and  which  were  the  same  in  principle.  A  great  deal  has 
been  said  here  about  "  methods "  in  the  specifications.  The 
patent  is  not  for  a  method,  merely,  but  for  a  machine  operating 
in  that  method  or  mode,  or  form,  which  the  patent  covers. 
Now,  was  there  a  former  fire-arm  which  contained  this  first 
combination  in  substance,  and  the  second  in  substance,  and  the 
third  ?  or,  was  there  one  which  contained  any  one  of  them  ? 

If  there  was  a  machine  which  contained  any  one  of  them,  it 
would  precede  him  on  that  one,  but  only  on  it.  If  there  is  any 
one  of  the  five  which  did  not  exist  before  him  in  that  form,  he 
is  entitled  to  recover  on  that.     You  are  now  prepared  to  take  . 
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up  the  different  fire-arms  which,  it  is  said,  existed  before,  and 
were  similar  in  substance  to  the  plaintifPs. 

The  only  gun,  according  to  my  minutes,  which  is  contended 
to  be  of  an  earlier  date  than  Colt's  invention,  provided  he  made 
it  in  1831,  as  he  contends  he  did,  is  what  is  called  the  French 
or  Coolidge  gun,  about  which  you  have  had  a  good  deal  of 
testimony — some  from  the  person  who  manufactured  and  sold 
it  pretty  extensively,  and  was  interested  in  the  use  of  it. 

That  was  patented  abroad  about  18 18,  and  published  in  1825, 
so  that  it  is  early  enough  in  date ;  and  the  only  question  is, 
whether  the  combination  and  the  machinery  used  there,  to 
effect  the  object,  was  the  same  in  substance  or  principle  with 
that  in  Mr.  Colt's. 

It  is  contended,  on  the  one  hand,  that  it  was  similar,  and 
experts  have  been  put  on  the  stand  to  prove  it,  some  of  whom 
speak  of  a  spring  in  it  for  revolving  the  chamber,  as  different 
from  the  common  spring  which  is  used  in  fire-arms,  being  acted 
upon,  and  making  a  movement  by  that  action,  and  by  the 
inherent  power  of  the  spring;  in  other  words,  it  was  a  coil 
spring,  wound  up  by  hand.  On  the  part  of  the  plaintiff,  experts 
say  that  this  kind  of  a  spring,  and  the  mode  of  operating  it,  was 
different  from  the  mode  of  operating  in  Colt's  by  drawing  up 
the  hammer,  and  in  that  way  causing  the  chamber  to  revolve 
without  any  coil  spring. 

On  that  subject,  I  am  requested  to  charge  you  whether  in 
point  of  law  that  coil  spring  is  the  same  with  the  common  spring 
which  is  often  put  into  fire-arms. 

I  must  confess  my  inability  to  do  it,  unless  you  first  find  the 
fact  for  me,  and  that  fact  I  submit  to  you.  Whether  it  is  the 
same  in  substance  or  principle,  depends  on  whether  it  is  the 
same  kind  of  instrument  or  not,  and  whether  it  acts  in  the  same 
way  in  substance,  and  produces  the  same  result  in  substance. 
If  it  does,  you  may  consider  it,  in  law,  the  same  in  principle. 
But,  on  the  contrary,  although  called  a  spring,  if  it  operates  on 
a  principle  different  from  springs  usually  employed,  if  the  results 
are  not  the  same,  if  it  does  not  act  in  the  same  manner,  if  it  is 
to  be  wound  up  by  hand  in  order  to  make  it  continue  to  operate, 
I  should  tell  you  it  is  not  the  same  in  point  of  law. 
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Things  may  go  by  the  same  name,  and  not  be  the  same  in 
substance  or  principle.  We  talk  abo^ut  the  main  spring  of  a 
watch,  but  it  is  a  very  different  thing  from  some  springs ;  yet  it 
is  a  spring. 

Whether  it  is  like  others  in  substance  or  not,  is  a  question 
for  the  jury  to  determine,  and  not  the  Court ;  it  is  a  question 
of  fact.  But  I  would  recommend  you  to  look  at  this  question, 
as  to  the  similarity  of  the  French  or  Coolidge  gun,  in  another 
view. 

Was  that  gun,  or  rifle,  made  so  that  it  could  operate  as  Colt's 
does  ?  is  the  hand  used  in  it  no  more  than  in  Colt's  ?  In  Colt's 
the  hand  is  used  to  draw  the  hammer  and  cock  the  piece,  and 
for  nothing  else,  so  that  you  can  go  on  revolving  it  ad  infinitum ; 
of  course,  some  one  must  use  the  hand  to  reload.  Did  the 
Coolidge  gun  operate  in  that  way  ? 

Must  you,  or  must  you  not,  in  that  gun,  use  the  hand  to  wind 
up  the  spring,  as  well  as  to  draw  back  the  hammer,  before  you 
can  turn  the  cylinder  ?  Must  you  not  use  the  hand  there  again, 
and  wind  up  the  spring  ? 

But  there  is  another  consideration  connected  with  this  which  • 
possesses  some  importance,  and  that  is — whether  it  was   differ- 
ent or  not; — did  it  succeed  like  this  of  Colt's. 

If  it  was  the  same  in  substance — if  it  was  the  same  in  princi- 
ple— would  it  not  have  succeeded  as  well,  and  did  it  succeed 
as  well  ?  On  that  you  must  go  to  the  testimony  of  Mr.  Col- 
lier. He  said,  that  after  making  a  small  number,  compared 
with  the  whole,  he  became  satisfied,  as  all  others  who  used  the 
arm  did,  that  this  spring  was  inefficient  and  unnecessary  in  his 
gun,  and  that  it  was  flung  aside  entirely,  and  the  barrels  have 
ever  since  been  turned  by  the  hand  at  every  discharge. 

These  are  considerations  to  be  weighed  in  connection  with 
the  opinion  of  experts.  If  you  believe  that  that  spring  was  the 
same  in  substance  as  Colt's — ^that  it  operated  as  well  as  Colt's — 
that  it  was  not  flung  aside,  and  still  continues  to  operate — if  you 
believe  it  could  be  used  originally  with  no  more  employment  of 
the  hand  in  connection  with  it  than  in  Colt's,  you  are  at  liberty, 
and  ought,  probably,  to  come  to  the  conclusion,  that  it  contained 
in  substance  all  that  is  in  Colt's.     But,  if  you  do   not  believe 
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these  things — if  you  believe  the  reverse  was  true,  then  this 
should  not  be  considered  as  taking  away  from  Mr.  Colt  his  mer- 
its as  the  original  inventor. 

I  say  this  is  the  only  gun  which  is  pressed  upon  you  earlier 
than  1831,  the  supposed  date  of  Colt's  invention. 

As  to  that  date,  however,  there  seems  to  be  conflict,  to  a 
certain  extent.  As  I  stated,  in  your  hearing,  in  the  progress  of 
the  case,  while  the  testimony  was  being  put  in,  the  date  of  the 
invention  is  the  date  of  the  discovery  of  the  principle  involved, 
and  the  attempt  to  embody  that  in  some  machine — not  the  date 
of  the  perfecting  of  the  instrument.  It  was  on  that  account 
that  I  did  not  consider  it  pertinent  to  go  into  the  testimony  as 
to  the  progress  of  the  perfecting  of  the  machine.  If  the  inven- 
tion was  made — if  it  was  set  forth  in  a  machine  which  would, 
and  did  discharge  a  fire — that  is  all  which  is  necessary  to  con- 
stitute the  invention.  But  the  party  can  not  get  a  patent  until 
he  perfects  it  in  some  sense  of  the  word — that  is,  until  he  goes 
on  and  makes  improvements  to  render  it  practical  and  useful — 
for  it  is  one  element  of  a  machine,  necessary  to  sustain  a  patent, 
that  it  is  useful.  It  is  a  very  different  thing  to  sustain  a  patent, 
when  it  is  attacked  by  another  patent,  from  what  it  is  to  show 
the  invention  compared  with  a  prior  invention  ;  for  invention 
is  the  discovery  of  the  main  principles  of  the  machine,  and  em- 
bodying it  in  wood  or  iron,  or  of  whatever  it  is  to  be  composed, 
and  making  it  act.  Perhaps  I  go  quite  too  far  in  requiring  all 
these  things  ;  but  such  is  the  state  of  society,  and  such  is  the 
pirating  principle  which  governs  many,  that  it  is  necessary.  I 
have  tried  a  case  here  in  which,  when  a  party  was  perfecting  a 
machine,  another  man  stole  into  the  workshop,  examined  the 
principle,  got  the  dimensions,  and  pirated  the  principle  before 
the  inventor  had  an  opportunity  to  perfect  the  machine  in  any 
sense  of  the  word.  He  could  not  get  out  his  patent  until  he 
got  his  machine  made,  and  so  it  would  work ;  but  he  could 
protect  himself  against  a  pirate  who  encroached  upon  him. 

In  order  to  settle  the  point  of  invention  here,  before  you  go 
any  further,  you  have  the  testimony  not  only  of  Mr.  Chase,  but 
some  half-a-dozen  who  saw  this  invention,  and  saw  two  speci- 
mens in  iron  or  steel,  as  early  as  183 1.     Those  specimens  and 
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drawings  are  produced,  and  the  witness  (Mr.  Chase)  swears  that 
they  have  been  in  his  possession  ever  since,  until  a  few  months 
ago.     To  contradict  that,  I  do  not  remember  any  testimony. 

There  are  some  circumstances  which  ought  to  be  weighed,  as 
far  as  they  should  be,  against  this  positive  proof,  coming  from  a 
variety  of  sources.  One  is,  that  although  Mr.  Colt  considered 
his  machine  then  perfected  so  as  to  entitle  him  to  a  patent  for 
it,  and  started  for  Washington  with  drawings  and  models,  he 
did  not  get  it  patented  until  1836;  and  that  this  delay  is  a  cir* 
cumstance  which  would  go  to  raise  some  probability  that  he 
had  not  made  his  invention  perfect.  If  there  was  not  positive 
testimony  that  he  had  made  it,  this  would  be  entitled  to  some 
consideration  ;  as  it  is,  you  must  give  it  such  weight  as  it  de- 
serves. 

For,  in  addition  to  this,  the  plaintiff  produces  the  testimony 
of  Mr.  Elliott,  that  in  1832  Mr.  Colt  went  to  Washington  with 
his  fire-arm,  and  with  drawings,  for  the  purpose  of  taking  out  a 
patent.  In  1831  the  transaction  took  place  at  Hartford,  and 
the  invention  in  1832  had  made  such  progress  as  that  he  thought 
he  was  entitled  to  take  out  his  patent ;  and  Mr.  Elliott  then 
thought  it  a  beautiful  machine,  and  that  it  would  be  useful,  and 
recommended  the  delay,  in  one  sense  of  the  word  showing  that 
the  circumstance  about  the  delay  is  not  entitled  to  the  weight  it 
might  usually  have.  Mr.  Elliott  recommended  the  delay,  and 
that  he  should  go  to  Europe  and  take  out  a  patent  abroad, 
because  fire-arms  are  unfortunately  needed  all  the  world  over, 
and  needed  more  in  Europe  than  here,  although  we  use  them 
pretty  freely  sometimes  ;  and  also  that  he  should  file  a  caveat 
here,  setting  out,  substantially,  his  claims,  and  warning  the 
Patent  Office  against  issuing  a  patent  to  anybody  else  for  a  like 
thing ;  that  caveat,  they  say,  was  burned  in  the  Patent  Office 
in  1836. 

If  you  believe  that  the  plaintifPs  invention  was  made  in  1831 
or  1832,  all  the  others,  except  the  French  gun,  seem  to  be  of  a 
subsequent  date.  The  Smith  gun,  which  is  the  one  pressed 
most  strongly  as  to  date,  was  not  finished,  according  to  the  mass 
of  the  testimony,  until  1833 — some  considered  that  it  was  in 
1834 — but  it  was  not  finished,  so  as  to  be  an  operative  piece. 
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until  1833  ;  and  if  so,  it  is  wholly  immaterial  to  go  into  any 
consideration  as  to  how  near  it  resembled  the  plaintifTs,  for  if 
it  was  of  subsequent  date,  it  does  not  impair  or  impeach  his. 

Mr.  Colburn  admits  that  his  gun  was  not  made  until  1833; 
his  patent  is  dated  in  1833.     It  had  a  double  trigger. 

But,  if  it  was  not  until  1833,  there  is  no  use  of  going  over 
these  various  considerations,  traveling  to  Michigan,  to  Auburn, 
and  back  again,  and  seeing  all  these  processes  and  contrivances, 
alleged  to  have  been  resorted  to,  to  color,  and  rust  up,  and  fit 
the  gun  for  the  trial,  and  the  explanation  which  has  been  made 
why  this  was  done,  and  that  no  fraud  was  contemplated,  and  no 
improper  agency  was  exerted  about  it ;  all  these  are  of  no  con- 
sequence, if  it  was  as  late  as  1833,  ^^^  Colt's  was  invented  in 
1831  or  1832. 

You  see  why  the  point  of  invention  is  so  important,  and  not 
that  of  patenting;  because  if  Colt's  was  invented  in  1831  or 
1832,  and  was  known  to  several  persons  in  Hartford,  although 
he  attempted  to  keep  it  as  quiet  as  he  could,  he  was  probably 
pirated  upon  by  these  persons,  rather  than  they  pirated  upon  by 
him,  especially  if  Colburn  was  at  Hartford. 

The  importance  of  showing  that  these  other  improvements 
and  machines,  similar  to  Colt's,  were  before,  is,  that  if  they 
existed  before,  he  may  have  copied  them  ;  but  if  all  which 
were  similar  in  principle  existed  after,  he  did  not  copy  from 
them,  but  they  were  likely  to  have  copied  from  him.  But  it 
often  happens  that  they  do  not  copy  at  all  ;  that  they  are  a  sort 
of  independent  original  inventors ;  yet  such  is  the  law  that  the 
date  of  the  invention  becomes  very  material,  because  it  is  the 
earliest  in  date  that  is  then  to  succeed. 

The  Ohio  gun  was  as  late  as  1834  or  1835;  and  if  you  be- 
lieve it  was  several  years  after  Colt's,  it  is  not  important  to  go 
into  the  differences. 

I  do  not  propose  to  say  any  thing  more  on  this  subject,  except 
to  have  you  put  to  your  brethren,  Mr.  Foreman,  when  you  re- 
turn to  your  room,  after  reviewing  the  evidence,  this  general 
consideration :  Did  any  of  these  guns  succeed  as  the  plaintifPs 
did  i  If  they  did,  it  raises  a  strong  presumption,  in  addition  to 
any  testimony,  that  they  were   similar.     As   I  said  about  the 
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French  gun,  did  they  operate  as  Colt's  did  ?  as  successfully  ? 
did  they  continue  to  operate  ?  If  they  were  the  same  in  prin- 
ciple, another  question  occurs  in  connection  with  that  fact,  and 
which  you  will  consider,  and  to  which  you  will  give  its  due 
weight,  and  no  more ;  whether  you  have  heard  on  the  stand,  in 
the  progress  of  this  case,  or  anywhere  else,  of  the  power  and 
effectiveness  of  Smith's  rifles  in  the  world  ;  have  they  crossed 
the  Atlantic,  or  penetrated  the  wilds  of  America } 

Coolidge's  guns — used  now  without  any  thing  to  turn  them 
but  the  hand  —  do  you  hear  or  read  of  them  as  circulated 
through  both  hemispheres  ?  The  Ohio  gun — the  Colburn  gun 
— have  they  succeeded  ?  are  they  known  ?  do  the  experts,  the 
men  of  science  here,  speak  of  them  as  displaying  something 
new,  beautiful  and  successful  ? 

All  this  is  to  be  considered. 

On  the  other  hand,  it  is  true,  things  may  fail  for  a  time,  and 
not  eventually — not  entirely ;  the  parties  may  not  choose  to 
patent  them,  even  if  they  gain  something  valuable.  But  what 
is  the  presumption  ?  If  these  great  inriprovements  were  made 
before  Colt  made  them,  what  became  of  them  ;  why  did  they 
disappear  any  more  than  his,  if  they  were  the  same  in  principle 
and  in  substance  ? 

That  is  to  be  considered  and  weighed  with  the  other  testi- 
mony, and  that  importance  given  it  which  seems  rational  under 
all  the  circumstances  of  the  case. 

I  hasten  to  another  consideration  connected  with  this  subject 
— ^as  to  the  extension,  in  the  procurement  of  which  the  defend- 
ants aver  that  there  was  some  moral  fraud,  and  that  it  should, 
therefore,  vitiate  a  recovery  here  by  the  plaintiff.  As  you  heard 
in  the  course  of  the  trial,  the  Commissioner,  in  acting  on  this 
subject,  acts  under  a  law  of  Congress  ;  and  it  is  his  business  to 
conform  to  the  law ;  it  is  his  business  not  to  make  the  exten- 
sion until  he  is  satisfied  that  the  party  has  not  been  sufficiently 
rewarded,  and  when  he  is  so  satisfied,  it  is  his  duty  to  grant  the 
extension,  making  it  in  conformity  to  the  law. 

It  is  not  the  case  of  a  suit  between  A  and  B.  It  is  a  pro- 
ceeding pending  between  the  patentee  and  the  Government ; 
but,  with  abundant   caution,  the  Government  says,  in  its  law, 
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that  when  this  application  is  made,  the  Commissioner  shall  give 
notice  to  the  world,  that  they  may  come  in  and  show  why  it 
should  not  be  extended.  In  this  case,  notice  was  given,  and  a 
certain  time  fixed  for  the  purpose.     Nobody  appeared. 

Probably  some  opposition  was  expected,  from  the  adjourning 
of  it ;  and  the  adjournment  may  have  been  made  for  the  pur- 
pose of  receiving  other  testimony,  the  testimony  not  having 
been  .prepared  until  it  was  ascertained  whether  there  would  be 
opposition  testimony,  as  to  expenditures  and  receipts,  to  see 
how  the  balance  stood.  Notice  of  the  day  had  been  given  ; 
anybody  disposed  to  make  opposition  could  do  so ;  no  one  chose 
to  go ;  I  do  not  know  that  the  Commissioner  does  wrong,  after 
that,  whenever  he  has  evidence  that  the  party  was  not  remun- 
erated, in  making  an  extension.  It  ought  to  be  made  seasona- 
bly, that  the  party  may  know  whether  he  is  to  have  seven  years 
more ;  and  I  do  not  know  that  anybody  has  a  right  to  complain, 
if  he  does  not  choose  to  go  there  and  make  opposition,  at  the 
time  mentioned. 

But,  whether  he  did  right  or  wrong,  the  extension  is  legal ; 
it  is  valid  as  regards  the  original  patentee,  and  nobody  has  a 
right  to  complain,  in  a  moral,  or  any  other  point  of  view,  who 
got  notice  and  did  not  choose  to  go  and  attend  to  it,  whether 
because  he  did  not  intend  to  show  that  Mr.  Colt  had  made  a 
great  deal  out  of  it  at  that  time,  or  because  he  thought  it  more 
liberal  to  let  the  extension  take  place,  or  that  it  was  very  likely 
to  take  place  if  he  did  oppose  it,  on  account  of  the  great  merit 
of  the  machine.  Whatever  may  have  been  the  cause,  he  did 
not  appear  at  the  proper  time,  and  the  Commissioner  made  the 
extension ;  it  is,  therefore,  in  point  of  law,  valid,  and  I  see  in 
it  no  evidence  of  fraud.  If  there  was  any  fraud  at  all,  it  would 
be  in  the  Commissioner,  rather  than  anybody  else.  The  jury  % 
can  not  find  fraud  without  evidence. 

It  is  said,  too,  there  was  an  assignment,  and  therefore  Mr. 
Colt  could  not  recover.  Counsel  have  not  dwelt  upon  it,  in  the 
close,  on  either  side. 

It  appeared,  in  a  subsequent  stage  of  the  case,  that  the  inter- 
est which  was  assigned  has  been  reassigned,  in  conformity  with 
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the  laws  of  New  Jersey ;  and  therefore  h-e  is  entirely  justified  in 
recovering,  if  he  makes  out  his  case  in  other  respects. 

I  would  not  instruct  you  that  the  agreement  produced  here 
would,  of  itself,  revest  the  title  in  Mr.  Colt ;  because,  I  think 
that  the  meaning  of  the  agreement  is,  that  if  the  Patent  Arms 
Company  ceased  to  make  these  arms,  they  licensed  Mr.  Colt  to 
go  on  and  make  them,  instead  of  themselves. 

It  is  rather  a  license  than  a  revesting  of  the  interest.  But  I 
do  instruct  you  that  this  reassignment  is  in  law,  valid,  and  is 
enough  without  going  to  the  other. 

There  is  one  other  consideration  which  has  been  suggested  in 
the  progress  of  the  trial — that  the  plaintiff  claims  all  modes  for 
doing  the  thing,  and  therefore  he  claims  too  much.  In  point 
of  law,  the  claim  must  be  construed  to  mean  the  modes  which 
he  points  out  for  his  operations,  and  not  any  and  all  modes.  It 
is  true  the  operation  of  the  law  is  such,  that  any  mode  which  is 
equivalent  to  the  one  he  points  out — which  is  similar — is  covered 
by  his  patent,  when  he  claims  a  particular  mode  ;  but  in  his 
patent  he  claims  only  what  he  points  out,  and  that  covers  all 
which  are  similar  and  analogous,  or  which  vary  only  in  form. 

Having  made  this  suggestion,  I  come  now  to  the  last  consid- 
eration, which  is  considered  by  the  defendants  of  considerable 
importance — the  point  of  infringement. 

I  have  already  suggested  to  you  what  are  the  leading  princi- 
ples which  would  govern  in  an  infringement.  The  defendants 
must  use  something  which  is  one  of  the  combinations  of  the 
plaintiff's,  in  order  to  infringe;  they  must  have  taken  some  one 
of  the  combinations,  and  used  it.  Adding  and  improving  as 
much  as  they  may,  if  they  have  taken  one,  they  are  liable  for 
the  use  of  that  one. 

It  is  true  that  there  may  be  a  distinction  of  another  kind  ;  if 
a  defendant  does  not  add,  but  makes  a  change — improves  one 
part  of  the  machinery  used — he  may  do  that,  and  not  be  liable 
in  the  common  acceptation  of  the  term,  and  it  might  not  be  con- 
sidered as  a  separate  and  additional  improvement,  but  a  change 
which  is  made  by  itself. 

If  there  be  improvements,  for  instance,  of  the  bevel-gear  and 
ratchet,  that  has  nothing  to  do  with  Mr.  Colt's  mode  of  moving 


126  DISTRICT    OF    MASSACHUSETTS. 

Colt  V.  Mass.  Arms  Co. 

the  cock,  and  fastening  the  revolver,  and  all  that.  There  is  a 
cog  put  in  there  which  is  new;  it  is  there,  in  and  of  itself, 
whether  it  is  an  improvement  or  not.  If  it  is  an  improvement, 
it  can  be  protected  as  such ;  but  it  does  not  enable  them  to  use 
other  portions  of  Mr.  Colt's  patent — other  portions,  which  they 
never  invented,  and  never  got  a  license  to  use. 

Experts  throw  some  light  upon  this  point,  as  to  whether  the 
defendant's  pistol  does  not  use,  in  substance,  what  is  in  Colt's. 
It  may  use  more  or  less  in  some  particulars,  but  does  it  use 
what  Colt's  uses,  and  what  he  invented  in  substance — some 
efficient  part  of  the  machinery  ?  Messrs.  Mapes  and  Blanchard 
swear  that  it  uses  the  same  in  substance  as  Mr.  Colt's,  with  a 
variation  of  form,  and  of  mechanical  equivalents.  On  the  con- 
trary, witnesses  on  the  part  of  the  defendants  seem  positive  that 
it  is  not  similar  in  substance. 

There  is  another  consideration  in  connection  with  this — and 
where  you  can  find  general  considerations  to  advert  to,  perhaps 
they  are  safer  than  contradictory  testimony.  Do  you,  or  do 
you  not,  believe  that  Wesson  invented  the  machine  or  pistol — 
that  he  would  ever  have  made  it,  if  he  had  not  seen  and  profited 
by  Colt's  in  doing  it ;  and  was  he  not  trying  to  defeat  the  re- 
newal of  Colt's  patent  in  1850? 

He  was  there  by  his  counsel.  He  had  had  Colt's  to  see  for 
twelve  years  or  more— could  he  have  made  his  unless  he  had 
seen  and  profited  by  it  ?  Does  not  that  raise  the  presumption  ? 
That  is  for  you  to  consider.  If  not,  why  did  he  want  to  defeat 
the  extension  of  Colt's  ?  Why,  if  Colt's  had  not  been  extended, 
it  would  have  expired,  and  he  and  everybody  else  could  have 
used  it  with  impunity ! 

I  do  not  know  that  there  is  much  in  the  consideration  pressed 
on  the  one  side  or  the  other  about  which  is  superior.  That  is 
not  the  question ;  it  is  whether  they  operate  upon  a  similar  prin- 
ciple. Though,  on  that  subject,  if  you  think  right  to  advert  to 
it,  you  can  take  not  only  the  testimony  upon  both  sides,  but 
that  of  the  Board  of  Ordnance,  which  examined  both,  to  see 
which  was  superior,  and  decided,  for  reasons  which  have  been 
laid  before  you,  that  Colt's  was  superior  to  the  defendant's.  I 
do  not  consider  that  a  question  of  great  magnitude ;  though,  if 
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the  jury  choose  to  go  into  it,  in  connection  with  other  matters, 
they  have  a  right  to  do  it. 

I  believe  I  have  suggested  to  you  every  thing  which  it  is 
proper  for  me  to  say  on  the  subject. 

Doubtless  other  considerations  will  occur  to  yourselves.  I 
have  no  wish,  in  this  case,  but  that  you  should  examine  it  care- 
fully, and  render  such  a  verdict  as  your  sense  of  duty  dictates. 

The  Jury  found  a  verdict  for  the  plaintiff. 


Christian  Edward  Detmold 

vs. 

David    Reeves,    R.  S.  Buck,    S.  J.  Reeves,    et  al. 

In  Equity. 

He  who  has  discovered  some  new  element,  or  property  of  matter,  may  secure  to  him- 
self the  ownership  of  his  discovery,  as  soon  as  he  has  been  able  to  illustrate  it 
practically  and  to  demonstrate  its  value.  His  patent  in  such  a  case  will  be  com- 
mensurate with  the  principle  which  it  announces  to  the  world,  and  may  be  as 
broad  as  the  mental  conception  itself. 

But  the  mental  conception  must  have  been  susceptible  of  embodiment,  and  must  have 
been,  in  fact,  embodied  in  some  mechanical  device,  or  some  process  of  art.  The 
patent  must  be  for  a  thing — not  for  an  idea  merely. 

The  contract  of  the  public  is  not  with  him  who  has  discovered,  but  with  him  who  also 
makes  his  discovery  usefully  known.  If  he  has  discovered  much  and  discloses 
little,  communicates  to  the  world  only  one  or  more  of  the  derivative  and  secondary 
truths  of  the  principle  he  has  discovered,  he  patents  no  more  than  he  has  pro- 
claimed. He  will  not  be  allowed,  afterward,  when  the  extent  of  his  right  shall  be 
the  subject  of  controversy,  to  expand  into  a  general  expression  what  was  before 
limited  to  a  particular  form,  and  argue  that  he  had  described  the  whole,  by  impli- 
cation, from  the  first. 

(Before  Kane,  J.,  Eastern  District  of  Pennsylvania,  September,  1851.) 

This  was  an  application  for  a  provisional  injunction 
to  restrain  the  defendants  from  the  infringement  of  letters 
patent    for  ^^  a    method    of  generating    and    supplying   heat,'* 
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granted  to  Christian  E.  Detmold  as  the  assignee  of  M.  Faber 
Du  Faur,  April  i6,  1842,  and  reissued  January  23,  1845. 
The  claims  of  the  patent,  and  the  facts  involved  in  the  decis- 
ion, sufficiently  appear  in  the  opinion  of  the  Court. 

Messrs.  Harding^  Campbell^  HazUhurst^  and  Cadwalader  for 
complainant. 

Messrs,  Shepherd^  Gerhard^  Meredith ^  JVtlUams^  and  Mallory 
for  defendants. 

Kane,  J. 

The  complainant,  Mr.  Detmold,  is  the  assignee,  and  as  such 
the  patentee  in  this  country,  of  an  invention  made  by  M.  Faber 
Du  Faur,  and  patented  by  him  in  1840  and  1841,  in  Bavaria 
and  Wurtemburg.  The  American  patent  was  issued  in  1842, 
but  it  was  amended  and  reissued  in  1845.  ^^  ^^^  for  "a  new 
and  useful  invention  for  generating  aqd  applying  heat,"  and  its 
immediate  subject  is  a  new  mode  of  collecting,  conducting  and 
using  the  combustible  gases  that  ordinarily  escape  from  the  tun- 
nel-head of  the  blast  furnace.  The  defendants  are  extensively 
engaged  in  the  manufacture  of  iron,  and,  it  is  charged,  that  they 
are  availing  themselves  of  a  part  of  the  patented  invention. 

The  interests  which  are  involved  in  the  controversy  are  very 
great,  and  may  be  seriously  affected  by  the  action  of  the  Court 
on  the  present  motion.  This  argument,  therefore,  has  had  the 
widest  range — embracing  the  originality  of  the  patented  inven- 
tion, its  practically  useful  character,  its  identity  in  principle  with 
the  apparatus  employed  by  the  defendants,  the  right  of  the  in- 
ventor, by  his  assignee,  to  protection  under  the  patent  laws,  the 
regularity  of  the  proceedings  of  reissue,  and  their  legal  effect, 
as  well  as  the  policy  of  postponing  the  summary  relief,  which  it 
is  the  province  of  equity  to  administer,  until  after  an  adjudica- 
tion of  the  merits  by  a  court  of  law.  But,  of  these  questions, 
which  were  argued  by  learned  counsel  on  both  sides  with  char- 
acteristic ability,  there  is  only  one,  after  all,  which,  on  a  careful 
review  of  the  whole  ground,  I  deem  it  necessary  to  decide. 

The  claim  of  the  complainant,  as  it  has  been  expounded  by 
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his  counsel  in  the  present  case,  is  for  *'  a  new  method  of  econo- 
mizing fuel,  by  using  the  waste  combustible  gases  of  the  upper 
portion  of  the  blast  furnace,  by  drawing  them  off  below  the 
upper  level  of  the  charge,  and  conducting  them  through  con- 
venient passages  to  other  fire-places  or  structures,  there  to  be 
burned  as  fuel."  It  does  not  assert  an  exclusive  right  to  the 
use  of  gases  from  the  tunnel-head,  nor  to  the  employment  of 
pipes  or  tubes  for  conducting  gases  ;  and  very  properly,  for  both 
of  these  were  long  ago  familiar  to  the  arts  ;  its  essential  charac- 
teristic is,  that  the  gases  are  to  be  withdrawn  ^^  below  the  upper 
level  of  the  charge." 

Can  such  a  claim  be  legitimately  deduced  from  the  terms  of 
the  patent  before  me  ?  This  is  the  controlling  question  of  the 
cause. 

The  descriptive  language  of  the  specification  does  not  desig- 
nate, as  the  place  for  taking  off  the  gases,  a  point  ^^  below  the 
level  of  the  charges  " — ^an  expression  that  would  apply  equally 
well  to  any  and  every  such  point — but  one  *'  at  or  near  that 
point  of  the  furnace  where  the  limestone  employed  as  a  flux 
is  completely  calcined,  and  the  reduction,  or  deoxydation,  has 
not  yet  commenced  ;  and  this  point,  it  adds,  ^^  will  generally  be 
at  about  one-third  the  hight  of  the  whole  furnace  below  the 
tunnel-head,  or  two-thirds  above  the  bottom  stone." 

It  is  true,  that  the  formal  claim,  at  the  close  of  the  instrument, 
speaks  of  drawing  the  off  gases  at  ^^  one  or  more  points  below 
the  top  of  the  fuel ;  and  if  the  expressions  fuel  and  charges  can 
be  regarded  as  convertible,  this  would  certainly  countenance  the 
exposition  of  the  complainant's  counsel.  But  it  does  not  stand 
alone ;  and  it  can  not  be  interpreted  fairly,  without  giving  effect 
to  the  words  that  follow  it,  ^^  substantially  as  set  forth  in  the 
above  specification."  There  is  here  an  important  qualification 
of  the  broad  language  of  the  claims-one  that  limits  and  defines 
it  by  a  reference  to  the  description  that  has  gone  before — ^and 
when  the  two  parts  are  taken  together,  as  they  must  be,  they 
do  not  impart  the  withdrawal  of  the  gases  from  below  the  top 
of  the  charges  generally,  at  any  and  all  points  whatsoever,  but 
specially — from,  at,  or  near  that  point  below  the  top  of  them, 
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at  which  the    flux   has  been  calcined,  and  the    deoxydation  is 
about  to  begin. 

The  explanatory,  or  practical  reference  which  is  added  in  the 
specification,  to  a  point  one-third  below  the  top  of  the  furnace, 
makes  this  even  more  plain.  For,  the  indication  of  a  point, 
ascertainable  by  simple  measurement,  as  the  one  that  will  in 
most  cases  conform  the  structural  arrangement  to  the  rule 
deduced  from  scientific  principle,  is  almost  a  declaration  in 
terms,  that  the  patentee  had  in  view  a  particular  point,  and  did 
not  mean  to  apply  his  claim  to  all  points  below  the  charges 
alike. 

So  far,  then,  as  the  motion  for  an  injunction  asserts,  as  its 
basis,  that  the  defendants  are  using  a  device  which  has  been 
specifically  described  and  claimed  in  the  patent,  it  can  not  be 
sustained.  Since  it  is  conceded  that  the  defendants  do  not  take 
out  the  gases  ^^  at  or  near  the  point  at  which  the  calcination  is 
perfected,  while  the  deoxydation  has  not  yet  begun."  Nor  at 
or  "  about  one-third  of  the  hight  of  the  tunnel,"  measured  from 
the  top.  But  the  question  still  remains,  whether  the  defendants 
are  not  violating  the  patent  substantially ;  deriving  from  it 
information  essentially  connected  with  its  subject-matter  ;  and 
only  so  far  varying  their  structure  in  form  ^and  proportion  as  to 
elude  its  terms. 

'  There  is  no  doubt,  that  he  who  has  discovered  some  new  ele- 
ment or  property  of  matter,  may  secure  to  himself  the  owner- 
ship of  his  discovery,  so  soon  as  he  has  been  able  to  illustrate  it 
practically,  and  to  demonstrate  its  value.  His  patent,  in  such  a 
case,  will  be  commensurate  with  the  principles,  which  it  an- 
nounces to  the  world,  and  may  be  so  broad  as  the  mental  con- 
ception itself.  But,  then,  the  mental  conception  must  have 
been  susceptible  of  embodiment,  and  must  have  been,  in  fact, 
embodied  in  some  mechanical  device,  or  some  process  of  art. 
The  abstract  must  have  been  resolved  into  the  concrete.  The 
patent  must  be  for  a  thing — not  for  an  idea  merely. 

This  limitation,  it  may  be  said,  denies  to  some  of  the  more 
important  products  of  mind  what  it  concedes  to  others  of  lower 
grade.  But  it  is  not  the  less  true  on  that  account.  Men  may 
be  enriched,  or  made  happy,  by  physical,  2^s  well  as  by  ix^oral  or 
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political  truths,  which,  nevertheless,  go  without  reward  for  their 
authors.  He  who  devised  the  art  of  multiplication  could  not 
restrain  others  from  using  it  after  him,  without  paying  him  for  a 
license.  The  miner  who  first  found  out  that  the  deeper  veins 
were  the  richer  in  metal,  could  not  compel  his  neighbor  to  con- 
tinue digging  near  the  surface. 

The  more  comprehensive  truths  of  all  philosophy,  whatever 
specific  name  we  give  to  them,  can  not  be  specially  appropriated 
by  any  one.  They  are  almost  elements  of  our  being.  We  have 
not  reasoned  them  out,  perhaps,  and  may  be  even  unconscious 
of  their  action  ;  yet  they  are  about  us,  and  within  us,  entering 
into  and  influencing  our  habitual  thoughts,  and  pursuits,  and 
modes  of  life — contributing  to  our  safety  and  happiness.  And 
they  belong  to  us  as  effectively  as  any  of  the  gifts  of  Heaven. 
If  we  could  search  the  laws  of  nature,  they  would  be,  like  water 
and  the  air,  the  common  property  of  mankind  ;  and  those 
theories  of  the  learned  which  we  dignify  with  this  title,  partake, 
just  so  far  as  they  are  true,  of  the  same  universally  diffused 
ownership.  It  is  their  application  to  practical  use,  which  brings 
them  within  the  domain  of  individuals ;  and  it  is  the  novelty  of 
such  an  application  that  constitutes  it  the  proper  subject  of  a 
patent. 

But  the  contract  of  the  public  is  not  with  him  who  has  dis- 
covered, but  with  him  who  also  makes  his  discovery  usefully 
known.  If  he  has  discovered  much  and  discloses  little — if 
there  has  been  revealed  to  him  one  of  the  arcana  of  nature, 
and  he  communicates  to  the  world  only  one  or  more  of  its 
derivative  and  secondary  truths,  he  patents  no  more  than  he 
has  proclaimed.  He  will  not  be  allowed  afterward,  when  the 
extent  of  his  right  shall  be  the  subject  of  controversy,  either  by 
expanding  into  a  general  expression  what  was  limited  before  in 
a  particular  form,  or,  by  tracing  out  for  us  the  lirte  that  leads 
back  from  consequences  to  remote  causes,  to  initiate  us,  inferen- 
tially,  into  the  radical  mystery  of  his  invention^  and  then  argue 
that  he  had  described  it  by  implication  from  the  first,  and  so 
claimed  ownership  of  it  in  his  patent. 

If,  as  it  has  been  contended  with  great  apparent  force,  M. 
Faber  Du  Faur  was  really  the  discoverer  of  the  true  theory  of 
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the  blast  furnace,  so  as  to  determine  from  it  the  point  at  which 
the  carbonic  oxyd,  having  performed  its  chemical  function, 
might  be  withdrawn  without  sensible  injury  j  if  he  knew  that  the 
gases,  when  taken  from  openings  near  the  boshes,  were  capable 
of  more  intense  combustion,  but  that  their  withdrawal  so  low 
down  impoverished  the  action  of  the  furnace,  and  that  when 
used  at  the  tunnel-head,  after  they  had  performed  successively 
the  offices  of  deoxydating  the  mineral,  calcining  the  flux,  and 
vaporizing  the  water  of  the  charges,  they  were  less  available  as 
fuel,  in  consequence  of  the  increased  impurity — and,  if  know- 
ing this,  he  had  taught  the  iron-masters  how  to  choose  the  best 
pi  ce  for  withdrawing  the  gases,  having  reference  to  the  dimen- 
sions of  his  furnace,  and  the  different  sorts  of  fuel  and  mineral 
and  fluid  employed  in  it,  and  with  reference,  also,  perhaps,  to 
the  purpose  to  which  the  flame  of  the  gases  was  to  be  applied, 
after  they  had  been  withdrawn — no  one  can  doubt  that  he  would 
have  conferred  a  signal  benefit  upon  the  arts  of  the  world.  And 
if  he  had,  besides  this,  devised  some  form  of  structure,  some 
material  arrangement  by  which  his  discovery  might  be  applied 
to  use,  I  would  be  most  reluctant  to  say  that  his  patent,  prop* 
erly  drawn  out,  should  be  limited  to  the  mere  mechanical  illus- 
tration, and  could  not  cover  effectually  the  whole  ground  of  his 
discovery. 

But  M.  Du  Faur,  and  his  assignee,  Mr.  Detmold,  have  not 
done  this.  They  have  announced  no  principle  of  science,  no 
natural  law.  They  indicate  to  us  the  place  at  which  the  gases 
should  be  taken  out,  first  by  a  reference  to  a  scientific  problem, 
which  they  leave  unsolved,  and  next,  by  a  proximate  reference 
to  a  mechanical  measurement.  There  is  not,  so  far  as  my  in- 
quiries have  gone,  any  thing  less  definitely  settled  among  tiie 
skillful  in  these  matters,  than  the  point  at  which  the  calcination 
of  the  flux  is  completed,  and  the  deoxydation  of  the  material 
begins.  Some  deny  altogether  that  any  one  point  can  ever  sat- 
isfy both  of  the  conditions ;  for  they  assert  that  the  reduction 
always  begins  before  the  calcination  is  perfected ;  and  all  con- 
cur that  the  point,  if  there  be  one,  must  vary  with  the  form  and 
proportions  of  the  furnace,  the  chemical  elements  of  the  ore, 
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the  flux,  and  the  fuel,  and  that  it  is,  moreover,  affected  sensibly 
by  atmospheric  changes. 

The  indication  is  too  vague,  therefore,  and,  under  the  vary- 
ing circumstances  to  which  it  must  be  applied  in  practice,  too 
erroneous  also,  to  vindicate  for  the  patented  discovery  the 
broader  or  general  character. 

The  other  indication,  which  refers  to  a  proportionate  distance 
from  the  tunnel-head,  one-third  or  thereabouts,  is  merely  specific. 

The  interpretation,  therefore,  which  I  am  constrained  to  give 
to  that  part  of  Mr.  Detmold's  patent,  which  is  involved  in  the 
present  discussion,  limits  his  claim  to  the  formal  arrangement, 
without  any  assertion  of  right  to  any  dominant  principle.  The 
defendants  have,  perhaps,  derived  instruction  from  his  descrip- 
tions, and  may  even,  to  some  extent,  have  modeled  their  fur- 
nace, with  its  appendages,  upon  a  theory  which  he  suggested. 
But  it  does  not  appear  to  me  that  they  are  infringing  or  have 
infringed  his  patent. 

Thb  motion  for  injunction  must  be  dismissed. 


Bbxjamin    B.  French,  Adam  J.  Glossbrennbr, 

AND  John  M.  Broadhead. 

vs. 

Henry  J.  Rogers,  Josiah  Lee,  Zenas  Barnum,  et 

AL.     In  Equity. 

An  lit  is  entitled  to  proteetioii,  as  well  as  the  machinery  or  procasset  whiah  th«   art 

teaches,  employs,  and  makes  useful. 
The  duplicate  drawings,  required  by  section  6  of  the  act  of  1S37,  are  unnecessary 

until  the  patent  issues,  and  need  not  accompany  the  application. 

There  is  no  act  that  requires  the  jurat  to  an  application  for  a  patent  to  be  da^d. 
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The  provisions  of  section  8  of  the  act  of  1836,  and  of  section  6  of  the  act  of  1839, 
as  to  when  a  home  patent  shall  bear  the  date  of  a  foreign  patent,  relate  only  to 
such  patents  as  are  applied  for  here,  after  the  issue  of  the  foreign  patent.  Where, 
therefore,  an  application  for  a  patent  was  made  in  this  country  in  April,  1838,  and 
acted  on  in  that  month,  but  a  patent  was  not  really  issued  until  June  20,  1840, 
at  which  time  the  patent  was  dated,  and  a  foreign  patent  was  obtained  in  August, 
1838.  Held:  as  the  application  here  was  before  the  foreign  patent,  that  the  grant 
of  the  patent  here  was  under  the  general  enactments  of  the  act  of  1836,  and  its 
term  was  properly  from  its  date. 

In  cases  of  reissue,  the  action  of  the  Commissioner  has  more  xhiik  pritna  facie  influence 
in  finally  deciding  the  question  of  identity  of  invention. 

The  patentee  need  not  describe  and  claim  in  the  specification  of  a  reissue,  either  in 
words  or  idea  just  what  he  described  and  claimed  in  his  original. 

There  may  be  more  than  one  reissue  of  the  same  patent ;  and  it  is  for  the  public  interest 
that  the  surrender  and  reissue  should  be  allowed  to  follow  each  other  as  often  as 
the  inventor  is  content  to  be  more  specific  or  more  modest  in  his  claims. 

The  surrender  and  reissue,  no  matter  how  often  they  recur,  are  reciprocal  —  each  in 
consideration  of  the  other — and  form  together  but  a  single  act.  If  a  reissue  is 
invalid  for  want  of  authority  to  make  it,  the  surrender  is  ineffective  for  want  of 
authority  to  accept  it. 

The  specification  of  the  reissued  patent  must  describe  the  same  invention,  and  the 
claim  can  not  embrace  a  different  subject-matter  than  that  which  he  sought  to 
patent  originally ;  but,  unless  the  correction  contemplated  by  the  statute  is  nar- 
rowed down  to  a  mere  disclaimer,  the  corrected  specification  must  be  broader  than 
the  original  one. 

(Before  Grikr  and  Kane,  J  J.,  Eastern  District  of  Pennsylvania,  November,  185 1.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  granted  to  Samuel  F.  B.  Morse,  June 
20,  1840,  reissued  January  25,  1846,  and  again  June  13, 
1848;  also  letters  patent  granted  to  him  April  11,  1846,  and 
reissued  June  13,  1848;  and  also  letters  patent  granted  to  him 
May  I,  1849 — ^^'  ^^^  inventions  relating  to  electro-magnetic 
telegraphs. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

George  Harding^  Amos  Kendall^  St.  George  T.  Campbell^  and 
George  Gifford  for  complainants. 

Peter  McCall,  R.  H.  Gillett,  Wm.  Schley,  and  Wm.  M. 
Meredith  for  defendants. 
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Kane,  J. 

This  case  is  before  us  on  final  hearing  upon  the  pleadings  and 
proofs. 

Professor  Morse,  under  whom  the  complainants  hold,  has 
three  patents  :  the  first  dated  June  20,  1840,  reissued  after  sur- 
render on  January  25,  1846,  and  again  reissued  after  a  second 
surrender,  on  June  13,  1848,  which  has  been  referred  to  in  the 
argument  as  the  Magnetic  Telegraph  Patent ;  the  second,  dated 
April  II,  1846,  also  reissued  on  June  13, 1848,  referred  to  as  the 
Local  Circuit  Patent ;  the  third,  dated  May  i,  1849,  referred  to 
as  the  Chemical  Patent.  The  bill  charges  that  the  respondents 
have  infringed  all  three  of  these  patents  ;  the  answer  denies  the 
infringements,  and  controverts  the  validity  of  the  patents. 

I.  The  objections  to  the  validity  of  the  first  patent,  that  for 
the  Magnetic  Telegraph,  are  stated  in  the  defendants'  brief  as 
follows : 

"  I.  That  it  does  not  run  from  the  date  of  Morse*s  French 
patent. 

^^  2.  That  the  Commissioner  of  Patents  had  no  authority  in 
law  to  reissue  a  second  time. 

^^  3.  That  the  claims  set  out  in  the  first  reissue  are  broader 
than  the  claims  in  the  original  patent  y  and  the  claims  in  the 
second  reissue  are  broader  than  those  of  either  of  its  predeces- 
sors ;  and  are  not  for  the  same  invention." 

I.  The  first  of  these  objections  founds  itself  upon  the  fact, 
that  Mr.  Morse  had  obtained  a  patent  in  France  for  this  same 
invention  twenty-two  months  before  his  patent  issued  here;  and  it 
asserts  that  under  the  second  proviso  of  the  sixth  section  of  the 
act  of  1839,  his  American  patent  should  in  consequence  have 
been  limited  to  the  term  of  fourteen  years  from  the  date  of  the 
French  patent ,  and  that  not  having  been  so  limited,  it  is  void. 

This  objection  was  fully  met  in  the  argument  of  the  com- 
plainants. Mr.  Morse's  application  for  a  patent  in  this  country 
was  made  in  April,  1838,  and  was  filed  and  acted  on  in  the  Pat- 
ent Office  before  the  10th  of  that  month  ;  his  French  patent 
bears  date  the  i8th  of  August  following.  There  is,  therefore, 
no  room  for  the  questions  which  were  argued  so  elaborately,  of 
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the  proper  interpretation  of  this  proviso  in  the  sixth  section  of 
the  act  of  1839,  and  the  eighth  section,  second  clause  of  the  act 
of  1836,  which  was  also  invoked,  in  any  possible  hearing  upon 
the  case  of  Mr.  Morse.  The  proviso  of  1839  nnust  be  inter- 
preted by  reference  to  the  enacting  words  of  the  section  which 
it  limits ;  and  the  provisions  of  both  the  sections  relate  only  to 
such  patents  as  are  applied  for^  here,  after  the  issue  of  a  foreign 
patent.  But  Mr.  Morse's  application  here  was  before  his  patent 
abroad — in  nowise  after  it — ^and  his  American  patent  was 
granted,  therefore,  under  the  general  enactments  of  the  act  of 
1836,  not  under  any  special  proviso  or  exception  whatever,  and 
its  term  runs  properly  from  its  date. 

We  do  not  see  the  justice  of  the  criticisms  upon  his  applica- 
tion, that  the  jurat  affixed  to  it  is  without  date  of  day  or  month  \ 
and  that  the  drawings  which  accompanied  it  were  not  in  dupli- 
cate. There  is  no  act  that  requires  the  jurat  to  be  dated  at  all ; 
and  the  supplementary  provision  of  the  sixth  section  of  the  act 
of  1837,  that  ^^the  applicant  shall  be  held  to  furnish  duplicate 
drawings,"  though  directory  in  its  terms,  is  not  a  condition ; 
and  it  has  obvious  reference,  in  point  of  time,  to  the  issuing  of 
the  patent,  and  not  to  the  filing  of  the  petition  for  it.  Such  has 
heretofore  been  the  interpretation  of  the  Patent  Office,  an- 
nounced in  the  official  circulars  for  the  instruction  and  guidance 
of  inventors ;  the  practice  founded  on  it  is  both  reasonable  and 
convenient  \  and  no  act  of  Congress  appears  to  conflict  with  it. 
If  Mr.  Morse's  patent  is  invalidated  on  this  ground,  more  than 
half  the  modern  patents  for  mechanical  inventions  must  proba- 
bly fall  with  it. 

7.  The  second  objection  to  the  patent  is  that  the  act  of  Con- 
gress makes  no  provision  for  a  second  surrender  and  reisssue. 

The  thirteenth  section  of  the  act  of  1836,  which  provides,  in 
certain  cases,  for  the  surrender  of  a  defective  patent,  and  its 
reissue  in  an  amended  form^  regards  the  new  patent  as  substi- 
tuted for  the  old  one,  with  just  ^^  the  same  effect  and  operation 
in  law"  as  if  the  specification  had  been  filed  first  in  the  form 
which  it  takes  in  the  reissue.  It  is  difficult  to  see  why,  if  the 
original  patent  could  be  amended,  its  substitute,  having  all  the 
legal  attributes  of  the  original,  can  not  be  amended  also. 
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There  is  nothing  in  the  words  of  the  act,  or  in  the  policy 
which  it  proclaims,  that  limits  the  correction  of  errors  to  such 
as  may  have  been  the  first  discovered.  On  the  contrary,  if  it 
be  true,  as  we  have  supposed  in  determining  the  recent  case  of 
Battin  V.  Taggarty  that  the  patent  is  granted  to  the  inventor  in 
consideration  of  some  benefit  to  be  derived  by  the  public  from 
his  disclosures,  and  that  the  reissue  is  in  consideration  of  some 
more  full  or  more  accurate  disclosure  than  that  which  he  had 
made  in  his  original  specification,  or  some  renunciation  on  his 
part  of  an  apparently  secured  right — it  is  for  the  public  interest 
that  the  surrender  and  reissue  should  be  allowed  to  follow  each 
other,  just  as  often  as  the  patentee  is  content  to  be  more  spe« 
cific  or  more  modest  in  his  claims. 

Besides,  it  might  not  be  safe  to  assume  too  readily,  that  the 
act  was  intended  to  withdraw  altogether,  from  the  officers  of 
the  Executive  Department,  the  power  to  accept  a  surrender  and 
grant  a  reissue,  which  they  had  before,  and  which  would  sanc- 
tion a  second  reissue  quite  as  readily  as  a  first.  The  act  might, 
perhaps,  be  regarded  more  justly  as  affirming  the  propriety  of 
the  usage  which  had  obtained  under  the  former  laws,  and  had 
been  repeatedly  recognized  by  the  courts  (Morris  v.  Huntington^ 
I  Paine  355-6 ;  Grant  v.  Raymond^  6  Pet.  220 ;  Shaw  v.  Cooper^ 
7  Pet.  315),  and  as  prescribing  in  addition  the  conditions  and 
incidents  which  should  attach  to  it  thereafter  in  certain  cases. 
It  is  hardly  to  be  supposed  that  the  merely  clerical  error  of  an 
engrossing  subordinate,  or  the  accidental  inadvertence  of  the 
Commissioner  himself,  is  not  capable  of  being  rectified  or  sup- 
plied now,  just  as  it  was  before  the  passage  of  the  act.  And 
yet,  the  construction,  which  regards  this  section  as  superseding 
the  implied  power  of  the  Commissioner,  might  lead  to  this  \ 
since  the  act  makes  no  provision  for  correcting  such  mistakes 
on  the  part  of  the  patent  officers. 

Still  further:  it  must,  as  we  think,  be  conceded,  that  if  the 
Commissioner's  power  to  reissue  is  so  restricted  by  the  act  as 
to  be  exhausted  by  a  single  exercise,  his  power  to  accept  the 
surrender  must  be  equally  restricted,  and  equally  transitory. 
And  the  argument  then  resolves  itself  only  into  another  form 
of  the  question,  whether  the  patent  was  for  any  purpose  a  valid 


138  EASTERN  DISTRICT  OF  PENNSYLVANIA. 


French  v.  Rogers. 


one  as  it  stood  after  the  first  reissue ;  because,  if  the  second 
reissue  was  invalid  for  want  of  authority  to  make  it,  the  second 
surrender  was  ineffective  for  want  of  authority  to  accept  it — 
and  so  the  patent  stands  as  if  it  had  not  been  surrendered  the 
second  time.  The  surrender  and  the  reissue,  no  matter  how 
often  they  recur,  are  reciprocal — each  in  consideration  of  the 
other — and  forming  together  but  a  single  act  between  the  par- 
ties. It  would  be  unconscientious  to  retain  the  consideration, 
while  denying  the  validity  of  the  grant.  See  Woodworth  v.  Hall^ 
I  Wood  &  M.  400. 

3.  We  pass  to  the  third  objection,  the  supposed  variance  in 
the  reissues. 

From  the  course  of  some  parts  of  the  argument  on  this  point, 
it  might  be  inferred  that  the  objects  as  well  as  the  import  of  the 
thirteenth  section  of  the  act  of  1836,  had  been  misapprehended 
by  the  learned  counsel  for  the  respondents.  It  is  not  the  mean- 
ing of  the  law  that  the  patentee  who  applies  for  a  reissue  must, 
at  his  peril,  describe  and  claim  in  his  new  specification,  either  in 
words  or  idea,  just  what  was  described  and  claimed  in  his  old 
one.  His  new  specification  must  be  of  the  same  invention,  and 
his  claim  can  not  embrace  a  different  subject-matter  from  that 
which  he  sought  to  patent  originally.  But,  unless  we  narrow 
down  the  correction  which  the  statute  contemplates  till  it  be- 
comes a  mere  disclaimer^  it  is  not  possible,  in  any  case,  to  frame 
a  correct  specification,  which  shall  not  be  broader  than  the  one 
originally  filed.  To  supply  a  defect,  to  repair  an  insufficiency, 
is  to  add — either  directly,  or  by  modifying  or  striking  out  a  lim- 
itation ;  in  either  form,  the  effect  is  to  amplify  the  proposition ; 
in  the  case  of  a  specification  under  the  patent  laws,  it  is  to 
amplify  the  description  and  enlarge  the  claim. 

There  are  few  things  more  difficult,  even  for  well  educated 
and  practiced  lawyers,  than  to  describe  a  new  invention  clearly, 
and  point  out  the  principle  which  distinguishes  the  subject  of  it 
from  all  things  known  before.  And  as  inventors  are  rarely  ex- 
perts either  in  philology  or  law,  it  has  long  been  established  as  a 
rule,  that  their  writings  are  to  be  scanned  with  a  good  degree  of 
charity.  But  it  is  easy  to  abuse  this  liberality  to  the  purposes 
of  fraud.     The  public  has  rights  to  be  guarded  also ;  and  these 
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exact,  that  the  patentee's  specification  shall  set  forth  his  inven- 
tion so  fully  and  definitely  that  it  can  not  be  readily  misunder- 
stood. 

It  is  the  purpose  of  the  statute  to  reconcile  this  seeming  con- 
flict ;  and  it  effects  it  by  allowing  the  inventor  to  amend  the 
mistakes  he  has  honestly  fallen  into  in  his  description  and  claim 
of  title,  as  soon  and  as  often  as  he  discovers  them.  And  there 
is  the  more  reason  for  this  indulgence,  since  under  the  act  of 
1836,  section  seven,  the  specification  is  reviewed  by  the  Com- 
missioner before  the  patent  issues,  and;is  very  often  modified  in 
accordance  with  his  suggestions,  or  to  obviate  objections  made 
by  him  to  its  original  form.  He  may  be  supposed  to  know, 
therefore,  better  than  any  one  else  but  the  patentee  himself, 
what  the  invention  was  for  which  the  patent  was  sought  at  first ; 
and  he  may  also  know  whose  inadvertence,  accident  or  mistake 
it  was,  that  made  the  first  specification  inoperative  or  invalid. 
It  is  not  absolutely  impossible  that  it  may  have  been  his  own, 
as  certainly  it  had  his  implied  concurrence. 

And  this  consideration  furnishes  a  strong  argument  for  the 
rule,  that  the  Commissioner's  action,  in  ordinary  cases  of  re- 
issue, shall  have  more  than  a  prima  facie  influence  in  finally 
deciding  the  question  of  identity  of  invention.  Whatever  be 
the  extent  of  the  rule ;  whether  it  leaves  nothing  open  for  dis- 
cussion before  the  Court,  but  the  issue  of  fraud — as  appears  to 
have  been  the  undivided  opinion  of  the  Supreme  Court,  in  the 
case  of  Stimpsofiy  4  How.  404— or  whether  we  permit  ourselves 
to  except  from  it  as  we  did  in  Battin  v.  Taggart^  in  cases  in 
which  the  invention  claimed  in  the  reissued  patent  is  obviously 
different  from  that  claimed  in  the  original;  or  whether,  with 
Judge  Story,  in  Jllen  v.  Blunty  3  Stor.  740,  and  in  TVoodwortb 
v.  Stone^  Ibid,  749,  we  hold  the  grant  of  the  amended  patent  to 
be  '*  conclusive  as  to  the  existence  of  all  the  facts,  which  by 
law  are  necessary  to  entitle  the  Commissioner  to  issue  it ;  at 
least,  unless  it  is  apparent,  on  the  face  of  the  instrument  itself, 
without  any  auxiliary  evidence,  that  he  was  guilty  of  an  excess 
of  authority  ;  or  that  the  patent  was  procured  by  a  fraud  be- 
tween him  and  the  patentee."  Whatever  be  the  rule,  or  its 
limitations,  the  propriety  of  the  reissue  in  the  case  before  us  can 
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hardly  claim  a  judicial  review.  There  is  no  want  of  jurisdic- 
tion, cither  apparent  on  the  face  of  the  proceedings,  or  asserted 
by  the  evidence ;  and  there  is  no  fraud  imputed,  or  justly  im- 
putable. 

Nor  is  there  any  flagrant  diversity  of  claim.  After  a  repeated 
and  careful  examination  of  the  three  specifications,  with  their 
respective  claims,  fully  aided  by  the  acumen  of  highly  ingenious 
counsel,  we  have  not  found  a  material  difference  of  import  be- 
tween any  of  them.  The  order  in  which  the  subjects  of  claim 
are  marshalled  is  not  the  same  throughout ;  a  phrase  is  more 
concise  in  one,  in  another  more  popular ;  in  one,  a  scientific 
term,  or  a  general  expression,  takes  the  place  of  the  descriptive 
or  defining  language,  or  the  detailed  particulars  of  another ;  in 
a  word,  they  are  unequal  as  specimens  of  artistic  writing,  and  a 
close  examination  may  detect  defects  in  the  two  first,  which  are' 
repaired  in  the  last.  But  they  all  describe  the  same  thing  essen- 
tially ;  and  we  should  find  it  easier  to  argue  that  neither  the 
first  nor  the  second  specification  could  be  rightfully  regarded  as 
^^inoperative  or  invalid,"  for  want  of  precision  and  clearness, 
than  that  there  was  an  important  variance  in  the  second  from 
the  first,  or  in  the  third  from  either. 

These  observations  form  the  answer  to  the  third  objection. 

Mr.  Morse's  patent  of  1840,  in  all  its  changes,  asserts  his 
title  to  two  distinct  patentable  subjects ;  the  first,  founded  on 
the  discovery  of  a  new  art  \  the  second,  on  the  invention  of  the 
means  of  practicing  it. 

I.  That  he  was  the  first  to  devise  and  practice  the  art  of  re- 
corded language,  at  telegraphic  distances*,  by  the  dynamic  force 
of  electro-magnet,  or,  indeed,  by  any  agency  whatever,  is 
to  our  minds  plain,  upon  all  the  evidence.  It  is  unnecessary 
to  review  the  testimony  for  the  purpose  of  showing  this.  His 
application  for  a  patent  in  April,  1838,  was  preceded  by  a  series 
of  experiments,  results,  illustrations,  and  proofs  of  final  success, 
which  leave  no  doubt  whatever,  but  that  his  great  invention 
was  consummated  before  the  early  spring  of  1837.  There  is 
no  one  person,  whose  invention  has  been  spoken  of  by  any  wit- 
ness, or  referred  to  in  any  book,  as  involving  the  principle  of 
Mr.  Morse's  discovery,  but  must  yield  precedence'  of  date  to 
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this.  Neither  Steinheil,  nor  Cooke  and  Wheatstone,  nor  Davy, 
nor  Dyer,  nor  Henry,  had  at  that  time  made  a  recording  tele- 
graph of  any  sort.  The  devices  of  the  first  three  were  merely 
semaphores^  that  spoke  to  the  eye  for  the  moment — bearing  about 
the  same  relation  to  the  great  discovery  now  before  us,  as  the 
Abbe  Sicard's  invention  of  a  visual  alphabet  for  the  purpose  of 
converss^tion  bore  to  the  art  of  printing  with  movable  types. 
Mr.  Dyer's  had  no  recording  apparatus,  as  he  expressly  tells  us; 
and  Professor  Henry  had  contented  himself  with  the  abundant 
honors  of  his  laboratory  and  lecture-room. 

When,  therefore,  Mr.  Morse  claimed,  in  his  first  specifica- 
tion, ^^the  application  of  electro-niagnets"  ^^for  transmitting, 
by  signs  and  sounds,  intelligence  between  distant  points ; "  and 
f^the  mode  and  process  of  recording  or  marking  permanently 
signs  of  intelligence  transmitted  between  distant  points.;'^  and 
when  in  his  second  specification  he  claimed  ^^  the  making  use 
of  the  motive  power  of  magnetism,  when  developed  by  the 
action  of  currents  of  electricity  as  a  means  of  operating  and 
giving  motion  to  machinery,  which  may  be  used  to  imprint  sig- 
nals upon  paper  or  other  suitable  material,"  *^  for  the  purpose  of 
telegraphic  communication  ; "  characterizing  his  invention  as 
**  the  first  recording  or  printing  telegraph  by  means  of  electro- 
magnetism  \ "  and  when  in  his  third — after  again  describing  his 
machinery  and  process,  he  once  more  characterized  it  in  the 
same  terms,  and  claimed  ^^as  the  essence  of  his  invention,  the 
use  of  the  motive  power  of  the  electric  or  galvanic  current 
(electro-galvanism,  as  he  now  terms  it),  however  developed,  for 
making  or  printing  intelligible  characters,  signs  or  letters,  at  any 
distance;"  through  these  several  forms  of  specification  claiming 
and  renewing  his  claim  of  property  in  the  same  invention,  as  it 
seems  to  us;  and  claiming  in  each  and  all  of  them  no  more,  as 
it  also  seems  to  us,  than  he  was  justly  entitled  to  claim ;  he  de- 
clared the  existence  of  a  new  art,  asserted  his  right  in  it  as  its 
inventor  and  owner,  and  announcing  fully  its  nature  and  merits, 
invoked  in  return  the  continued  protection  of  the  laws. 

From  this  time  his  title  was  vested  as  patentee  of  the  art,  and 
other  men  became  competitors  with  him  only  in  the  work  of 
diversifying  and   perfecting  its  details.      He  himself  used   the 
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Stylus^  to  impress  paper  or  parchment,  or  wax-coated  tablets,  it 
may  be;  though  he  sometimes  made  a  colored  record  by  the 
friction  of  a  pencil ;  another  substitutes  a  liquid  pigment,  or 
Stains  his  paper  with  a  chemical  ink;  the  next  perhaps  stains 
his  paper  beforehand,  and  writes  on  it  by  decomposing  the  col- 
oring matter;  and  another  yet,  more  studious  of  originality  than 
the  rest,  writes  in  a  cyclovolute,  instead  of  a  straight  line,  and 
manufactures  his  ink  as  he  goes  along,  by  decomposing  the  tip 
of  his  stylus  on  a  chemically  moistened  paper.  They  are>  no 
doubt,  all  of  them  inventors;  as  was  the  man  who  first  cast 
type  in  a  mold,  or  first  bent  metal  in  the  practical  semblance 
of  a  gray  goose-quill,  or  first  devised  sympathetic  ink,  that  the 
curious  in  letter  writing  might  vail  their  secrets  from  the  pro- 
fane. All  these  toiled  ingeniously  and  well,  to  advance  or 
embellish  a  preexisting  art.  But  they  had  no  share  in  the  dis- 
covery of  the  art  itself,  and  can  no  more  claim  to  share  the 
property,  which  its  discovery  may  have  conferred  on  another, 
than  he  who  has  devised  some  appropriate  setting  for  a  gem  can 
assert  an  interest  in  the  gem  itself. 

Yet,  admitting,  for  the  sake  of  argument,  that  Mr.  Morse's 
leading  invention  is  correctly  designated  as  a  new  art ;  and  that 
he  has  sought  to  patent  it  accordingly,  by  a  compliance  with  all 
the  requisitions  of  the  statute — it  is  still  contended,  and  with 
much  of  elegant  research  into  the  radical  meaning  of  the  term, 
that  an  art,  as  such,  can  not  be  made  the  subject  of  a  patent. 
But  interpreting  language  as  men  use  it  around  us,  and  as  it 
reflects  ideas,  the  question  can  hardly  be  regarded  as  doubtful. 
The  constitutional  provision  under  which  our  patent  laws  are 
framed,  looks  to  the  promotion  of  **  useful  arts."  The  act  of 
Congress  places  ^^a  new  and  useful  art"  among  the  discoveries 
it  proposes  to  protect,  and  assigns  to  it  the  first  place  on  the  list. 
The  statute  of  21  James  i,  c.  3,  from  which  the  patent  system 
of  England  has  grown  up,  speaks  only  of  ^^  new  manufactures." 
Yet  the  judges  of  that  kingdom  find  a  warrant,  in  this  limited 
expression,  for  sustaining  patents  for  an  art,  and  even  for  the 
renewed  discovery  of  an  art  that  had  been  lost.  See  the 
Hot-Blast  Casey  Web.  683,   717,  and  Mr.  Webster's  note  at 
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p.  718,  and  the  case  tVrighfs  Patent^  Ibid,  736,  and  the  cases 
grouped  in  Hind.  77,  102. 

Indeed,  the  author  whose  treatise  we  have  cited  last,  asserts 
with^much  emphasis  that  it  is  the  art,  and  nothing  else,  which 
is  the  characteristic  subject  of  every  privilege  granted  by  a 
patent  under  the  statute,  p.  92.  And  it  may  be  noted,  as  not 
without  interest,  that  in  just  accordance  with  the  spirit  of  the 
English  law  cases,  the  English  patents  of  Cooke  and  Wheat- 
stone,  Davy  and  Bain,  claim  property  in  the  arts,  for  which 
their  mechanical  devices  are  respectively  adapted  ;  not  indeed  in 
so  many  words,  but  in  language  as  unequivocal  as  that  employed 
by  Mr.  Morse. 

Nor  can  we  see  that  there  is  any  reason  of  policy,  which 
should  deny  protection  to  an  art,  while  extending  it  to  the 
machinery,  or  processes,  which  the  art  teaches,  employs,  and 
makes  useful.  Why  should  the  type,  or  the  ink,  or  the  press 
itself,  be  dignified  beyond  the  art,  to  which  they  minister  in  such 
humble  subordination,  and  without  which  they  are  rubbish? 
Will  you  patent  the  new  product,  and  the  new  elemental  means, 
and  the  new  process  by  which  they  act,  and  then  debate 
whether  you  may  patent  the  art  ?  You  have  patented  it 
already. 

We  are  aware,  of  course,  that  it  has  been  held  in  some  cases 
under  the  English  patent  law,  that  the  art  to  be  patented  must 
have  some  reference  to  a  manufacture.  See  Hindmarch,  ut 
supra.  But  while  such  a  deduction  might  be  legitimate  from 
the  words  of  the  statute  of  James,  it  would  be  obviously  other- 
wise under  the  more  liberal  phraseology  of  our  act  of  Congress. 
And  even  in  England,  it  must  be  apparent  to  every  one  who 
has  watched  the  progress  of  their  patent  system,  that  this  lim- 
itation is  practically  disregarded  already,  and  that  it  is  to  be 
repudiated  so  soon  as  it  shall  interfere  with  the  protection  of  an 
important  invention. 

Yet  in  truth,  there  are  few  discoveries  of  practical  moment 
to  the  daily  concerns  of  man,  even  in  the  lapse  of  many  years, 
that  are  not  more  or  less  directly  connected  with  some  depart? 
ment  of  manufacturing  industry  and  skill.  The  convex  lens, 
the  steamboat,  the  iron  road  on  which  cars  are  propelled  by  the 
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friction  of  driving-wheels — some  of  these  may  be  so  indirectly 
connected  with  manufactures — or,  rather,  they  are  associated 
so  intimately  with  the  leading  pursuits  and  interests  and  enjoy- 
ments of  all  of  us — as  to  make  it  difficult  to  refer  them  to  the 
category  of  a  particular  manufacture.  Would  it  not  be  strange, 
if,  on  this  account,  they  were  excluded  from  the  benefits  of  the 
patent  system  ?  If  we  go  back  to  the  early  story  of  our  race, 
.and  mark  the  stages  of  its  long  and  difficult  advances,  from 
language,  the  first  exponent  of  thought,  to  letters,  its  first 
record,  and  from  letters  to  printing,  which  first  diffused  letters, 
widely,  though  slowly,  among  men  ;  and  from  printing  to  the 
telegraph,  the  electric  register  of  thought,  spreading  its  fibers  of 
sympathy  over  the  intelligent  world,  and  making  it  throb  simul- 
taneously every-where,  as  with  the  pulsation  of  one  heart ;  who 
will  say  that  the  transition  between  these  epochs,  that  signalize 
the  moral  and  intellectual  progress  of  mankind,  should  not  be 
marked  by  a  memorial  as  stately  as  the  first  clipping  of  a  cut- 
nail,  or  the  compounding  of  a  new  variety  of  liquid  blacking ; 
or  that  the  men,  to  whom  we  owe  them,  should  not  be  dealt 
with  as  liberally,  or  at  least  as  justly  by  the  State  ? 

2.  The  second  general  subject  of  Mr.  Morse's  patent  of 
1840  includes  many  particulars  ;  all  of  them  interesting  and  val- 
uable in  connection  with  the  claim  we  have  just  been  consider- 
ing. Taken  together,  they  give  a  practical  form  to  his  leading 
invention,  and  guard  it  from  the  imputation  of  being  a  mere 
abstract  notion — a  principle  resting  in  idea.  Taken  singly,  some 
of  them  appear  to  us  to  be  new;  as  his  alphabet  (claim  5),  his 
combined  series  (claim  4),  by  which  the  electric  current  from 
one  battery,  before  entirely  expending  itself  in  its  lengthened 
circuit,  is  made  to  set  another  battery  in  action,  from  which 
another  circuit  traverses  to  a  battery  still  beyond — and  so 
onward  ;  his  adaptation  of  clock-work  to  the  recording  cylinder 
(claim  2),  and  others,  are  only  new,  as  they  are  elements  of  a 
novel  combination.  There  is  no  proof  before  us,  that  any  of 
the  devices,  which  Mr.  Morse  has  claimed  in  this  patent, 
whether  as  independent  inventions  or  parts  of  a  combination, 
are  not  really  his  as  far  as  he  has  claimed  them.  It  is  unneces- 
sary to   discuss  them  in  detail,  for  they  are  all   substantially 
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protected,  as  appliances  of  the  art  which  is  the  great  subject  of 
his  patent. 

II.  The  second  patent  of  Mr.  Morse  is  for  what  has  been 
termed  his  local  circuit.  To  understand  the  questions  which 
arise  upon  this,  it  is  necessary  to  refer  back  to  the  apparatus 
which  he  had  patented  before,  and  to  explain  in  general  terms 
its  principal  and  modes  of  operation.  I  shall  attempt  to  do  this 
in  popular  language,  without  stopping  to  consider  very  carefully 
the  varying  niceties  of  scientific  nomenclature. 

It  is  well  known  that  a  current  of  galvanic  electricity,  while 
passing  along  a  wire  that  has  been  wound  spirally  around  a  bar 
of  soft  iron,  communicates  to  the  iron  a  certain  degree  of  mag- 
netic virtue,  and  that  the  iron  loses  this  magnetic  character  again 
as  soon  as  the  electricity  ceases  to  pass  along  the  wire  that  sur- 
rounds it.  It  is  also  well  known  that  the  electric  fluid  may  be 
passed  along  a  wire  of  great  length,  and  yet  retain,  when  at  the 
farthest  extremity  of  the  wire,  a  sufficient  degree  of  energy  to 
impart  this  occasional  magnetism  to  the  iron,  and  to  make  it  ca- 
pable, for  the  time,  of  attracting  any  small  body  of  iron  that  may 
be  near  it.  If  such  a  small  body  of  iron  be  made  to  form  the 
extremity  of  a  nicely-balanced  lever,  it  is  plain  that  while  the 
one  extremity  of  the  lever  is  attracted  toward  the  temporary 
magnet,  the  other  extremity  will  be  moved  in  the  opposite 
direction ;  and  if  to  this  other  extremity  we  affix  a  pencil,  or 
stylus,  this  will  press  upon  whatever  surface  may  be  interposed 
in  the  way  of  its  motion,  and  may  either  mark  the  surface,  or,  if 
it  be  of  a  yielding  nature,  indent  it.  It  is  plain,  also,  that  when 
the  bar  of  soft  iron  ceases  to  be  magnetic,  in  consequence  of 
the  electric  fluid  ceasing  to  pass  around  it,  the  lever  will  take 
its  original  position,  and  the  stylus  cease  to  press  upon  the 
resisting  surface. 

If,  now,  we  suppose  that  surface  to  be  moved  uniformly  below 
the  stylus,  it  is  obvious  that  the  surface  will  be  marked  with  a 
straight  line,  and  that  this  marked  line  will  be  interrupted  dur- 
ing any  intermission  of  the  electric  current,  so  as  to  form  a  bro- 
ken series  of  straight  lines,  or  if  the  electric  current  passes  and 
intermits,  in  rapid  alteration,  a  series  of  dots  or  points.  These 
broken  traces  of  the  stylus,  the  lines  and  dots,  constitute  the 

10 
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alphabet  of  Mr.  Morse — a  certain  succession  of  either  or  a  cer- 
tain combination  of  the  two  being  arbitrarily  chosen  to  indicate 
a  particular  letter. 

The  galvanic  battery  generates  the  electric  fluid  continuously, 
whenever  the  two  extremes  or  poles  of  the  battery  are  connect- 
ed with  a  suitable  conducting  medium — such  as  a  metallic  wire, 
water,  or  with  the  earth  itself — along  which  conductor^  as  it  is 
called,  the  electric  fluid  may  pass  between  one  pole  of  the  battery, 
and  the  other,  thus  performing  what  is  termed  an  electric  circuit. 

Let  us  now  extend  a  continuous  wire  from  one  of  the  poles 
of  the  galvanic  battery  to  a  distant  point,  taking  care  that  it 
shall  not  be  intermediately  in  contact  with  the  earth,  or  with 
any  other  good  conductor  of  electricity ;  and  let  us,  at  a  distant 
point,  pass  a  wire  in  a  spiral  coil  around  a  bar  of  soft  iron,  and 
thence  lead  it  back  again  into  the  other  pole  of  the  battery,  or 
avail  ourselves  of  the  earth  itself  as  a  part  of  the  circuit.  It  is 
obvious  from  what  we  have  said  before,  that  the  electric  fluid 
passing  from  the  battery,  along  the  wire,  around  the  occasional 
magnet,  and  back  to  the  battery — and  then  at  appropriate  inter- 
vals of  time  interrupted  in  its  circuit — will  cause  the  stylus  to 
make  its  trace  of  lines  or  dots,  or  in  other  words,  its  alphabetical 
record,  at  the  distant  station. 

It  only  remains  then,  to  devise  a  mode  of  interrupting  and 
renewing,  at  pleasure,  the  flow  of  the  electricity ;  breaking  and 
closing  the  circuity  in  the  language  of  the  experts.  This  is  done 
by  dividing  the  wire  near  the  battery,  and  then  arranging  a  sim- 
ple finger-key,  which,  when  struck  or  pressed  upon  by  the  finger, 
brings  a  short  metallic  conductor  into  intimate  conduct  with  the 
two  ends  of  the  divided  wire,  and  thus  restores  the  continuity 
of  the  circuit  while  the  pressure  continues  on  the  key.  This 
may  serve  as  a  rude  explanation  of  Mr.  Morse's  electro-mag- 
netic telegraph,  in  its  simplest  form. 

It  was  found,  however,  during  an  early  period,  that  though 
the  electric  current  was  still  appreciable  after  it  had  passed  over 
a  great  length  of  wire,  yet  in  traversing  the  very  long  circuits 
that  were  required  to  include  distant  telegraphic  stations,  it 
ceased  to  impart  a  sufficient  degree  of  energy  to  the  temporary 
magnet  to  worl^  the  stylus  effectively.     To  meet  this  difficulty, 
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Mr.  Morse  resorted  to  the  simple  device  of  employing  a  series 
of  batteries,  distributed  over  his  line  of  telegraphic  communi- 
cations, with  as  many  shorter  circuits,  each  operating,  by  means 
of  a  magnet  at  its  extremity,  to  control  the  movements  of  a 
small  lever,  that  opened  or  closed  the  circuit  of  the  battery 
beyond.  The  last  battery  gave  efficiency  to  the  recording 
apparatus  at  the  distant  station.  This  formed  the  combined  series 
of  Mr.  Morse's  first  patent. 

It  is  easy  to  see  that  the  intermediate  magnets  of  the  com- 
bined series,  besides  opening  and  closing  the  circuits,  might  be 
also  made  to  act  as  recording  magnets,  by  merely  adapting  to 
them  the  stylus  with  its  appendages ;  and  that  there  would  thus 
be  as  many  stations  of  telegraphic  communication  as  there  were 
batteries  and  minor  circuits.  But  there  still  remained  this 
objection  to  the  combined  series,  that  it  could  only  be  worked 
in  one  direction,  and  that  it  was  necessary,  therefore,  to  have 
two  complete  lines  of  wires,  with  their  batteries  and  magnets, 
in  order  to  establish  a  reciprocating  communication. 

To  dispense  with  this  duplication  of  machinery  and  expense 
was  the  object  of  Mr.  Morse  in  the  invention  which  is  the  sub- 
ject of  his  second  patent.  It  had  been  found  that  the  magnet- 
ism excited  by  the  electric  coil  was  capable,  at  the  end  of  an 
almost  indefinitely  extended  circuit,  of  giving  motion  to  a  deli- 
cately adjusted  lever,  but  that  this  was  the  apparent  limit  of  its 
dynamic  power.  A  single  wire  might  be  employed  then,  with- 
out intervening  magnets,  by  connecting  it  at  the  extremities 
with  electro-magnets,  of  great  sensibility  of  mechanism,  and 
employing  the  force  of  those  magnets  merely  to  open  short 
local  circuits,  from  which  local  circuits  the  degree  of  magnetic 
energy  adequate  to  the  purposes  of  the  recording  apparatus 
could  be  derived. 

But  the  electric  current,  after  passing  over  a  long  wire,  does 
not  exert  a  uniform  dynamic  energy.  However  carefully  insu- 
lated at  first,  the  wire  becomes,  after  a  time,  more  or  less  exposed 
to  atmospheric  action,  and  the  fluid  is  more  or  less  dissipated  in 
consequence.  The  posts  on  which  it  is  supported  become  con- 
ductors during  storms  of  rain,  and  carry  off  the  fluid  to  the 
earth.      Under   other  circumstances  of    electro-magnetic  phe- 
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nomena  are  exaggerated  at  the  receiving  station  by  atmospheric 
electricity  from  the  regions  through  which  the  conducting  wire 
has  passed.  The  batteries,  too,  do  not  always  generate  the  fluid 
with  the  same  rapidity.  In  a  word,  the  current  at  the  extremity 
of  the  circuit  is  irregular. 

And  besides  all  this,  it  is  found  that  the  magnetism  induced 
in  soft  iron  'by  the  electric  current,  though  truly  occasional,  does 
not  absolutely  cease  at  the  instant  of  breaking  the  circuit ;  but 
seems  to  linger  in  the  iron  for  an  appreciable  interval  of  time 
afterward,  with  an  intensity  which,  though  slight,  bears  an  ap- 
parent relation  to  the  intensity  of  the  current  that  produced  it. 
This  of  itself  would  interfere  greatly  with  the  very  rapid  oper- 
ation of  the  telegraph,  if  the  lever  were  left  to  withdraw  itself 
from  the  magnet,  to  which  it  serves  as  an  armature,  by  the 
force  of  gravity  alone.  A  small  spring  is  therefore  connected 
with  the  machine,  of  sufficient  strength  to  overcome  the  attrac- 
tion of  this  lingering  or  continuous  magnetic  force,  but  not 
sufficient  to  resist  the  attraction  of  the  magnet  when  the  circuit 
is  closed. 

Now  it  is  apparent  that  under  the  varying  circumstances  that 
influence  the  magnetic  energy  at  the  further  extremity  of  the 
circuit,  the  adjustment  of  this  spring  must  not  be  uniform.  If 
its  tension  were  just  that  which  would  neutralize  or  barely  over- 
come the  continuous  magnetism  induced  by  an  electric  current 
of  small  intensity,  it  would  not  draw  back  the  armature  when 
the  inducing  current  had  been  in  greater  force  ;  and  on  the  other 
hand,  a  stronger  spring,  adapted  to  the  case  of  a  powerful 
current,  would  oppose  a  controlling  resistance  to  the  magnetism 
induced  by  a  feeble  one.  The  Adjustable  Receiving  Magnet^ 
described  in  Mr.  Morse's  second  patent,  meets  perfectly  the 
conditions  of  this  difficulty,  and  enables  the  operator,  by  the 
mere  touch  of  a  finger  on  an  adjusting  screw,  to  regulate  the 
tension  of  the  spring,  and  adapt  his  apparatus  to  the  circum- 
star^ces  of  the  moment. 

The  main  line,  thus  arranged,  with  its  delicate  receiving 
magnet,  and  its  short  recording  circuit  at  each  extremity,  made 
no  provision  for  intermediate  or  collateral  stations.  But,  as  it 
had  been  fQun4  desirable  in  practice  %q  distribute  the  batteries, 
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in  which  the  electric  fluid  was  generated,  over  different  parts  of 
the  line,  so  as  to  reinforce  the  energies  of  the  current  in  its 
progress,  it  was  almost  an  obvious  suggestion  to  connect  at 
these  several  points  a  receiving  magnet  of  adjustable  character, 
either  with  the  main  line  or  with  the  battery,  forming  part  of 
it,  and  to  attach  to  this  receiving  magnet  a  local  registering 
circuit,  or  a  branch  circuit,  leading  to  one  or  more  collateral 
stations. 

Such  I  understand  to  be  Mr.  Morse's  local  or  independent 
circuit.  His  patent  of  1840,  as  reissued  in  1848,  chaims  it  in 
these  words : 

''The  employment  in  a  certain  telegraphic  circuit,  of  a  de- 
vice or  contrivance  called  the  receiving  magnet,  in  combina- 
tion with  a  short  local  independent  circuit  or  circuits,  each 
having  a  register  and  registering  magnet,  or  other  magnetic 
contrivances  for  registering,  and  sustaining  such  a  relation  to  the 
registering  magnet,  or  other  contrivances  for  registering,  and 
to  the  length  of  circuit  of  telegraphic  line,  as  will  enable  me  to 
obtain,  with  the  aid  of  a  main  galvanic  battery  and  circuit,  and 
the  intervention  of  a  local  battery  and  circuit,  such  motion  or 
power  for  registering  as  could  not  be  obtained  otherwise  without 
the  use  of  a  much  larger  galvanic  battery,  if  at  all." 

That  the  local  or  independent  circuit,  as  we  have  described 
it,  and  as  it  is  more  accurately  and,  perhaps,  more  intelligibly 
set  out  by  Mr.  Morse,  in  his  specification,  was  original  with 
him,  can  not  be  seriously  questioned.  The  devices  referred  to 
in  the  patents  of  Cook  and  Wheatstone,  and  Davy,  are  at  best 
imperfect  modifications  of  the  combined  series  of  Mr.  Morse's 
first  patent ;  one  of  them  not  improbably  borrowed  from  it. 
The  adjustable  receiving  magnet,  the  indispensable  and  charac- 
teristic element  of  the  local  circuit  patent,  no  one  has  claimed 
but  himself. 

It  is  only  to  make  the  first  approach  to  a  controversy  on  this 
point,  to  prove  to  us  that  Professor  Henry  had,  as  early  as  1828, 
made  the  intensity  magnet^  with  which  the  scientific  world  is 
now  familiar-^or  that  he  afterward,  and  before  Mr.  Morse's 
first  application  for  a  patent,  had  illustrated,  before  his  class  at 
Princeton,  the  manner  in  which  one  circuit  could  operate  to 


150  EASTERN  DISTRICT  OF  PENNSYLVANIA. 


French  v.  Rogers. 


hold  another  closed  or  to  break  it  at  pleasure — or  that  he  had 
foreseen  the  applicability  of  his  discoveries  to  the  purposes  of  a 
telegraph.  The  question  is  not  one  of  scientific  precedence ; 
and  if  it  were,  this  is  not  a  forum  that  could  add  to  or  detract 
from  the  eminent  fame  of  Mr.  Henry.  It  is  purely  a  question 
of  invention  applied  in  a  practical  form  to  a  specific  use ;  and  so 
regarded,  it  admits  of  but  a  single  answer. 

In  passing  from  the   question  of  originality  and   identity  of 
invention  that  have  been  raised  in  the  cause,  without  a  more 
detailed  review  of  all  the  testimony,  there  is  occasion,  perhaps, 
for  an  explanatory  remark.     It  is  this :  the  decree  of  a  judge 
finds  its  appropriate  and  only  justification  in  the  facts  proved 
before  him,  not  in  theories,  however  ingenious,  or  the  less  spec- 
ulative inferences  of  other  minds ;  and  where  the  essential  facts 
of  a  case  are  as  clearly  established  as  they  are  here,  it  would  be 
unprofitable   as   well   as    painful   to   discuss  the   particulars  of 
variance  between  the  witnesses.     There  is  no  place  in  which  the 
evidence  of  scientific  men,  upon  topics  within  their  own  depart- 
ments of  knowledge,  is  more  to  be  desired  than  in  this  Court, 
when   sitting  for  the  trial  of  patent  causes;  and  the  opinions 
also  of  such  men,  when  duly  supported  by  reasonings  founded 
on  ascertained  fact,  must  of  course  be  valued  highly.      But  it  is 
a  mistake  to  suppose  that,  even  on  a  question  of  science,  opin- 
ion  can  be    dignified    here  or  elsewhere  with  the    mantle  of 
authority.     Still  less  can  we  allow  it  to  avail  us  here,  when  it 
assumes  contested  facts,  or  volunteers  to  aid  us  in  determining 
the  most  important  written  instruments. 

These  remarks  are  not  dictated  by  a  spirit  of  unkind  or  un- 
courteous  commentary  on  the  depositions  before  us.  We  know 
that  when  opinion  is  active,  it  is  not  always  easy  to  limit  its 
range.  There  is,  besides,  very  much  of  accurate  scientific  his- 
tory, and  of  just  and  well-guarded  deduction  from  it,  in  these 
two  volumes  of  exhibit.  But  it  must  be  confessed  also,  that 
there  is  to  be  found  here  and  there  not  a  little  of  imperfectly 
considered  dogma,  as  well  as  something  of  doubtfully  regulated 
memory — and  it  has  seemed  to  us,  in  this  case,  as  well  as  in 
some  others,  that  the  toil  and  expense  and  excitement  of  litiga- 
tion might  have  been  moderated  perhaps,  if  the  appropriate  tone 
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and  province  of  testimony  had  been  more  exactly  understood 
by  some  of  the  witnesses. 

The  objections  which  have  been  taken  to  the  terms  of  the 
reissue  of  Mr.  Morse's  patent  of  1846,  may  be  answered  by  a 
simple  reference  to  that  part  of  our  opinion  in  which  we  have 
considered  the  arguments  of  the  same  character  that  were  urged 
under  the  patent  of  1840. 

It  is  beyond  controversy,  that  the  local  circuit  patent  has 
been  infringed  upon  at  some  of  the  stations  of  the  respondents' 
line ;  and  it  is  the  opinion  of  the  Court,  that  it  is  also  violated 
whenever  the  branch  circuit  of  Mr.  Roger's  is  employed.  We 
have  not  been  able  to  see  the  asserted  difference  in  principle 
between  the  two  devices.  Both  are  equally  well  described  as 
branch  or  as  local  circuits.  They  have  the  same  purpose  ;  they 
eflFect  it  by  the  same  instrumentality,  even  in  appearance  to  a 
great  degree,  and  they  seem  to  vary  only  in  this :  that  the  one 
derives  its  electric  fluid  from  a  battery  placed  within  the  line  of 
the  main  circuit ;  the  other  from  a  battery  placed  without  it. 
The  change  may  be  for  the  better ;  or  it  may  not — if  it  be,  it  is 
patentable  as  an  improvement ;  but  it  can  not  be  used  without 
Mr.  Morse's  license,  until  after  his  patent  has  expired. 

III.  The  third  patent  is  for  the.  chemical  telegraph.  We  do 
not  propose  to  enter  on  the  discussion  of  this.  The  subject  of 
it  is  clearly  within  the  original  patent  of  Mr.  Morse,  if  we  have 
correctly  apprehended  the  legal  interpretation  and  effect  of  that 
instrument.  We  will  only  say,  that  we  do  not  hold  it  to  have 
been  invalidated  by  the  decision  of  the  learned  Chief  Justice  of 
the  District  of  Columbia,  on  the  question  of  interference.  The 
form  of  the  two  machines  before  him  were  not  the  same ;  and  the 
leading  principle  of  both  having  been  already  appropriated  and 
secured  by  the  magnetic  telegraph  patent  of  1840,  nothing 
remained  but  form  to  be  the  subject  of  interference. 

The  counsel  for  the  complainants  will  be  pleased  to  prepare 
for  the  consideration  of  the  Court,  the  draught  of  a  decree  in 
accordance  with  the  prayer  of  their  bill. 

Decree  accordingly. 
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F.  O.  J.  Smith 

vs. 

A.   B.  CUMMINGS,  J.  K.  MOOREHEAD,  JoSHUA   HaNNA, 

ET  al.      In  Equity. 

It  has  been  matter  of  grave  question  whether  the  writ  of  an  injunction  should  ever  be 
employed,  to  compel  a  defendant  to  perform  his  contract. 

To  issue  an  injunction  while  there  is  a  substantial  controversy  as  to  the  equities  of  the 
parties,  and  upon  a  simple  motion  which  does  not  permit  those  equities  to  be 
inquired  of  and  defined  according  to  the  approved  usages  of  chancery,  would  be 
carrying  the  remedy  by  injunction  too  far. 

(Beibre  Kans,  J.,  Eastern  District  of  Pennsylvania,  May,  1852.) 

This  was  a  motion  for  a  provisional  injunction.  Complain- 
ant was  an  assignee  of  S.  F.  B.  Morse,  under  his  patents  for 
electric  telegraphs.  Defendants  were  operating  under  a  license 
from  parties  also  claiming  under  Morse.  The  bill  charged  the 
defendants  with  such  a  violation  of  the  terms  of  their  license, 
as  rendered  them  infringers.  'The  defendants  denied  that  they 
had  violated  their  agreement,  except  by  the  fault  of  the  com- 
plainant.    Affidavits  were  filed  on  both  sides. 

George  Harding  for  complainant. 

Henry  M,  Watts  for  defendants. 

Kane,  J. 

The  motion  for  an  interlocutory  injunction  in  this  case  has 
for  its  object  to  restrain  the  defendants  from  using  the  Morse 
telegraph  on  the  line  under  their  charge,  between  Harrisburg 
and  Philadelphia.  The  bill  and  accompanying  affidavits  set  forth 
an  agreement,  or  license,  from  the  patentees,  to  those  under 
whom  the  defendants  claim,  but  assert  that  the  defendants 
have  altogether  failed  to  comply  with  their  engagements,  which 
were  the  conditions  on  which  the  license  was  granted. 
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The  counter-affidavit  of  one  of  the  defendants,  the  only  one 
that  has  been  read  in  opposition  to  the  motion,  denies  all  pur- 
pose to  violate  either  the  patent  or  the  contract  for  using  it ;  but 
it  avers  that,  on  the  contrary,  they  have  sought  to  keep  their 
engagements  with  the  patentees,  and  have  proffered,  at  different 
times,  to  perform  them  fully,  provided  the  patentees,  or  the 
complainant,  as  their  representative,  would  perform  their  engage- 
ments toward  the  defendants ;  and  it  charges,  that  the  con- 
tract has  been  and  now  remains  broken,  by  the  complainant, 
and  those  under  whom  he  derives  title,  to  the  great  damage  of 
the  defendants ;  and  that  the  complainant  and  patentees  have, 
by  their  own  acts,  incapacitated  themselves  for  now  performing 
their  part  of  it ;  for  which  injuries  sustained  by  the  defendants, 
they  say  they  are  without  adequate  recourse  otherwise  than  by 
the  action  of  this  Court,  on  a  full  view  of  the  matters  embraced 
in  this  cause.  They  further  assert  that  their  means  are  ample 
to  satisfy  any  decree  that  may  be  made  against  them,  and  that 
they  would  necessarily  sustain  very  grievous  harm  if  the  injunc- 
tion were  granted. 

There  are  other  asserted  grounds  of  opposition  to  the  motion, 
which  I  need  not  now  advert  to.  The  points  of  fact  presented 
and  controverted  by  the  affidavits,  and  to  be  passed  on  by  the 
Court,  are  numerous — involving  questions  of  feeling,  and  seem- 
ingly of  good  faith.  I  have,  of  course,  formed  no  opinion  what- 
ever in  regard  to  any  of  them.  But  on  the  case  being  opened, 
I  was  strongly  impressed  with  the  opinion  that  it  was  not  one  to 
be  safely  dealt  with  on  an  interlocutory  proceeding,  and  to  that 
opinion  I  adhere. 

It  has  been  matter  of  grave  question  whether  the  writ  of  in- 
junction should  ever  be  employed  to  compel  a  defendant  to  per- 
form his  contract,  and  there  is  certainly  no  case  in  which  such 
a  writ  has  been  awarded,  without  exacting,  as  preliminary,  the 
full  performance  of  equity  by  the  complainant.  To  issue  it 
while  there  is  a  substantial  controversy  as  to  the  equities  of  the 
parties,  and  upon  a  simple  motion  which  does  not  permit  those 
equities  to  be  inquired  of  and  defined,  according  to  the  approved 
usages  of  chancery,  would  be  to  go  further  than  I  believe  it  has 
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ever  been    contended    that  a   chancellor  ought    to  go.     See  3 
Dan.  Ch.  1881-2. 

Such  seems  to  me  the  case  here.  It  Is  impossible  tp  read 
over  the  affidavits  of  the  parties,  as  I  have  done  since  the  ad- 
journment, without  seeing  that  there  are  facts  in  controversy 
between  them,  on  which  it  would  be  most  unsafe  for  me  to 
pass  without  full  and  orderly  proofs.  Were  I  to  arrest  the  op- 
erations of  the  defendants  by  an  unconditional  order,  in  antici- 
pation of  such  proofs,  I  might  find,  hereafter,  that  I  had  inflicted 
irreparable  injury  upon  a  party  already  aggrieved,  or  that  I  had 
coerced  the  defendants  to  a  surrender  of  rights  which  it  was  my 
duty  to  have  protected.  To  frame  a  conditional  order  would  be  to 
assume  a  knowledge  of  the  merits,  much  more  accurate  than  I 
am  willing,  in  a  case  like  this,  to  infer  from  ex  parte  affidavits. 

On  the  other  hand,  to  refuse  the  writ  at  the  present  time,  is 
not,  I  apprehend,  to  peril  the  rights  of  the  complainant,  or  seri- 
ously to  delay  his  vindication  of  them.  It  is  to  save  both  parties 
the  expense  and  labor  of  a  preliminary  hearing,  repeatedly  ad- 
journed to  allow  the  preparation  of  counter  affidavits,  on  the  one 
side  or  the  other,  and  unsatisfying  at  last,  and  to  leave  the 
judicial  mind  unbiased  till  the  cause  is  ripe  for  a  final  adjudication. 


George  B.  Sloat 

vs. 

James  M.  Patton.     In  Equity. 

a  diiTerence  in  the  result  of  the  action  of  two  devices  is  evidence  that  their  mode  of 
operation  is  different. 

The  invention  which  is  set  forth  in  letters  patent  belongs  to  the  inventor  as  rightfully  as 
the  house  he  has  built,  or  the  coat  he  wears.  It  can  not  detract  from  his  title, 
that  the  subject  of  it  is  of  his  own  creation,  his  thought,  conceived  and  developed 
and  matured  in  the  recesses  of  his  own  mind. . 

(Before  Kakb,  J.,  Eastern  District  of  PennsylvaniA,  May,  185a.) 
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This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  the  letters  patent  for  "a  new  and  useful  improvement 
in  the  method  of  planing,  tongueing,  grooving,  and  cutting  into 
moldings,  or  either,  plank,  boards,  or  any  other  material,  and 
for  reducing  the  same  to  an  equal  width  and  thickness,  and  also 
for  facing  and  dressing  brick,  and  cutting  moldings  on  or 
facing  metallic,  mineral  or  other  substances,"  granted  to  William 
Woodworth,  December  27,  1828;  extended  by  the  Board  of 
Commissioners  for  seven  years  from  December  27,  1842;  ex- 
tended by  special  act  of  Congress,  passed  February  26,  1845, 
for  seven  years  from  December  27,  1849,  ^"^  reissued  July  8, 
1845. 

There  were  several  suits  involving  substantially  the  same 
question  of  infringement. 

Messrs.  Harding,  Campbell,  and  Keller  for  complainant. 

Messrs.  Taylor,  Hubbell,  and  Cuyler  for  defendant. 

Kane,  J. 

The  effort  to  smooth  boards  and  reduce  them  to  a  uniform 
thickness,  by  the  rotary  action  of  cutter-knives,  set  in  the  face  of 
a  disc,  and  made  to  revolve  in  the  plane  of  the  intended  surface, 
is  of  ancient  date.  But  from  the  time  of  Bramah,  half  a  cen- 
tury ago,  until  now,  it  has  never  been  successful. 

If  it  were  practicable  to  construct  a  machine,  mathematically 
accurate  in  all  its  parts,  and  of  inflexible  material,  so  as  to  pre- 
vent all  possible  vibration;  and  if,  besides,  the  wood  to  be 
operated  on  could  be  first  deprived  of  all  its  elasticity ;  then 
each  cutter,  as  it  passed  on  its  way,  removing  a  certain  portion 
of  the  board,  would  leave  the  surface  absolutely  finished  behind 
it ;  and  the  other  cutters  and  the  same  cutter  returning  in  its 
revolution,  all  following  in  absolutely  the  same  plane  with  the 
first,  would  pass  over  the  finished  surface,  neither  abrading  it 
nor  compressing  it,  yet  in  contact  with  it. 

But  these  conditions  involve  mechanical  impossibilities.  The 
strongest  engine  that  ever  came  from  the  shop,  vibrates  sensibly 
when  it  encounters  an  intermitting  resistance,  and  there  is  no 
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such  thing  as  a  non-elastic.  The  practical  consequence  is, 
that  the  cutters,  after  finishing  their  work,  still  continuing  to 
revolve  over  the  smoothed  surface,  will  sometimes  be  impelled 
for  the  instant  below  the  plane  of  their  normal  action ;  and  on 
the  other  hand,  the  board,  partially  compressed  when  under  the 
action  of  each  cutter  in  succession,  but  rising  again  immediately 
afterward  by  its  own  elastic  force,  will  present  a  new  surface  to 
be  acted  on  by  the  next  cutter,  that  surface  varying  in  hight 
according  to  the  varying  density  and  consequent  elasticity  of  the 
board.  This  is  illustrated  by  the  ^^  back  lash,"  an  irregular  trace 
made  on  the  unfinished  surface  by  the  cutters  that  continue  to 
pass  over  it. 

Woodworth  was  the  first  to  propose  a  remedy  for  this,  by 
placing  his  cutters  on  the  periphery  of  a  rotating  cylinder,  while 
he  presented  the  face  of  the  board  in  the  tangent  plane  of  their 
revolution.  He  thus  prevented  the  cutters,  while  the  board 
was  moving  from  touching  it  a  second  time,  and  gave  the  dip 
and  lift  cutj  which  has  been  so  often  recognized  as  the  charac- 
teristic of  his  patented  machine. 

It  is  obvious,  that  to  make  this  cut  it  is  not  necessary  to 
phce  the  cutters  on  a  true  cylinder.  A  cone,  or  even  a  dished- 
wheel,  scarcely  deviating  in  appearance  from  a  true  disc,  will 
produce  the  same  effect,  provided  the  board  approaches  and 
leaves  the  cutters  in  the  tangent  plane  of  their  revolution.  I 
had  no  difficulty,  therefore,  when  the  cases  of  Plympton  and 
Mercer  and  others  were  before  me  some  years  ago,  in  holding 
that  a  cone  or  dished-wheel,  so  arranged,  was  simply  a  mechanical 
equivalent  for  the  cylinder  of  Woodworth ;  and  the  rulings  then 
made  have,  on  more  than  one  occasion  since,  received  the  sanc- 
tion of  both  the  judges  of  this  Court. 

Strange  to  say,  in  three  of  the  cases  now  before  me,  the  prin- 
cipal dispute  has  been  as  to  the  fact  whether  the  machine  used 
by  the  defendants  is  or  is  not  a  disc,  or,  as  it  has  been  spoken 
of  in  the  argument,  a  Bramah  wheel.  Numerous  witnesses, 
some  of  them  highly  respectable,  have  testified  that  it  is  noth- 
ing else,  and  that  its  cutters  move  of  course  in  the  same  plane 
and  parallel  with  the  lower  face  of  the  board ;  in  other  words, 
that  the  cutting  disc  coincides  in  its  revolutions  with  the  finished 
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surface.  But  It  is  as  certain  as  any  truth  in  the  philosophy  of 
mechanics,  that  in  this  they  are  mistaken ;  for  the  machine  in 
its  ordinary  working  leaves  no  back  lash,  and  the  boards,  that 
were  passed  through  it  by  one  of  the  gentlemen  who  inspected 
it  under  the  Court's  order,  show  unequivocal  marks  of  the  dip 
and  lift  cut. 

Neither  witness  nor  the  counsel  has  explained  how  a  disc, 
which  all  describe  to  be  like  Bramah's  wheel,  and  worked  as 
his  was,  can  produce  results  so  different  from  his  j  nor  how  it 
happens  that  the  results  produced  by  it  are  so  precisely  those 
which  would  be  produced  by  cutters  revolving  on  a  flattened 
cone.  On  the  contrary,  all  admit  that  the  machine  does 
vibrate,  and  that  the  boards  which  it  commonly  works  on  are 
damp,  if  not  wet,  and  of  course  easily  compressed  under  the 
cutters.  It  is  to  exact  more  than  a  reasoning  faith  in  human 
testimony,  to  assure  us  that  such  a  machine,  acting  on  such  a 
material,  will,  in  the  hands  of  these  defendants,  renounce  the 
mechanical  law  which  it  has  been  exemplifying  every-where 
else  for  the  last  fifty  years. 

It  is  true  that  upon  tramming  the  disc  with  the  bed-plate  in 
order  to  test  their  parallelism,  the  defendant's  witnesses  observed 
no  deviation  from  the  disc  form.  But,  though  this  were  so,  yet 
on  just  such  a  disc  the  cutters  might  be  arranged  in  such  a 
manner  as  to  describe  a  cone  when  revolving ;  and  Mr.  Patton's 
cutters  were  not  and  probably  could  not  be  trammed.  Besides 
which  the  axis  of  the  disc  was  so  adjusted  at  its  upper  extremity 
as  to  give  it  at  pleasure  the  oblique  action  which  is  adapted  to 
the  revolving  cone,  and  yet  to  restore  it  again  in  a  few  minutes 
with  the  disc  parallel  to  the  bed-plate. 

When  we  consider  that  the  machine,  while  at  rest,  can  have 
its  character  thus  easily  modified,  so  as  to  give  proof  for  the  time 
of  parallelism  of  its  parts,  if  such  proof  be  desirable ;  and  that 
while  in  motion,  it  defies  all  scrutiny,  revolving  it  may  be  some 
three  thousand  times  in  a  minute,  and  its  three  cutters,  therefore, 
following  each  other  with  an  interval  between  them  of  but  the 
one  hundred  and  fiftieth  part  of  a  second  ;  and  that  an  obliquity 
in  the  disc,  not  exceeding  the  one-sixteenth  of  an  inch  on  its 
cutting  diameter,  would  be  sufficient   to   change   its   effective 
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action ;  we  can  apprehend  without  difficulty  that  the  defend- 
ant's witnesses  may  have  fallen  very  honestly  into  error.  But 
it  is  enough  for  us  to  know,  that  according  to  the  laws  of  matter 
and  motion,  which  are  the  condensed  expression  of  all  mechan- 
ical experience,  the  machine  as  they  describe  it  can  not  produce 
the  effects,  which  we  see  that  the  machine  produces  in  fact. 
The  footprint  on  the  sand  indicates  with  less  certainty  the  form 
and  pressure  of  the  foot  that  made  it,  than  a  curved  cut  on  the 
face  of  a  flat  board  proves  a  corresponding  curvature  in  the 
path  of  the  cutting  tool. 

It  is  in  vain  to  refer  us,  for  an  explanation,  to  the  abnormal 
influences  of  vibratory  or  semi-elastic  forces,  without  showing 
us  what  those  influences  are,  and  how  they  resolve  for  the  time 
a  disc  into  a  cone,  or  enable  the  mechanist  to  trace  a  regulated 
curvilinear  surface  by  the  rectilinear  movement  of  a  plane. 
This  is  only  to  reassert  the  paradox,  in  more  general  language, 
to  prove  the  controverted  fact  by  reference  to  an  unknown 
theory. 

I  must  hold,  therefore,  that  the  planing  machines  of  Mr. 
Patton,  Ashton,  and  Winslow,  and  Ashton  and  Beers,  are  essen- 
tially the  same  with  the  planing  apparatus  of  the  Woodworth 
patent. 

The  machine  employed  by  Mr.  Patton,  and,  as  it  is  said,  in- 
vented by  him,  for  cutting  the  tongue  and  groove,  is  spoken  of  as 
an  elliptical  saw :  it  consists  of  a  revolving  saw-plate  of  lozenge 
shape,  set  at  such  an  oblique  angle  as  to  make  all  the  teeth  on 
its  periphery  equidistant  from  its  axis  of  motion.  In  revolving, 
it  describes,  of  course,  a  cylinder,  and  its  action  is  that  of  a  rasp. 
It  does  not  divide  the  board,  as  a  saw  does  ;  but  performs  the 
office  of  Woodworth's  duck-bill  cutter,  somewhat  less  perfectly, 
and  apparently  at  greater  cost.  The  only  points  of  difference 
are  :  that  what  would  be  the  one  cutter  disc  of  Woodworth 
is  in  Mr.  Patton's  machine  effectively  divided  into  several, 
so  as  to  form  a  series  of  cutting  discs  or  saws ;  the  teeth  of 
which  abrade  in  succession  the  portions  of  the  board  to  be 
removed,  leaving  the  edge  rough  in  consequence,  instead  of 
giving  them  the  comparatively  smooth  surface  of  the  Wood- 
worth  machine ;  and  that  while  a  broken  cutter  can  be  removed 
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from  the  Woodworth  disc,  and  a  new  one  substituted,  a  tooth 
broken  from  Mr.  Patton's  saw  destroys  it.  Whatever,  there- 
fore, may  be  the  supposed  interest  or  novelty  of  the  elliptical 
saw,  it  must  in  its  adaptation  to  this  particular  use  be  regarded 
as  embodying  the  principle,  and  constituting,  but  for  its  inferior- 
ity, the  mechanical  equivalent  of  Woodworth's  cutting-wheel. 

The  tongueing  and  grooving  apparatus  of  the  Ashton  and 
Winslow  and  Ashton  and  Beers  machines  are  confessedly  those 
of  Woodworth's  patent. 

The  same  is  true  of  Snowden's ;  and  his  planing  machine  is 
an  equally  direct  piracy  of  the  Barnum  patent,  now  held  by  the 
complainant. 

I  have  not  in  this  opinion  discussed  the  question  of  the  valid- 
ity or  extent  of  Woodworth's  patent.  These  have  been  so 
often  before  almost  all  the  Courts  of  the  United  States,  as  to 
make  them  inappropriate  topics  for  interlocutory  argument. 
There  must  be  at  some  time  or  other  an  end  of  controversy,  as 
to  the  character  of  a  patentee's  property  in  his  invention  ;  and 
now  that  twenty-three  years  have  gone  by  since  the  Wood- 
worth  patent  was  issued,  and  passed  into  litigation,  I  am  dis- 
posed to  recognize  its  parting  claim  to  repose :  salve  senescentem, 
I  therefore  limited  the  discussion  at  its  outset  to  the  single 
question  of  infringement. 

I  have  one  more  remark  to  make:  it  is  prompted  by  a  review 
of  the  devices  employed  by  these  defendants,  and  those  who 
have  gone  before  them  in  similar  controversies.  I  can  not  but 
think  that  the  time  has  come,  when  in  this  district  at  least  the 
attempt  to  mask  an  infringement  of  this  particular  patent  should 
be  almost  regarded  as  a  waste  of  ingenuity.  It  is  a  truth  of 
large  acceptation,  both  in  policy  and  morals,  that  it  is  better  in 
the  long  run  to  strive  patiently  for  a  legal  property  of  one's  own, 
than  to  persist  in  trespassing  on  the  property  of  others.  The 
invention  which  is  set  forth  in  letters  patent  belongs  to  the  in- 
ventor as  rightfully  as  the  house  he  has  built,  or  the  coat  he 
wears.  It  can  not  detract  from  the  dignity  of  his  title,  that  the 
subject  of  it  is  of  his  own  creation,  his  thought,  conceived  and 
developed  and  matured  in  the  recesses  of  his  mind — that  it 
has  cost  no  man  else  any  thing,  and  he  asks  nothing  in  return 
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for  the  contribution  it  makes  to  the  general  wealth  and  happi- 
ness, but  that  security  of  enjoyment  during  a  limited  period, 
which  the  laws  engage  for  all  other  property  without  limitation 
of  time,  and  without  stipulating  a  price.  It  would  be  a  reproach 
to  the  judicial  system  if  an  ownership  of  this  sort  could  be  vio- 
lated profitably  or  with  impunity. 

The  complainant's  counsel  will  prepare  the  draught  of  decretal 
orders  in  the  several  cases,  in  accordance  with  this  opinion. 


Elias  Howe,  Jr.,  et  al. 

vs. 
Orison  Underwood,  et  al.     In  Equity. 

There  is  no  evidence  in  this  case  that  leaves  a  shadow  of  doubt,  that,  for  all  the  benefit 
conferred  upon  the  public  by  the  introduction  of  a  sewing  machine,  the  public  are 
indebted  to  Mr.  Howe. 

A  machine,  in  order  to  anticipate  any  subsequent  discovery,  must  be  perfected — that  is, 
made  so  as  to  be  of  practical  utility,  and  not  merely  experimental,  and  ending 
in  experiment.  Until  of  practical  utility,  the  public  attention  is  not  called  to  the 
invention ;  it  does  not  give  to  the  public  that  which  the  public  lays  hold  of  as 
beneficial. 

If  an  invention  is  an  experiment  only,  and  ends  in  experiment,  and  is  laid  aside  as  un- 
successful, however  far  it  may  have  been  advanced,  however  many  ideas  may  have 
been  combined  in  it,  which,  subsequently  taken  up,  might,  when  perfected, 
make  a  good  machine — still,  not  being  perfected,  it  has  not  come  before  the  public 
as  a  useful  thing,  and  is,  therefore,  entirely  inoperative,  as  effecting  the  rights  of 
those  coming  afterward. 

Though  a  prior  inventor  has  gone  to  a  certain  extent,  if  he  fiiU  short  of  making  a  com- 
plete machine,  practically  useful,  those  who  come  after  him  may  secure  to  them- 
selves the  advantages  of  his  invention.  The  first  inventor  gave  nothing  to  the 
public.  His  so-called  invention  was  only  an  idea,  never  carried  out  in  a  machine 
that  could  anticipate  one  subsequently  invented. 

(Before  Sprague,  J.,  District  of  Massachusetts,  February,  1 8 54.) 

This  was  an  application  for  a  provisional  injunction  to  re- 
strain the  defendants  from  infringing  the  letters  patent  for  ^^  an 
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improved  sewing  machine,"  granted  to  Elias  Howe,  Jr.,  Sep- 
tember 10,  1846,  by  the  use  and  sale  of  the  Singer  machine,  so 
called. 

The  defendants  denied  the  novelty  of  the  invention  of  Howe, 
and  relied,  in  support  of  their  denial,  mainly  upon  an  alleged  in- 
vention of  Walter  Hunt,  in  1834.  In  connection  with  the  evi- 
dence upon  this  point,  they  exhibited  : 

1.  Some  remains  of  a  machine. 

2.  A  new  sewing  machine,  recently  made  by  Walter  Hunt, 
as  a  restoration  of  his  old  machine. 

3.  A  new  sewing  machine,  recently  made  by  Walter  Hunt, 
according  to  a  description  contained  in  his  answer  to  an  inter- 
rogatory   in  a  previous  deposition. 

The  claims  of  Howe's  patent  are  as  follows  : 

I.  The  forming  of  the  seam,  by  carrying  a  thread  through  the  cloth  by  means  of  a 
curved  needle  on  the  end  of  a  vibrating  arm,  and  the  passing  of  a  shuttle  furnished 
with  its  bobbin,  in  the  manner  set  forth,  between  the  needle  and  the  thread  which  it 
carries,  under  a  combination  and  arrangement  of  parts  substantially  the  same  with  that 
described. 

II.  I  also  claim  the  lifting  of  the  thread  that  passes  through  the  needle-eye,  by 
means  of  the  lifting-rod,  w,  for  the  purpose  of  forming  a  loop  of  loose  thread,  that  is 
to  be  subsequently  drawn  in  by  the  passage  of  the  shuttle,  as  herein  fully  described ; 
said  lifting-rod  being  furnished  with  a  lifcing-pin,  »,  and  governed  in  its  motions  by  the 
guide-pieces  and  other  devices,  arranged  and  operating  substantially  as  described. 

III.  I  claim  the  holding  of  the  thread  that  is  given  out  by  the  shuttle,  so  as  to  pre- 
vent its  unwinding  from  the  shuttle-bobbin,  after  the  shuttle  has  passed  through  the 
loop,  said  thread  being  held  by  means  of  the  lever,  or  clipping-piece,  ^,  as  herein  made 
known,  or  in  any  other  manner  that  is  substantially  the  same  in  its  operation  and 
result. 

IV.  I  claim  the  manner  of  arranging  and  combining  the  small  lever,  m,  n,  with  the 
sliding-box,  m,  in  combination  with  the  spring-piece,  s,  for  the  purpose  of  tightening 
the  stitch  as  the  needle  is  retracted,  as  described. 

V.  I  claim  the  holding  the  cloth  to  be  sewn,  by  the  use  of  a  baster-plate,  furnished 
with  points  for  that  purpose,  and  with  holes,  enabling  it  to  operate  as  a  rack  in  the 
manner  set  forth,  thereby  carrying  the  cloth  forward,  and  dispensing  altogether  with 
the  necessity  of  basting  the  parts  together. 

Joil  Giles  for  complainants. 

Causttn  Browne  for  defendants. 

Sprague,  J. 

This  is  an  application  for  a  preliminary  injunction,  by  Elias 
Howe,  Jr.,  and  another,  to  restrain  the  defendants.  Orison  Un- 
derwood and  others,  from  using  a  sewing  machine,  which,  the 
complainants  allege,  is  an  infringement  of  their  patent.     This 

II 
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subject  has  been  before  the  Court  on  two  former  occasions  ; 
in  a  trial  at  law,  in  1852,  when  the  same  person,  Howe,  was 
plaintiff,  and  in  a  bill  in  equity,  in  1853,  by  the  same  plaintiffs 
as  in  this  case,  against  other  defendants.  The  same  questions 
were  made  in  both  of  those  cases  that  are  presented  to  the  Court 
in  this  case  ;  first,  as  to  the  validity  of  the  patent ;  and  second, 
as  to  the  infringement.  As  to  the  last  question,  however,  in 
the  suit  at  law,  the  machine  complained  of  was  that  of  Lerow 
&  Blodgett,  and  was  different  from  that  which  is  now  on  trial, 
which  is  the  Singer  machine.  But  in  the  suit  in  equity  tried 
/  last  year,  the  Singer  machine  was  the  subject  of  complaint — a 
machine  similar  to  that  against  which  an  injunction  is  now 
sought.  The  earnestness  and  zeal  with  which  the  contestation 
has  been  carried  on,  as  well  as  the  nature  of  the  machine,  its 
effect  on  the  industry  of  the  country,  if  it  prove  to  be  success- 
ful to  'so  great  an  extent  as  is  hoped — show  the  importance 
which  is  attached  to  the  questions  involved,  and  to  the  rights 
which  are  claimed,  on  the  one  side  or  the  other.  There  is  no 
doubt  that,  if  the  machine  be  a  successful  one  it  must  be  of 
great  importance  to  the  community,  and  to  the  individual  in- 
ventor whose  rights  are  now  sought  to  be  enforced.  And,  on 
the  other  hand,  if  the  defendants  have  a  machine  which  they 
can  use  without  an  infringement  of  the  plaintifTs  patent,  it 
must  be  of  great  value  and  importance  to  them.  The  parties, 
therefore,  will  naturally,  so  long  as  there  is  any  ground  of  hope, 
carry  on  a  legal  contestation.  It  is  the  duty  of  the  Court  to 
hear  every  thing  that  may  be  presented  in  every  new  case,  espe- 
cially all  the  new  evidence  that  may  bear  upon  the  questions  at 
issue ;  to  form  an  unbiased  opinion,  and  announce  it  clearly 
and  unequivocally,  that  the  parties,  at  least,  may  understand 
what  is  the  opinion  of  the  Court,  for  their  guidance  in  the  fu- 
ture, as  well  as  for  the  decision  of  the  case  now  before  the 
Court ;  for,  as  it  has  been  intimated  by  the  respondents,  the 
Court  may  readily  suppose  that  there  are  other  cases  which  are 
dependent,  directly  or  indirectly,  upon  the  decision  of  this. 

There  are  certain  great  features  in  this  case,  which  are 
settled  by  the  evidence,  and  about  which  there  really  can  be  no 
controversy,  and  which  are  of  great  importance  in  weighing  the 
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evidence  upon  minute  questions,  where  there  is  controversy  as 
to  what  took  place  many  years  ago,  depending  solely,  in  many 
instances,  upon  the  memory  of  individuals  called  upon  to  give 
testimony. 

This  patent  of  Mr.  Howe  was  obtained  in  1846.  Up  to  that 
time,  the  public  was  in  possession  of  no  similar  machine  for 
sewing.  So  far  as  the  evidence  is  presented  to  the  Court  in 
this  case,  such  an  instrumentality  for  the  saving  of  labor  was 
not  then  known.  Such  an  invention  had  never  been  practically 
used — I  mean  it  was  not  known  to  the  public  for  any  practical 
or  useful  purpose.  Whether  it  was  known,  within  the  meaning 
of  the  law,  in  the  case  of  Mr.  Hunt's  machine,  the  Court 
will  consider  hereafter.  The  first  machine  for  practical  use 
was  made  upon  Mr.  Howe's  patent ;  and  since  he  obtained  that 
patent,  numerous  machines  have  been  put  in  operation — those 
of  Lerow  &  Blodgett,  and  those  of  Singer,  which  have  been 
before  the  Court  on  a  former  and  on  the  present  occasion  ;  and, 
as  it  has  been  stated,  these  machines  have  entered  largely  into 
the  industry  of  the  country,  and  with  great  benefit,  for  the 
purpose  of  saving  labor  previously  performed  by  hand-service. 

Now  to  whom  is  the  public  indebted  for  the  present  useful 
improvement  or  useful  existence  of  the  sewing-machine  i  Upon 
that,  there  is  no  question.  There  is  no  evidence  in  this  case, 
that  leaves  a  shadow  of  doubt,  that,  for  all  the  benefit  conferred 
upon  the  public  by  the  introduction  of  a  sewing  machine,  the 
public  are  indebted  to  Mr.  Howe.  The  Constitution  of  the 
United  States  contains  a  provision  which  is  the  source  whence 
Congress  derives  the  power  to  give  to  inventors  an  exclusive 
right,  as  against  the  community  y  and  all  the  legislation  of 
Congress  is  founded  upon  that  provision,  and  intended  to  carry 
it  out.  What  is  that  provision  ?  That  Congress  shall  have 
power  *'  to  promote  the  progress  of  science  and  useful  arts,  by 
securing  for  limited  times  to  authors  and  inventors  the  exclu- 
sive right  to  their  respective  writings  and  discoveries.*'  Now, 
who  has  promoted  this  useful  art  ?  Who  is  it,  in  this  case,  that 
comes  within  the  meaning  of  the  Constitution,  that  to  promote 
the  useful  arts.  Congress  shall  have  power  to  secure  to  in- 
ventors their  inventions  ?     Unquestionably,  Mr.  Howe,  and  no 
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Other  person.  I  mean  no  other,  person  has  given  to  the  public 
this  invention,  from  the  evidence  before  the  Court.  Therefore, 
if  the  legislation  of  Congress  has  carried  out  the  provision  of 
the  Constitution,  which  had  for  its  object  the  promotion  of  the 
useful  arts,  by  securing  to  inventors  their  inventions,  that  legis- 
lation would  naturally  give  the  benefit  to  Mr.  Howe.  Still,  it 
may  not  have  done  so.  The  acts  of  Congress  may  be  so  framed, 
that  they  may  fail  of  carrying  out  that  purpose  and  that  intent 
of  the  Constitution  in  this  instance,  and  in  other  instances ; 
and  the  Court  is  then  called  upon  to  say  whether,  under  the 
law  as  enacted  by  Congress,  Mr.  Howe  is  entitled  to  his  patent ; 
for  the  Constitution  gives  him  no  right ;  it  has  only  given  a 
power  to  Congress,  if  Congress  sees  fit,  by  legislation,  to  secure 
to  him,  for  a  term  of  years,  the  exclusive  right  to  his  invention. 

Then  we  look  at  the  legislation  of  Congress,  to  see  wh;it  are 
the  requisites  to  entitle  him  to  a  patent,  and  we  find  that  he 
must  be  the  first  and  original  inventor ;  and  that  the  thing 
which  he  invents  must  not  be  known  or  used,  before  he  has 
obtained  his  patent  or  made  his  invention.  That  has  often 
received  a  judicial  construction ;  and  if  there  has  preceded  the 
invention,  for  which  a  patent  has  been  obtained,  another  inven- 
tion of  the  same  kind,  and  that  has  been  perfected  within  the 
meaning  of  the  patent  law,  so  as  to  be  of  practical  utility,  and 
not  to  end  in  mere  experiment — then  it  has  anticipated  the 
subsequent  discovery,  or  invention,  and  such  invention  can  not 
be  entitled  to  the  monopoly  or  exclusive  privilege  that  is  claimed 
by  the  patent. 

The  first  inquiry  here  is,  whether  Hunt's  machine,  which  is 
alone  relied  upon  as  having  preceded  Mr.  Howe's,  was  ever 
perfected,  within  the  meaning  of  the  law ;  and  a  second  is, 
whether  it  had  not  been  abondoned  and  forgotten  before  Mr. 
Howe's  invention.  These  are  the  two  questions  to  which  I 
shall  give  my  attention  ;  because  I  do  not  think  it  necessary  to 
go  into  the  question  of  the  similarity  of  the  Hunt  machine  to 
Mr.  Howe's.  But  I  go  directly  to  the  question  whether  Mr. 
Hunt's  machine,  as  he  made  it,  was  perfected ;  or,  in  the 
second  place,  if  perfected,  whether  it  was  forgotten  or  aban- 
doned ? 


FEBRUARY,    1 854.  1 65 


Howe  V.  Underwood. 


The  evidence,  tending  to  show  that  the  machine  of  Hunt 
was  perfected,  may  be  divided  into  three  classes.  There  is  the 
evidence  of  its  product — what  work  the  old  machine  did.  In 
the  second  place,  there  is  the  evidence  of  the  recollection  of 
witnesses  of  what  the  machine  was.  And  in  the  third  place, 
there  is  the  evidence  derived  from  the  remains  of  the  old 
machine,  produced  here,  and  the  opinion  of  experts,  founded 
upon  those  remains,  of  what  the  machine  originally  was.  These 
three  classes  of  evidence  the  defendants  have  presented  for  the 
consideration  of  the  Court ;  and  certainly,  that  evidence  would 
be  entitled  to  great  weight  and  consideration,  standing  by  itself. 
But  it  is  encountered  by  certain  facts,  indisputable  and  unques- 
tionable, in  this  case,  which  are  so  entirely  inconsistent  with  some 
parts  of  that  testimony,  that  we  are  called  upon  to  determine 
which  shall  yield. 

Now,  this  machine  of  Mr.  Hunt  was  invented  in  1833  or 
1834.  It  does  not  appear,  from  the  evidence,  that  there  were 
ever  more  than  two  machines  made.  Mr.  Hunt  says,  himself, 
there  were  two  or  more,  but  he  gives  no  account  of  more  than 
two.  The  inference  to  be  drawn  from  all  his  statements  is  this : 
that  he  began  one  machine  and  worked  upon  it  for  a  while,  and 
advanced  it,  by  his  own  labor  and  genius  and  industry,  to  a  cer- 
tain stage;  and  then  made  another  machine,  which  embodied 
what  he  had  then  accomplished  ;  and  this  was  the  machine 
which  he  transferred  to  Arrowsmith,  and  which  was  subse- 
quently worked  upon  by  Adoniram  Hunt,  his  brother,  the 
remains  of  which  are  now  produced.  The  first  machine  has 
entirely  disappeared,  and  no  one,  excepting  Mr.  Hunt,  has 
testified  to  ever  seeing  it,  or  any  part  of  it,  unless  some  old 
irons  mentioned  by  Arrowsmith  as  formerly  seen  by  him,  in  the 
shop,  may  have  belonged  to  that  machine. 

The  only  machine,  therefore,  to  which  the  evidence  in  this 
case  applies,  is  that,  the  remains  of  which  have  been  produced, 
as  found  by  Arrowsmith,  among  the  rubbish  of  his  shop. 

That  machine  is  seen,  in  1834,  in  New  York,  by  several 
persons;  it  is  then  transferred  by  the  inventor,  Walter  Hunt, 
to  Arrowsmith,  who  carried  on  the  machine  business ;  and, 
under  Arrowsmith,  Adoniram   Hunt,  the  brother  of  Walter, 
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went  on  experimenting  upon  the  machine  for  the  next  year, 
1835.  During  that  time  it  was  carried  to  Baltimore,  where 
Adoniram  Hunt  went  with  it,  and  from  which  place  a  consider- 
able portion  of  the  testimony  is  derived,  as  to  the  condition  and 
operation  of  the  machine. 

We  will  now  consider  the  work  performed  by  that  machine. 
The  question  is,  whether  that  machine  was  perfected,  within 
the  meaning  of  the  patent  law,  so  as  to  prevent  any  subsequent 
invention  or  discovery  being  first  in  the  meaning  of  the  law, 
and  so  entitled  to  a  patent.  The  patent  law  goes  undoubtedly 
upon  the  ground,  that  when  a  man,  by  his  knowledge  and  skill, 
has  made  and  perfected  a  machine,  the  public  are  then  put  in 
possession  of  the  invention,  and  have  the  benefit,  in  some  form, 
of  that  knowledge  and  skill  ;  and  that  the  man  who  comes 
afterward  can  not  deprive  the  public  of  that  benefit,  though  he 
may  be  an  original  inventor  of  the  machine.  He  has  not  given 
the  consideration  for  an  exclusive  privilege,  because  the  public 
had  it  before ;  and  although  he  may  have  the  merit  of  inven- 
tion, he  can  not  have  the  right  to  take  from  the  community  that 
which  they  possess  by  the  invention  of  another.  A  machine, 
therefore,  in  order  to  anticipate  any  subsequent  discovery,  must 
be  perfected  ;  that  is,  made  so  as  to  be  of  practical  utility,  and 
not  to  be  merely  experimental,  and  end  in  experiment.  The 
terms  "being  an  experiment,"  and  "ending  in  experiment,"  are 
used  in  contradistinction  to  the  term  "being  of  practical  util- 
ity." Until  of  practical  utility,  the  public  attention  is  not  called 
to  the  invention  ;  it  does  not  give  to  the  public  that  which  the 
public  lays  hold  of  as  beneficial. 

If  it  is  an  experiment  only,  and  ends  in  experiment,  and  is 
laid  aside  as  unsuccessful ;  however  far  it  may  have  been  ad- 
vanced, however  many  ideas  may  have  been  combined  in  it, 
which,  subsequently  taken  up,  might,  when  perfected,  make  a 
good  machine,  still,  not  being  perfected,  it  has  not  come  before 
the  public  as  a  useful  thing,  and  is  therefore  entirely  inoperative 
as  affecting  the  rights  of  those  coming  afterward.  This  is  im- 
portant to  be  understood,  because  the  idea  has  been  carried  all 
along,  that  if  a  prior  inventor  has  gone  to  a  certain  extent, 
although  he  fall  short  of  making  a  complete  machine,  practically 
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useful,  those  who  come  after  him  have  no  right  to  secure  to 
themselves  the  advantage  of  their  invention.  That  is  not  the 
law.  If  Mr.  Hunt  did  not  go  to  the  extent  of  having  perfected 
a  machine,  although  he  made  many  ingenious  devices,  it  was, 
in  the  eye  of  the  patent  law,  a  nullity  ;  it  gave  nothing  to  the 
public  ;  it  was  only  an  idea  never  carried  out  in  a  machine  that 
could  anticipate  one  subsequently  invented.  Now,  that  Mr. 
Hunt  made  an  ingenious  machine,  there  is  no  doubt ;  and  that, 
in  many  respects,  it  was  like  Mr.  Howe's  machine,  there  is  no 
doubt ;  that  it  had  a  needle  similar  to  Mr.  Howe's,  operating 
upon  a  vibrating  arm,  and  going  through  the  cloth,  then  a  shuttle 
that  passed  through  the  loop  made  by  the  needle  thread,  and 
thus  making  a  stitch  by  drawing  it  up  into  one  side  of  the  cloth, 
somewhat  like  Mr.  Howe's,  there  is  no  doubt.  He  advanced 
so  far  that  he  made  a  machine  that  would,  to  a  certain  extent, 
sew.  The  question  is,  whether  it  was  perfected,  within  the 
meaning  of  the  patent  law ;  or  did  it  end  in  experiment  ? 

Now,  there  is  a  class  of  witnesses  called  to  testify  that  they 
saw  the  work  which  this  machine  did.  There  are  a  large  num- 
ber of  these  witnesses — I  think  ten  or  twelve.  These  may  be 
divided  into  two  classes :  those  who  look  at  it  merely  as  a  mat- 
ter of  curiosity,  as  a  new  invention  ;  and  those  who  had  some 
pecuniary  interest  at  stake,  either  as  owners  of  the  machine,  or 
as  called  upon  to  take  an  ownership  in  it.  Many  of  them  are 
women.  One  class,  which  is  new  evidence  in  this  case,  I  will 
refer  to,  because  it  is  new,  and  more  important  as  aiding  the 
Court,  not  having  been  before  the  jury  or  the  Court  before : 
that  is  the  testimony  derived  from  the  Johnson  family,  residing 
at  Baltimore — father,  mother,  two  or  three  daughters,  and  Ele- 
azer  Johnson,  the  son.  His  testimony  is  of  great  importance. 
It  is  new  and  unquestioned.  I  shall  consider  that  distinctly 
hereafter. 

What  is  the  testimony  of  this  family  ?  It  is  this  :  that  Ado- 
niram  Hunt  had  this  machine  at  Baltimore,  while  boarding  in 
the  Johnson  family,  and  that  one  evening  while  there  in  1835, 
he  brought  the  machine  to  the  house,  to  exhibit  it  as  a  matter 
of  experiment  and  curiosity,  and  there  sewed  what  they  called 
unbleached  muslin,  or  cotton   cloth ;   and  they  describe  it   as 
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having  sewed  an  excellent  seam  of  some  length ;  and  the 
daughters,  particularly,  speak  of  it  as  performing  good  work, 
beautiful  work,  strong  work  ;  the  mother  also  speaks  of  it  well. 
That  would  seem  to  be  very  satisfactory  as  to  the  result  of  that 
machine  ;  but  they  are  speaking  of  a  transaction  which  took 
place  in  1835,  and  giving  affidavits  in  1853 — eighteen  years 
after  the  events.  Their  recollection  has  to  be  carried  back 
eighteen  years,  to  what  took  place  then,  as  to  the  impression 
upon  their  minds  on  seeing  a  sewing  machine — the  first  one 
they  had  ever  seen — a  great  curiosity,  carried  to  their  house  in 
the  evening,  and  there  shown  to  them  ;  and  they  are  now  called 
upon  to  state  what  was  the  impression  made  upon  them  at  that 
time.  Well,  if  it  sewed  at  all,  it  would  be  strange  if  it  did  not 
make  a  remarkable  impression  upon  them.  It  was  entirely 
new ;  the  operation  of  the  needle  and  the  shuttle  was  new  to 
them.  The  work  then  done  was  never  used  for  any  purpose 
whatever;  it  was  never  appropriated  to  any  practical  use — 
never  designed  for  any  practical  use ;  it  was  merely  an  experi- 
ment, to  show  them  what  the  machine  would  do,  and  there  it 
ended  ;  and  their  attention  was  never  called  to  it  afterward,  for 
eighteen  years. 

Then  comes  the  testimony  of  Mr.  Eleazer  Johnson.  He 
speaks  of  its  work  while  he  and  Adoniram  Hunt  were  experi- 
menting upon  it,  and  he  says  that  they  made  certain  canvas 
tubes,  which  were  appropriated  to  a  certain  use  in  passing  hot 
air  in  the  shop  where  he  worked.  That  is  the  only  practical 
use  that  any  product  of  this  machine  was  ever  put  to. 

We  come,  then,  to  New  York,  where  the  machine  was  in- 
vented ;  where  it  was  owned ;  where  the  inventor  lived,  and 
where  Arrowsmith,  who  purchased  it  of  him,  lived,  and  where 
it  was  left  after  it  came  from  Baltimore.  It  was  seen  by  va-^ 
rious  persons  there  and  its  work  examined.  Some  describe  it 
as  sewing  well ;  but  in  no  single  instance  was  the  work  done 
for  use,  of  any  name  or  description,  and  in  no  single  instance 
was  the  work  done  ever  put  to  any  use  whatever.  This  ma- 
chine was  never  used  for  any  purpose  whatever,  nor  was  any 
person  ever  known  to  seek  for  it,  or  for  its  product,  to  be  ap- 
propriated to  any  use  whatever.      Now,  it  is  a  little  remarkable, 
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that  a  perfect  sewing  machine,  such  as  is  described  by  the  wit- 
nesses as  producing  beautiful  work,  strong  work  (as  some  ot 
them  say) — a  machine  perfected,  and,  as  some  of  the  experts  say, 
better  than  Howe's ;  and  one  of  them  says,  a  machine  in  some 
respects  better  than  any  machine  he  had  ever  seen ;  yet  never 
produced  work  that  anybody  evei  used  for  any  purpose  what- 
ever, in  the  city  of  New  York,  or  ever  sought  to  use  for  any 
purpose,  whatever ;  and  that  it  was  laid  aside  for  years,  without 
producing  either  work,  or  propagating  itself  in  other  machines, 
ever  after — ^that  is  a  phenomenon  that  requires  to  be  accounted 
for. 

I  have  said  that  there  was  only  one  instance  in  which  any 
product  was  appropriated  to  any  practical  use ;  and  that  was  in 
the  case  of  the  canvas  tubes,  spoken  of  by  Eleazer  Johnson. 
The  fact  is  an  important  one,  and  his  testimony  is  of  great  im- 
portance in  this  case.  How  does  he  state  that  fact  ?  In  the 
second  deposition  obtained  by  the  plaintiffs  (the  first  having 
been  obtained  by  the  defendants),  it  is  stated  that  Adoniram 
Hunt  lived  in  his  (Eleazer  Johnson's)  father's  family,  and, worked 
with  him  in  the  same  shop;  that  he  himself  was  a  machinist; 
that  Adoniram  Hunt  was  a  machinist ;  that  they  were  together 
by  day  and  evening ;  that  Adoniram  Hunt,  under  Arrowsmith, 
was  at  work,  trying  to  improve  that  machine,  after  it  went  into 
Arrowsmith's  hands ;  that  he  worked  in  the  evening,  and  at 
odd  times  of  the  day,  during  all  the  six  or  eight  months  that  he 
was  at  Baltimore,  and  that  the  witness  assisted  him,  evening 
after  evening,  as  a  friend,  in  trying  to  complete  and  perfect  that 
machine  ;  and  they  were  experimenting  upon  it  during  the  whole 
time  that  Adoniram  Hunt  was  there. 

That  is  his  express  language,  that  the  whole  time  that  Ad- 
oniram Hunt  was  there,  they  were  experimenting  on  the  ma- 
chine; and  certainly,  it  ended  in  experiment,  if  he  is  to  be 
believed.  They  did  nothing  but  experiment.  How  came  these 
canvas  tubes  to  be  made  i  He  says  they  sewed  those  tubes  to 
see  the  effect  of  their  changes — as  an  experiment  to  show  how 
the  machine  would  operate ;  and  having  sewed  some  of  them, 
they  were  found  to  be  such  that  they  could  use  them  for  the 
purpose  of  connecting  two  metallic  cubes  in  carrying  hot  air. 


lyO  DISTRICT    OF    MASSACHUSETTS. 

Howe  V.  Underwood. 

after  having  soaked  them  in  oil  and  white  lead.  He  is  asked  as 
to  the  time  it  took  to  sew  these  tubes,  and  whether  the  value 
of  the  product  was  equal  to  the  time  spent.  He  answered  that 
the  time  was  of  no  account;  that  they  were  experimenting,  and 
did  not,  therefore,  consider  the  time,  as  to  the  making  of  these 
tubes.  Now,  nothing  can  be  clearer  than  that  that  was  a  mere 
experiment.  They  did  not  sew  the  canvas  tubes  for  the  pur- 
pose of  getting  the  product,  but  for  the  purpose  of  seeing  what 
the  machine  would  do  under  the  improvements  they  were  mak- 
ing; and  having  suceeded  in  sewing  some  of  them,  instead  or 
throwing  them  away,  they  appropriated  them  to  a  use  that  was 
in  itself  temporary — to  the  conducting  of  hot  air,  which  con- 
sumed them,  as  is  testified,  at  the  rate  of  one  a  day.  That  was 
the  whole  extent  of  it. 

I  consider  Eleazer  Johnson's  testimony,  so  far  from  going  to 
strengthen  the  case  of  the  defendants,  as  decidedly  going  to 
show,  that  at  Baltimore  the  machine  was  merely  experimental, 
from  beginning  to  end.  He  says  so,  in  terms.  He  goes  fur- 
ther, and  states  the  difficulty  and  the  defects  in  the  machine,  to 
a  certain  extent.  He  says  that  it  would  sometimes  sew,  for  six 
or  eight  inches,  a  perfect  seam.  At  other  times  it  would  drop 
stitches,  make  miss-stitches — 'the  threads  would  lie  along,  not 
being  looped  together,  while  the  shuttle  would  stop  in  the  race ; 
and  he  further  adds  that  he  could  not  ascertain  the  cause  why 
it  stopped.  They  tried  to  do  it,  they  experimented,  they  im- 
proved upon  it ;  but  he  distinctly  swears  that  during  the  whole 
time  the  machine  was  in  Baltimore,  that  difficulty  existed,  and 
that  Adoniram  Hunt  and  himself,  both  machinists,  working  on 
it  for  the  purpose,  could  not  ascertain  why  it  was  that  the  shut- 
tle would  not  go  through  the  race,  but  would  sometimes  stop, 
and  sometimes  did  not  stop ;  thus  rendering  it  entirely  uncer- 
tain whether  the  work  would  be  done  or  not.  The  needle 
would  continue  to  operate,  and  go  through  the  cloth,  but  the 
shuttle  would  not  go  through  the  loop,  and  then,  of  course,  no 
stitch  was  made,  and  there  would  be  a  space,  longer  or  shorter, 
not  sewed,  and  the  work  was  ruined  ;  and  from  his  testimony, 
nobody  could  tell  when  the  machine  was  put  in  motion,  how  it 
would  operate.     In  that  condition  it  was  brought  back  to  New 
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York  in  1835;  and  I  think  there  is  no  evidence  to  satisfy  the 
Court  that  any  improvement  was  there  made.  The  single  piece 
of  evidence  that  has  any  tendency  to  show  that  there  was,  is  the 
letter  of  Adoniram  Hunt  written  in  1836,  to  Mr.  Johnson,  at 
Baltimore,  which  is  mere  heresay,  not  under  oath,  which  was 
admitted  to  be  read,  because  the  counsel  for  the  plaintiff  did  not 
object  to  it.  In  this  letter,  Adoniram  Hunt  says,  that  he  had 
been  at  work  upon  the  machine,  and  made  it  work  to  a  charm. 
That  is  his  statement,  not  under  oath,  in  the  spring  of  1836. 
But  Arrowsmith,  who  owned  the  machine,  under  whom  Adon- 
iram Hunt  performed  the  labor,  and  by  whom  he  was  paid, 
swears  he  never  learned  of  any  improvements  he  made  upon  it 
after  it  returned  to  New  York.  The  man  who  owned  the  ma- 
chine, and  for  whom  Hunt  was  at  work,  did  not  know  of  any 
improvements.  That  is  under  oath;  and  no  other  witness 
deposes  to  any  improvements. 

Now,  it  is  not  a  little  remarkable,  that  if  this  machine  was  of 
value  in  Baltimore  (to  take  that  locality  first) — if  it  sewed 
as  well  as  is  represented  by  some  of  these  witnesses,  after  a 
lapse  of  eighteen  years — it  is  not  a  little  remarkable  that  no 
specimen  of  that  sewing  has  been  preserved,  that  no  offspring 
of  the  machine  has  been  presented,  and  that  those  people  at 
Baltimore,  the  Johnsons,  never  sought  to  have  a  copy  of  the 
machine  made  for  their  own  use. 

If  it  was  useful  for  making  those  canvas  tubes,  as  stated  by 
the  son,  and  saved  his  mother  the  trouble  of  sewing,  how  does 
it  happen  that  Eleazer  Johnson,  having  worked  month  after 
month,  to  aid  in  the  experiments  in  improving  the  machine,  did 
not  ask  the  privilege  of  making  one  for  his  own  use^  if  it  was 
worth  making?  How  does  it  happen  that  the  mother  and 
daughters,  if  it  produced  such  work,  did  not  desire  their  brother 
to  get  one  for  their  own  use  ?  The  manufacturer  was  a  person 
in  their  own  family,  yet  they  never  expressed  a  wish  for  one. 
There  was  Arrowsmith,  who  had  the  ownership  of  it ;  there 
was  Adoniram  Hunt,  both  in  Baltimore,  but  nobody  there,  or 
any  where  else,  attempted  to  obtain,  or  expressed  a  desire  to 
obtain,  the  use  of  that  machine,  for  any  practical  purpose  what- 
ever. 
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Then  wc  have  the  testimony  of  two  witnesses,  Mr.  and  Mrs. 
Carlock,  who  testify  in  reference  to  the  product  of  the  machine. 
Mrs.  Carlock  says  the  work  was  bad,  and  gives  a  particular 
description  of  it ;  that  it  was  what  is  called  a  mail-bag  stitch. 
Mr.  Carlock  states  that  there  were  places  where  no  stitches 
were  made,  and  that  the  machine  dropped  stitches;  places  were 
left  in  the  work  so  large  that  you  could  put  your  finger  through. 
That  exactly  corresponds  with  the  testimony  of  Eleazer  John- 
son as  to  the  particular  defect  existing  in  the  machine. 

As  to  the  description  of  the  machine  given  from  the  recollec- 
tion of  the  witnesses,  there  are  also  two  classes  of  witnesses — 
the  experts  and  those  who  are  not  experts.  First,  we  have  the 
testimony  of  women,  to  whom  the  machine  was  shown.  They 
would  undoubtedly  recollect  whether  there  was  a  machine  or 
not.  Their  attention  would  be  directed  as  to  whether  there 
was  a  needle,  or  a  shuttle,  and  perhaps  to  some  other  principal 
parts.  They  do  not  attempt  to  go  further  than  that.  Their 
testimony  as  to  the  construction  of  the  machine  gives  us  no.  aid 
on  the  question  we  are  now  considering. 

The  only  persons  whose  statements  as  to  the  character  of  the 
machine  can  be  of  any  value  whatever,  are  those  who  are  ma- 
chinists, and  who  examined  it  as  machinists.  Of  this  character 
are  Mr.  Walter  Hunt,  Mr.  Wood  (who  is  a  new  witness), 
Mr.  Eleazer  Johnson,  and  Mr.  Arrowsmith.  I  do  not  recollect 
any  other  persons  now  who  can  be  competent  to  form  an  opinion 
upon  the  character  of  the  machine,  who  have  undertaken  to 
speak  of  it  from  recollection.  Mr.  Walter  Hunt  does  un- 
doubtedly go  to  the  extent  of  undertaking  to  recollect  the  whole 
machine,  and  to  profess  to  be  now  able  to  construct  it  from 
recollection.  But  he  is  the  only  one.  I  say  this  advisedly,  be- 
cause, upon  examination  of  the  affidavits  of  the  other  witnesses, 
I  And  that  they  do  not  assume  to  be  able  to  do  this.  Take  the 
affidavit  of  Mr.  Wood — which  is  the  strongest  one.  He  says 
expressly,  that  he  can  not,  from  recollection,  undertake  to  make 
that  machine  again ;  and  that  he  would  not  undertake,  even 
with  the  aid  of  the  old  remains,  now  to  make  it.  He  does  not 
undertake  to  say  that  he  could  do  it.  Of  course,  his  recollec- 
tion is  not  entire  and  complete  in  regard  to  that  machine.  He 
can  go  to  a  certain  extent  i   but  be  says,  in  express  terms,  that 
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he  would  not  undertake  to  reproduce  the  machine ;  of  course, 
if  he  recollected  all  its  parts,  and  their  operations,  he  could  do 
it.  The  absence  of  one  of  those  parts  which  he  can  not  recol- 
lect now,  may  be  the  very  thing  which  prevented  it  from  being 
a  complete  machine ;  and  therefore  his  testimony  only  advances 
to  a  certain  stage,  and  does  not  reach  the  point.  Eieazer 
Johnson  thinks  the  machine  reproduced  here  is  precisely  like 
the  machine  which  was  at  Baltimore.  Then,  upon  his  own 
evidence,  it  is  an  imperfect  machine ;  because  he  swears  that 
the  machine  at  Baltimore  had  defects,  and  that  they  had  never 
been  able  to  remedy  them.  If  it  be  true,  as  stated  by  Johnson, 
that  this  machine  is  exactly  like  the  one  he  saw  at  Baltimore, 
then  the  machine  here  reproduced  will  not  work  without  that 
defect  which  he  swears  they  could  not  remedy.  On  the  other 
hand,  if  it  does  work,  then  Eieazer  Johnson  is  mistaken  as  to 
its  being  like  that  which  he  saw  at  Baltimore.  Mr.  Johnson  is 
asked  the  same  question,  whether  he  could  reproduce  that 
machine,  and  he  says  he  would  not  undertake  to  do  it.  The 
recollection  of  that  machine,  as  a  complete  invention,  rests 
exclusively  with  Walter  Hunt.  Others  go  to  a  certain  extent ; 
some  more  and  some  less.  Some  say  there  was  a  needle  and 
shuttle,  cams,  driving  shaft,  and  other  parts;  but  when  you 
come  to  the  question,  whether  they  recollect  all  the  parts,  there 
is  no  man  or  woman  who  undertakes  to  say  they  do,  except  Mr. 
Walter  Hunt. 

He  stands  in  a  peculiar  situation.  In  the  first  place,  he  has 
an  interest,  because  he  has  bought  back  his  invention  from  Ar- 
rowsmith,  with  a  view  to  obtain  a  patent ;  and  besides,  he  has 
expressed  a  deep  interest  in  having  the  reputation  of  being  the 
first  inventor.  In  the  next  place,  he  is  contradicted  by  four 
witnesses,  as  to  certain  declarations  he  has  made ;  by  Cochran, 
Gardner,  Carlock,  A.  B.  Howe,  and  also  by  the  affidavit  of 
Elias  Howe,  the  complainant.  Now,  I  shall  not  go  into  the 
particulars  of  that  conflicting  evidence.  Certainly,  there  is 
great  force  in  the  argument  presented  by  the  counsel  for  the 
defense,  that  some  portion  of  the  testimony,  as  to  conversations 
with  Mr.  Hunt,  is  to  be  received  with  great  caution,  as  it  ap- 
pears by  the  letters  from  Whiting  and  others  to  Jackson,  that 
some  attempt  was  made  to  get  Hunt  to  make  declarations  incon- 
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sistent  with  his  having  made  a  machine  which  would  intercept 
Howe  ;  and  any  statements  and  declarations  made  in  those  con- 
versations should  be  received  with  caution.  But,  making  full 
allowance  for  that,  I  can  not  but  think  that  the  force  of  Mr. 
Hunt's  testimony  is  materially  weakened  by  that  opposing  testi- 
mony. We  must  recollect,  too,  the  test  applied  to  Mr.  Hunt, 
in  order  to  show  his  recollection,  as  to  whether  he  is  able  to 
describe  his  old  machine,  as  in  answer  to  the  eighth  interroga- 
tory. I  do  not  go  into  the  question  now  whether  a  machine 
made  like  that  description  would  be  an  operating  machine. 
That  is  a  contested  question.  Suppose  it  would  be — how  does 
he  stand  ?  After  having  laid  aside  his  machine,  from  1835  to 
1 85 1,  he  comes  then  to  say  what  that  machine  was.  What 
has  waked  him  up  to  that  effort  and  recollection  i  The  inven- 
tion of  Howe  is  made  public  by  his  having  obtained  a  patent — 
a  suit  at  law  is  brought  by  Howe,  in  order  to  vindicate  his 
patent;  and  then  Mr.  Hunt  is  called  as  a  witness  for  the 
defense  in  that  suit ;  and  it  is  in  proof  that  Walter  Hunt  had 
seen  Howe's  specification,  and  had  seen  Lerow  &  Blodgett's 
machine  at  work — which  is  admitted  to  be  a  copy  and  an 
infringement  of  Mr.  Howe's  patent.  He  had  then  the  advan- 
tage before  he  undertook  to  describe  his  machine,  made  in 
1834,  of  having  seen  a  specification  of  Mr.  Howe's  machine, 
and  of  having  seen  a  machine  in  successful  operation,  made  by 
Lerow  &  Blodgett,  now  admitted  to  be  an  infringement  upon 
Mr.  Howe's  invention.  Now,  what  test  is  it  of  a  man's  recol- 
lection, if  he  has  these  aids  ?  Suppose  it  to  be  true,  as  Eleazer 
Johnson  testifies,  that  there  was  a  defect  in  that  original  ma- 
chine, which  caused  the  shuttle  sometimes  to  stop  in  the  race ; 
and  suppose  Mr.  Howe  had  made  an  improvement  by  which 
that  was  prevented,  and  Lerow  &  Blodgett's  machine  showed 
how  that  difficulty  was  obviated — would  not  Mr.  Hunt  see  that 
in  a  moment — and  that  single  change  might  make  all  the  differ- 
ence between  the  machine  being  a  valuable  or  worthless  one  ? 
Then  there  is  the  tension  on  the  shuttle-thread.  It  is  insisted 
by  the  complainant's  experts,  that  in  Mr.  Hunt's  machine,  as 
described,  there  was  no  provision  for  that  tension,  so  essential 
for  drawing  a  stitch,  and  bringing  the  work  together.  Suppose 
there  was  a  defect  in  Hunt's  machine,  in  that  particular,  and  he 
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saw  in  Howe's  specification  how  that  was  remedied — could  he 
not  at  once  incorporate  it  into  his  own  machine  ?  Might  he 
not  think,  perhaps  believe,  that  he  had  something  of  that  sort 
in  his  old  machine,  which  he  made  seventeen  years  before  ?  He 
intended  to  have  it — ought  to  have  had  it — thinks  he  did  have  it. 
It  would  be  entirely  unsafe  to  rely  upon  such  a  test,  so  many 
years  after  the  event. 

How  invariable  is  it,  that  after  a  great  invention  has  been 
brought  before  the  world,  has  become  known  to  the  public,  and 
been  put  in  a  form  to  be  useful,  that  people  start  up  in  various 
places  and  declare  that  they  invented  the  same  thing  long 
before !  The  cotton-gin,  and  the  ether  discovery,  are  illustra- 
tions in  point ;  and  others  of  similar  character  might  be  added 
indefinitely.  These  pretended  prior  inventors  had  thought  of 
such  a  thing ;  that  they  had  had  the  conception  of  such  a  thing, 
perhaps ;  but  they  had  never  carried  it  to  the  extent  of  making 
it  of  practical  utility,  so  that  the  world  could  obtain  possession 
of  it.  But  when  they  find  that  another  has  completed  that 
which  they  had  begun,  they  are  astonished  that  they  did  not  see, 
think  they  must  have  seen,  all  that  is  necessary,  and  claim  that 
they  have  invented  it.  After  having  seen  what  has  been  done, 
the  mind  is  very  apt  to  blend  the  subsequent  information  with 
prior  recollections,  and  confused  them  together.  Prophesy  after 
the  event  is  easy  prophesy.  I  think  that  this  is  one  of  the  cases 
in  which  several  of  the  witnesses  have  been  led  into  the  illusion 
of  believing  that  they  knew  before,  what  they  have  learned,  or 
been  taught,  by  Mr.  Howe's  invention  and  specification. 

We  come,  then,  to  another  part  of  the  evidence — these  old 
remains.  These  are  very  important,  undoubtedly  ;  for  when  a 
new  invention  is  sought  to  be  intercepted  by  a  former  one,  the 
production  of  a  former  machine  is — I  will  not  say  essential — 
but  of  very  great  importance ;  showing  that  it  does  not  rest 
merely  in  the  recollection  of  witnesses  that  there  was  such  a 
thing.  These  are  the  remains  of  a  machine,  claimed  to  be  in- 
vented by  Mr.  Hunt,  as  a  sewing  machine,  which  was  in  the 
hands  of  Adoniram  Hunt,  and  transferred  to  Arrowsmith,  kept 
by  him,  and  found  by  him,  as  he  states,  in  185 1,  in  the  rubbish 
of  his  workshop.     They  exhibit  some  of  the  instrumentalities, 
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but  certainly,  to  the  eyes  of  those  who  are  not  experts,  but  few 
of  the  means  of  forming  a  sewing  machine ;  and  to  the  eyes  of 
the  experts,  they  present  the  same  deficiency.  One,  at  least, 
of  the  defendants'  experts,  when  he  was  called  upon  on  a  for- 
mer occasion,  looked  at  them,  and  then  testified  that  there  was 
nothing  there  from  which  a  sewing  machine  could  be  con- 
structed. He  says  now,  that  he  has  changed  his  mind,  upon  a 
more  careful  examination.  At  first  view,  then,  they  would 
present  no  satisfactory  evidence  of  having  been  a  sewing 
machine.  The  experts  differ  materially,  as  to  that  old  machine. 
Those  for  the  defendants  say  that  they  saw  there  sufficient  to 
enable  them  to  construct  a  sewing  machine,  by  the  aid — I  think 
all  of  them  put  in  that — of  the  reproduction  made  by  Walter 
Hunt  from  his  memory.  I  do  not  think  any  of  them  go  so  far 
as  to  say  that,  from  that  old  machine  alone,  they  could  under- 
take, without  other  aid,  to  make  a  sewing  machine  that  would 
operate.  They  thought  that,  from  these  old  remains,  there 
might  have  been  constructed  the  machine  that  is  described  by 
Walter  Hunt ;  they  thought  there  was  room  enough  to  make 
such  a  machine.  Then  a  part  of  that  restored  machine  rests 
solely  upon  the  recollection  of  Mr.  Walter  Hunt.  Now,  can 
any  man  say,  from  that  old  machine,  that  Eleazer  Johnson's 
testimony  is  not  true,  when  he  says  it  did  not  operate  ?  How 
can  any  man  say  that  there  was  not  a  defect  which  prevented 
the  shuttle  from  going  through  the  race  ? — a  defect,  of  which 
the  persons,  and  they  experts,  having  the  machine  entire  before 
them,  could  not  ascertain  the  cause.  Can  these  experts  ascer- 
tain the  cause,  from  the  mere  dry  bones  of  this  old  machine, 
divested  of  its  muscles  and  nerves  ?  They  say  it  must  have 
operated.  Their  reasoning  is  evidently  the  reasoning  from  anal- 
ogy, which  is  very  likely  to  mislead  men.  The  reasoning  of 
Cuvier,  by  which,  from  seeing  a  few  bones,  he  could  recon- 
struct the  whole  animal,  proceeded  upon  the  assumption  that 
the  animal  was  a  perfect  work,  made  by  a  Creator  perfect  in  his 
operations ;  and  if  the  animal  was  a  perfect  work,  then  he  could 
see,  from  its  remains,  what  must  have  been 'necessary  to  make 
that  perfect  work.  But  that  would  be  assuming  the  point  in 
controversy  here.     If  that  old  machine  was  not  a  perfect  work 
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in  the  hands  of  Mr.  Hunt,  how  can  these  experts  say,  from 
those  remains,  ho^¥  that  machine  was  made — how  the  other 
bones,  the  other  operative  parts,  were  placed  ?  Thus,  they 
assume  the  very  question  which  is  here  to  be  tried — whether 
the  old  machine  was  perfect  or  not. 

The  experts  say  that  several  parts  of  the  old  machine  are  the 
same  as  those  parts  in  the  new.  Undoubtedly,  as  far  as  those 
parts  go,  they  are  the  same  as  in  the  new  machine.  But  how 
is  it  with  those  parts  that  are  not  in  the  old  machine  ?  These 
experts  can  not  say,  reasoning  by  analogy,  except  upon  the 
assumption  that  it  is  a  perfect  sewing  machine.  They  may 
say,  that  in  order  for  a  sewing  machine  to  do  practical  work,  it 
must  have  had  certain  instrumentalities ;  but  the  very  difficulty 
is  to  show  that  the  original  machine  was  a  perfect  one  ;  and  it 
is  insisted  by  the  experts,  introduced  by  the  complainants,  that 
it  could  not  have  been  a  perfect  machine.  Those  experts  say 
they  see  nothing  there  which  could  satisfy  them  that  it  could 
have  been  perfect ;  but,  on  the  contrary,  they  say,  that  the 
restoration  made  to  resemble  the  old  machine  is  a  very  clumsy 
contrivance  to  obviate  difficulties.  This  old  machine  may  be 
the  imperfect  remains  of  an  imperfect  machine.  That  is  all  it 
proves  itself  to  have  been  necessarily. 

Then,  on  the  other  hand,  there  are  certain  great  facts  which 
I  must  advert  to  now.  This  invention  was  appreciated  by  Mr. 
Walter  Hunt  himself,  and  by  Mr.  Arrowsmith,  to  whom  he 
transferred  it,  to  be  a  matter  of  great  importance.  Arrowsmith 
says  he  had  it  in  contemplation  to  get  up  a  company,  and  if 
they  could  succeed  in  making  the  machine  work,  it  would  make 
as  much  money  as  he  and  his  associates  all  would  want.  Mr. 
Hunt,  when  he  transferred,  as  he  did  at  first,  half  of  the  ma- 
chine to  Arrowsmith,  stipulated  for  one-half  the  profit  to  be 
derived  from  it.  They  then  had  hopes  of  perfecting  it ;  and  it 
certainly  needed  no  extravagant  imagination  in  them,  to  suppose 
that  if  they  could  succeed  in  perfecting  a  sewing  machine, 
which  should  be  of  practical  utility,  it  would  be  of  great  value. 
They  continued  to  experiment  upon  it,  and  endeavored  to  bring 
it  to  perfection. 

After  Mr.  Walter  Hunt,  the  original  inventor,  had  bestowed 
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his  time  and  labor  upon  it,  until  he  was  tired,  in  1834,  Adoni- 
ram  Hunt,  under  Arrowsmith,  then  worked  upon  it,  more  ©r 
less,  six  or  eight  months,  trying  to  improve  it.  And  what  was 
the  result  of  all  this  ?  It  was  that  the  other  half  of  the  machine 
was  transferred  to  Mr.  Arrowsmith  by  Walter  Hunt.  Why 
did  not  Walter  Hunt  and  Mr.  Arrowsmith  take  out  a  patent? 
Is  there  any  suggestion  that  they  were  not  able  ?  Certainly 
not !  Walter  Hunt  was  carrying  on  business  at  the  time  he 
sold  his  old  machine  to  Arrowsmith.  What  did  he  sell  it  for  ? 
He  did  not  sell  it  for  money  \  for  he  did  not  get  a  dollar  for  it. 
He  got,  in  exchange,  the  interest  that  Arrowsmith  had  in  certain 
other  machines — in  a  brad  machine, and  in  a  machine,  for  mak- 
ing boxes.  There  is  no  evidence  here  that  they  were  worth  a  dol- 
lar ;  that  they  ever  came  to  any  thing.  Well,  Arrowsmith  took 
it.  What  did  he  do  ?  Did  he  get  a  patent  for  it  ?  Did  he  sell 
the  right  to  make  ?  No.  Did  he  get  anybody  to  make  a  second 
machine  like  it  i  Never.  Did  he  put  it  to  any  practical  use 
whatever  ?  Never.  He  laid  it  aside  ;  and  then,  it  is  said,  it  was 
injured  at  a  fire — not  by  a  fire,  but  at  a  fire  ;  and  the  remains 
are  found  in  the  rubbish  of  his  shop  in  1851  ;  and  from  1835  to 
185 1,  there  is  no  satisfactory  evidence  that  Arrowsmith  himself, 
or  that  Walter  Hunt,  the  original  inventor,  or  anybody  else, 
ever  had  any  interest  or  concern  in  this  machine,  or  took  any 
care  or  thought  about  it. 

Now,  that  old  machine  itself  bears  upon  it  undubitable  marks 
of  its  having  been  an  experimental  machine,  as  it  is  stated  to 
have  been.  There  are  certain  marks  upon  it,  which  the  experts 
for  the  complainant  say  are  perfectly  unaccountable  to  them. 
The  explanation  given  is  that  the  machine  was  an  experimental 
one,  and  that  these  springs  and  devices  were  put  upon  it  at  an 
early  period,  in  order  to  make  it  operate;  but  finding  they  did  not 
succeed,  they  were  abandoned,  and  some  other  mechanism  sub- 
stituted for  them  ;  and  thus  it  bears  the  marks  of  the  abandon* 
ment  of  those  devices.  The  very  answer  of  the  defendants, 
therefore,  to  the  difficulties  presented  by  the  complainants, 
shows  that  it  was  an  experimental  machine.  The  question 
whether  this  was  a  perfected  machine,  or  rested  only  in  experi- 
ment, and  was  then   abandoned,  seems  to  me  clear.      What 
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answer  is  made  to  the  fact,  that  this  very  important  discovery 
was  thus  lost  sight  of  for  so  many  years  ?  Hunt  has  been  living 
in  New  York ;  Arrowsmith  is  alive,  and  has  been  in  possession 
and  control  of  it  the  whole  time ;  why  did  they  not  take  out  a 
patent  ?  Arrowsmith^gives  the  answer  ;  and  I  come  to  his  testi- 
mony as  to  that  of  the  person  who  knows,  better  than  any  other, 
why  it  was  laid  aside,  and  no  patent  applied  for.  He  says,  it 
was  never  so  perfected  as  to  be  patented  ;  that  it  would  cost 
from  two  to  three  thousand  dollars  to  complete  it ;  that  he  had 
not  that  amount  to  spend.  He  says  he  had  money  enough  to 
pay  for  the  patent,  but  he  did  not  have  the  two  or  three  thousand 
dollars  necessary  to  perfect  it ;  and  that  is  the  reason  of  his  ap- 
plying to  persons  to  assist  him  in  completing  it.  But  nobody 
would  take  any  interest  in  it. 

Now,  there  is  evidence  brought  from  Mr.  Bennett,  in  which 
it  is  said  that  Arrowsmith  attached  a  value  to.  the  machine  as 
late  as  1840,  because  Mr.  Bennett  was  applied  to,  to  advance 
money  upon  it.  The  only  persons  who  seem  to  have  had  an 
application  made  to  them  to  take  a  pecuniary  interest  in  the 
machine,  are  Arrowsmith,  Carlock,  and  Bennett ;  and  it  is  not 
a  little  remarkable,  that  none  of  them  ever  did  anything  with  it 
that  was  of  practical  utility,  and  that  two  persons  applied  to,  to 
take  an  interest,  Carlock  and  Bennett,  declined  having  any 
thing  to  do  with  it — Carlock  testifying,  as  the  ground  of  his 
refusal,  that,  upon  examination,  he  thought  it  was  valueless. 
Bennett  gives  no  reason,  but  states  the  fact. 

Bennett  states  that,  twelve  or  fourteen  years  before  he  gave 
his  affidavit,  Arrowsmith  showed  him  some  specimens  of  sew- 
ing, and  asked  him  to  take  an  interest  in  the  machine.  His 
impression  is  that  it  was  fourteen  years  ago.  He  had  no  inter- 
est in  fixing  the  date,  but  thinks  it  was  twelve  or  fourteen 
years,  perhaps  longer.  Arrowsmith  shows  him  a  piece  of 
sewing  done  by  the  machine — perhaps  to  induce  him  to  ad- 
vance money  upon  it.  But  that  is  wholly  unsatisfactory  as  fix- 
ing the  date,  and  is  inconsistent  with  other  testimony.  Arrow- 
smith  says  that,  9s  far  as  he  knows,  he  did  nothing  with  it  after 

1835. 

Mrs.  Van  Buren  states,  that  in  1838,  her  father,  Mr.  Hunt, 
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advised  her  to  go  into  the  business  of  making  corsets,  with  the 
aid  of  this  machine.  If  this  be  correct  it  would  tend  to  show, 
certainly,  that  Walter  Hunt  might  have  attached  some  import- 
ance to  it.  Mrs.  Van  Buren  says  that  she  consulted  with 
some  of  her  female  friends,  and  on  their  advice,  concluded  not 
to  go  into  the  business.  Now,  Mrs.  Van  Buren,  at  that  time, 
was  twelve  or  thirteen  years  ot  age  ;  and  it  is  hardly  to  be  sup- 
posed that  a  proposition  to  go  into  business  on  her  own  account, 
with  the  aid  of  a  new  machine,  could  have  been  seriously  made 
to  a  little  girl  of  her  age. 

The  great  fact  of  this  machine  having  been  laid  aside,  as  it 
was,  is  not  accounted  for,  and  is  entirely  inconsistent  with  the 
idea  that  it  was  a  perfected  or  valuable  machine  at  that  time. 

The  whole  testimony  leaves  upon  my  mind  no  doubt,  that 
however  far  Mr.  Hunt  had  advanced  with  his  machine,  it  was 
never  perfected,  in  the  sense  of  the  Patent  Law  ;  that  it  was 
only  an  experiment,  and  ended  in  experiment,  and  was  laid  aside 
as  an  unsuccessful  experiment,  until  the  introduction  of  Mr. 
Howe's  machine. 

What  I  have  already  said,  renders  it  unnecessary  to  go  into 
the  other  point  of  the  testimony,  as  to  whether  that  old  machine 
was  always  in  the  memory  and  recollection  of  its  inventor,  and 
could  be  reproduced,  or  was  abandoned  and  forgotten.  I  think 
it  would  be  difficult  to  maintain  that  it  was  known  within  the 
meaning  of  the  Patent  Law,  when  Howe  made  his  invention. 

The  other  question,  as  to  the  infringement,  remains.  I  think 
there  can  be  no  doubt  upon  that  point.  The  plaintiffs'  experts, 
eight  in  number,  have  spoken  in  the  most  unequivocal,  strong 
and  positive  manner,  in  detail,  on  the  question.  The  defend- 
ants' experts  have  given  an  opinion  to  the  contrary,  on  the  sup- 
position of  a  certain  construction  of  the  Patent  Law  and  the 
patent — an  honest  opinion,  doubtless.  They  believe  there  is 
no  infringement. 

The  weight  of  testimony,  however,  as  a  matter  of  opinion,  is 
strongly  preponderating  in  favor  of  the  plaintiffs  ^  and  from  the 
examination  which  the  Court  has  been  able  to  give  to  this  sub- 
ject, aided  by  the  evidence,  and  by  the  knowledge  and  ex- 
perience of  counsel,  I  ani  ux^ble  tp  arriye  at  s^ny  Qther  con- 
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elusion,  than  that  which  the  experts  for  the  complainants  have 
expressed. 

The  result  is,  that  the  plaintiff's  patent  is  valid,  and  the 
defendants'  machine  is  an  infringement. 

An  injunction  is  granted. 


Ross  Winans 

vs. 

Orsamus  Eaton,  et  al.     In  Equity. 

If  there  exist  any  reasonable  doubt'about  the  originality  or  novelty  of  the  improvement 
as  arranged  and  constructed  by  the  patentee,  or  about  the  substantial  identity  of 
that  manufactured  by  the  defendant  with  the  plaintiiTs,  the  Court  is  not  at 
liberty,  upon  a  motion  for  a  preliminary  injunction,  to  interfere  and  arrest  the 
manufacture. 

The  determination  of  such  questions  must  be  postponed  until  the  case  is  matured  and 
disposed  of  at  the  final  hearing. 

(Before  Nilson,  J.,  Northern  District  of  New  York,  September,  1854.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
infringement  of  letters  patent  for  ^^  a  new  and  useful  improve- 
ment in  the  construction  of  cars  or  carriages  intended  to  travel 
upon  railroads,"  granted  to  Ross  Winans,  October  i,  1834,  and 
extended  for  seven  years  from  October  i,  1848. 

The  portion  of  the  specification  which  is  material  to  a  cor- 
rect understanding  of  the  opinion,  is  as  follows : 

''The  object  of  my  invention  is,  among  other  things,  to  make  such  an  adjustment 
or  arrangement  of  the  wheels  and  axles  as  shall  cause  the  body  of  the  car  or  carriage  to 
pursue  a  more  smooth,  even,  direct,  and  safe  course  than  it  does  as  cars  are  ordinarily 
constructed,  both  over  the  curved  and  straight  parts  of  the  road,  by  the  before-men- 
tioned desideratum  of  combining  the  advantages  of  the  near  and  distant  coupling  of  the 
axles,  and  other  means  to  be  hereinafter  described.  For  this  purpose,  I  construct  two 
bearing-carriages,  each  with  four  wheels,  which  are  to  sustain  the  body  of  the  passenger 
or  other  car,  by  placing  one  of  them  at  or  near  each  end  of  it,  in  a  way  to  be  presently 
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described.  The  two  wheels  on  either  side  of  these  carriages  are  to  be  placed  very  near 
to  each  other,  the  spaces  between  their  flanches  need  be  no  greater  than  is  necessary  to 
prevent  their  contact  with  each  other.  These  wheels  I  connect  together  by  means  of 
a  very  strong  spring — say  double  the  usual  strength  employed  for  ordinary  can — the 
ends  of  which  spring  are  bolted,  or  otherwise  secured,  to  the  upper  sides  of  the  boxes, 
which  rest  on  the  journals  of  the  axles,  the  longer  leaves  of  the  springs  being  placed 
downward,  and  surmounted  by  the  shorter  leaves.  Having  thus  connected  two  pairs  of 
wheels  together,  I  unite  them  into  a  four-wheel  bearing- carriage,  by  means  of  their 
axles,  and  a  bolster  of  the  proper  length,  extending  across,  between  the  two  pairs  of 
wheels,  from  the  center  of  one  spring  to  that  of  the  other,  and  securely  fastened  to  the 
tops  of  them.  This  bolster  must  be  of  sufficient  strength  to  bear  a  load  upon  its  center 
of  four  or  live  tons.  Upon  this  first  bolster  I  place  another  of  equal  strength,  and 
connect  the  two  together  by  a  center-pin  or  bolt,  passing  down  through  them,  and  thus 
allowing  them  to  swivel  or  turn  upon  each  other  in  the  manner  of  the  front  bolster  of  a 
common  road-wagon.  I  prefer  making  these  bolsters  of  wrought  or  cast  iron ;  wood, 
however,  may  be  used.  I  prepare  each  of  the  bearing-carriages  in  precisely  the  same  way. 
The  body  of  the  passenger  or  other  car  I  make  of  double  the  ordinary  length  of  those 
which  run  on  four  wheels,  and  capable  of  carrying  double  their  load.  This  body  I  place 
so  as  to  rest  its  whole  weight  upon  the  two  upper  bolsters  of  the  two  above-mentioned 
bearing-carriages,  or  running  gear.  I  somerimes  place  these  bolsters  so  far  within  the  ends 
of  the  body  of  the  car  as  to  bring  all  the  wheels  under  it,  and  in  this  case  less  strength 
is  necessary  in  the  car  body  than  when  the  bolster  is  situated  at  the  extreme  ends.  In 
some  cases,  however,  I  place  the  bolster  so  far  without  the  body  of  the  car,  at  either 
end,  as  to  allow  the  latter  to  hang  down  between  the  two  sets  of  wheels  or  bearing-car- 
riages, and  to  run,  if  desired,  within  a  foot  of  the  rails. 

*^  When  this  is  done,  a  strong  frame-work  projects  out  from  either  end  of  the  car  or 
carriage-body,  and  rests  upon  the  upper  bolsters  of  the  two  bearing-carriages. 

"  This  last  arrangement,  by  which  the  body  of  the  car  is  hung  so  low  down,  mani- 
festly affords  a  great  security  to  the  passengers,  exempting  them,  in  a  great  degree,  from 
those  accidents  to  which  they  are  liable  when  the  load  is  raised.         «         •         « 

"  I  do  not  claim,  as  my  invention,  the  running  of  carriages  upon  eight  wheels,  this 
having  been  previously  done  ;  not,  however,  in  the  manner,  or  for  the  purposes  herein 
described,  but  merely  with  a  view  of  distributing  the  weight,  carried  more  evenly  upon 
a  rail  or  other  road,  and  for  objects  distinct  in  character  fi-om  those  which  I  have  had 
in  view,  as  hereinbefore  set  forth.  Nor  have  the  wheels,  when  thus  increased  in  num- 
ber, been  so  arranged  and  connected  with  each  other,  either  by  design  or  accident,  as  to 
accomplish  this  purpose.  What  I  claim,  therefore,  as  my  invention,  and  for  which  I 
ask  a  patent,  is  the  before-described  manner  of  arranging  and  connecting  the  eight 
wheels  which  constitute  the  two  bearing-carriages  with  a  railroad  car,  so  as  to  accom- 
plish the  end  proposed  by  the  means  set  forth,  or  by  any  others,  which  are  analogous 
and  dependent  upon  the  same  principles.  Ross  Winans.** 

Much  testimony  was  offered  to  impeach  the  novelty  of  the 
patent,  and  the  attention  of  the  Court  wis  mainly  directed  to 
that  point. 

C.  M.  Keller  and  iS.  Blatchford  for  complainant. 

W.  A.  Beacbj  D.  B,  Eaton  and  W.  Whiting  for  defendants. 

Nelson,  J. 

This  case  should  have  been  decided  at  an  earlier  day,  but 
such  has  been  the  pressure  of   business  in  Court   since  the 
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argument,  that  I  have  been  unable  to  devote  that  time  to  its 
consideration  which  its  difficulty  and  magnitude  required.  The 
papers  are  very  voluminous,  and  some  of  the  questions  involved 
depend  upon  complicated  and  contradictory  evidence. 

As  this  is  a  motion  for  a  preliminary  injunction,  I  shall  not 
deem  it  necessary  to  go  into  the  case  at  large,  or  as  fully  as  if 
it  stood  for  a  final  hearing  -,  but  shall  content  myself  by  stating 
briefly  the  ground  upon  which  I  have  arrived  at  the  conclusion 
that  the  motion  must  be  denied.  This  patent  has  been  before 
me  heretofore  in  the  case  of  JVinans  v.  The  Schenectady  fff  Iroy 
Railroad  Company^  on  a  motion  on  the  part  of  the  defendants 
for  a  new  trial. 

The  case  had  been  tried  at  law  before  His  Honor  Judge 
Conkling,  and  the  questions  involved  were,  the  correctness  of 
the  rulings  at  the  Circuit. 

In  deciding  upon  these  questions,  it  became  necessary  to  give 
a  construction  of  the  patent,  which  will  be  found  in  the  opinion 
then  delivered,  and  which  I  do  not  understand  is  a  matter  of 
dispute  on  this  motion. 

The  patent  is  for  a  new  and  useful  improvement  in  the  con- 
struction of  cars  or  carriages  intended  to  travel  on  railroads, 
which  is  particularly  adapted  to  passenger  cars ;  and  after  stat- 
ing the  difficulties  to  be  encountered  in  running  these  cars  on 
the  road  at  great  speed,  from  curvatures  and  consequent  friction 
between  the  flanges  of  the  wheels  and  rail,  and  from  other  ob- 
structions and  impediments  specified,  and  after  describing  the 
parts  and  manner  of  the  construction  of  a  car,  with  a  view  to 
overcome  these  difficulties  and  impediments,  the  patentee  closes 
by  saying : 

^^  I  do  not  claim  as  my  invention,  the  running  of  cars  or 
carriages  upon  eight  wheels,  this  having  been  previously  done  \ 
not,  however,  in  the  manner  and  for  the  purpose  herein  de- 
scribed, but  merely  with  a  view  of  distributing  the  weight 
carried,  more  evenly  upon  a  rail  or  other  road,  and  for  objects 
distinct  in  character  from  those  which  I  have  had  in  view  as 
hereinbefore  set  forth ;  nor  have  the  wheels,  when  thus  in- 
creased in  number,  been  so  arranged  and  connected  with  each 
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Other,  either  by  design  or  accident,  as  to  accomplish  this  pur- 
pose. 

"  What  I  claim,  therefore,  as  my  invention,  and  for  which  I 
ask  a  patent,  is  the  before-described  manner  of  arranging  and 
connecting  the  eight  wheels  which  constitute  the  two  bearing- 
carriages,  with  a  railroad  car,  so  as  to  accomplish  the  end  pro- 
posed by  the  means  set  forth,  or  by  others  which  are  analogous 
and  dependent  upon  the  same  principle." 

In  the  arrangement  of  this  passenger  car,  the  patentee  con- 
structs the  bearing-carriages  each  with  four  wheels,  which  sus- 
tain the  body  of  the  car,  by  placing  one  of  them  at  or  near  each 
end  of  it ;  the  two  wheels  on  either  side  of  the  truck  are  to  be 
placed  very  near  each  other.  The  spaces  apart  between  the 
flanges  need  be  no  greater  than  are  necessary  to  prevent  contact. 
The  car  body  rests  upon  bolsters  supported  on  each  of  the  two 
bearing-carriages  or  four-wheeled  trucks,  the  bolsters  so  con- 
structed as  to  swivel  or  turn  on  each  other  like  the  two  front 
bolsters  of  a  common  wagon  ;  the  trucks  may  be  so  placed 
within  and  under  the  end  of  the  car,  as  to  bring  all  the  wheels 
under  it  or  without  the  end,  so  as  to  allow  the  body  to  be  sus- 
pended within  the  two  bearing-carriages.  The  closeness  of  the 
fore  and  hind  wheels  of  the  trucks,  taken  in  connection  with 
the  use  of  them — the  trucks  arranged  as  distant  from  each  other 
as  can  be  done  consistently  with  the  proper  support  of  the  car- 
body — is  considered  by  the  patentee  as  an  important  feature  of 
the  invention,  as  by  the  contiguity  of  the  fore  and  hind  wheels 
of  each  truck,  while  the  two  trucks  may  be  at  a  considerable 
distance  apart,  the  lateral  friction  from  the  rubbing  of  the 
flanges  against  the  rails  is  most  effectually  avoided,  while,  at  the 
same  time,  all  the  advantages  attendant  upon  placing  axles  of  a 
four-wheeled  car  far  apart  are  obtained  ;  for  the  two  wheels  on 
either  side  of  the  trucks,  may,  from  their  proximity,  be  considered 
as  acting  like  a  single  wheel,  and  as  the  two  trucks  may  be 
placed  at  any  distance  from  each  other,  consistent  with  the  re- 
quired strength  of  the  body  of  the  car,  all  the  advantages  are 
obtained  that  result  from  having  two  axles  of  a  four-wheeled 
car  at  a  distance  from  each  other,  while  its  inconveniences  are 
avoided. 
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The  two  wheels  on  either  side  of  the  trucks  are  connected 
together  by  means  of  a  very  strong  spring,  the  ends  of  which 
are  bolted  or  otherwise  secured  to  the  upper  sides  of  the  boxes 
which  rest  on  the  journals  of  the  axles,  the  longer  leaves  of  the 
spring  placed  downward.  The  bolsters  extend  across,  between 
the  two  pairs  of  wheels,  from  the  center  of  one  spring  to  that  of 
the  other,  and  are  securely  fastened  to  the  top  of  them. 

This  is  the  car  substantially  as  arranged  and  constructed  by 
the  patentee  without  going  into  all  the  details  of  the  specifica- 
tions. 

As  we  held  when  the  patent  was  formerly  before  us — ^the 
improvement  claimed  is  the  car  itself,  arranged  and  constructed 
as  described  in  the  patent,  and  which  we  have  above  in  sub- 
stance set  forth ;  and  the  question  now  before  us,  is  the  same  as 
before  the  jury  on  the  former  case,  viz :  whether  or  not  cars 
or  carriages  for  running  on  railroads  as  a  whole,  like  the  one 
described  in  the  patent,  had  been  before  known  or  in  public  use  ? 
And  whether  or  not  the  cars  manufactured  by  the  defendants 
are,  in  arrangement  and  construction,  substantially  like  it  ? 

The  case,  in  its  present  posture,  does  not  call  for  a  definite 
determination  of  these  questions^  as  that  must  be  postponed  till 
the  final  hearing.  These  questions  are  only  important  to  be 
considered  now,  so  far  as  they  may  aid  us  in  deciding  upon  the 
right  of  tlie  complainant  to  have  the  defendants  enjoined  pend- 
ing the  litigation.  For  if  there  exist  any  reasonable  doubt 
about  the  originality  or  novelty  of  the  car,  as  arranged  and 
constructed  by  the  patentee,  or  about  the  substantial  identity  of 
the  cars  manufactured  by  the  defendants  with  the  plaintiff's, 
then  I  am  not  at  liberty  to  interfere  and  arrest  the  manufacture 
at  this  stage  of  the  proceedings.  The  determination  of  that 
must  be  postponed  till  the  case  is  matured  and  disposed  of  at 
the  final  hearing. 

A  good  deal  of  proof  has  been  furnished  by  the  defendants  in 
this  case,  bearing  directly  upon  the  question  above  stated,  not 
before  the  Court  and  jury  in  the  case  against  the  Schenectady 
and  Troy  Railroad  Company.  The  most  material  is  that  re- 
lating to  what  is  called  in  the  proceedings  the  ^^  Quincy  Car." 
We  have  a  description  of  this  car  from  Gridley  Bryant,  the 
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inventor  and  constructor  of  it.  He  is  an  engineer,  and  in  1826 
superintended  the  building  of  a  railroad  leading  from  the  Quincy 
quarries,  in  Massachusetts,  to  the  landing  at  Milton,  a  distance 
of  between  three  and  four  miles.  This  is  said  to  be  the  first 
railroad  built  in  the  United  States.  Bryant  states  that  the 
eight-wheeled  car  on  this  road  was  constructed  in  the  summer 
of  1829,  and  has  been  used  on  it  from  that  time  to  the  present; 
that  the  objects  of  the  construction  were  to  carry  a  large  load 
on  the  eight  wheels  without  injury  to  the  road ;  to  turn  the 
curves  freely,  descend  the  inclined  plane,  and  run  on  the  road 
carrying  the  stone  as  smoothly  and  safely  as  possible.  It  con- 
sisted of  two  four-wheel  trucks,  securely  held  by  center  pivots 
or  king  bolts  about  ten  feet  apart,  which  passed  through  the 
bolsters  of  a  rigid  body  or  platform  framing,  and  the  centers  of 
the  trucks.  The  body,  with  its  bolsters  thus  secured  by  the 
vertical  king  bolts,  had  side  bearings  on  curved  plates  on  the 
trucks,  and  the  truck  swiveled  under  them  to  conform  to  the 
curves  and  switches  or  turnouts  of  the  road,  while  the  body 
connecting  the  trucks  sustained  and  carried  the  load  smoothly 
and  safely.  That  the  trucks  consisted  of  rigid  rectangular 
wheel  frames  with  the  double  cross  bolsters,  and  held  the  bear- 
ing points  of  the  wheels  on  the  rail,  the  same  distance  apart  as 
the  gauge  of  the  track  which  was  five  feet.  He  further  ob- 
serves that  this  car  contained  a  combination  of  the  two  four- 
wheel  trucks;  rigid  wheel  frames,  with  a  permanent  body  to 
carry  the  load  by  means  of  vertical  king  bolts,  allowing  the  two 
trucks  to  swivel  to  conform  to  the  curves  of  the  road,  the  same 
in  principle  of  construction  and  operation  as  the  eight-wheeled 
cars  now  in  general  use  on  railroads  in  the  United  States. 

Bryant  continued  in  the  service  as  superintendent  and  engineer 
of  the  road  till  1836,  at  which  time,  two  of  these  eight-wheeled 
cars  were  in  use,  including  the  one  originally  constructed.  This 
witness  is  fully  confirmed  by  three  others,  each  of  whom  were 
engaged  upon  the  road  at  the  time  spoken  of  by  him,  and  since. 
The  railroad  has  a  steep  inclined  plane,  on  which  the  cars  are 
raised  and  lowered  by  means  of  an  endless  chain,  and  has  sev- 
eral sharp  curves  and  turnouts.     One  of  the  heavy  curves  that 
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encircle  the  hill  of  the  quarry,  is  said  to  be  about  two  hundred 
feet  radius. 

Several  experts  have  been  examined  in  relation  to  the  arrange- 
ment and  construction  of  this  ^^  Quincy  car,"  and  a  decided 
preponderance  in  numbers,  and  among  them  persons  of  the 
highest  skill  and  of  the  greatest  experience  in  their  professions, 
concur  in  saying  that  it  embodies  the  principles,  arrangement 
and  construction  of  the  cars  in  general  use  upon  railroads,  which 
it  is  admitted  are  the  kind  manufactured  by  the  defendants.  The 
evidence  furnished  on  behalf  of  the  defendants,  in  resisting  the 
motion  upon  this  branch  of  the  defense,  is  very  full  and  strong } 
and  as  the  case  stands,  overcomes  the  contrary  proofs  given  in 
support  of  the  bill. 

In  addition  to  this  ^^  Quincy  car,"  the  defendants  have  fur- 
nished a  model  and  drawing  of  the  eight-wheeled  steam  carriage, 
devised  and  constructed  by  Horatio  Allen,  and  put  in  operation 
in  February,  1832,  on  the  South  Carolina  railroad.  The  draw- 
ings were  made  in  the  winter  of  1830  and  1831.  A  few  of 
the  carriages  were  running  on  the  road  before  the  close  of 
the  year  1833.  "I^^is  car  was  therefore  devised  and  completed 
in  working  order,  by  Allen,  prior  to  the  patent  of  Winans,  and 
indeed  prior  to  the  perfection  of  his  improvement  preparatory 
to  obtaining  the  patent. 

As  in  the  case  of  the  "  Quincy  car,"  the  decided  preponder- 
ance of  the  evidence  is,  that  this  steam  carnage  embraces  all 
the  elements,  arrangements  and  organization  to  be  found  in  the 
cars  manufactured  by  the  defendants. 

I  do  not  find  that  this  evidence  was  before  the  Court  and  jury 
in  the  former  trial  upon  this  patent.  Although  it  may  not  be 
regarded  (looking  at  the  particular  construction  and  purpose  of 
this  steam  carriage)  as  bearing  so  directly  upon  the  novelty  of 
the  Winans  car,  or  speaking  perhaps  more  accurately,  as  show- 
ing the  principles  and  arrangements  of  the  defendants'  cars  to 
have  been  discovered  and  applied  before  the  date  of  the  Winans 
improvement,  it  is  undoubtedly  entitled  to  a  good  deal  of  con- 
sideration ;  and  as  the  case  now  stands,  sufficient  at  least,  in 
connection  with  the  ^^  Quincy  car,''  to  forbid  the  granting  of  the 
injunction. 
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The  defendants  have  also  given  in  evidence  a  model  of  a 
carriage  for  railways  and  roads,  described  by  W.  and  £.  W. 
Chapman,  in  their  patent  granted  in  England,  in  1812.  The 
specification  is  published  in  the  24th  volume  of  the  Repertory 
of  Arts^  etc.,  under  the  date  of  February,  18 14,  with  drawings. 
Fig.  8,  says  the  patentee,  shows  a  carriage  of  six  wheels  for  the 
engine,  which  may  rest  equally,  or  nearly  so,  on  each  of  its 
wheels,  and  move  freely  round  the  curves,  or  past  the  angles 
of  a  railway ;  i,  i,  the  fore  pair  of  wheels  are,  as  usual  on 
railways,  fixed  to  the  body  of  the  carriage  \  2,  2,  and  3,  3,  the 
other  two  pair,  are  fixed  on  axles  (parallel  to  each  other)  to  a  sepa- 
rate  frame,  over  which  the  body  of  the  carriage  should  be  so  poised 
as  that  two-thirds  of  its  weight  should  lie  over  the  central  point 
of  the  fore  wheels  where  the  (pivot  ?)  4,  is  placed,  and  the 
remaining  third  over  the  axis  (axle)  i,  i.  The  two-thirds 
weight  of  the  carriage  should  rest  on  conical  wheels,  or  rollers, 
bearing  upon  the  curved  plates  i,  i,  so  as  to  admit  the  ledges 
of  the  wheels,  or  those  of  the  way  to  guide  them  on  its  curves, 
or  past  its  angles,  by  forcing  the  transom,  or  frame,  to  turn  on 
the  pivot,  and  thus  arrange  the  wheels  to  the  course  of  the  way, 
similar  to  the  carriage  of  a  coal  wagon ;  and  the  patentees  add, 
if  the  weight  of  the  locomotive  engine  should  require  eight  wheels^ 
it  is  only  requisite  to  substitute^  in  place  of  the  axis  (axle)  i,  I,  tf 
transom^  such  as  described^  laying  the  weight  equally  upon  both^  and 
then  J  similarly  to  two  coal  wagons  attached  together^  the  whole  four 
pair  of  wheels  will  arrange  themselves  to  the  curves  of  the  railway. 

The  weight  of  the  evidence  of  the  experts  who  have  been 
examined  in  respect  to  the  Chapman  car,  is,  that  the  elements 
and  arrangement,  as  described  in  the  specification,  and  deline- 
ated in  the  drawing,  comprise  all  the  substantial  elements  and 
arrangements  to  be  found  in  the  cars  of  the  defendants,  and  a 
critical  examination  of  the  description  and  of  the  drawing, 
certainly  tends  to  confirm  rather  than  weaken  the  inference  of 
these  witnesses.  This  Chapman  car  is  probably  the  origin  of 
the  '*  Quincy  car,*'  the  Horatio  Allen  car,  and  of  all  that  class 
now  in  use  upon  the  railroads  of  this  country,  and  was  devised 
by  the  Chapmans  not  simply  to  equalize  the  greater  burden, 
attained  by  the  multiplication  of  the  wheels,  and  to  relieve  the 
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Stress  upon  the  rail ;  but  also  by  the  arrangement  of  the  four 
pairs  of  wheels,  so  that  each  of  the  pairs  should  be  fixed 
to  separate  frames  (the  axles  parallel  to  each  other),  and  the 
burden  resting  upon  the  central  points  of  the  four  wheels,  and 
turning  upon  a  pivot,  or  swiveling,  to  permit  the  trucks  to 
accommodate  themselves  to  the  curves  and  angles  of  the  road, 
and  cause  them  to  move  more  freely  and  smoothly  round  these. 

This  description  and  drawing  of  the  Chapman  car,  as  given 
in  the  volume  of  the  Repertory  of  Arts^  were  before  the  Court 
and  jury  in  the  former  trial ;  but  as  the  novelty  and  improve- 
ment of  the  plaintifPs  patent  were  left,  as  questions  of  fact,  to 
the  jury,  the  subject  was  not  a  matter  of  particular  examination 
on  the  motion  for  a  new  trial. 

There  are  many  other  parts  of  this  case  which,  were  this  a 
final  hearing,  it  would  be  necessary  to  notice,  but  in  the  present 
stage  of  it  are  not  important ;  as,  for  the  reasons  given,  we  think, 
upon  the  well-settled  principles  governing  applications  for  a  pre- 
liminary injunction,  this  motion  must  be  denied. 


Richard  S.  Child 

vs. 

Thomas  Adams,  William  G.  W.  Jaeger,  and 
Luther  Martin.     In  Equity. 

Section  13  of  the  act  of  July  4)  1836,  by  defining  the  conditions  under  which  the 
powen  it  confers  shall  be  exercised,  necessarily  excludes  it  in  all  other,  except, 
perhaps,  the  correction  of  clerical  errors. 

Where  a  statute  defines  the  extent  of  power  given  to  one  who  acts  ministerially,  the 
Courts  can  not  extend  it,  or  validate  acts  done  without  or  beyond  its  authority. 

The  Commissioner  has  no  power  to  confirm  a  patent  obtained  by  false  suggestion,  either 
by  pardoning  the  offense  or  excusing  it  on  the  plea  of  innocent  ignorance. 

If  an  alien,  either  through  ignorance  or  intention,  falsely  represents  himself  as  a  citizen 
in  order  to  obtain  a  patent,  the  patent  so  procured  is  "  inoperative  and  invalid  **  to 
veit  a  title  in  the  alleged  invention. 
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The  oath  of  citizenship,  and  other  duties  required  by  section  6  of  the  act  of  July  4, 
1836,  are  conditions  precedent  without  which  the  Commissioner  has  no  authority 
to  grant  a  patent,  and  a  defendant  may  allege  the  neglect  or  fraudulent  omission 
to  fulfill  these  conditions,  or  any  of  them,  as  a  sufficient  defense. 

M.,  an  alien,  made  oath  that  he  was  a  citizen  of  the  United  States,  and  obtained  a 
patent.  Eight  years  afterward  he  surrendered  his  patent,  made  oath  that  he  was  a 
citizen  of  France,  paid  the  balance  of  the  fee  due  the  Patent  Office  and  obtained  a 
reissue,  which  recited  (among  other  things)  that  said  original  letters'  were  ''granted 
to  him  upon  his  belief  that  he  was  a  citizen  of  the  United  States,  which  belief 
arose  from  ignorance  of  the  laws  of  the  United  States.**  Held :  that  the  original 
and  reissued  patents  were  both  invalid,  first,  because  of  fidsc  suggestion,  the  second 
from  want  of  power  in  the  Commissioner  to  grant  it. 

Heldf  also,  that  the  Commissioner  could  not  grant  a  new  original  patent  eight  years  after 
the  invention  had  been  in  public  use. 

(Before  Grikr,  J.,  Eastern  District  of  Pennsylvania,  November,  1854.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent,  for  an  ^'  improvement  in  making  lamp- 
black," granted  to  John  Gilbert  Mini,  November  13,  1844,  and 
assigned  to  plaintiff.  The  facts  upon  which  the  decision  turned 
are  fully  stated  in  the  opinion. 

George  Harding  and  yohn  Cadwalader  for  complainant. 
John  Fallon  and  R,  P.  Kane  for  defendants. 

Grier.  J. 

The  first  question  in  order,  in  the  consideration  of  this  case, 
will  be  whether  John  Gilbert  Mini,  the  patentee  under  whom 
the  complainant  claims,  has  obtained  a  legal  grant  or  patent  for 
the  invention  claimed.  If  this  be  answered  in  the  negative,  it 
will  be  unnecessary  to  notice  the  other  questions,  which  have 
been  so  fully  and  so  well  argued  by  counsel. 

The  facts  connected  with  this  point  are  undisputed,  and 
appear  in  the  pleadings  and  exhibits  annexed.  The  original 
letters  patent  to  J.  G.  Mini  for  his  "  improvement  in  mak- 
ing lampblack,''  were  issued  November  13,  1844,  and  re- 
cited that  Mini  "  has  made  oath  thai  he  is  a  citizen  of  the  Uni- 
ted States  etc.y  *'  "  paid  the  sum  of  thirty  dollars,  etc."  On 
this  patent,  the  complainant,  as  assignee  of  Mini,  filed  his 
bill  to  April  term,  1850,  against  the  respondents,  alleging 
an  infringement  and  praying  for  an  injunction.  Among  other 
matters   of   defense   pleaded   in   the    respondent's  answer,    it 
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was  averred  that  ^^J.  G.  Mini  was  not  entitled  to  said  patent  at 
the  time  it  was  granted  to  him,  because  he  was  an  alien,  being 
a  native  of  France  and  not  a  neutralized  citizen  of  the  United 
States^  and  that  he  had  applied  for,  and  obtained  said  letters 
patent,  as  a  citizen  of  the  United  States,  for  the  purpose  of 
defrauding  the  revenue  of  the  additional  fees  and  charges,  which, 
as  an  alien,  he  should  have  paid  in  order  to  obtain  a  patent." 

Admitting  the  fact  as  alleged  in  this  plea,  but  denying  the 
fraudulent  intent,  the  patentee  surrendered  his  patent  on  the 
24th  of  August,  1852,  and  received  another  called  a  ^^  Reis- 
sue," which  is  attempted  to  be  connected  with  the  original  appli- 
cation by  the  following  recital : 

"Whereas,  John  G.  Mini,  of  Philadelphia,  Pennsylvania, 
has  alleged  that  he  has  invented  a  new  and  useful  improvement 
in  making  lampblack  (for  which  letters  patent  were  issued  to 
him,  dated  13th  November,  1844,  which  letters  having  been 
surrendered  by  him,  the  same  have  been  canceled,  and  new 
letters  ordered  to  issue  to  him  on  the  same  specification,  said 
original  letters  having  been  granted  to  him,  upon  his  belief  that 
he  was  a  citizen  of  the  United  States,  which  belief  arose  from 
ignorance  of  the  laws  of  the  United  States ;  he  also  having  since 
paid  into  the  Treasury  of  the  United  States  the  sum  of  two 
hundred  and  seventy  dollars,  the  balance  due  from  the  original 
granting  of  said  letters  patent),  which  he  states  has  not  been 
known  or  used  before  his  application^  has  made  oath  that,  at  the 
time  of  his  original  application,  he  was  a  citizen  of  France ;  that 
he  does  verily  believe  that  he  is  the  original  and  first  inventor 
or  discoverer  of  the  said  improvement,  and  that  the  same  hath 
not  to  the  best  of  his  knowledge  and  belief  been  previously 
known  or  used  ;  has  paid  into  the  Treasury  of  the  United  States 
the  sum  of  fifteen  dollars,  and  presented  a  petition  to  the  Com- 
missioner of  Patents,  signifying  a  desire  of  obtaining  an  exclu- 
sive property  in  the  said  improvement,  and  praying  that  a  patent 
may  be  granted  for  that  purpose,  etc." 

On  this  reissued  patent  the  complainant  filed,  to  October  term, 
1852,  the  bill  in  the  present  case,  praying  it  to  be  taken  as  ^^a 
supplemental  and  original  bill  or  original  in  the  nature  of  a  sup- 
plemental ''  to  that  filed  on  the  original  patent. 
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The  question  now  to  be  considered,  is,  therefore,  whether  an 
alien,  who  has  obtained  a  patent  by  a  false  oath,  suggesting  that 
he  is  a  citizen,  can,  after  a  lapse  of  seven  years,  and  a  surrender 
and  canceling  of  the  patent  thus  obtained,  lawfullly  obtain  what 
is  called  a  reissued  patent  connected  with  his  original  applica- 
tion— and  whether  the  Commissioner  of  Patents  has  any 
authority  to  grant  such  a  ^^  reissued  "  patent. 

The  right  of  Mini,  with  the  consent  of  his  assignees  to  sur- 
render his  original  patent,  and  to  have  it  canceled,  can  not 
be  doubted,  whether  it  had  been  obtained  by  false  suggestion 
or  not ;  and  when  the  invention  or  discovery  had  not  been 
in  public  use  more  than  two  years  the  Commissioner  might 
probably  grant  him  a  new  original  patent  or  an  original  applica- 
tion, alleging,  inter  alia,  "  that  he  does  not  know  or  believe  that 
his  invention  was  before  known  or  used."  But  a  new  patent 
seven  or  eight  years  after  the  application,  and  after  the  patentee 
and  others  had  publicly  used  the  discovery  or  invention,  would 
be  of  little  use — unless  it  can  be  construed  to  retroact  by  way 
of  confirmation  of  the  first. 

The  patent  act  of  1793  did  not  provide  for  a  reissue  of  a 
patent,  after  a  surrender  or  cancelation  of  it,  by  the  patentee  on 
account  of  a  defective  or  insufficient  description  or  specifica- 
tion. The  great  difficulty  of  making  a  correct  specification 
which  will  stand  the  test  of  judicial  scrutiny,  and  the  very  fre- 
quent instances  in  which  the  most  valuable  inventions  and 
discoveries  have  been  lost  to  meritorious  patentees  through 
inadvertency,  accident,  or  mistake,  originated  the  practice  of 
granting  reissues,  in  such  cases  of  hardship,  without  any  statute 
directly  authorizing  or  regulating  them.  This  practice  was 
confirmed  by  the  decision  of  the  Supreme  Court  in  Grant  v. 
Raymond,  6  Pet.  218,  in  January,  1832.  This  was  a  case  of  a 
defective  specification,  and  refers  only  to  the  practice  of  reissuing 
patents  to  cure  such  defects.  It  had  never  been  suggested  to  the 
Patent  Office  or  the  Court,  from  any  thing  that  appears,  that  a 
false  or  mistaken  assertion,  in  regard  to  a  matter  of  fact  of  which 
the  applicant  is  presumed  to  be  particularly  cognizant,  and  by 
which  his  patent  was  obtained  for  one-tenth  of  its  cost,  was 
ever  considered  as  an  inadvertence,  accident^  or  mistake  which 
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could  be  thus  remedied.  But  in  order  to  confirm  the  decision 
of  the  Court  and  to  define  the  power  of  the  Patent  Office  on 
this  subject — the  act  of  July  3,  1832,  was  immediately  passed. 
This  act  gave  to  the  Secretary  of  State  a  much  more  extensive 
power  than  previous  practice  had  assumed,  or  the  judgment  of 
the  Supreme  Court  had  confirmed.  But  though  it  might  have 
included  a  case  like  the  present  within  its  terms,  it  left  the 
question  of  the  connection  of  the  new  patent  with  the  old  in 
such  a  case,  wholly  unsettled. 

This  act  was  repealed  by  the  act  of  July  4,  1836,  which  es- 
tablished a  new  system,  entirely  abolishing  all  that  preceded  it. 
The  power  of  the  Commissioner  of  Patents  to  issue  patents, 
and  the  effect  of  them,  are  carefully  defined  by  this  statute. 
By  defining  the  conditions  under  which  the  power  it  confers 
shall  be  exercised,  it  necessarily  excludes  it  in  all  others,  except 
perhaps  the  correction  of  their  own  clerical^  errors.  The  thir- 
teenth section  of  this  act  declares  that :  ''  Whenever  any 
patent,  etc.,  shall  be  inoperative  or  invalid  by  reason  of  a  defective 
or  insufficient  description  or  specification,  or  by  reason  of  the 
patentee  claiming  in  his  specification,  as  his  own  invention,  more 
than  he  had  or  shall  have  a  right  to  claim  as  new,  if  the  error 
shall  have  arisen  from  inadvertence,  accident,  or  mistake,  or 
without  any  fraudulent  or  deceptive  intention,  it  shall  be  lawful 
for  the  Commissioner,  upon  the  surrender,  etc.,  to  cause  a  new 
patent  to  be  issued  for  the  same  invention,  etc.,  and  the  patent 
so  reissued,  etc.,  shall  have  the  same  effect  and  operation  in 
law  on  the  trial,  etc.,  as  though  the  same  had  been  originally 
filed  in  such  corrected  form  before  the  issuing  of  the  original 
patent." 

It  needs  no  argument  to  show  that  this  case  comes  neither 
within  the  letter  or  the  spirit  of  this  section  of  the  act — nor  can 
the  case  of  Grant  v.  Raymond  be  cited  as  authorizing  any  such 
general  power  in  the  Commissioner  to  grant  a  new  patent  to 
one  who  has  obtained  it  by  false  suggestion,  which  shall  retroact 
by  way  of  confirmation  of  the  original,  or  stand  in  its  place. 
Where  a  statute  defines  the  extent  of  power  given  to  one  who 
acts  ministerially,  the  Courts  can  not  extend  it,  or  validate  acts 
done  without  or  beyond  its  authority. 

n 
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I  would  not  be  considered  as  imputing  any  moral  guilt  to 
Mr.  Mini,  or  intent  to  commit  perjury,  in  this  particular  case. 
It  is  possible  that  men  may  live  thirty  years  in  this  country,  and 
not  know  that  in  order  to  become  a  citizen,  an  alien  must  be 
naturalized.  It  is  possible,  too,  that  an  alien,  dragged  to  the 
polls  **^y  respectable  gentlemen^*  and  permitted  to  vote  by  a 
complaisant  inspector  without  question,  may  fancy  himself  to 
have  been  thus  transmuted  into  a  citizen.  But  instances  of 
such  amiable  ignorance  are  so  rare,  that  it  could  hardly  be 
expected  that  legislatures  should  anticipate  it,  by  providing  a 
remedy  for  those  whose  mistakes  are  the  consequence  of  it.  Nor 
will  the  hardship  of  this  particular  case  justify  the  Commissioner 
of  Patents  in  assuming  a  power  not  granted  to  him  by  the  stat- 
ute. He  has  no  power  to  confirm  a  patent  obtained  by  false 
suggestion,  either  by  pardoning  the  offense  or  excusing  it  on  the 
plea  of  innocent  ignorance.  A  mistake  or  inadvertence  on  the 
specification  of  a  patent,  can  be  proved  by  the  face  of  the 
paper,  and  the  reasons  alleged  for  it.  But  where  a  person  makes 
a  mistake  in  his  oath  of  citizenship,  and  enjoys  the  benefit  of 
it  for  more  than  half  his  term,  his  innocence  can  be  proved  by 
his  own  oath  alone ;  and  he  ought  not  to  be  allowed  to  obtain 
a  new  patent  for  the  other  half  by  stultifying  himself.  This 
would  be  holding  out  a  premium  for  profitable  mistakes,  and  an 
encouragement  to  double  perjury. 

But,  it  is  contended,  that  if  the  reissued  patent  is  void  because 
issued  without  authority,  the  original  may  be  set  up  as  a  good 
title.  That  it  is  not  void,  but  voidable,  and  that  the  payment 
of  the  additional  fee  is  a  matter  which  concerns  the  government 
only,  and  can  not  be  alleged  as  a  defense  by  third  persons. 

This  might  be  true  if  the  applicant  had  truly  disclosed  his 
citizenship,  and  had  given  his  note  for  the  three  hundred  dollars 
which  he  had  afterward  neglected  or  refused  to  pay. 

The  act  of  1836  permits  aliens  as  well  as  citizens  to  receive 
patents  for  inventions,  but  under  very  different  conditions.  A 
citizen,  or  one  who  has  declared  his  intention  of  becoming  such, 
pays  a  patent  fee  of  thirty  dollars  only.  An  alien,  if  he  be  a  sub- 
ject of  the  king  of  Great  Britain,  must  pay  five  hundred  dollars, 
and  all  other  persons  three  hundred  dollars,     An  alien  patentee 
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is  also  compelled  to  ^^  put,  and  continue  on  sale  to  the  public, 
on  reasonable  terms,  the  invention  or  discovery  for  which 
the  patent  is  issued."  If  it  were  not  so,  it  would  be  in  the 
power  of  an  alien  inventor,  by  means  of  his  patent,  to  completely 
prohibit  the  use  of  his  invention  for  fourteen  years  in  the  United 
States. 

The  sixth  section  of  the  patent  law,  accordingly,  provides 
that,  ^^  before  any  inventor  shall  receive  a  patent,"  among  other 
things,  he  shall  make  oath  ^^  of  what  country  he  is  a  citizen/' 
This,  as  well  as  the  other  duties  required  by  this  section,  is  a 
condition  precedent,  without  which  the  Commissioner  has  no 
authority  to  grant  a  .patent,  and  a  defendant  may  allege  in  his 
defense  the  neglect,  or  fraudulent  omission  to  fulfill  these  condi- 
tions, or  any  of  them,  as  a  sufficient  defense;  and,  although 
the  Court  has  no  power  to  avoid  or  annul  a  patent,  by  its  decree 
or  judgment,  the  patent,  so  far  as  respects  that  suit,  is  ^^  inoper- 
ative  and  invalid**  to  vest  a  title  in  the  alleged  invention. 

Many  of  these  defects  or  omissions  may,  by  the  act,  be 
given  in  evidence,  under  the  general  issue,  in  an  action  at  law ; 
other  defenses,  such  as  ^^a  license,''  or  ^^  alienage,"  must  be 
specially  pleaded. 

If,  therefore,  an  alien,  either  through  ignorance,  or  intention, 
falsely  represents  himself  as  a  citizen,  in  order  to  obtain  a  pat- 
ent, he  not  only  fails  in  performing  one  of  the  conditions  which 
the  statute  imposes  in  order  to  entitle  him  to  a  patent,  but  he 
commits  also  a  fraud  upon  the  Government.  And  as  this  fact 
appears  in  the  complainant's  bill,  the  respondent  may  avail  him- 
self of  it,  as  a  defense  to  the  title  set  up  under  the  patent,  and 
allege  that  the  patent  thus  obtained  is  "  inoperative  and  invalid." 

We  are  of  opinion,  therefore,  that  the  original  patent  of 
1844,  which  issued  to  John  Gilbert  Mini,  was  invalid,  because 
the  applicant  did  not  comply  with  the  conditions  of  the  patent 
act,  in  stating  truly  ^^  of  what  country  he  is  a  citizen^**  and  that 
the  reissued  patent  of  1852  is  equally  invalid,  the  Commis- 
sioner of  Patents  having  no  power  to  grant  such  a  patent,  to  act 
by  way  of  confirmation  of  the  original,  nor  to  grant  a  new 
original,  eight  years  after  the  invention  has  been  in  public  use, 
which  will  give  a  valid  title  to  such  a  patentee. 

The  Complainant's  pill  is  therefore  dismissed  with  costs. 
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Adam  William  Rapp 


vs. 

Edmund  H.  Bard  and  Henry  H.  Wilson. 

In  Equity, 

The  complainant  and  defendants  each  had  patents  for  improvements  in  gold  pens. 
He/d:  as  neither  of  them  were  the  inventors  of  gold  pens,  their  respective  patents, 
if  good  for  any  thing,  could  not  be  extended  beyond  the  peculiar  shape,  form,  or 
mode  of  construction  which  they  allege  they  have  invented. 

(Before  Grisr,  J.,  Eastern  District  of  Pennsylvania,  October,  1855.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  letters  patent  for  "  improvement  in  gold  pens," 
granted  to  complainant  January  6,  1852,  the  claim  of  which 
was  as  follows : 

**  what  I  claim  as  my  invention  and  improvement  in  the  gold  pen,  and  desire  to 
secure  by  letters  patent,  is  reducing  or  thinning  the  sides  of  the  pen  at  a,  between  the 
shoulder,  A^  and  split,  c ;  whereby  the  advantages  above  stated  are  fully  attained,  and 
the  gold  pen  made  to  possess  the  qualities  of  the  quill  pen.** 

The  defendants  had  also  letters  patent  for  ^'  improvement  in 
gold  pens,"  granted  December  20,  1853,  ^^^  claim  of  which 
was  as  follows : 

"The  construction  of  metallic  pens,  having  the  form  of  the  semi-cylindrical  barrel, 
combined  with  the  angular  diverging  planes,  by  compressing  the  metal  between  corres- 
pondingly shaped  dies.** 

George  W,  Wollaston  for  complainant. 

^ohn  B.  Gest  and  George  Harding  for  defendants. 

Grier,  J. 

The  complainant  has  a  patent  for  an  improvement  in  gold 
pens,  dated  January  6,  1852.  The  defendants  have  a  patent  for 
their  improvement  in  the  same,  dated  December  20,  1853. 

The  complainant  charges  that  the  pens  made  by  defendants, 
under  their  patent,  are  an  infringement  of  his  earlier  patent. 

The  patents  and  the  pens  being  both  in  evidence,  the  whole 
pase  is  exhibited  tp  the  eye^  of  t^e  Court.     The  expense  pf  the 
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testimony  might  have  been  saved,  as  it  only  encumbers  a  case 
which  depends  solely  on  the  construction  of  the  patents. 

Neither  of  the  patentees  is  the  inventor  of  gold  pens,  and 
their  respective  patents,  if  good  for  anything,  can  not  be  ex- 
tended beyond  the  peculiar  shape,  form,  or  mode  of  construction 
which  they  allege  they  have  invented. 

The  patent  of  Rapp  describes  his  improvement  as  consisting 
in  reducing  the  sides  of  the  pens  between  the  shoulder  and  the 
split,  and  making  the  split  about  one-half  less  in  length  than 
that  of  other  pens.  He  defines  his  claim  to  be  "reducing  or 
thinning  the  sides  of  the  pen  between  the  shoulder  and  the 
splits,"  as  exhibited  by  his  drawings. 

The  patent  of  the  defendants  does  not  propose,  like  the  plain- 
tiPs,  to  save  expense  by  ''  reducing  the  length  of  the  split  one- 
half,  but  consists  of  a  semi-cylindrical  barrel,  combined  with 
angular  diverging  planes,  with  a  split  of  the  usual  length." 

The  plaintiiPs  pen  is  of  a  continuous  cylindrical  or  elliptical 
form,  made  thin  for  the  purpose  of  elasticity,  by  filling  a  niche 
on  two  sides  of  the  semi-cylinder,  leaving  both  sides  of  the 
split  thick  at  the  edges,  for  the  purpose  of  strength  and 
durability.  The  defendant's  pen  being  formed  by  the  combina- 
tion of  angular  planes,  can  not  be  thinned  in  the  middle  by 
abrasion  on  its  tangents,  because  not  cylindrical  in  its  form. 
This  could  only  be  done  by  making  a  longitudinal  cavity  in 
each  plate.  It  is  made  elastic  by  hammering  the  plates  and 
stoning  or  polishing  the  surface  of  the  planes  sufficiently  thin  to 
be  elastic. 

The  plaintifPs  patent  would  have  been  void  if  it  claimed  the 
making  of  pen-points  elastic  by  hammering,  stoning,  and  polish- 
ing them  down  till  they  were  thin  enough  to  be  elastic ;  all 
pens  have  necessarily  been  made  so.  If  the  plaintiff  had  been 
the  first  inventor  of  gold  pens,  possibly  he  might  have  claimed 
the  defendants'  mode  of  giving  them  elasticity  as  an  equivalent, 
and  therefore  an  infringement.  But  his  patent  is  for  a  particu- 
lar form  and  shape — 3,  semi-cylindrical  form,  with  a  short  split — 
whose  necessary  elasticity  is  given  by  filing  a  thin  space  on  the 
curvature  of  each  side  of  the  split  between  the  shoulder  and  the 
point.     The  defendants'  patent  is  for  a  long  split  between  the 
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two  diverging  planes,  hammered  and  polished  so  as  to  give  them 
elasticity.     Their  improvement  is  consequently  no  infringement 
of  that  claimed  in  the  plaintifFs  patent. 
The  bill  is  dismissed  with  costs. 


John  M.  Carr 

vs. 

John  Rice. 

A  patent  is  dealt  with  by  the  Courts,  as  a  grant  by  the  Legislature,  in  exchange  for  the 
equivalent  to  be  received  by  the  public,  in  the  free  enjoyment  of  the  patented  dis- 
covery, after  the  inventor^s  exclusive  privilege  expires. 

The  patent  grant  is  bestowed  in  consideration  of  something  new  and  valuable,  contrib- 
uted by  the  patentee  to  the  public  benefit.  If  the  subject  of  the  grant  was  already 
open  to  common  use,  he  renders  no  equivalent  for  the  privileges  he  obtains,  and 
hWt  to  fulfill  the  vital  condition  upon  which  he  was  authorised  to  enjoy  them. 

It  matters  not  how  the  thought  is  acquired  or  how  brought  into  action,  whether  by  a 
sudden  conjecture,  or  chance  experiment,  or  by  the  labors  and  investigations  of  a 
whole  li/e;  or,  that  it  proves  pre-eminently  serviceable  and  profitable  to  the  industry 
and  enjoyments  of  life,  or  only  to  a  very  inconsiderable  amount. 

The  law  secures  to  the  patentee  the  right  to  the  use  of  his  machine,  provided  it  con- 
sists of  a  new  combination,  although  composed  of  parts  well  known,  and  in 
common  use. 

If  the  patentee  fiiils  to  mention,  in  his  specification,  an  addition  which  is  indispensable 
to  the  use  of  his  machine,  it  is  fittal  to  the  title  set  up  by  the  plaintiff. 

But  if  the  machine  works  well  without  the  addition,  or  if  it  be  a  mechanical  means 
incident  to  the  construction  of  the  machine,  to  be  brought  into  use  in  special  cir- 
cumstances, or  only  for  the  quickening,  or  making  more  profitable,  the  operation 
of  the  machine,  it  is  not  to  be  regarded  as  an  indispensable  part  of  it,  and  need 
not  be  described  or  claimed  in  the  specification. 

Strong  resemblances  in  external  appearances,  similarity  of  products  or  operation,  are  not 
separately,  tests  of  the  identity  of  the  plan,  or  purpose  of  machines ;  nor  is  a  supe- 
riority in  products,  or  in  operation,  in  one  over  the  other,  proof  of  an  essential 
difference ;  because  the  slightest  change  of  a  machine,  which  effects  a  real  im- 
provement in  it,  may  be  patentable,  while  great  apparent  variations  may  be  only 
disguises,  under  which  an  older  discovery  is  attempted  to  be  employed  and  appro- 
priated. 
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The  defendant  can  not  embody  in  his  machine  the  patented  discoveries  held  by  the 
plainttflT,  nor  entitle  himself  to  use  them,  by  adding  improvements,  or  new  inren* 
tions  of  his  own  or  of  others  thereto. 

A  person  purchasing  property,  against  the  right  of  another,  when  the  owner  was  with- 
out evidence  of  his  title,  can  not  hold  or  use  it,  after  the  evidence  of  his  superior 
right  is  acquired  by  the  real  owner.  Patent  interests  are  not  distinguishable,  in 
this  respect,  from  other  kinds  of  property. 

(Before  Betts,  J.,  Southern  D'lstrict  of  New  York,  April,  1856.) 

This  was  an  action  on  the  case  tried  before  Judge  Betts  and 
a  jury,  to  recover  damages  for  the  infringement  of  letters  patent, 
for  ^improvements  in  machinery  for  separating  flour  from 
bran,''  granted  to  Issachar  Frost  and  James  Monroe,  February 
27,  1849,  ^^^  reissued,  March  13,  1855. 

The  claims  of  the  original  patent  were  as  follows : 

**  Having  thus  fully  described  the  construction,  arrangement,  and  operation  of  the 
several  parts  of  our  machine,  we  will  now  add  that  we  do  not  mean  to  claim  to  be  the 
original  inventors  of  a  cylinder,  nor  of  a  combined  punch  and  reticulated  cylinder,  nor 
of  a  cylinder  covered  with  strips  of  punched  sheet-iron  and  strips  of  leather  filled  with 
tacks,  such  as  are  used  in  smut  machines,  nor  the  arrangement  of  gearing  by  which  the 
machine  is  propelled  j  but  we  do  claim  to  be  the  original  and  first  inventors  of  the  com- 
bination and  arrangement  of  the  external,  upright,  stationary,  close  cylindrical  case  B, 
with  the  internal  combined  punched  and  reticulated  upright  stationary  scourer  and  .  bolt 
Bl,  B3,  and  revolving  cylindrical  scourer  and  blower  C,  constructed,  arranged  and 
operated  in  the  manner  and  for  the  purpose  herein  fully  set  forth,  by  which  the  fine 
Hour  that  usually  adheres  to  the  bran,  after  being  subjected  to  the  first  bolting  operation, 
is  now  completely  separated  from  the  bran  and  collected  in  the  annular  space  between 
the  cylindrical  bolt  and  cylindrical  case,  firom  whence  it  descends  through  the  segmen- 
tal openings  in  the  horisontal  base,  upon  which  the  said  bolt  and  case  rest,  into 
conducting  spouts,  as  aforesaid,  while  the  bran  is  blown  from  the  interior  of  the  bolt 
through  a  spout  leading  through  the  external  case,  as  aforesaid,  in  the  meshes  of  the 
bolting-cloth,  being  kept  open  by  the  pressure  of  air  produced  inside  the  combined  cyl- 
indrical scourer  and  bolt,  by  the  manner  in  which  the  oblique  and  radial  and  parallel 
wings  are  arranged  on  the  revolving,  scouring,  and  blowing  cylinder,  as  above  set 
forth." 

The  claims  of  the  reissued  patent  were  as  follows : 

''I  claim :  ist.  The  platform  D  (always  at  right  angles  with  the  sides  of  the  bolt, 
when  not  made  conical),  or  close  horizontal  bottom,  when  used  in  connection  with 
upright,  stationary,  or  revolving  bolt  for  flouring  purposes. 

"  2d.  The  opening  at  D^  for  the  admission  of  a  counter  current  of  air  through  the 
bottom  and  into  the  bolts  and  the  opening  and  bran-spout  F,  as  described,  in  combina- 
tion with  the  platform  D. 

**  3d.  The  upright,  stationary  bolt,  or  bolt  and  scourer  combined,  with  its  closed 'up 
top,  except  for  air  and  material ;  as  in  combination  with  first,  second,  ahd  fourth,  or 
ether  of  them,  or  their  equivalents,  to  produce  like  results  in  the  flouring  process. 

"4th.  The  use  of  the  revolving,  distributing,  scouring,  and  blowing  cylinder  of 
beaters  and  fans,  by  which  the  material  is  distributed,  scoured,  and  the  flour  blown 
through  the  meshes  of  the  bolting 'doth/* 
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The  machine  was  for  rebolting  or  dusting  bran  which  had 
already  passed  through  the  bolt,  and  it  was  claimed  that  by  its 
use  a  saving  was  effected  of  from  two  to  three  barrels  per 
hundred. 

On  the  part  of  the  defense  it  was  contended  that  the  inven- 
tion was  void  for  want  of  novelty  and  utility,  and  that  the 
defendant  did  not  infringe  the  patent. 

The  mechanism  is  well  described  in  the  charge  of  the  Court. 

Charles  M,  Keller  for  plaintiff. 

Charles  Tracy  and  5.  W.  Holladay  for  defendant. 

Betts,  J. 

This  prosecution  rests  on  what  is  termed  a  patent  right. 

You  are  aware  that,  by  virtue  of  acts  of  Congress,  individu- 
als can  have  secured  to  them  a  property  in  an  invention.  It  is 
not  necessary  to  examine  whether  such  property  rests  in  natural 
right,  or  is  derived  from  the  donation  of  Government.  It  is 
dealt  with  by  the  Courts,  as  a  grant  by  the  legislature,  in  ex- 
change for  the  equivalent  to  be  received  by  the  public,  in  the 
free  enjoyment  of  the  patented  discovery,  after  the  inventor's 
exclusive  privilege  expires. 

In  the  maintenance  of  rights  of  this  description,  and  defense 
of  prosecutions  upon  them,  questions  arise,  for  the  determi- 
nation of  Courts  and  juries,  of  a  complicated,  and  oftentimes 
embarrassing  character.  We  are  brought  to  consider  subjects 
not  familiar  to  common  experience ;  for  few  understand  the  the- 
ory and  science,  or  scarcely  the  practical  application  of  mechan- 
ical arts.  The  points  raised  in  these  investigations  are  compli- 
cated and  intricate  in  their  nature,  and  embarrassing,  to  persons 
most  skilled  in  them,  to  understand  clearly. 

After  the  maturest  study.  Courts  are  frequently  perplexed  in 
determining  the  just  bearing  and  effects  of  the  facts,  upon  which 
they  are  to  decide  in  this  class  of  cases,  and  this  embarrassment 
must  necessarily  be  shared  by  jurors. 

The  cardinal  principle  upon  which  patent  laws  rest  is,  that  an 
individual  is  only  entitled  to  appropriate  to  his  exclusive  control, 
that  which  he  has,  by  his  original  invention  or  discovery,  first 
made  known,  and  rendered  useful.     Accordingly  to  determine 
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his  exclusive  title,  it  is  necessary  to  ascertain  what  was  before 
known  to  the  public,  and  whether  what  he  assumes  to  be  his,  is 
really  made  so,  by  being  distinct  from  any  thing  before  publicly 
used  in  that  condition,  and  applicable  to  like  purposes,  and  is 
rendered,  by  means  of  his  invention,  useful. 

This  always  presents  questions  of  great  difficulty,  both  upon 
the  point  of  utility,  and  more  particularly  as  to  how  far  public 
knowledge  and  experience  have  already  reached,  in  respect  to 
the  discovery  claimed. 

These  points  are  to  be  determined  by  a  careful  comparison 
of  the  description  given  by  the  patentees  of  their  discovery, 
with  the  proofs  of  what  had  been  described  in  books ;  because 
the  law  gives  no  effect  to  a  patent  for  things  worthless  in  them- 
selves, or  which  the  community  could  have  used  without  the 
aid  of  the  patentees.  In  this  connection,  it  will  be  borne  in 
mind,  that  a  patent  can  not  be  supported  by  proof  that  the  in- 
vention was  new  to  the  patentees  themselves,  but  the  evidence 
must  be  satisfactory  that  they  were  actually  the  first,  and  orig- 
inal discoverers,  of  the  thing  patented.  Their  title  is  in  no  wise 
strengthened  if  their  invention  be  proved  to  have  been  made  at 
great  expense  of  time,  research,  and  money,  even  if  they  hon- 
estly believed  it  original  with  themselves,  if  in  the  end  it  is 
made  to  appear  that  others  had  previously  known  and  used  it. 
However  ingenious  the  contrivance  may  be,  and  wonderful  the 
processes  performed  by  it,  and  puzzling  to  the  mind  to  com- 
prehend its  arrangement,  still,  if,  in  the  result,  it  turns  out  that 
neither  the  whole  instrument,  nor  the  combination  of  its  parts, 
nor  the  results  obtained  by  it,  was  first  devised  and  adapted 
to  practical  purposes  by  the  patentees,  their  patent  can  not 
stand. 

Another  indispensable  prerequisite  to  the  validity  of  a  patent 
grant  is  that  the  patentees  draw  up  and  describe  what  is  called 
a  specification  of  their  discovery,  and  file  it  in  the  Patent  Office, 
setting  forth  and  specifying  the  particulars  of  their  invention 
plainly,  and  clearly  ;  so  that  mechanics  skilled  in  that  branch 
of  business,  can  construct  the  patented  discovery  from  that 
description.  The  jury  will  bear  in  mind  that  the  plaintiff  es- 
tablishes no  right  of  action,  unless  it  appears,  upon  the  whole 
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evidence  in  the  case,  that  the  patentees  were  really  the  original 
and  first  discoverers  of  the  patented  invention ;  that  it  is  useful 
by  producing  some  new  manufacture,  or  some  benefit  by  the 
method  of  manufacture,  covered  by  the  claim.  None  of  these 
particulars  less  than  the  whole  will  sustain  it. 

It  is  manifest  that  these  inquiries  demand  your  judgment 
upon  points  exceedingly  nice  and  intricate  in  their  character, 
upon  which,  you  perceive,  witnesses  of  integrity,  skill,  and 
experience,  have  expressed  widely  differing  opinions. 

This  action  relates  to  an  alleged  discovery  of  a  machine  for 
separating  flour  from  bran,  after  the  same  has  passed  through 
the  usual  bolting  process.  The  patentees,  in  their  specification, 
claim  a  discovery  which  introduces  a  valuable  improvement 
into  that  branch  of  "manufacture.  The  first  question  under  the 
issue  before  you  will  be.  What  is  the  specific  invention  claimed 
by  the  plaintiff*,  or  by  the  patentees  ?  although  the  consideration 
of  its  utility  may  well  be  connected  with  that  point. 

The  law  does  not  require  the  patentees  to  prove  their  dis- 
covery to  be  useful  to  any  eminent  or  large  degree.  It  is  sufli- 
cient  if  it  produces  an  improved  article,  at  less  cost,  or  with 
more  expedition,  than  other  known  methods  i  that  renders  the 
discovery  useful,  within  the  meaning  of  the  patent  laws. 

The  machine  constructed  and  patented,  and  now  the  subject 
of  this  action,  is  familiarly  called  a  bran-duster,  and  is  repre- 
sented and  claimed  by  the  patentees  to  be  an  improvement  in 
*'  machinery /or  separating  ^our  from  trart.'*  Its  purpose  and  use 
is,  to  separate  the  remaining  particles  of  flour  which  adhere  to 
the  bran,  after  the  same  has  passed  through  the  ordinary  bolting 
process.  The  allegation  and  claim  is,  that  this  discovery 
secures  that  end  more  cheaply  and  perfectly  than  was  before 
done,  and  effects  a  large  saving  of  flour  by  freeing  the  flour 
from  the  bran,  to  which  it  adheres  after  passing  through  the 
ordinary  bolts,  and  which  would  otherwise  pass  off*  with  the 
feed. 

The  patentees  do  not  claim  to  have  invented  a  new  machine, 
but  to  have  contrived  a  new  arrangement  and  combination  of 
known  parts  of  machinery,  so  as  to  produce,  by  its  operation,  a 
more  beneficial  result.     The  plan  of  construction  and  combi- 
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nation  is  wtt  forth  in  the  specification,  and  in  the  claims,  with 
which  that  concludes. 

The  most  noted  parts  are,  an  outer  wooden  case,  which  forms 
the  exterior  covering  of  the  machine ;  an  interior  case  of  wire- 
gauze,  tin,  or  other  metal,  perforated  with  holes,  similar  to  an 
ordinary  sifter,  or  sieve,  forming  a  bolting  cylinder,  with  both 
ends  closed  up,  except  for  air  and  material — (in  the  model,  this 
is  stationary,  although  it  is  claimed,  either  stationary,  or  revolv- 
ing, when  thus  used  for  flouring  purposes) — and  an  upright 
cylinder  of  beaters  and  fans,  having  a  distributing  head,  or  table 
on  its  top,  within  the  interior  case  or  bolting  cylinder.  This 
cylinder  is  covered  with  strips  of  leather,  having  tacks,  or  nails 
without  heads,  projecting  from  the  surface  outward  near  to  the 
sifter,  and  also  with  little  wings  of  tin,  or  other  substances, 
and  of  sufficient  strength  to  bear  the  pressure  of  the  air,  so  as 
to  act  as  fans,  when  the  cylinder  is  revolving  rapidly. 

Air  is  admitted  freely  through  an  aperture  for  the  admission 
of  the  feed  near  the  hopper,  and  some  is  also  received  through 
openings  at  its  base,  at  the  center,  or  at  the  discharge-hole  for 
the  bran.  The  material  or  ofFal  to  be  operated  upon  is  received 
from  the  bolt  (after  the  ordinary  process  of  bolting  is  com- 
pleted), and  passed  thence  on  to  the  head  of  the  solid  cylinder, 
and  distributed  by  its  centrifugal  action  equally  around  the 
periphery,  and  down  the  sides,  and  thus  thrown  out  into  the 
body  of  the  case,  and  against  the  sifter  inclosing  it. 

The  solid  cylinder  is  made  to  route  with  high  speed,  and,  by 
aid  of  its  appliances  and  velocity,  a  rapid  circulation  of  ^air  is 
Created  within  the  sifting  case,  and  in  that  manner  it  is  claimed, 
the  flour  and  bran  are  suspended,  and  subjected  to  the  double 
action  of  the  beating,  or  whipping  of  the  tacks,  or  pins  attached 
to  the  cylinder,  and  the  currents  of  air — the  latter  driving  the 
flour  against  and  through  the  sieve-covering — and  the  bran,  by 
its  gravity,  falling  to  the  bottom  of  the  case.  Arrangements 
are  also  proposed  for  removing  the  flour  and  bran  from  the 
machine,  where  they  severally  fall,  by  means  of  spouts — the 
bran  on  the  floor  of  the  inside  case,  and  the  flour  outside  of 
the  sifter. 

The  theory  of  the  plan  of  operating  is,  by  the  combination 
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of  the  machinery,  in  swift  motion,  to  loosen  the  flour  which 
adheres  to  the  bran,  when  it  is  delivered  out  of  the  ordinary 
bolt,  and  to  propel  the  flour  through  the  sifter,  by  force  of  the 
currents  of  air  alone,  while  the  bran  drops  to  the  floor  and 
through  a  hole  in  the  bottom,  by  its  gravity,  and  by  that  action 
to  produce  a  complete  separation  of  the  flour  and  bran,  cheaply, 
expeditiously,  and  with  an  important  saving  of  flour. 

The  features  of  the  plan  are  thus  sufficiently  stated,  without 
seeking  to  be  critically  exact  in  all  the  details  of  the  machine, 
to  enable  the  jury,  on  the  evidence,  to  determine  whether  the 
contrivance  is  worked  out  by  a  new  and  useful  combination  of 
its  parts. 

The  law  secures  the  patentees  the  right  to  the  use  of  their 
machine,  provided  it  consists  of  a  new  combination,  although 
composed  of  parts  well  known,  and  in  common  use.  Indeed, 
it  is  not  to  be  expected,  in  this  era  of  the  mechanical  arts,  that 
a  machine  original,  in  all  the  instrumentalities  it  employs,  can 
be  produced. 

To  make  their  title  good,  the  patentees  must  describe,  fully 
and  clearly,  their  whole  invention,  and  the  method  of  using  it. 
If  any  thing  material,  in  respect  to  its  construction  or  working, 
is  omitted  in  their  specification,  they  lose  all  claim  to  the  exclu- 
sive use  of  their  discovery. 

It  is  admited,  on  both  sides,  that  the  model,  on  the  table 
before  you,  presents  a  true  picture  or  representation  of  the  dis- 
covery claimed  by  the  patentees,  in  all  its  essential  parts.  Its 
plan  and  combinations  have  been  substantially  pointed  out  to 
you  already ;  and  it  is  for  you  to  determine,  upon  consideratioif 
of  the  whole  of  the  evidence,  whether  the  invention  is  new 
and  useful. 

It  is,  however,  proper  to  observe  that  the  patentees  need  not 
specify  the  kind  of  power  to  be  employed,  or  the  method  of 
applying  it  in  working  the  machine.  No  particular  mechanical 
means  to  those  ends  are  claimed  in  the  discovery,  and  they  are 
accordingly  at  liberty  to  use  any  known  to  mechanics  skilled 
in  machinery  of  this  character,  and  not  requiring  invention  to 
prepare  or  apply  them. 

It  is  urged,  that  the  description  of  the  machine  is  vitally 
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defective,  in  not  pointing  out  the  application  of  a  knocker,  or 
rapper  to  it,  without  which  it  can  not  be  worked  to  any  advan- 
tage, and  which  is,  in  fact,  applied  by  the  patentees  to  those 
they  use  or  vend. 

The  office  of  the  rapper  is,  from  time  to  time,  to  strike  the 
upper  end  of  the  sifter-cylinder,  with  force  sufficient  to  jar,  or 
shake  off  the  flour  adhering  to  its  outer  face — and  so  clogging 
the  meshes,  or  perforations,  as  to  prevent  its  being  blown 
through,  by  the  currents  of  air  within.  If  the  patentees  always 
use  that  addition,  and  it  is  indispensable  to  the  usefulness  of  the 
machine,  their  failing  to  mention  it  in  their  specification,  is 
fatal  to  the  title  set  up  by  the  plaintiff.  There  is,  however, 
conflicting  evidence  on  this  point,  and  the  facts  involved  in  the 
objection,  are  for  the  jury  alone  to  decide.  If  the  duster  works 
well  without  that  addition,  or  if  it  be  a  mechanical  means  inci- 
dent to  the  construction  of  a  duster,  or  bolters,  to  be  brought 
into  use  in  special  circumstances,  or  only  for  the  quickening, 
or  making  more  profitable,  the  operation  of  the  machines,  it  is 
not  to  be  regarded  as  an  indispensable  part  of  it,  and  need  not 
be  described,  and  claimed  in  the  specification. 

The  main  point  of  controversy  in  the  case  has  been  upon 
the  novelty  of  the  invention,  claimed  by  the  patent.  This  is 
always  the  ground  of  difficulty  for  discoverers  to  support  them- 
selves upon.  The  invention  must  be  real  with  them.  If  it  has 
been  previously  in  public  use,  or  can  be  found  described  in  sub- 
stance, in  printed  publications,  it  is  public  property,  and  the  law 
does  not  permit  it  to  be  appropriated,  by  means  of  a  patent 
grant,  to  individuals.  The  patentees  may  be  ignorant  of  such 
facts ;  but  the  law  charges  them  with  knowledge  of  them,  and 
treats  their  claim  to  an  exclusive  property  in  their  discovery  as 
fraudulent  and  void. 

The  law  rests  upon  sound  principles  of  equity  and  honesty 
in  that  respect.  The  patent  grant  is  bestowed  in  consideration 
of  something  new  and  valuable  contributed  by  the  patentees^  to 
the  public  benefit.  If  the  subject  pf  the  grant  was  already 
open  to  common  use,  they  render  no  equivalent  for  the  privi- 
leges they  obtain,  and  fail  to  fulfill  the  vital  condition  upon 
which  they  were  authorized  to  eqjoy  them. 


206  SOUTHERN    DISTRICT    OF    NEW    YORK. 

Carr  v.  Rice. 

But  it  is  a  misapprehension  to  suppose,  there  must  be  proof 
of  high  merit  in  the  invention  to  establish  a  patent  right.  The 
discovery  may  be  the  merest  casualty.  It  matters  not  how  the 
thought  is  acquired,  or  how  brought  into  action,  whether  by  a 
sudden  conjecture,  or  chance  experiment,  or  by  the  labors  and 
investigations  of  their  whole  lives,  or  that  it  proves  pre-emi- 
nently serviceable  and  profitable  to  the  industry  and  enjoyments 
of  life,  or  only  to  a  very  inconsiderable  amount. 

To  show  that  the  machine  is  not  new  and  original  with  the 
patentees,  a  publication  has  been  referred  to,  which  was  printed 
many  years  previously,  in  the  Repertory  of  Arts^  describing,  with 
drawings,  a  patent  issued  to  Ashby,  in  England,  for  improve- 
ments in  flour-dressing  machines  (designed  to  separate  flour  from 
bran  as  a  first  bolter).  A  model,  prepared  in  conformity  with 
that  description,  has  also  been  brought  before  you,  and  proved, 
by  experts,  to  represent  the  plan  of  Ashby's  invention. 

The  question  of  fact  for  the  jury  to  decide,  upon  the  evi- 
dence, is,  whether  the  plaintiflF's  machine  contained  substan- 
tially the  principle,  and  the  like  means  for  carrying  it  out,  with 
what  is  embodied,  in  Asiiby's  contrivance.  If  it  does,  and 
nothing  more,  then  this  patent  is  void,  whether  that  machine 
^ver  went  into  use  or  not.  The  difference  to  the  eye  is  pal- 
pable and  great,  and  a  similarity  in  substance  is  only  made  out 
on  theoretical  notions,  or  the  idea  of  mathematical  equivalents 
— ras  fpf  instance,  that  the  ends  of  arms  projecting,  at  equal 
(Jistances,  fron)  a  central  shaft  in  Ashby's  plan  may,  in  a  mathe- 
matical sense,  be  taken  for  the  periphery  of  a  wheel,  or  the 
circun>ference  of  a  cylinder  ;^but  if  a  description  of  that  arrange- 
ment, laid  before  a  niechanic  skilled  in  building  machines,  would 
not  enable  him,  without  invention,  to  build  a  cylinder  nearly 
filling  a  sifting-case,  it  would  not  amount  to  that  kind  of  public 
notice  and  knowledge,  which  could  interfere  with  this  after  pat- 
ent. It  is  submitted  to  youf  judgrpent,  upon  that  proof,  whether 
such  a  description  as  Ashby's  would  instruct  these  patentees  to 
employ  the  solid  cylinder  in  their  machines,  and  render  their 
construction  a  piracy  of  that  plan.  But  adniitting  that  a  shaft, 
with  arms  having  fans  or  brushes  a(  their  ends,  ro  act  as  beaters, 
to  create  currents  of  air  through  the  sifter,  in   ^shby's  plan, 
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would  be  an  equivalent  for  the  solid  cylinder  used  by  these 
patentees,  it  is  to  be  observed  that  Ashby's  plan  has  no  dis- 
tributing head  or  table,  for  the  offal  to  fall  upon,  at  the  top,  to 
be  distributed  by  aid  of  guides  thereon,  or  by  centrifugal  action, 
equally  to  the  inner  periphery  of  the  bolting  cylinder.  This  is 
claimed  to  be  one  of  the  essentials  of  this  patent,  and  the  jury 
are  to  judge  whether  this  arrangement  is  not  a  new  and  import* 
ant  invention,  in  the  uses  and  working  of  the  machine  in  ques- 
tion. 

Other  differences  in  this  instrument,  from  Ashby's,  are 
pointed  out  by  the  evidence ;  particularly  that  the  ends  of  his 
bolting  cylinder  are  left  entirely  open,  so  that  the  currents  of 
air  produced  by  the  brushes  or  fans,  in  rapid  motion,  can  not  be 
controlled,  or  prevented  from  escaping  end-ways,  carrying  with 
them  the  materials  of  flour  and  bran ;  thus  counteracting  the 
purpose,  in  the  plaintifPs  machine,  which  is  intended,  by  it^ 
close  bottom  and  top,  in  connection  with  the  wire-cloth  bolt,  tq 
form  a  fan-case,  managing  the  air,  and  by  it,  forcing  put  the 
flour  through  the  sides  of  the  sifter ;  while,  in  ^shby's,  the 
brushes  in  actual  contact  seem  to  be  the  important  agency  for 
driving  the  flour  through  the  sieve-sides,  by  the  act  qf  brushing, 
instead  of  blowing.  All  these  particulars,  making  differences 
of  action,  or  purpose,  or  construction,  will  be  consfidered  by  the 
.  jury  in  determining  whether  the  plaintifPs  niachine  is  substan- 
tially borrowed  from  Ashby's. 

A  patent  granted  May  16,  1846,  by  the  y.  S.  Patent  Office, 
to  Henry  Straub,  for  a  smut  machine,  was  also  put  in  evidence 
by  the  defendant,  to  prove  a  want  of  nqvelty  in  the  Frost  and 
Monroe  patent.  You  have  heard  it  read,  and  seen  a  model, 
with  the  drawings  representing  it  fully  and  in  detail.  You  have 
also  heard  the  opinions  of  experts  upon  bqth  sides,  regarding  its 
construction,  its  purpose,  and  mode  qf  operation.  And  whether 
the  Straub  patent  contains  the  substantial  conribinations,  or  can 
be  so  arranged  as  to  perform  the  sanr^e  functions  (without  inven- 
tion) as  the  plaintifPs,  is  a  question  of  fact  for  the  jury,  upon 
the  evidence,  to  decide. 

It  is  often  a  point  of  great  perplexity  to  determine  the  identity 
qr  4iss>milarity  qf  n^ecl^anic^l  contrivances.      Inventions   are 


2o8  SOUTHERN    DISTRICT    OF  NEW    YORK. 

Carr  w.  Rice. 

rarely  introduced,  claiming  entire  machines.  Old  and  familiar 
instrumentalities  are  brought  into  new  combinations,  or  com- 
paratively small  additions  are  made  to  what  is  in  common  use ; 
and  new  results  or  advantages  are  sought  for  under  the  altered 
structure,  by  aid  of  means,  often  the  equivalents  of  those  they 
are  substituted  for ;  so  that  the  identity,  or  essential  differences 
of  patented  contrivances,  compared  with  others  before  in  use, 
are  particulars  upon  which  men  of  experience,  skill,  and  sound 
judgment,  are  very  likely  to  hold  differing  opinions. 

Strong  resemblances  in  external  appearances,  similarity  of 
products  or  operation,  are  not,  separately,  tests  of  the  identity  of 
the  plan,  construction,  or  purpose  of  machines ;  nor  is  a  supe- 
riority in  products,  or  in  operation,  in  one  over  the  other, 
proof  of  an  essential  difference  ;  because  the  slightest  change  of 
a  machine,  which  effects  a  real  improvement  in  it,  may  be  pat- 
entable, while  great  apparent  variations  may  be  only  disguises, 
under  which  an  older  discovery  is  attempted  to  be  employed 
and  appropriated.  The  jury  will  accordingly  bear  in  mind,  that 
the  title  of  the  plaintiff  does  not  depend,  either  upon  the  degree 
of  improvement  in  this  manufacture,  produced  by  their  ma- 
chine, or  in  seeming  distinctions  from  others  before  known,  in 
the  form,  or  dimensions,  or  positions  qf  its  parts,  or  in  the 
materials  of  which  it  is  constructed. 

The  experts  who  have  analyzed  Ashby's,  §traqb's,  and  the 
plaintifPs  machines,  give,  in  their  testimony,  strongly  conflicting 
opinions  respecting  the  essential  similarity  and  dissimilarity  of 
the  same.  It  is  the  province  and  duty  of  the  jury — :althpugh, 
perhaps,  less  skilled  in  the  science  of  mechanics — to  weigh  that 
evidence,  and  determine  its  reliability  and  force,  according  tq 
their  understanding  and  judgment  of  the  subject. 

It  is  not  enough  for  the  plaintiff  to  establish  the  validity  of 
the  patent ;  he  must  also  prove  that  the  defendant  has  included 
some  essential  part  of  the  discovery  in  his  machine,  and  is  using 
it  in  violation  of  his  right,  before  he   can    be  disturbed  by  this 
action. 

The  defense  to  the  charge  of  infringement  is,  that  the  de- 
fendant's machine  is  a  new  invention  of  Benton  ;  and  that 
those  parts  and  combinations  in  it  which  resemble  the  plaintifFs, 
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are  common  to  theirs,  to  Ashby's,  and  Straub's  machines,  before 
adverted  to,  and  other  machines  which  were  used  before  the 
discovery  of  plaintifPs ;  and  that  the  plaintiiPs  will  not  work 
advantageously  without  the  knockers,  which  the  patentees  make 
and  use  with  it,  but  do  not  describe  in  their  specification.  It 
seems  furthermore  considered  by  the  defendant  that  he  has  a 
right  to  run  his  machine,  because  it  is  better  than  the  plaintiiFs, 
in  the  cheapness,  expedition,  and  quality  of  the  work  done  by  it. 

The  rules  of  law,  applicable  to  all  these  grounds  of  defense, 
are  perfectly  plain  and  indisputable.  The  plaintiff  has  no 
monopoly  of  the  art  of  separating  bran  from  flour  by  machinery. 
This  art  is  open  to  be  exercised  by  everybody.  The  defendant 
can  not  be  molested  in  the  use  of  his  own,  or  Benton's  inven- 
tion, or  of  any  other  machine,  out  of  the  plaintifTs  patent,  em- 
ployed for  that  purpose.  He  is,  moreover,  entitled  to  make  any 
useful  improvement  he  may  discover,  and  secure  it  as  his  own 
property,  by  patent,  and  add  it  to  machines  in  public  use. 

But  the  limitation  to  his  right  is  equally  plain.  He  can  not 
embody  in  such  machines  the  patented  discoveries  held  by  the 
plaintifF,  nor  entitle  himself  to  use  them,  by  adding  improve- 
ments, nor  new  inventions  of  his  own  or  of  others,  thereto. 

Although  the  improvement  discovered  by  the  defendant  or 
Benton  may  constitute  the  main  value  and  desirableness  of  the 
plaintifPs  machine,  he  can  not  claim  the  enjoyment  of  it,  with- 
out the  authority  of  the  plaintiff.  But  the  defendant  is  not 
guilty  of  an  infringement  of  the  plaintifTs  patent,  by  copying 
any  part  of  that  machine  into  his  own,  provided  the  same  thing, 
under  substantially  the  same  combinations,  is  found  in  Ashby's 
machine,  or  any  other  one  in  use  previous  to  the  patent  in  ques- 
tion ;  nor  does  he  infringe,  by  taking  separate  parts  of  the 
plaintifPs  combinations — when  consisting  of  several  particulars 
— if  he  takes  less  than  the  whole ;  but  variations  merely  color- 
able in  that  respect,  will  not  protect  the  defendant  in  such  use. 

The  patentee  is  bound  to  describe,  in  his  specification,  every 
part  of  his  discovery,  and  the  whole  method  of  constructing  it, 
which  is  important  to  its  practical  and  useful  employment  as  a 
duster.  If  a  knocker  to  act  with  it  when  in  operation,  is  of 
that  character,  and  is  used  and  vended  by  him  with  the  machine, 
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for  either  of  these  causes,  the  present  patent  will  be  void,  for 
omitting  that  claim  or  notice. 

So,  also,  it  is  contended  by  the  defense  that  some  particulars 
respecting  the  discharge  of  the  bran  and  flour  from  the  table  or 
bottom  of  the  machine,  set  forth  in  the  machine  as  part  of  its 
new  combination,  are  wholly  changed  or  deviated  from,  in  its 
working,  so  as  to  render  the  one  used  essentially  different  from 
that  described  ;  and  this  objection,  if  satisfactorily  supported  by 
proof,  will  defeat  the  plaintiff's  action. 

The  facts,  then,  are  to  be  carefully  examined,  to  determine 
whether  either  branch  of  the  defense  is  made  out.  It  is  wholly 
matter  of  evidence,  of  which  the  jury  are  exclusively  judges. 
Their  judgment  will  be  formed  upon  a  close  consideration  of 
the  testimony  of  the  witnesses  on  both  sides,  and  by  inspection 
of  drawings,  models,  and  descriptions  of  the  various  machines, 
in  proof,  with  a  view  to  the  purpose  for  which  they  were  res- 
pectively constructed,  and  their  modes  of  operation. 

You  will  perceive,  from  these  suggestions,  that  the  main 
points,  touching  the  validity  of  the  patent,  rest  on  the  question, 
whether  the  contrivance  patented  was  borrowed  from  the  in- 
structions or  suggestions  of  others  to  the  patentees,  or  from 
machines  before  used  for  like  purposes ;  or  whether  it  is  the 
invention  of  the  patentees,  and  is  so  described  that  it  can  be 
built  by  a  competent  machinist,  and  is  useful. 

So,  also,  as  to  the  defendant's  machine — whether  he  has 
employed  in  its  construction  only  what  was  known  before  the 
plaintiff^s  was  patented  ;  or  whether  it  includes  no  more  than  a 
portion  of  the  various  particulars  composing  the  combination  of 
the  plaintiff's. 

The  testimony  of  the  respectable  and  intelligent  experts  who 
have  been  examined,  is  entitled  to  great  consideration,  and  can 
not  have  failed  to  impart  much  useful  information,  in  respect 
to  the  principles  and  operations  of  the  two  machines  before  you. 
The  laws  of  mechanics  become  a  highly  essential  rule  of  evi- 
dence, and  decision,  in  questions  turning  upon  inquiries  into  the 
purpose,  action,  and  effect  of  mechanical  contrivances.  They 
often  supply  the  surest  test  of  the  novelty,  and  utility  of  ma- 
chinesy  and  of  their  coincidence  with,  or  diversity  from,  one 
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another.  It  is  evidence  worthy  the  careful  regard  of  the  jury 
in  this  case,  especially  as  it  is  given  with  the  advantage  of  being 
applied  to  the  machines  themselves,  in  presence  of  the  Court 
and  jury. 

Very  little  need  be  said  by  the  Court  on  the  subject  of  dam- 
ages. The  only  precise  rule  furnished  by  the  law  is,  that  the 
patentees  are  entitled,  when  a  verdict  is  given  in  their  favor,  to 
recover  the  actual  damage  they  have  sustained  by  the  infringe- 
ment of  their  patent.  No  legal  measure  being  furnished,  by 
which  that  amount  can  be  ascertained,  the  subject  is  left  to  the 
sound  sense  and  judgment  of  the  jury.  There  can  be  rarely 
occasion  for  vindictive  damages  ;  because,  almost  invariably, 
the  infringement  arises  out  of  some  colorable  claim  of  right, 
by  the  party  sued.  Computations  have  been  given  in  evidence 
of  the  quantity  of  flour  manufactured  by  the  defendant  on  his 
duster,  and  of  the  profits  saved  to  him,  by  the  use  of  what  is 
claimed  to  be  the  plaintifPs  patent  right.  This  is  all  a  fair  sub- 
ject for  consideration  ;  but  it  is  hardly  to  be  relied  upon,  as 
fixing,'  with  any  certainty,  either  the  quantity  of  work  done,  or 
its  value  ;  but  it  is  a  particular  to  be  fairly  considered  by  the 
jury,  in  fixing  the  amount  of  injury  sustained  by  the  plaintiff, 
by  any  unlawful  use  of  the  invention  secured  to  him  by  the 
patent. 

The  point  is  made  in  behalf  of  the  defendant — in  diminution, 
if  not  entire  discharge  of  damages — that  when  he  set  up  his 
machine,  it  was  not  covered  by  the  plaintiff's  patent. 

This  suit  is  upon  a  reissue  of  the  patent  originally  granted. 
The  patentees,  finding  their  specification  was  not  sufficiently 
explicit  to  secure  them  the  whole  of  their  invention,  surren- 
dered their  patent  to  the  Patent  Office,  and  had  granted  them  a 
reissue,  with  an  amended  specification,  embracing  their  entire 
discovery.  Before  that  was  done,  the  defendant's  machine  was 
put  up  ;  and  as,  at  that  time,  he  was  not  liable  to  an  action, 
therefore  it  is  insisted,  he  can  not  be  made  so,  by  a  subsequent 
alteration  of  the  specification  and  patent,  without  his  consent. 

This  defense  can  not  prevail,  if  it  be  found  by  the  jury  that 
the  patentees  were  the  inventors  of  a)l  that  is  claimed  under 
the  reissued  patent,  and  only  failed  reaping  the  benefit  of  their 
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invention  for  the  want  of  the  perfect  description  of  it,  in  their 
first  patent,  which  is  now  supplied  them,  in  the  amended  and 
reissued  one.     They  and  their  assignees  became  the  owners  of 

m 

the  discovery,  with  a  perfect  title,  and  the  defendant  is  answer- 
able for  any  unlicensed  use  of  the  machine  since  that  time.  A 
person  purchasing  property,  against  the  right  of  another,  when 
the  owner  was  without  evidence  of  his  title,  can  not  hold  or 
use  it,  after  the  evidence  of  his  superior  right  is  acquired  by 
the  real  owner.  Patent  interests  are  not  distinguishable,  in  this 
respect,  from  other  kinds  of  property. 

The  jury  will  observe,  from  these  instructions,  that  the  con- 
trolling questions  of  fact,  for  their  decision  in  this  cause,  are : 

Was  the  invention  claimed  in  the  patent  a  new  and  useful  one  i 

Were  the  patentees  the  first  and  original  discoverers  of  the 
thing  patented  ? 

Have  they  so  described  their  discovery,  in  their  specification, 
that  a  competent  machinist  can  make  the  patented  machine 
from  that  description  ? 

Did  the  patentees  claim,  in  their  specification,  more  than 
they  had  actually  invented  ?  or  did  they  omit  to  state  in  it  the 
whole  of  their  invention,  and  such  parts  as  are  necessary  to 
its  usefulness  ? 

Does  the  defendant's  machine  violate  the  plaintifPs  rights,  to 
his  injury  ? 

In  determining  this  last  injury,  the  jury  are  to  ascertain 
whether  the  defendant's  machine  is  constructed  and  worked 
upon  substantially  the  same  principles,  and  to  the  same  results, 
with  that  of  the  plaintiff;  or  whether  its  construction,  combi- 
nation, action,  or  purpose  be  substantially  different ;  whether  the 
differences  in  the  two  machines  be  only  formal,  or  consist  in 
improvements  in  the  defendant's  upon  the  plaintifFs ;  or  are 
they  the  original  discovery  of  Benton  oi  the  defendant,  and 
render  his  machine  distinct  from  the  plaintifFs. 

The  instructions  before  given  will  have  sufficiently  pointed 
out  to  the  jury  the  application  of  the  law  to  the  various  facts  sub- 
mitted to  their  inquiry,  according  to  their  finding  upon  these  facts. 

The  Jury  found  a  verdict  for  the  plaintiff,  with  $170.06  dam- 
ages. 
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Ross  Winans 

vs. 
The  New  York  and  Erie  Rail  Road  Company. 

The  patent  and  the  certified  copy  of  the  record  thereof,  in  December,  1854,  and  the 
certified  copy  of  the  drawings  deposited  by  the  patentee  in  the  Patent  Office,  on 
the  19th  November,  1838,  with  the  references  thereon,  are,  under  the  provisions 
of  the  act  of  Congress  of  March  3,  1%^^  prima  facit  evidence  of  the  particulars 
of  the  invention  patented. 

If  the  jury  find  the  pUintifTs  patent  to  be  valid,  and  that  the  defendants  have  infringed, 
they  will  have  no  difficulty  in  reaching  the  conclusion  that  the  invention  claimed 
by  the  plaintiflf  was  put  in  use  by  the  defendants,  because  such  use  was  known  to 
be  advantageous. 

If  the  specification  of  the  plaintifTs  claim  is  too  broad,  and  he  thereby  claims  to  be  the 
first  inventor  of  that  which  was  old  and  in  public  use  before  his  alleged  discovery 
and  invention,  and  which  is  absolutely  necessary  to  an  organization  constituting  the 
arrangement  and  connection  claimed  by  the  plaintiff  as  his  invention,  and  having 
the  cipacity  to  operate  upon  the  principles  of  his  invention,  he  is  not  entitled  to 
recover  in  action,  although  some  substantial  part  of  the  invention  claimed,  or  some 
new  combination  of  mechanical  powers  or  devices,  described  in  the  patent,  may 
have  been  first  invented  and  discovered  by  him. 

When  a  patentee  specifies  what  he  claims  as  new,  every  mechanical  part,  principle,  or 
combination  which  he  mentions  in  his  specification,  but  which  are  not  included  in 
his  invention,  as  claimed  and  limited,  must,  by  necessary  implication  be  considered 
as  admitted  to  be  old,  or  in  use  before ;  and  the  patent  is  not  invalid,  because  the 
patent  has  not  in  express  words  particularly  stated  them  to  be  old,  nor  described 
the  particular  manner  of  their  construction. 

(Before  Hall,  J.,  Northern  District  of  New  York,  June,  1856.) 

This  was  an  action  on  the  case  tried  before  Judge  Hall  and 
a  jury,  to  recover  damages  for  the  infringement  of  the  let- 
ters patent  for  ^^  a  new  and  useful  improvement  in  the  construc- 
tion of  cars  or  carriages  intended  to  travel  upon  railroads/' 
granted  to  Ross  Winans,  October  31,  1834.  A  portion  of  the 
specification  and  the  claims  will  be  found  in  the  report  of  the 
case  of  ff^inans  v.  Eaton,  p.  1 81. 

The  charge  of  the  Court  related  mainly  to  the  construction 
of  the   patent,  for,  from   the  evidence  oiFered,  it   sufficiently 
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appeared,  that,  if  the  claims  of  the  patentee  were  construed  as 
insisted  upon  by  the  defendants,  the  patent  was  void  for  want  of 
novelty,  and  the  plaintiff  could  not  recover. 

J,  A.  Spencer^  D.  L.  Seymour^  C.  M.  Keller  and  S.  Blatchford 
for  plaintiff. 

D.  B.  Eaton,  S.  Hubbell^  S.  Stevens  and  William  IVhiting  for 
defendants. 

Hall,  J.,  charged  the  jury  as  follows: 

I  am  very  happy  to  inform  you  that  there  is  a  prospect  of  this 
case  being  very  speedily  disposed  of.  These  are  the  rulings, 
gentlemen,  vt^hich  the  Court  has  determined  to  make,  in  deliv- 
ering to  you  the  charge  which  is  to  guide  you  in  determining 
your  verdict. 

1.  The  patent  itself  is  prima  facie  evidence  of  the  novelty 
and  utility  of  the  invention  patented.  The  issuing  of  the 
patent  is  also  prima  facie  evidence  that  the  specification,  when 
delivered,  was  accompanied  with  drawings  and  written  refer- 
ences thereto,  as  then  required  by  statute.  So  also  the  patent, 
and  the  certified  copy  of  the  record  thereof,  in  December, 
1854,  and  the  certified  copy  of  the  drawings  deposited  by  the 
patentee  in  the  Patent  Office  on  the  19th  November,  1838, 
with  the  references  thereon,  are,  under  the  provisions  of  the 
act  of  Congress,  of  March  3,  1836,  prima  facie  evidence  of 
the  particulars  of  the  invention  patented. 

2.  It  can  hardly  be  necessary  to  occupy  the  time  of  the  jury 
upon  the  question  of  utility,  for  the  reason  that,  if  the  jury  find 
the  plaintifTs  patent  to  be  valid,  and  that  the  defendants  have  in- 
fringed, they  will,  it  is  believed,  have  no  difficulty  in  reaching 
the  conclusion  that  the  invention  claimed  by  the  plaintiff  was 
put  in  use  by  the  defendants,  because  such  use  was  known  to  be 
advantageous.  On  the  question  of  novelty,  I  shall  presently 
give  other  instructions. 

3.  It  is  necessary  that  you  should  understand  what  the  plain- 
tiff claims  as  his  invention  ;  that  is,  what  is  covered  by  the 
terms  of  the  claim  contained  in  his  specification.  The  plaintiff 
by  his  specification,  does  not  claim  to  be  the  first  inventor  of 
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the  first  railroad  car  or  carriage,  run  upon  eight  wheels ;  nor 
does  he  claim  to  be  the  discoverer  of  the  different  effects  pro- 
duced by  the  near  and  by  the  remote  position  of  the  wheels  of 
an  ordinary  four-wheeled  car.  He  admits  by  his  specification 
that  the  different  effects  produced  by  these  different  positions  of 
the  wheels  in  a  four-wheeled  car  were  known,  and  he  also 
admits  that  the  knowledge  that  placing  the  axles  of  such  wheels 
comparatively  near  together,  enabled  the  car  to  pass  curves  of 
short  radius  with  the  least  friction,  but  at  the  same  time  ren- 
dered it  less  suited  to  the  attainment  of  the  steadiness  of  motion 
desired ;  together  with  the  knowledge  that  the  remote  position 
of  such  wheels  gave  greater  steadiness  of  motion  to  the  car,  and 
greater  relief  from  the  lateral  and  vertical  vibrations,  and  the 
frequent  shocks  and  concussions  caused  by  minute  obstructions 
and  irregularities  on  the  track,  had  caused  the  adoption,  in  the 
modes  of  construction  then  in  use,  of  a  compromise  in  regard 
to  the  distance  between  the  fore  and  hind  wheels  of  the  four- 
wheeled  car;  which  compromise,  he  says,  was  then  most  com- 
monly made,  between  the  evils  resulting  from  a  considerable 
separation  and  a  near  approach  of  the  wheels  of  the  four- 
wheeled  car.  He  then  says  that  by  the  modes  of  construction 
then  in  use,  one  of  these  advantages  of  positions  of  wheels  must 
be  sacrificed  to  the  other,  by  which,  and  by  the  statement  in 
regard  to  the  usual  compromise,  he  is  understood  to  mean  that 
no  mode  of  construction  then  in  public  use  would  allow  the  full 
advantages  of  both  these  positions  of  the  wheels  (the  near  and 
the  remote)  to  be  attained  at  the  same  time  \  and  that  in  prac- 
tice, a  part  of  the  advantages  resulting  from  each  position  was 
(by  the  compromise  in  regard  to  the  distance  between  the 
wheels,  adopted  in  the  modes  of  construction  then  in  use) 
necessarily  sacrificed,  in  order  to  obtain  part  of  the  advan- 
tages of  the  other  position.  He  afterward,  in  stating 
the  object  of  his  invention,  informs  us  that  he  seeks  to  attain 
that  object  by  the  before-mentioned  desideratum  of  combining 
the  advantages  of  the  near  and  distant  coupling  of  the  axles, 
and  other  means,  to  be  thereinafter  described.  He  then 
describes  the  means  by  which  this  desideratum  is  to  be  obtained ; 
the  construction  of  two  bearing-carriages,  each  with  four  wheels ; 
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the  two  wheels  upon  each  side  of  these  carriages  to  be  placed 
very  near  each  other,  there  being  no  necessity  that  the  space 
between  the  flanges  should  be  greater  than  is  necessary  to  pre- 
vent their  contact ;  the  placing  upon  these  bearing-carriages  of 
a  bolster  of  proper  length,  extending  across  between  the  two 
pairs  of  wheels ;  the  placing  on  the  top  of  this  lower  bolster  of 
another  of  equal  strength,  and  connecting  the  two  together  by 
a  center-pin  or  bolt,  passing  down  through  them,  and  thus  allow- 
ing them  to  swivel  and  turn  upon  each  other,  in  the  manner  of 
the  front  bolster  of  a  common  road-wagon ;  the  placing  of  the 
body  of  a  passenger  or  other  car,  of  double  the  ordinary  length 
of  those  used  upon  four  wheels,  so  as  to  rest  its  whole  weight 
upon  the  two  upper  bolsters  of  the  two  bearing-carriages,  at, 
near,  or  beyond  the  ends  of  the  car  body,  so  that  such  weight 
shall  be  borne  substantially  upon  the  central  portion  of  the 
bolsters,  being  also  the  central  portion  of  the  bearing-carriages. 
His  disclaimer,  which  follows,  is  in  this  language : 

^^  I  do  not  claim  as  my  invention  the  running  of  cars  or  carriages 
upon  eight  wheels,  this  having  been  previously  done ;  not, 
however,  in  the  manner  or  for  the  purposes  herein  described, 
but  merely  with  a  view  of  distributing  the  weight  carried,  more 
evenly  upon  a  rail,  or  other  road,  and  for  objects  distinct  in 
character  from  those  which  I  have  had  in  view,  as  hereinbefore 
set  forth ;  nor  have  the  wheels,  when  thus  increased  in  number, 
been  so  arranged  and  connected  with  each  other,  either  by 
design  or  accident,  as  to  accomplish  this  purpose." 

The  disclaimer  excludes  from  his  subsequent  claim  no  mode 
of  arranging  and  connecting  the  eight  wheels,  which  constitute 
the  two  bearing-carriages,  with  an  eight-wheeled  railroad  car, 
except  those  modes  where  the  use  of  eight  wheels  was  adopted 
merely  with  the  view  of  distributing  the  weight  carried  more 
evenly  upon  a  rail,  or  other  road,  and  for  objects  distinct  in 
character  from  those  of  enabling  a  car  with  a  comparatively 
long  body  to  turn  curves  with  facility  and  safety,  and  with  less 
friction.  His  subsequent  claim  furnishes  a  further  limit  of  the 
invention  claimed,  and  this  claim  embraces,  by  its  specific  lan- 
guage and  express  terms,  the  manner  of  arranging  and  connect- 
ing the  eight  wheels,  which  constitute  the  two  bearing-carriages^ 
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with  a  railroad  car  before  described  in  the  plaintiff's  specification, 
by  the  means  set  forth,  or  any  others  which  are  analogous  and 
dependent  on  the  same  principles  ;  and  it  embraces  nothing  more. 
Therefore,  according  to  the  import  and  true  construction  of  the 
plaintifPs  patent  and  specification,  he  claims  to  be  the  first  in- 
ventor of  "  a  new  and  useful  improvement  in  the  construction 
of  cars  and  carriages  intended  to  travel  upon  railroads  " — which 
improvement  consists  in  the  manner  of  arranging  and  connect- 
ing the  eight  wheels,  which  constitute  the  two  bearing-carriages, 
with  a  railroad  car,  the  object  of  which  is  to  make  such  an 
adjustment  of  the  wheels,  axles,  and  bearings  of  the  car,  as  shall 
enable  a  car  with  a  comparatively  long  body  to  pass  curves  with 
greater  facility  and  safety,  and  less  friction  ;  and  as  shall  at  the 
same  time  cause  the  body  of  the  car  to  pursue  a  more  smooth, 
even,  direct,  and  safe  course  over  the  curvatures  and  irregular- 
ities, and  over  the  straight  parts  of  the  road. 

4.  The  manner  of  such  arrangement  and  cpnnection  is  to 
place  upon  the  upper  bolsters  of  two  bearing-carriages,  each 
having  four  wheels,  with  the  flanges  of  each  pair  of  wheels  very 
near  together,  the  body  of  a  car,  so  as  to  rest  its  weight  and 
have  the  bearing  of  the  load  upon  the  center,  or  ce.ntral  portion 
of  the  bearing-carriages ;  the  bolsters  of  the  bearing-carriages 
and  car-body  respectively  being  connected  by  center-pins  or 
bolts,  so  as  to  allow  them  to  swivel  and  turn  upon  each  other, 
in  the  manner  of  the  front  bolster  of  a  common  road-wagon, 
and  the  bolsters  being  placed  at,  near,  or  beyond  the  ends  of 
the  body,  and  the  closeness  of  the  fore  and  hind  wheels  of  each 
of  the  two  bearing-carriages,  coupled  as  remotely  from  each 
other  as  may  be  desired,  or  can  conveniently  be  done,  for  the 
support  of  one  body,  is  a  most  important  feature  of  the  inven- 
tion, with  a  view  to  the  objects,  and  on  the  principles  set  forth 
in  the  specification. 

5.  The  patentee  does  not  claim  to  be  the  inventor  of  a  car- 
body  (either  for  freight  or  for  passengers),  of  a  new  or  pecu- 
liar construction,  in  size  or  form,  nor  of  any  single  and  wholly 
separate  part  of  the  entire  car ;  but  he  claims  as  his  invention, 
the  manner  of  arranging  and  connecting  the  eight  wheels  which 
constitute  the  two  bearing-carriages,  with  a  railroad  car,  in  the 
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manner  and  by  the  means  described  in  his  specification,  for  the 
ends  before  described,  whether  such  railroad  car  is  adapted  to 
the  transportation  of  freight  or  of  passengers.  The  leading 
principle  set  forth  in  the  specification,  upon  which  the  arrange- 
ment and  connection  act,  to  effect  the  objects  aimed  at,  is,  that 
by  the  contiguity  of  the  fore  and  hind  wheels  of  each  bearing- 
carriage,  and  the  swiveling  motion  of  the  trucks  or  bearing- 
carriages,  the  planes  of  the  flanges  of  the  wheels  conform  more 
nearly  to  the  line  of  the  rails,  and  the  lateral  friction  of  the 
flanges  on  the  rails  while  entering,  passing  through,  and  leaving 
curves,  is  thereby  diminished  ;  while  at  the  same  time,  in  con- 
sequence of  the  two  bearing-carriages  being  arranged  and 
connected  with  the  body  of  a  passenger  or  burthen  car  by 
means  of  the  king-bolts  or  center-pins  and  bolsters,  placed  as 
remotely  from  each  other  as  may  be  desired,  or  can  be  conven- 
iently done,  and  with  the  weight  bearing  upon  the  central 
portion  of  the  bolsters  and  bearing- carriages,  the  injurious 
effects  of  the  shocks  and  concussions  received  from  the  slight 
irregularities  and  imperfections  of  the  track,  and  other  minute 
disturbing  causes,  are  greatly  lessened. 

6.  The  plaintiff  has  then  clearly  and  distinctly  claimed  the 
manner  of  arranging  and  connecting  the  eight  wheels,  which 
constitute  the  two  bearing-carriages,  with  a  railroad  car,  in  the 
manner  described  in  his  specification,  so  as  to  accomplish  the 
end  proposed  by  the  means  set  forth,  or  by  any  others  which 
are  analogous  and  dependent  upon  the  same  principles.  And 
he  hai  not  by  the  disclaimer,  in  his  specification  or  otherwise, 
circumscribed  or  limited  his  claim  by  admitting  the  previous 
use  or  disclaiming  the  invention  of  the  mode  of  connecting  and 
arranging  the  eight  wheels  in  two  bearing-carriages  or  trucks  of 
four  wheels  each,  with  a  car-body  or  platform,  by  means  of 
bolsters  and  cenier-pins  or  bolts,  allowing  these  trucks  to  swivel 
upon  their  center,  so  as  to  suit  the  lateral  curves  of  the  railroad, 
and  also  to  run  upon  the  straight  track,  and  also  allowing  a  rail- 
road car- body  of  any  convenient  length  consistent  with  the 
required  strength  of  such  body,  to  be  run  upon  such  bearing 
carriages  upon  curves  of  short  radius — thus  rendering  unneces- 
sary the  compromise  which  the  patentee  repescnts  in  his  speci- 


June,   1856.  219 

Winans  v.  S.  Y.  and  Erie  R.  R.  Co. 

iication  it  was,  prior  to  his  invention,  necessary  to  make.  If 
the  patentee  intended  to  claim  only  the  exclusive  center-bearing, 
and  an  unusual  or  previously  unknown  proximity  of  the  wheels 
on  either  side  of  the  separate  bearing-carriages,  or  either  of 
these  features  separately,  he  should  have  limited  his  claim  to 
the  particular  features  or  feature  intended  to  be  claimed;  or,  if 
he  intended  to  take  a  patent  for  a  combination  only,  he  should 
have  expressly  claimed  the  invention  of  such  combination,  and 
should  have  pointed  out  clearly  and  exactly  the  elementary  parts 
of  such  combination.  He  has  done  neither.  Nor  has  he  by 
the  terms  of  his  disclaimer  and  claim,  when  considered  in  con- 
nection with  those  parts  of  the  specification  which  necessarily 
exclude  the  conclusion  that  the  patentee  knew  or  intended  to 
admit  that  railroad  cars,  running  upon  two  four-wheeled  swiv^ 
eling  trucks,  were  generally  known  to  the  public,  or  known  to 
those  interested  in  their  adoption  and  use,  or  even  when  these 
are  considered  in  connection  with  the  evidence,  showing  the  use, 
to  some  extent  of  such  railroad  cars,  limited  his  claim  to  the 
form,  substance,  mechanical  properties,  functions  or  action  of 
any  number  less  than  the  whole  of  the  separate  parts  or  devices 
which,  by  the  united  mechanical  action  in  the  arrangement  and 
connection  claimed  as  his  invention,  give  effect  and  utility,  as 
well  as  the  peculiar  character  and  distinguishing  principle,  to 
such  arrangement  and  connection.  He,  therefore,  embraces  in 
this  claim  of  his  improvement  the  use  of  the  two  four-wheeled 
swiveling-trucks,  so  arranged  and  so  connected  to  the  body  of 
the  car  as  to  allow  the  trucks,  when  used  under,  or  at,  or  near 
the  ends  of  a  car-body  at  any  convenient  distance  from  each 
other,  to  adapt  themselves  to  the  lateral  curves  of  the  road. 

And,  therefore,  if  you  find  as  a  fact,  that  which  I  understand 
is  conceded  in  this  case,  that  the  use  of  two  four-wheeled  swiv- 
eling-trucks, so  arranged  and  so  connected  to  the  body  of  a 
car  as  to  allow  the  trucks,  when  under,  or  at,  or  near  the  ends  of 
a  car-body,  at  any  convenient  distance  from  each  other,  to  adapt 
themselves  to  the  lateral  curves  of  the  road,  is  absolutely  nec- 
essary to  an  organization  constituting  the  arrangement  and 
connection  claimed  by  the  plaintiff,  and  having  the  capacity  to 
operate  upon  the  principles  of  the  invention  claimed  (as  such 
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claims  are  construed  by  this  Court)  in  order  to  attain  to  any 
useful  extent  the  objects  stated  in  the  plaintiff's  specification ; 
and  if  you  shall  also  find,  as  a  fact,  that  cars  constructed  with 
the  body  of  such  length  as  to  rest  upon  the  bolsters,  remotely 
placed  at  or  near  the  ends  of  the  car-body,  and  the  lower  bol- 
ster resting  upon  two  four-wheeled  trucks,  swiveling  upon 
their  centers,  so  as  to  adopt  themselves  to  the  lateral  curvatures 
of  a  railroad,  by  means  of  the  use  of  such  bolsters,  connected 
by  and  swiveling  upon  center-pins  or  king-bolts,  were  known 
and  in  public  use  in  the  United  States  prior  to  the  time  of  the 
alleged  invention,  then  the  jury  must  find  a  verdict  for  the  de- 
fendant, whether  such  trucks  were  constructed  with  or  without 
a  spring  to  each  wheel,  or  whether  the  wheels  thereof  were 
coned  or  cylindrical  upon  their  treads,  or  revolved  with,  or 
were  loose  upon  their  axles ;  because  the  plaintiff  having  suf- 
fered both  the  original  and  extended  terms  of  his  patent  to 
expire,  without  having  filed  in  the  Patent  Office,  according  to 
the  provisions  of  the  seventh  section  of  the  act  of  March  3, 
1837,  a  disclaimer  of  parfof  the  thing  claimed  and  patented  as 
new,  and  still  claiming  in  this  suit  to  be  the  first  inventor  of 
every  thing  which  he  claims  as  new  in  his  patent,  is  precluded 
from  claiming  the  benefits  conferred,  under  certain  circum- 
stances, by  the  provisions  of  said  seventh  section,  and  because, 
if  the  specification  of  the  plaintiff's  claim  is  too  broad,  and  he 
thereby  claims  to  be  the  first  inventor  of  what  was  old  and  in 
public  use  before  his  alleged  discovery  or  invention,  and  which 
is  absolutely  necessary  to  an  organization,  constituting  the 
arrangement  and  connection  claimed  by  the  plaintiff  as  his 
invention,  and  having  the  capacity  to  operate  upgn  the  princi- 
ples of  the  invention  claimed  by  the  plaintiff;  he  is  not  entitled 
to  recover  in  this  action,  although  some  substantial  part  of  the 
invention  claimed,  or  some  new  combination  of  mechanical 
powers  or  devices,  described  in  the  patent,  may  have  been  first 
invented  and  discovered  by  the  plaintiff. 

7.  I  do  not  deem  it  necessary  to  do  so,  but  at  the  suggestion 
of  the  counsel,  I  will  add,  that  bearing-carriages  constructed  in 
any  of  the  modes  usually  practiced  at  the  date  of  the  patent, 
(being,  except  in  regard  to  the  required  close  proximity  of  the 
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two  wheels  on  either  side  of  the  bearing-carriages,  which  con- 
stitute or  embody  what  have  been  called  the  alternative  modes 
of  construction),  having  been  in  common  use  at  the  date  of 
such  patent,  and  that  fact  appearing  on  the  face  of  the  specifica- 
tion, it  was  unnecessary  to  describe  particularly  the  mode  of 
constructing  such  bearing- carriages,  or  the  other  elements 
which  form  portions  of  the  car,  containing  the  arrangement  and 
connection  which  the  plaintiff  claims  to  have  invented,  if  such 
other  elements  were  well  known  and  in  common  use ;  and 
as  the  patentee  specifies,  that  he  claims  as  new  the  be- 
fore described  manner  of  arranging  and  connecting  the  eight 
wheels,  which  constitute  the  two  bearing-carriages,  with  a  rail- 
road car,  every  mechanical  part,  principle,  or  combination 
which  he  mentions  in  his  spicification,  but  which  are  not  inclu- 
ded in  his  invention,  as  claimed  and  limited,  as  before  stated, 
must  by  necessary  implication  be  considered  as  admitted  to  be 
old,  or  in  use  before ;  and  the  patent  is  not  invalid,  because  the 
patent  has  not  in  express  words  particularly  stated  them  to  be 
old,  nor  described  the  particular  manner  of  their  construction. 

8.  It  being  conceded,  in  this  case,  that  the  defendant  has 
not  used  the  long,  single  spring  described  in  the  plaintiff's  speci- 
fication as  part  of  the  means,  in  one  mode  of  construction,  of 
connecting  the  two  wheels  on  either  side  of  the  bearing-carri- 
ages, it  is  not  now  material  or  necessary  to  determine  that  said 
long  spring  is  or  is  not  claimed  as  a  part  of  the  plaintifPs  inven- 
tion ;  but  at  the  request  of  the  plaintiff's  counsel  I  shall  express 
my  opinion  upon  that  question,  and  my  opinion  is,  that  it  is  not 
so  claimed. 

The  jury  found  a  verdict  for  the  defendants. 
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William  B.  Sickles,  et  al. 

vs. 

The  Gloucester  Manufacturing  Company. 

In  Equity. 

The  Courts  of  the  United  States  have  their  jurisdiction  over  cases  in  equity  arising 
under  letters  patent  by  statute,  and  do  not  exercise  it  merely  ancillary  to  a  court 
of  law. 

Having  sueh  original  cognizance  of  these  controversies  they  do  not  in  all  cases  require 
a  verdict  at  law  on  the  tide  before  granting  a  final  injunction,  or  concede  a  right 
to  either  party  to  have  every  issue  as  to  originality  or  infringement  tried  by  a 

jury-     , 
A  bill  praying  for  a  discovery  and  account  of  profits,  for  the  infringement  of  letters 
patent,  will  be  sustained,  after  the  expiration  of  the  patent,  although  an  injunction 
can  not  be  decreed. 

The  comparative  value  of  the  complainant's  invention  and  the  defendant*s  machine  is 
a  question  not  relevant. 

The  title  or  description  given  to  the  invention  in  the  grant  is  never  expected  to  be 
specific,  but  only  to  indicate  the  nature  and  design  of  the  invention.  The  speci- 
fication, as  its  name  indicates,  must  be  searched  for  the  exact  description  of  what 
the  patentee  claims. 

Courts  will  always  construe  letters  patent  favorable  to  the  patentee,  but  they  can  not 
make  a  new  specification  with  more  extensive  claims  than  the  original,  or  stop 
the  course  of  invention  by  a  fanciful  application  of  the  doctrine  of  equivalents. 

The  originality  of  Sickles*  patent  for  improvement  in  cut-oflT  valves  for  steam  engines, 
is  investigated  and  established. 

The  slide  valves  upon  what  is  known  as  the  '* Corliss"  engine,  do  not  infringe  the 
Sickles*  patent.     The  invention  of  Sickles  is  confined  to  the  puppet  valve. 

(Before  Grixr,  J.,  District  of  New  Jersey,  September,  1856.) 

This  was  a  bill  in  equity  to  restrain  the  infringement  of  let- 
ters patent  for  an  improvement  in  steam  engines,  granted  May 
20,  1842,  to  Frederick  £.  Sickles,  and  assigned  to  plaintiffs. 
The  patent  expired  May  20,  1856,  previous  to  which  time,  the 
bill  had  been  filed  praying  for  an  injunction,  discovery,  and  ac- 
count of  profits.  The  cause  came  on  for  hearing  at  the  Sep- 
tember term,  1856,  when  it  was  insisted  by  the  respondents 
that  the  bill  ought  to  be  dismissed,  upon  the  ground,  that,  the 
patent   having   expired,  no   injunction   could   be  decreed,  and 
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the   bill   could   not   be  sustained  for  a  discovery  and  account 
unaccompanied  by  injunctions. 

The  defense  was,  that  the  Sickles  patent  was  void  for  want 
of  novelty,  and  that  the  defendants  did  not  infringe.  To  defeat 
the  novelty  of  the  invention,  evidence  was  offered  that  the 
invention  was  described  and  used  in  England,  prior  to  Sickles' 
invention,  by  Watt  j  that  it  was  used  in  this  country,  by  one 
Bennett  on  the  steamer  Dispatch,  and  by  one  Hogg  on  the 
steamers  South  America  and  Balloon. 

;    The  description  of  the  invention  and  claims  of  the  patentee 
are  very  fully  set  forth  in  the  opinion. 

B.  F.  Thurston^  E.  N.  Dickerson  and  C  M.  Keller  for  com- 
plainants. 

T.  A.  Jenckes^  S.  Blatchford  and  IV.  H.  Seward  for  defend- 
ants. 

Grier,  J. 

The  complainants  in  this  case  are  assignees  of  Frederick  £. 
Sickles,  to  whom  a  patent  was  granted  May  20,  1842,  for  ^^a 
new  and  useful  improvement  in  the  manner  of  constructing  the 
apparatus  for  lifting,  tripping,  and  regulating  the  closing  of  the 
valves  of  steam  engines." 

The  bill  charges  that,  in  1843,  ^^  '^^"^  ^^  ^^^  ^^^  ^^^'^  ^'''^^ 
between  the  patentee  and  one  John  F.  Rodman,  in  which  the 
validity  of  the  patent  to  F.  £.  Sickles  was  put  in  issue,  and 
that  the  jury  found  that  said  Sickles  was  the  first  and  original 
inventor  of  the  thing  patented. 

It  charges  also  that  the  defendants  ^^  are  using  and  operating 
an  engine  constructed  substantially  on  the  same  plan  as  patented 
by  said  Sickles,"  and  prays  for  an  injunction  and  account  of 
profits. 

This  bill  was  filed  in  March,  1853,  and  si^^c  ^^^  filing  of  the 
bill,  viz:  on  the  20th  of  May,  1856,  the  term  of  the  patent 
expired. 

The  argument  of  the  case  has  presented  for  our  consideration 
three  points,  on  which  the  decision  of  it  must  depend. 

I.    It   is  contended   that   courts  of    equity  entertain  juris- 
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diction  of  patent  and  copyright  cases  only  for  the  purpose  of 
injunction  ;  that  the  equity  for  the  account  is  strictly  incident 
to  the  injunction  ;  and  that,  therefore,  if  an  injunction  is  re- 
fused, or  for  any  reason  can  not  be  decreed,  an  account  can  not 
be  given,  but  the  plaintiff  must  resort  to  a  court  of  law. 

2.  It  is  denied  that  Frederick  £.  Sickles  was  the  original 
and  first  inventor  of  the  thing  patented. 

3.  It  is  denied  that  the  machine  used  by  the  defendants 
infringes  the  plaintifPs  patent. 

I.  The  first  proposition  may  be  conceded  as  a  correct  state- 
ment of  the  general  rule,  as  settled  in  England.  See  Adams' 
Equity,  219,  Hind,  on  Pat.  361  ;  Bailey  v.  Taylor^  I  Russell 
&  Mylne,  73.  This  doctrine  had  its  origin  in  the  case  of  Jesus 
College  V.  Bloom^  3  Atkyns,  264,  and  Amb.  54,  as  applied  to  bills 
to  restrain  waste ;  but,  since  that  time,  the  exceptions  to  the 
rule  have  become  so  numerous,  that  the  rule  can  hardly  be  re- 
cognized as  existing.  The  bill  needs  only  to  pray  a  discovery 
for  the  purpose  of  account,  and  it  will  be  sustained  for  the 
account  only.     See  2  Eden  on  Injunctions,  by  Waterman,  245. 

The  proposition,  it  is  said,  can  not  be  maintained,  that  a 
court  of  equity  will  not  interfere  to  direct  an  account  when 
indebitatus  assumpsit  will  lie  at  law.  Nor  is  the  converse  of  the 
proposition  true,  that  equity  will  decree  an  account  in  all  cases 
where  an  action  for  money  had  and  received,  or  indebitatus 
assumpsit^  may  be  brought. 

But  whenever  the  subject-matter  can  not  be  as  well  inves- 
tigated in  those  actions,  a  court  of  equity  exercises  a  sound 
discretion  in  decreeing  an  account.  See  Carlisle  v.  fFilson^  13 
Vesy,  214,  etc. 

As  it  appears  in  this  case  that,  in  order  to  ascertain  the  extent 
of  the  plaintifTs  damages,  it  might  become  necessary  to  have  a 
discovery  and  account  of  profits  from  saving  of  fuel  by  using 
his  invention,  I  see  no  good  reason  why  the  Court  might  not 
retain  jurisdiction  of  the  case  for  that  purpose,  even  on  the 
principle  of  the  English  cases. 

The  jurisdiction  of  the  Court  ought  not  to  depend  on  the 
accident  of  the  date  of  its  decree.  If,  in  this  case,  the  decree 
were  dated  on  the  19th  of  May,  1856,  the  jurisdiction  of  the 
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Court  could  not  be  doubted,  while  it  is  challenged  as  impotent 
to  give  any  decree  on  the  21st  of  the  same  month.  If  the 
complainants  are  able  to  sustain  their  case  on  the  other  points, 
and  it  was  absolutely  necessary  to  sustain  our  decree,  that  an 
injunction  form  a  part  of  it,  I  would  order  the  decree  to  be 
entered  nunc  pro  tunc  as  of  the  date  of  the  19th  of  May  last. 
The  delays  of  a  court  of  chancery  should  not  be  suffered  to 
operate  as  a  bar  to  the  complainant's  suit. 

But  the  courts  of  the  United  States  have  their  jurisdiction 
over  cases  of  this  nature  bv  statute,  and  do  not  exercise  it 
merely  as  ancillary  to  a  court  of  law.  The  seventeenth  section 
of  the  Patent  Law  of  1836  ordains  that  ^^all  actions,  suits, 
controversies  and  cases  arising  under  any  law  of  the  United 
States,  granting  or  confirming  to  inventors  the  exclusive  right 
to  their  inventions  or  discoveries,  shall  be  originally  cognizable, 
as  well  in  equity  as  at  law,  by  the  Circuit  Courts  of  the  United 
States." 

Besides  this  original  and  general  cognizance  or  jurisdiction 
over  the  whole  subject-matter,  a  special  power  is  conferred  on 
the  Circuit  Courts  to  grant  injunctions.  Having  such  original 
cognizance  of  these  controversies,  the  courts  of  the  United 
States  do  not,  in  all  cases,  require  a  verdict  at  law  on>  the  title, 
before  granting  a  final  injunction,  or  concede  a  right  to  either 
party  to  have  every  issue  as  to  originality  or  infringement  tried 
by  a  jury. 

Exercising  our  jurisdiction  in  these  controversies,  not  by 
assumption  for  a  special  purpose  only,  or  as  ancillary  to  other 
tribunals,  but  under  plenary  authority  conferred  by  statute,  the 
technical  reason  which  compelled  the  English  Chancellor  to 
refuse  a  decree  for  an  account  where  he  could  not  decree  an 
injunction,  can  have  no  application. 

This  first  point  is,  therefore,  overruled. 

II.  Is  Frederick  E.  Sickles  the  first  and  original  inventor  of 
the  improved  machine  claimed  in  his  patent  of  May  20,  1842  ? 

On  this  point,  I  must  say  that,  after  a  careful  examination  of 
the  very  voluminous  and  contradictory  testimony  relating  to  it, 
I  feel  satisfied  that  Frederick  E.  Sickles  is  the  first  inventor  of 

15 
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the  improved  machinery  for  effecting  a  cut-off  in  steam-engines, 
as  described  in  his  patent. 

Others  may  have,  about  the  same  time,  or  even  before  him, 
conceived  the  idea  of  tripping  puppet-valves,  that  they  might 
fall  suddenly  into  their  seats,  and  thus  avoid  wire-drawing  the 
steam  ;  but  they  had  failed  in  giving  it  practical  effect.  It 
required,  perhaps,  no  great  degree  of  mechanical  ingenuity  to 
invent  a  mode  of  detaching  a  valve  at  a  given  point  ;  and  it  is 
true,  also,  that  water  had  been  before  used,  to  retard  the  motion 
of  falling  bodies.  But  no  one  had  succeeded  in  inventing  a 
combination  of  devices,  by  which  a  valve  could  be  tripped  at 
any  given  point,  before  or  after  half-stroke,  and  made  it  prac- 
tically useful,  by  adding  thereto  devices  by  which  the  motion 
or  momentum  of  the  falling  valve  might  be  arrested  at  the  very 
moment  of  closing,  without  the  slam  or  jar  which  would  other- 
wise be  destructive  of  the  valve  and  its  seat. 

That  this  invention  of  Sickles  is  one  of  very  great  value,  is 
also  clearly  established.  But  it  has  met  the  usual  fate  of  such 
inventions.  Undervalued  and  even  persecuted  at  first  by  ignor- 
ance and  prejudice,  when,  at  length,  it  has  compelled  an 
acknowledgment  of  its  merits,  every  contemporary  failure  to 
do  the  same  thing,  is  raked  from  oblivion,  antedated,  and  its 
merits  magnified,  by  the  fruitful  imaginations  of  willing  or 
malevolent  witnesses. 

It  is  not  my  purpose  to  defend  this  opinion  by  a  tedious  ex- 
hibition and  comparison  of  the  testimony.  The  whole  subject 
is  difficult  and  embarrassing  to  one  who  is  not  a  practical  engi- 
neer, and  an  attempt  at  explanation  would  be  unsuccessful, 
without  the  assistance  of  drafts  or  models.  Stating  results, 
therefore,  without  attempting  to  support  them  by  argument,  my 
opinion  is — 

I.  That  the  detaching  apparatus  used  by  Watt  was  dif- 
ferent, both  in  its  devices  and  its  objects,  from  that  used  by 
Sickles.  Watt  used  a  latch  to  hold  fast  the  moving  parts, 
which  served  as  a  trigger  to  let  a  weight  fall  which  opened  the 
valve  suddenly,  while  it  was  gradually  closed  by  the  action  of 
the  engine,  ^hc  Watt  dash-pot  was  not  intended,  and  was 
wholly  incapable,  to    effect  the    purpose  of  Sicjcles'    dash-pot. 
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The  one  was  used  to  retard  the  closing  of  the  valve,  which 
would  be  otherwise  suddenly  jerked  into  its  seat  by  the  pressure 
of  the  steam — the  other,  to  accelerate  the  closing  of  the  valve, 
and  arrest  its  motion  precisely  at  that  point,  so  as  to  prevent 
what  is  technically  called  "  slamming  " — a  problem  not  solved 
by  Watt,  and  a  result  not  sought  for  or  produced  by  him. 

2.  Bennett's  cut-ofF  arrangement  on  the  "  Dispatch" 
was  an  unsuccessful  attempt  to  do  what  Sickles  has  succeeded 
in  doing.  Bennett  had  a  contrivance  to  detach  or  trip  his 
valve,  but  his  attemps  to  arrest  its  momentum  at  a  given  point, 
by  a  dash-pot,  were  wholly  unsuccessful.  The  evidence  on 
this  point  tends  to  show  this  only — that  others  had  perceived 
the  benefit  to  arise  from  a  sudden  closing  of  the  valves  ;  that 
they  had  a  notion  that  water  or  air  might  be  used  somehow  to 
prevent  the  injurious  concussion,  but  had  wholly  failed  in  de- 
vising the  means  to  effect  it. 

3.  The  invention  of  Hogg,  erected  and  used  on  board  the 
**  South  America."  The  truth  with  regard  to  this,  when  sifted 
out  of  the  voluminous  and  contradictory  testimony,  seems  to 
be,  that  Hogg  had  devised  a  tripping  apparatus  about  i838-*39, 
for  the  "  Balloon,"  which  was  not  used,  and  which,  for  want  of 
some  invention  to  prevent  the  slamming,  never  could  be  used 
successfully  ;  that  this  attempt  was  again  repeated  in  the  spring 
of  1841,  on  the  "South  America,"  and  experiments  were  made 
both  with  air  and  water,  which  were  unsuccessful,  till  Sickles, 
by  a  letter  (signed  Finisher\  suggested  to  them  his  invention, 
and  requested  them  to  try  it.  They  accepted  his  suggestion, 
used  his  invention,  and  then  denied  his  right  to  it. 

Several  witnesses  have  been  produced  to  antedate  this  suc- 
cessful use  of  the  dash-pot  before  the  receipt  of  the  Finisher 
letter.  It  is  remarkable  that  Hogg,  the  pretended  inventor,  is 
unwilling  to  swear  to  the  fact,  while  others,  who  were  appren- 
tices at  the  time,  have  grown  up  into  a  recollection  of  dates 
now,  after  fifteen  years,  varying  from  their  recollection  of  the 
same  events  ten  years  before,  when  this  issue  was  tried  by  a  jury 
and  found  in  favor  of  Sickles. 

It  has  happened  in  this  ^case,  as  in  many  others,  that  the 
party  producing  a  witness  has  to  rub  the  rust  off*  his  recollection 
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of  many  things,  and  more  especially  of  dates.  In  doing  this, 
he  may  leave  marks  which  did  not  exist  before.  Hence,  wit- 
nesses are  often  found  to  swear  boldly  as  to  dates,  ten  or  fifteen 
years  after  the  event,' and  in  complete  contradiction  to  their 
testimony  given  soon  after  the  event ;  and  much  more  may  this 
be  the  case,  where,  under  pretense  of  secret  examination  in 
Chancery,  the  answers  to  the  interrogatories  are  drawn  up  by 
the  party  or  his  attorney. 

III.  We  come  now  to  the  last  and  most  difficult  question  in 
this  case — that  of  infringement. 

This  involves  a  comparison  of  the  invention  of  Sickles,  as 
claimed  in  his  patent^  with  the  machine  actually  used  by  the 
defendants.  The  comparative  value  of  the  complainant's 
invention  and  those  patented  to  Corliss  is  a  question  not  rele- 
vant. Nor  need  we  inquire  whether  the  defendants  infringe 
what  Sickles  might  have  claimed  as  his  invention,  if  his  specifi- 
cation had  been  drawn  up  by  the  very  able  and  learned  counsel 
of  complainant,  with  their  present  knowledge  of  the  arts. 
The  subjects  to  be  compared  are  not  the  black  model,  with 
such  a  generalization  of  its  principle  as  may  now  be  made,  an4 
the  machine  of  defendants.  We  must  take  the  specification 
of  plaintiff's  patent,  and  see  what  he  there  claims  to  have  in-: 
vented,  and  see  if  the  machine  used  by  the  defendants  has  in- 
fringed any  of  these  claims  as  set  forth  therein. 

The  law  requires  every  patent  to  "  contain  a  short  descrip- 
tion or  title  of  the  invention  or  discovery,  correctly  indicating 
its  nature  and  design,  etc.''  The  law  requires  also,  as  a  con- 
dition precedent,  that  "  before  any  inventor  shall  receive  a 
patent  for  any  such  new  invention  or  discovery,"  he  shall  de- 
liver a  written  description  of  his  invention  or  discovery,  etc., 
"  and,  in  case  of  any  machine,  he  shall  fully  explain  the  prin- 
ciple and  the  several  modes  in  which  he  has  contemplated  the  appli-: 
cation  of  that  principle  or  character,  by  which  it  may  be  distin-? 
guished  from  other  inventions,  and  shall  particularly  specify 
and  point  out  the  part,  improvement,  or  combination  which  he 
claims  as  his  own  invention." 

The  short  description  or  title  of  this  invention,  as  contained 
in   the   patent,    is  ^^    nevy   ai>d    useful    improvement,    in   the 
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manner  of  constructing  the  apparatus  for  lifting,  tripping,  and 
regulating  the  closing  of  the  valves  of  steam  engines."  Now, 
though  this  term — "  valves  of  steam  engines" — might  include 
"slides,"  or  sliding  valves,  as  well  as  puppet  valves,  yet  the 
terms,  "lifting,  tripping,  and  regulating  the  closing,"  would 
seem  to  point  more  particularly  to  What  are  known  as  puppet 
valves.  For,  it  appears  from  the  evidence,  that  other  valves 
do  not  require  to  be  lifted,  nor  were  they  subject  to  the  diffi- 
culties with  regard  to  closing  which  adhered  to  the  valves  most 
commonly  in  use,  to  wit :  puppet  valves. 

But,  the  title  or  description  given  to  the  invention  in  the 
grant  is  never  expected  to  be  specific,  but  only  to  indicate  the 
nature  and  design  of  the  invention.  The  specification,  as  its 
name  indicates,  must  *be  searched  for  the  exact  description  of 
what  the  patentee  claims.  This  seems  to  set  forth  two  sepa- 
rate improvements,  not  claimed  jointly  as  one  machine,  but  as 
distinct  improvements  of  two  separate  parts  of  a  known  ma- 
chine. The  patentee  describes  his  invention  thus :  "  certain 
improvements  in  the  manner  of  constructing  and  arranging  the 
apparatus  for  lifting  and  tripping  the  valves  of  steam  engines, 
and  by  which  the  steam  can  be  more  readily  cut  off  at  any  de- 
sired part  of  the  stroke,  than  by  the  means  heretofore  adopted  ; 
and,  also,  an  improved  water  reservoir  and  plunger^  which  serves 
to  prevent  the  slamming  of  the  valves  in  closing,  and  conse- 
quently to  preserve  them  in  good  working  order  for  a  great 
length  of  time. 

In  this  description  of  his  invention,  the  patentee  does  not 
claim  to  be  the  first  inventor  of  apparatus  for  lifting  and  trip- 
ping valves,  but  to  have  invented  "  improvements  in  the  manner 
of  constructing  and  arranging"  it;  the  object  of  it  being  rhat 
"  steam  can  be  more  readily  cut  off  at  any  desired  part  of  the 
stroke."  Thus  far,  too,  he  uses  the  general  term  "valves," 
though  he  speaks  of  **  lifting  and  tripping"  them — terms  more 
especially  applied  to  puppet  valves.  Nor  does  he  pretend  to 
be  the  inventor  of  water  reservoirs  or  plungers,  on  which  oth- 
ers were  then  experimenting,  though  unsuccessfully,  but  of  an 
"  improved  water  reservoir  and  plunger." 
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The  specification  then  proceeds  to  describe  particularly  the 
invention  : 

1.  The  "valve  box  containing  the  puppet  valves  which  are 
to  be  lifted  and  closed." 

Here  we  have  a  known  machine,  the  subject-matter  of  the 
improvement.  The  next  thing  described  is  the  valve  stem, 
passing  through  the  stuffing  box,  on  the  bonnet  of  the  valve 
box.  Thirdly,  a  lifter,  acted  on  in  the  usual  way,  which  is  to 
raise  the  valve.  Thus  far  it  describes  the  puppet  valves,  and 
the  well  known  parts  of  the  apparatus  for  lifting  them.  It 
next  describes  a  spring  attached  to  the  shaft  of  the  lifter,  the 
outer  ends  of  which  embrace  the  sides  of  the  valve  stem.  Here 
commences  his  improvement. 

2.  The  next  device  peculiar  to  the  invention  is  the  pro- 
jecting edges,  or  feathers,  which,  while  the  valve  is  being  lifted, 
rest  upon  the  upper  edges  of  the  spring. 

3.  The  next  device  applicable  to  his  improvement  is  a 
standard,  rising  vertically  from  the  valve  box,  so  that  its  upper 
flat  end  shall  be  nearly  in  contact  with  the  outer  ends  of  the 
springs. 

The  purpose  of  this  standard  is  to  support  the  fourth  part  of 
the  improvement — an  adjustable  sliding-piece,  which  may  be 
shifted,  and  held  to  its  place  by  a  screw.  On  the  face  of  this 
sliding-piece,  there  are  two  projecting,  wedge-formed  pieces,  or 
inclined  planes,  which  serve  to  open  the  ends  of  the  springs, 
and  liberate  the  stem.  When  the  stem  is  liberated  at  its  great- 
est rise,  the  steam  will  be  cut  off  at  half-stroke ;  if  placed  lower, 
at  proportionably  less  than  half-stroke ;  and,  if  the  wedges  be 
reversed,  at  more  than  half-stroke. 

A  fifth  part  of  the  combination,  for  the  purpose  of  effecting 
the  immediate  cut-ofF,  in  order  to  cause  the  stem  to  descend 
instantaneously,  when  the  spring  is  opened,  is  a  spring  on  the 
upper  side  of  the  lifter,  to  which  it  is  attached  by  one  end, 
while  the  other  end  bears  upon  the  stem. 

Thus  far,  in  compliance  with  the  patent  law,  in  its  first  re- 
quirement, a  written  description  of  the  manner  of  constructing 
the  machine,  so  as  to  enable  any  person  skilled  in  the  art  to 
construct  it,  is  exhibited.     But,  as  the  invention  comes  within 
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the  category  of  a  machine,  the  law  requires  the  specification  to 
explain  the  principle,  and  the  several  modes  in  which  he  has 
contemplated  the  application  of  that  principle.  Now,  I  do  not 
find,  thus  far,  any  general  abstract  statement  of  the  principle  of 
his  invention,  or  how  it  may  be  applied  to  any  other  than  pup- 
pet valves.  Taking  the  word  "  principle  "  to  mean  the  ^^  modus 
operandiy"  the  specification  describes  how  a  puppet  valve,  raised 
in  the  ordinary  way,  may  be  tripped  at  any  given  point,  but 
gives  no  intimation  of  any  other  ''  mode  in  which  he  has  con- 
templated the  application  of  that  principle  "  to  an  entirely  dif- 
ferent species  of  valves,  which  are  not  lifted  up  from  their  seat, 
nor  disposed  to  fall  into  it  by  their  own  weight,  when  tripped, 
or  set  at  liberty. 

The  subject-matter  of  the  improvement  selected  by  the  pat- 
entee, is  a  puppet  valve,  acted  on  in  the  usual  way,  connected 
with  a  valve  stem,  and  raised  by  a  lifter.  The  devices  for 
tripping  the  valves  are  connected  with  these  parts,  without  an 
intimation  of  any  general  or  abstract  principle  which  may  be 
applied  to  other  or  all  possible  kinds  of  valves. 

In  obedience,  also,  to  the  requirements  of  the  law,  that  the 
patentee  shall  ^^  particularly  specify  and  point  out  the  part,  im- 
provement, or  combination  which  he  claims  as  his  own  invention 
or  discovery,"  the  claim  to  this  part  of  the  invention  is  thus  set 
forth  :  ^^  I  claim  the  manner  in  which  I  have  combined  and 
arranged  the  valve  stem  fi,  the  spring  Fy  on  the  lifter^  the  adjust- 
able sliding  piece  I,  with  its  wedges  or  inclined  planes  and  their 
immediate  appendages^  so  as  to  co-operate  with  each  other  and 
to  effect  the  tripping  of  the  valves,  and  the  cutting  off  of  the 
steam,  substantially  in  the  manner  set  forth." 

The  claim  here  is  for  the  *'  manner "  of  combining  or 
arranging,  or  in  other  words,  a  combination  and  arrangement  of 
certain  devices,  viz  :  the  valve  stem,  the  spring,  the  wedges, 
and  their  immediate  appendages^  so  as  to  co-operate  with  each 
other  and  effect  the  tripping  of  the  valves,  and  cutting  off  of  the 
steam. 

Of  course,  this  will  include  all  combinations  of  these  devices, 
to  effect  the  same  purpose,  which  are  subtantially  the  same,  or, 
in  other  words,  are  mere  colorable  changes  of  some  of  the  parts. 
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Now,  it  is  to  be  observed  that  the  patentee  does  not  claim  to 
be  the  first  inventor  of  the  scheme  of  tripping  valves  in  order  to 
make  them  close  suddenly  and  prevent  wire-drawing ;  but,  thus 
far,  he  claims  onlv  a  combination  of  certain  devices  as  an  im- 
provement  in  the  manner  of  tripping  the  valve  or  setting  it  loose 
from  the  gearing  so  that  it  may  return  quickly  to  its  seat. 

On  the  question  of  the  substantial  identity  of  the  defendants' 
machine  with  this  claim  of  the  Sickles  patent,  the  experts,  as 
usual,  are  diametrically  opposed.  If  it  were  a  question  depend- 
ing on  the  veracity  of  the  witnesses,  and  the  mere  weight  of 
testimony  as  to  the  truth  of  a  fact,  I  should  be  glad  to  have 
the  verdict  of  a  jury  on  which  to  repose.  But,  where  it  is  the 
mere  difference  of  opinion  between  men  of  equal  skill  and  ex- 
perience, I  can  not  lean  with  equal  confidence  on  the  opinion 
of  twelve  men,  who  can  hardly  be  supposed  to  have  either 
superior  knowledge  or  experience.  I  am  willing  to  transfer 
responsibility  from  my  own  shoulders  to  those  of  a  jury  when- 
ever I  conscientiously  can.  I  have  endeavored  to  submit  my 
mind  to  the  verdict  rendered  on  this  subject  in  an  adjoining  dis* 
trict,  and  have  listened,  with  a  willing  ear,  to  arguments  show- 
ing the  correctness  of  that  decision.  It  may  probably  arise 
from  some  obliquity  in  my  own  mental  vision,  or  want  of  clear 
ideas  on  these  intricate  subjects.  But,  I  can  not  bring  my 
mind  to  the  conclusion  that  the  machine  of  the  defendants  is 
an  infringement  of  the  .  plaintiff^s  claim  in  this  behalf,  as  set 
forth  in  his  patent.  This  point  was,  in  fact,  not  submitted  to 
the  jury.  But  a  certain  model  was  exhibited,  which  was 
treated  as  incorporating  the  complainant's  invention,  and  a  like 
model  of  the  defendant's  machine  which  included  the  inven- 
tions patented  to  Corliss.  No  construction  of  the  claims  of 
the  Sickles  patent  was  given  to  the  jury.  But  certain  general- 
izations, or  abstract  definitions  of  the  principles,  or  modus  operandi 
of  the  machine,  as  exhibited  by  the  model,  were  assumed  by 
the  very  ingenious  and  skillful  experts,  as  the  subject  of  the 
comparison.  Thus,  the  whole  machine,  without  separating  the 
new  from  the  old,  or  defining  the  extent  of  the  improvement 
claimed  by  the  patentee,  was  strictly  assumed  to  be  the  inven- 
tion of  the  patentee,  and,  by  means  of  the  doctrine  of  equiva- 
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lents,  astutely  used,  every  other  mode  of  opening,  shutting,  or 
tripping  valves  could  be  demonstrated  to  be  substantially  the 
same,  if  the  same  result  were  produced  by  any  mechanical  com- 
bination whatsoever. 

Experience  has  shown  that  inventions  which,  to  support  their 
claim  to  originality,  were  made  narrow  enough  to  pass  through 
the  eye  of  a  needle,  when  once  established,  and  in  a  battle  with 
supposed  infringers,  become  as  large  as  camels. 

In  this  case,  the  patentee  has  devised  a  new  ^^  manner^''  or 
method,  or  arrangement  of  machinery  for  tripping  "puppet 
valves."  The  combination  and  arrangement  of  parts,  as 
claimed  by  him,  have  all  reference  to  that  peculiar  sort  of 
valve,  nor  does  the  specification  set  forth  any  general  "  princi- 
ple," or  any  other  "  mode  in  which  he  has  contemplated  the 
application  of  that  principle"  as  applicable  to  valves  of  a  totally 
different  character  and  mechanical  action.  I  can  not  discover 
in  the  defendants'  machine  the  complainant's  "  manner  of  com- 
bining and  arranging  the  valve  stem  B,  the  spring  F,  on  the 
lifter,  the  adjustable  sliding  piece,  etc." 

The  valves  of  the  defendants  are  those  which  slide  in  the  arc 
of  a  circle,  which  are  not  lifted  up,  as  puppet  valves  having  a 
valve  stem  passing  through  a  stuffing  box,  by  which  they  are 
raised  from  their  seats.  The  peculiarity  of  the  action  of  this 
circular  valve  requires  a  different  and  peculiar  valve  gear. 
Four  several  rockshafts,  which  actuate  the  four  valves,  receive 
their  motion  from  the  eccentric  on  the  main  shaft,  communi- 
cated by  it  to  a  wrist  plate,  which  is,  in  effect,  four  arms  or 
cranks  set  at  different  poinds  around  a  circle.  These  hook  rods, 
as  they  are  called,  moved  by  this  wrist  plate,  have  a  longi- 
tudinal as  well  as  a  lateral  movement,  by  means  of  which,  in 
combination  with  other  parts  of  the  machinery,  the  valves  may 
be  detached  or  tripped  at  certain  periods  of  the  movement,  up 
to  half-stroke.  This  is  regulated  by  a  sliding  bar  connected  with 
a  governor,  so  that  the  cut-ofF  may  be  effected  at  a  variable 
point  under  half-stroke,  and  may  be  automatic.  The  particular 
devices,  and  their  action,  could  not  be  intelligibly  described 
without  models  or  drawings.  I  shall  not,  therefore  attempt  to 
specify  them. 
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Now,  as  Sickles'  claim,  as  exhibited  in  his  patent,  is  only 
for  an  improvement  in  the  "manner  of  constructing  and  arrang- 
ing the  apparatus  for  lifting  and  tripping  the  valves,"  and  for 
the  manner  of  combining  the  valve  stem,  the  spring,  etc., 
I  am  unable  to  see  that  the  defendants'  contrivances  arc  merely 
colorable  changes,  or  that  the  devices  they  use  are  merely 
mechanical  equivalents,  for  those  used  by  the  complainant. 
By  an  abuse  of  this  doctrine  of  mechanical  equivalents,  experts 
can  demonstrate  every  machine  which  effects  a  certain  purpose, 
to  be  substantially  the  same  with  every  other  which  effects  the 
same  purpose.  I  do  not  see  the  combination  of  the  patent  in 
the  defendants'  machine,  nor  any  hint  in  it  how  the  devices 
described  as  applicable  to  puppet  valves  could  be  accommo- 
dated to  sliding  valves,  nor  any  attempt  in  defendants'  machine 
to  invade  the  plaintiff's  rights,  by  colorable  evasions  of  his 
claims. 

Whether  it  required  invention  to  make  the  combination  in 
defendants'  machine,  after  seeing  that  of  complainant,  is  a 
question  on  which  experts  differ. 

But  it  is  not  an  unusual  case,  even  among  learned  engineers, 
to  see  a  thing  after  it  is  done^  which  never  occurred  to  their 
minds  before.  I  am  disposed  to  distrust  that  wisdom  which 
succeeds  the  event. 

But,  the  decision  of  this  portion  of  the  case  is  of  very  little 
importance,  as  the  subject  of  the  first  claim  in  the  patent  is 
wholly  useless  without  the  second.  The  patentee  seems  to 
have  claimed  two  several  improvements  in  the  steam  engine, 
neither  of  which  is  of  any  benefit  without  the  other,  and  has 
not  claimed  the  whole  as  one  machine,  which  he  might  well 
have  done. 

2.  We  come  now  to  the  second  claim  of  the  patent,  called 
the  "Sickles  dash-pot." 

If  the  claim  in  the  patent  had  been  stated  in  the  terms  used 
by  the  learned  counsel,  in  their  interrogatories,  this  point  would 
be  easily  decided.  For,  if  the  defendants'  device  for  cushion- 
ing the  weight  of  the  valves  on  air  had  to  contend  with  the 
following  claim,  they  must  undoubtedly  succumb:  ^^I  claim 
the  combination  of  any  fluid  whatever,  with  a  dash-pot  and 
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plunger,  so  arranged  that  the  plunger,  in  descending,  when  near 
the  end  of  its  fall,  confines  the  fluid  beneath  it,  so  as  to  arrest 
the  violent  motion  without  concussion  or  slam,  for  the  purpose 
of  stopping  the  motion  of  ponderable  bodies,  without  destruc- 
tion of  the  parts,  in  an  insensibly  short  space  of  time." 

But,  as  this  is  not  the  claim  made  by  the  patentee,  the  ques- 
tion of  infringement  is  one  of  much  more  doubt  and  difficulty* 
The  defendant  has  to  contend  with  the  claim  as  set  forth  in  the 
patent,  and  not  with  the  ideal  or  abstraction  presented  by  the 
learned  counsel.  The  specification  describes  this  portion  of 
the  invention  in  general  terms,  as  follows:  ^^and  also  an  im^ 
proved  water  reservoir  and  plunger^  which  serves  to  prevent  the 
slamming  of  the  valves  in  closing,  and  consequently  to  preserve 
them  in  good  working  order  for  a  great  length  of  time." 

This  water  reservoir  is  described  as  attached  to  the  lower 
side  of  the  valve  box.  Its  interior  is  cylindrical,  and  has  within 
it  a  cup,  or  secondary  reservoir,  adjusted  by  a  graduating  screw. 
The  continuation  of  the  valve  stem  has  a  plunger,  or  piston 
attached  to  it.  When  the  valve  is  stripped,  and  falls  to  its  seat, 
the  plunger  enters  the  cup,  ''  into  the  upper  cylindrical  part  of 
which  it  passes  freely,  and  to  such  depth  as  may  be  found  nec-^ 
essary,  which  is  determined  by  means  of  the  graduating  screw." 

"The  reservoir  is  to  contain  water,  oil,  or  other  fluid,  say  to 
two-thirds  of  its  hight,  more  or  less."  The  object  and  pur*- 
pose  of  this  apparatus  is  said  to  be,  that  ^^the  valves  may  be 
made  to  shut  so  silently  as  scarcely  to  be  heard,  while  the  re- 
tardsltion  is  so  perfectly  graduated  as  not  to  be  accompanied  by 
any  sensible  loss  of  time,  as  it  takes  place  in  the  last  moment 
of  their  descent  only." 

Under  this  head  the  claim  of  the  patentee  is  as  follows:  "  I 
also  claim  the  manner  of  regulating  the  closing  of  the  valves, 
and  of  eflfectually  preventing  them  from  slamming,  by  means  of 
a  water  reservoir,  furnished  with  a  piston,  or  plunger,  attached 
to  the  lower  end  of  the  valve-stem,  and  operating  within  an 
adjustable  cup,  or  secondary  reservoir,  so  as  to  effect  the  pur- 
pose intended,  upon  the  principle,  and  substantially  in  the  man- 
ner herein  described  and  made  known.'^ 

It  is  apparent  that  the  apparatus  described  in  the  first  claim, 
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for  tripping  the  valve,  and  that  described  in  the  second,  must 
be  combined  to  effect  the  purpose  intended.  For,  if  the  valves, 
when  tripped,  should  be  suffered  to  fall  to  their  seats,  without 
being  checked  by  the  device  described  in  the  second  claim,  the 
whole  apparatus  would  be  practically  useless.  The  two  things 
constitute  one  whole  invention,  having  for  its  subject  the  valves 
known  as  puppet  or  lifting  valves.  The  object  and  purpose 
of  the  water  reservoir  is  to  prevent  the  slamming  of  these  valves 
in  closing,  which  would  otherwise  destroy  the  machinery.  Al- 
though the  specification  mentions  "water,  oil,  or  other /7«/V,"  it 
is  plain  that  the  vfovA  fluid  is  used  in  its  popular  sen;;e,  as  a  syn- 
onym for  liquid.  Water  and  other  liquids  are  practically  non- 
elastic,  while  air  and  gases  are  elastic  and  compressible. 

Water  acts  by  displacement,  or  by  a  gradual  diminution  of 
the  volume  of  escape,  and  air  by  compression.  Steam,  as  an 
elastic  substance,  is  used  to  cushion  the  piston  in  every  steam 
engine,  and  hinder  the  jar  from  its  sudden  arrest.  The  claim  is 
for  regulating  the  closing  of  valves,  and  preventing  them  from 
slamming,  by  means  of  a  *'^  water  reservoir J^  There  is  no  inti- 
mation that  an  elastic  fluid  could  be  used  for  the  same  purpose, 
or  how  it  should  be  used.  The  experiments  made  since  the 
trial,  to  show  that  air  may  be  used  in  place  of  water,  by  some 
slight  alterations,  or  for  a  short  time,  or  on  small  engines,  with 
light  valves,  is  a  discovery  made  since  the  opinion  of  Judge 
Nelson  was  delivered,  and  for  the  purpose  of  showing  that  he 
was  mistaken  in  the  facts. 

Now  the  device  used  by  the  defendants,  which  is  said  to  be 
an  infringement  of  the  Sickles  dash-pot,  differs  from  it  in  these 
essential  particulars: 

1.  It  is  not  a  "water  dash-pot,"  using  the  term  water  to 
represent  all  liquids. 

2.  It  is  not  used  for  the  purpose  of  regulating  the  closing 
of  the  valves  and  preventing  them  from  slamming.  Although 
that  phrase  is  used  in  the  Corliss  patent,  it  is  very  plain,  that 
with  a  sliding  valve  turning  on  an  axis,  there  can  not  be  that 
slamming  which  arises  from  the  fall  of  a  puppet  valve,  nor  a 
necessity  for  that  nice  adjustment  in  closing  it. 

3«  The  invention  of  Sickles  had  in  view  not  oniy  the  sudden 
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closing  of  a  puppet  valve,  but  the  arresting  of  it  precisely  at  the 
very  moment  of  closing.  Hence  th^  necessity  for  the  adjusting 
apparatus  of  his  cup.  The  defendants  require  only  the  arresting 
or  cushioning  of  a  falling  weight,  so  that  it  may  not  jar  the 
general  machinery  of  the  engine, 

No  particular  accuracy  is  required,  as  the  valve  is  closed 
before  the  weight  is  arrested  ;  and  the  air  used  to  cushion  the 
weight,  may,  by  its  elasticity,  raise  the  weight  above  its  lowest 
depression,  without  affecting  injuriously  the  object  or  purpose 
of  the  device.  This  weight,  too,  is  not  necessarily  connected 
by  a  rigid  connection  with  the  rock  shaft,  but  would  operate 
with  a  string.  Corliss  wanted  nothing  but  a  cushion  for  his 
weight. 

That  either  air  or  water  might  be  used  to  arrest  the  descent 
of  a  falling  body,  or  cushion  a  piston,  were  well  known  facts. 
His  device  was  to  make  his  weight  in  shape  of  a  piston  falling 
in  a  socket,  with  a  small  hole  pierced  near  the  bottom. 

In  fine.  Sickles  had  showed  an  improved  manner  of  tripping 
a  puppet  valve,  and  preventing  wire-drawing  by  its  sudden 
closing.  This  had  been  done  before,  but,  as  a  machine  or  im- 
provement, it  was,  by  itself,  useless.  The  great  problem  solved 
by  Sickles  was — how  to  have  the  benefit  of  this  sudden  closing 
without  the  destructive  slam,  or  jar,  consequent  on  the  sudden 
closing  of  that  species  of  valves  by  falling  to  their  place.  He 
has  skillfully  overcome  this  difficulty  by  means  of  a  water  res- 
ervoir with  an  adjustable  cup,  and  has  made  a  very  valuable 
improvement,  for  which  he  has  probably  never  received  suffi<« 
cient  recompense. 

Corliss  has  invented  an  improved  method  of  opening  and 
shutting  circular  slides,  or  sliding  valves  ;  has  shown  another 
combination  of  devices  for  tripping  the  valve,  and  how  his 
falling  weight  used  to  close  the  valve  may  be  cushioned  without 
jar  on  an  air  cushion.  One  has  perfected  one  combination  of 
devices  for  tripping  a  puppet  valve — the  other  a  different  one 
for  a  different  sort  of  valve.  One  has  discovered  and  perfected 
a  water  reservoir  to  prevent  the  destruction  of  his  valves  when 
falling  into  place.  The  other  has  converted  his  falling  weight 
into  a  piston  working  into  a  socket  and    cushioned  on  air,  so  as 
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to  break  the  shock  of  its  fall.  They  have  each  perfected  a 
different  machine,  by  appropriate  devices,  so  as  to  operate  ben- 
eficially ;  and  I  can  not  perceive  that  the  combination  of  ele- 
ments in  each  is  the  same,  or  that  their  difference  is  merely 
colorable,  and  not  substantial. 

If  the  whole  question  of  infringement  had  been  left  to  the 
jury  on  the  trial  in  New  York,  I  would  have  held  the  parties 
concluded.  But  the  jury  was  asked  in  that  case  to  give  a 
verdict  which  should  exhibit  the  result  of  a  comparison,  while 
no  definition  of  the  extent  of  the  claims  of  the  patent  was 
given  to  them.  They  were  left  to  compare  the  defendants' 
machine  with  an  ideal  claim,  which  the  very  able  and  learned 
counsel,  with  their  present  knowledge  of  the  subject,  have 
shown  might  have  been  made  if  the  inventor,  or  the  person 
who  drew  his  specification,  had  been  fully  aware  of  the  principle 
and  extent  of  his  discovery  or  invention. 

But  the  law  requires  a  clear  and  particular  specification  of 
the  principle  and  several  modes  in  which  the  patentee  contem- 
plates its  application.  Courts  will  always  construe  these  in- 
struments favorably  to  the  patentee ;  but  they  can  not  make  a 
new  specification  with  more  extensive  claims  than  the  original, 
or  stop  the  course  of  invention  by  a  fanciful  application  of  the 
doctrine  of  equivalents.  The  plaintiff's  patent  claims  only  to 
have  invented  a  new  mode  of  regulating  the  closing  of  valves 
(such  as  were  described  throughout  his  patent),  and  of  effec- 
tually preventing  their  slamming  by  means  of  a  water  reservoir^ 
furnished  with  a  piston  or  plunger  attached  to  the  lower  end  of 
the  valve  stem,  and  operating  within  an  adjustable  cup,  etc. 

The  fact  that  air  might  have  been  used  successfully  by  some 
slight  alteration,  and  that  the  invention  of  each  may  use  the 
agent  of  the  other,  is  but  an  accident  of  this  case,  discovered 
since  the  litigation  arose.  The  specification  of  the  patent  gave 
no  notice  to  the  world  that  it  claimed  cushioning  the  fall 
of  all  ponderable  bodies,  by  means  of  both  elastic  and  non- 
elastic  fluids.  To  give  it  that  construction  now,  would  be 
granting  a  new  patent ;  and,  without  such  an  amendment  of  the 
specification,  the  defendants'  machine,  which  does  not  embody 
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the  combinations  of  the  patent  either  in  form  or  functions,  can 
not  be  truly  said  to  infringe  it. 

The  complainant's  bill  is  therefore  dismissed,  because  the 
Court  is  not  satisfied  that  the  defendants'  machine  infringes  the 
patent  granted  to  plaintiffs,  and  for  no  other  reason. 


John  Wintermute 


vs. 


Alexander  H,  Redington. 

An  assignment  of  a  patent  by  one  of  two  or  more  administrators  is  good,  and  passes  the 
entire  interest. 

The  patentee  may  be  regirded  as  a  purchaser  from  the  public,  being  bound  to  so  com- 
municate his  secret,  by  specification,  drawings,  and  models,  that  it  shall  be  success- 
fully available  to  the  whole  community  at  the  expiration  of  his  patent. 

The  right  to  an  invention  dates  from  the  time  of  discovery,  and  the  patentee  is  secure 
in  his  patent  if  his  machine  or  manufacture  was  not  in  public  use  when  he  made 
his  application. 

The  word  *'  useful,**  in  section  six  of  the  act  of  1836,  and  in  section  one  of  the  act  of 
1793,  does  not  prescribe  general  utility  as  the  test  of  the  sufficiency  of  an  inven- 
tion to  support  a  patent.  It  is  used  merely  in  contradistinction  to  what  is  frivo- 
lous, or  mischievous  to  the  public.     It  is  sufficient  if  the  invention  has  any  utility. 

When  the  exact  nature  and  extent,  or  essence  of  the  claim  can  be  perceived,  the  Court 
is  bound  to  adopt  that  interpretation  of  the  patent,  and  give  it  full  effect. 

In  describing  an  improvement  in  a  machine,  it  may  be  necessary,  and  when  so,  it  is 
proper  to  describe  the  whole  machine,  as  it  operates  with  the  improvement,  in 
order  to  make  the  description  understood  by  a  person  of  the  trade  to  which  it  be- 
longs ;  and  if  this  is  not  done,  the  patent  fails  for  obscurity. 

Where  a  patent  is  for  an  improvement  on  an  old  machine,  if  the  whole  of  it,  the  old 
and  the  new,  is  described  in  the  speciticaticn,  the  patentee  must  distinguish  what 
part  he  claims,  or  the  patent  will  be  void  for  ambiguity. 

A  patent  can  not  be  sustained  for  a  mere  principle  ;  but  a  principle  may  be  embodied 
and  applied,  so  as  to  aflfjrd  some  result  of  practical  utility  in  the  arts  and  manu- 
factures, and  under  such  circumstances  a  principle  may  be  the  subject  of  a  patent. 

It  is,  however,  the  embodimsnt  and  application  of  the  principle  which  constitutes  the 
grant  of  the  patent. 
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The  principle  so  embodied  and  applied,  and  rhe  principle  of  tuck  embodiment  and  appli- 
cation, are  essentially  different ;  the  former  being  a  truth  of  exact  science,  or  a  law 
of  natural  science,  or  rule  of  practice ;  the  latter,  a  practice  founded  upon  such 
truth,  law,  or  rule.  A  new  and  improved  method  of  producing  a  useful  result  or 
effect  is  as  much  the  subject  of  a  patent  as  an  entire  new  machine. 

The  word  **  machine  **  in  the  statute  includes  new  combinations  as  well  as  new  organ- 
izations of  mechanism,  and  hence  there  may  be  a  patent  for  new  combinations  of 
machinery  to  produce  certain  effects,  whether  the  machines  constituting  the  com- 
bination be  new  or  old.  In  such  a  case,  the  patent  is  not  for  an  abstract  principle, 
but  for  the  particular  application  of  the  principle  which  the  patentee  professes  to 
have  made. 

Parker*s  patent  is  not  for  the  vertical  or  horizontal  arrangement  of  the  wheels  upon  the 
shaft,  or  the  putting  them  in  pairs  ;  neither  does  it  embrace,  as  a  distinct  discovery, 
the  concentric  cylinder  inclosing  the  shaft,  nor  the  spout,  the  gate,  the  outer  cyl- 
inder, or  the  buckets  on  the  wheel. 

The  purpose  or  aim  was  to  obtain  an  increase  of  power  with  a  given  quantity  of  water; 
and  the  secret  of  the  invention  of  the  wheel  is  the  vortical  motion  of  the  water  on 
the  wheel,  which  operates  as  a  coefficient  to  the  reactive  power  of  the  water  in  the 
buckets. 

The  identity  that  is  to  be  looked  to,  in  an  action  of  infringement,  respects  that  which 
constitutes  the  essence  of  the  invention,  namely  the  application  of  the  principle. 
If  the  mode  adopted  by  the  defendant  shows  that  the  principle  admits  of  the  same 
application  in  a  variety  of  forms,  or  by  a  variety  of  apparatus,  such  models  a  piracy 
of  the  invention. 

But  if  the  defendant  has  adopted  variations  which  show  that  some  other  law,  or  rule  of 
practice  or  science,  is  made  to  take  the  place  of  that  which  the  patentee  claims 
as  the  essence  of  his  invention,  then  there  is  no  infringement. 

Jn  estimating  the  actual  damages  the  rule  is  to  give  the  value  of  the  use  of  the  patented 
thing  during  the  illegal  user,  or  in  other  words,  the  amount  of  profits. 

(Before  Willson,  J.,  Northern  District  of  Ohio,  December,  1856.) 

This  was  an  action  on  the  case  tried  before  Judge  Willson 
and  a  jury,  for  the  infringement  of  letters  patent  granted  to 
Zebulon  and  Austin  Parker,  October  9,  1829,  ^^^  assigned  to 
plaintiff.  The  nature  of  the  patent  is  sufficiently  stated  in  the 
report  of  the  case  of  Parker  v.  Hulme^  p.  44. 

(?.  M.  Lee  and  S,  S.  Fisher  for  plaintiff. 

Herrick  W  Barlow^  S.  J.  Andrews  and  R,  Hitchcock  for 
defendant. 
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WiLLSoN,  J.,  charged  the  jury  as  follows  : 

The  plaintiff  has  brought  his  action  on  the  case  to  recover 
for  an  alleged  infringement  of  a  patent,  for  which  letters  patent 
were  granted  in  October,  1829.  The  patent  issued  originally  to 
Zebulon  Parker  and  Austin  Parker,  and  on  the  19th  day  of 
October,  1843,  ^^^  renewed  by  Zebulon  Parker,  for  seven 
years,  extending  its  duration  thereby  to  October,  1850. 

Austin  Parker  before  that  time  having  deceased,  the  renewal 
was  for  the  joint  benefit  of  Zebulon  Parker  and  the  estate  of 
Austin  Parker. 

A  transcript  of  the  record  of  the  Court  of  Common  Pleas  of 
Trumbull  County,  Ohio,  is  in  evidence  showing,  that  at  the 
November  term,  1834,  Robert  McKelvy  and  Eliza  Parker  were 
appointed  administrators  upon  the  estate  of  Austin  Parker  ;  also 
an  assignment,  dated  July  31,  1841,  from  McKelvy,  adminis- 
trator, etc.,  to  Z.  Parker,  of  all  the  interest  of  said  estate  in  the 
patent.  There  is  also  in  evidence,  an  assignment  of  the  entire 
interest  in  the  patent  from  Z.  Parker  to  the  plaintiff,  dated 
May  17,  1847. 

To  this  paper  evidence  of  title,  no  exceptions  have  been 
taken  by  the  defendant,  except  to  the  assignment  of  McKelvy 
(the  administrator)  to  Zebulon  Parker. 

It  is  claimed  that  inasmuch  as  both  administrators  did  not 
join  in  the  assignment,  a  part  only  of  the  interest  in  the  patent 
passed  to  the  assignee. 

This  exception  is  not  well  taken.  Administrators  of  an 
estate  are  not,  properly  speaking,  trustees  in  whom  is  vested 
the  legal  title.  The  law  clothes  them  with  certain  powers,  by 
which  they  are  enabled  to  transmit  the  legal  title  of  property. 
They  are  mere  instruments  of  the  law,  and  the  effect  is  given 
to  their  acts  upon  the  same  principle  that  title  to  property  is 
transferred  by  the  official  act  of  a  sheriff  or  marshal ;  and  it  is 
well  settled,  that  if  a  man  appoint  several  executors,  they  are 
esteemed  in  law  but  as  one  person  representing  the  testator. 
Acts  done  by  one  of  them,  which  relate  to  the  delivery,  gift, 
sale,  or  release  of  the  testator's  goods  or  personal  property,  are 
deemed  the  acts  of  all.  The  same  rule  obtains  with  reference 
to  the  acts  of  administrators  {IVheeler  v.  Wheeler^  9  Covven's 
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R.  35).     I  am  unable  to  see  any  force  in  the  objection  made  to 
the  assignment  of  McKelvy. 

Such  is  the  position  of  the  plaintiff  upon  the  record,  as  to 
title. 

The  defendant  has  plead  the  general  issue,  and  given  notice 
of  the  want  of  novelty  in  the  invention. 

As  the  validity  of  this  patent  has  been  drawn  in  question,  it 
becomes  the  duty  of  the  Court  to  examine  it,  and  determine  its 
character. 

The  general  character  of  the  patentee's  invention,  as  declared 
in  the  patent  itself,  is  ^^  a  new  and  useful  improvement  in  the 
application  of  hydraulic  power." 

To  obtain  a  right  understanding  of  the  invention,  however, 
we  must  resort  to  the  specifications,  which  by  law  are  required 
to  accompany  the  patent. 

In  the  introductory  part  of  the  specifications,  the  invention  of 
the  patentees  is  claimed  to  consist  of  ^^  a  new  and  useful  im- 
provement in  the  application  of  hydraulic  power,  by  a  method 
of  combining  percussion  and  reaction,  applied  and  exemplified 
in :  I.  A  compound  vertical  percussion  and  reaction  water- 
wheel,  for  saw  mills  and  other  purposes,  with  the  method  of 
applying  the  water  on  the  same.  2.  An  improved  horizontal 
reaction  water-wheel,  with  the  method  of  combining  percussion 
with  reaction  on  it.  3.  A  method  of  combining  percussion 
with  reaction  on  common  reaction  wheels,  or  those  already  in 
use."  Then  follows  the  statement  that  ^^  the  principle  upon 
which  this  improvement  is  founded,  is  that  of  producing  a  vor- 
tex within  reaction  wheels,  which  by  its  centrifugal  force, 
powerfully  accelerates  the  velocity  of  the  wheel,  and  adds  pro- 
portionately to  its  momentum." 

Taking  the  definition  of  percussion,  as  given  by  Mr.  Morton, 
an  expert,  it  is  safe  to  say,  its  legitimate  meaning,  as  used  by 
the  patentees  here,  is  a  power  over  and  above  reaction,  derived 
from  the  impingement  of  the  water,  with  a  momentum  due  to 
its  velocity,  upon  the  buckets  placed  obliquely  in  its  line  of 
motion.  The  term  being  thus  understood,  we  have  clearly  and 
satis&ctorily  exhibited,  in  this  part  of  the  specifications  the  pur- 
pose of  the  invention;  which  i^  the  applicatiqn  of  I^ydrauiic 
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power  the  propulsion  of  water-wheels  by  a  new  and  improved 
method. 

In  pursuing  the  specifications  further,  we  find  the  minute 
details,  the  modus  operandi^  of  producing  a  wheel  or  machine  for 
this  new  and  improved  method. 

Before  construing  the  patent  and  specifications,  in  order  to 
ascertain  what  the  patentees  claim  to  be  their  invention,  it  is 
proper  for  us  to  recur  to  some  well  settled  principles  of  law 
which  will  govern  the  Court  and  direct  the  jury  in  applying  the 
testimony  in  the  case. 

As  the  patent  law  of  the  United  States  grants  the  patentee  a 
monopoly,  and  not  only  awards  damages,  but  inflicts  a  penalty 
for  a  violation  of  the  exclusive  privilege,  it  requires  that  the  in- 
vention shall  be  so  described,  in  the  specifications,  that  one 
acquainted  with  the  art  or  manufacture  to  which  it  relates,  may 
not  only  understand  the  invention,  but  be  able  by  following  the 
specifications,  with  the  aid  of  the  drawings,  to  construct  the 
machine,  or  make  the  combination,  which  is  the  subject  of  the 
patent.  And  this  rule  of  law  is  founded  on  the  equitable 
principle,  that  a  monopoly  or  exclusive  privilege  should  not  be 
given  to  an  individual  without  a  just  equivalent  to  the  public. 
While  the  statute  holds  out  encouragements  to  stimulate  inven- 
tion and  improvement  in  the  arts  and  manufactures  by  securing 
to  the  inventor  a  remuneration  for  his  outlay  and  a  reward  for 
his  ingenuity,  nevertheless,  the  consideration  for  which  the 
patent  issues  to  him,  is  the  benefit  he  confers  on  the  commu- 
nity, by  his  discovery  eventually  becoming  public  property. 
The  patentee  may  be  regarded  as  a  purchaser  from  the  public, 
being  bound  to  so  communicate  his  secret  by  specification, 
drawings,  and  models,  that  it  shall  be  successfully  available  to 
the  whole  community  at  the  expiration  of  the  patent.  I  state 
this  principle  of  law  thus  fully,  for  the  reason  that  in  the  exper- 
iments made  before  you  by  Paul  C.  Parker,  a  millwright,  on 
his  machine,  the  scroll  seemed  to  be  a  detriment  to  the  wheel. 
That  scroll,  the  plaintiff's  counsel  say,  was  too  large,  and  not 
constructed  in  accordance  with  the  specifications  of  the  plain- 
tiff's patent.  If  so,  the  experiment  goes  for  nothing.  Then, 
any  witnesses,  who  have  condemned  the  use  of  the  scroll,  should 
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prompt  you  to  a  careful  examination  of  the  specifications, 
models,  and  drawings,  that  you  may  determine  whether  they  fur- 
nish the  instructions  and  data  sufficient  to  enable  a  good  and 
skillful  millwright  to  construct  the  scroll,  and  all  other  parts  of 
the  machinery,  so  as  to  produce  the  effect  claimed  by  the 
patentees,  and  in  doing  this  you  will  recur  to  all  the  testimony 
given  in  the  case,  as  to  the  sufficiency  of  the  patentee's  specifi- 
cations, models,  and  drawings  in  that  regard. 

In  the  second  place,  is  this  alleged  invention  new  and  useful  ? 
By  section  one  of  the  act  of  1793  (re-enacted  by  section  six 
of  the  act  of  July  4,  1836),  it  is  provided  "that  any  person  or 
persons,  having  discovered  or  invented  any  new  or  useful  art, 
machine,  manufacture,  or  composition  of  matter,  or  any  new 
and  useful  improvement  on  any  art,  machine,  manufacture,  or 
composition  of  matter,  not  known  or  used  by  others  before  his 
or  their  discovery  or  invention  thereof,  and  not  at  the  time  of 
his  application  for  a  patent,  in  public  use  or  on  sale  with  his 
consent  or  allowance  as  the  inventor  or  discoverer,  and  shall 
desire  to  obtain  an  exclusive  property  therein,  may  make  appli- 
cation in  writing,  etc." 

It  is  an  essential  requisite  of  this  law,  that  the  invention  be 
new ;  and  in  relation  to  the  time  in  reference  to  which  the 
invention  must  be  new^  our  statute  differs  materially  from  the 
English  statute,  enacted  in  1623.  By  that  act  of  the  British 
Parliament,  the  invention  was  required  to  be  new  at  the  time  of 
the  issuing  of  the  Utters  patent ;  a  long  time  thus  intervened  after 
application  made  and  before  the  grant  of  the  patent,  in  which 
the  discovery  was  made  public,  and  the  patentee  suffered  by 
piracy  upon  his  discovery.  The  consequence  was,  that  for 
more  than  two  hundred  years  it  was  almost  impossible  for  a 
patentee  to  sustain  his  patent  in  the  English  courts,  in  a  suit 
for  infringement,  for  the  reason  that  his  invention  was  in  use, 
and,  therefore,  not  new  at  the  date  of  issuing  the  patent. 

Our  statute  is  more  just  and  liberal  to  the  patentee.  The 
right  to  the  invention  dates  from  the  time  of  discovery,  and  he 
is  secure  in  his  patent  if  his  machine  or  manufacture  was  not 
in  public  use  at  the  time  he  made  his  application. 

The  question  of  novelty  in  his  invention,  therefore,  must  be 
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considered    with    reference     to    the     time     of    discovery    in 
1828. 

Again  :  The  patent  itself  is  prima  facie  evidence  of  novelty, 
and  this  prima  facie  evidence  is  strengthened  by  the  fact  of  the 
renewal  of  the  patent.  It  can  only  be  overcome  by  proof  made 
under  the  defendant's  notice,  and  your  inquiries  in  that  particu- 
lar are  restrained  by  the  notice. 

The  questions  of  the  sufficiency  of  that  notice,  and  the 
admissibility  of  proof  under  it,  have  been  fully  argued  by  coun- 
sel and  decided  by  the  Court.  They  are  questions  with  which 
you  had  nothing  to  do.  Such  proof  as  was  permitted  to  go  to 
you  under  the  ruling  of  the  Court,  you  are  to  receive  as  evi- 
dence of  previous  invention,  knowledge,  or  use,  and  none  other. 
You  will  refer  to  your  minutes  of  the  testimony  to  refresh  your 
recollection  of  what  was  sworn  to  by  Urbane  Kelsey,  Jesse 
Stow,  Jabez  W.  Phillips,  Wm.  H.  Thurston,  Perley  Blakeslee, 
Elisha  Garrett,  and  Henry  Wetmore.  The  testimony  of  these 
witnesses,  coupled  with  the  exhibition  of  models  of  the  "  Kel- 
sey wheel,"  *'  Humiston  wheel,'*  *'  Foster's  Crossing  wheel,'* 
and  the  "  McComb  wheel,"  is  all,  and  I  believe  the  only,  evi- 
dence proper  for  you  to  consider  in  ascertaining  the  want  of 
novelty  in  the  Parker  patent. 

It  is  for  you  to  determine  its  effect  under  the  rules  of  law 
that  will  be  given  to  you  by  the  Court. 

There  are  certain  legal  rules  which  will  govern  you  in  testing 
the  novelty  and  utility  of  this  invention. 

And  I  may  here  remark,  that  the  word  "  useful,"  in  the  sec- 
tion of  the  statute  which  I  have  quoted,  is  not  used  for  the 
purpose  of  establishing  general  utility  as  the  test  of  a  sufficiency 
of  invention  to  support  the  patent.  It  is  used  merely  in  con- 
tradistinction to  what  is  frivolous  or  mischievous  to  the  public. 
Mr.  Justice  Story  has  illustrated  this  rule  by  saying  that  ^'  a  new 
invention  to  poison  people,  or  to  promote  debauchery,  or  to 
facilitate  private  assassination,  are  not  patentable  inventions. 
But  if  the  invention  steers  wide  of  these  objections,  whether  it 
be  more  or  less  useful,  is  a  circumstance  very  material  to  the 
patentee,  but  of  no  importance  to  the  community."  It  is  quite 
sufficient    if   it    has    any    utility.     The    plaintiff",   then,   has 
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answered  the  requirements  of  the  law,  if  his  invention,  in  use- 
fulness, is  but  a  slight  improvement  on  former  wheels,  even 
though  it  it  be  for  an  improvement  upon  what  is  old. 

In  testing  the  novelty  of  the  invention,  the  task  is  more 
difScult.  Where  the  patent  is  for  an  improvement  on  an  old 
machine,  if  the  whole  of  it,  as  well  the  old  as  the  new  part,  is 
described  in  the  specifications,  it  is  essential  that  the  patentee 
distinguish  what  part  he  claims,  since,  if  this  does  not  satisfac- 
torily appear,  the  patent  will  be  void  for  ambiguity.  Or,  if  the 
clear  construction  of  the  patent  and  specification  taken  together, 
is,  that  he  claims  the  whole  machine  in  its  improved  state, 
the  patent  will  be  void  by  his  claiming  too  much.  And  if  the 
specifications  contain  a  description  of  what  is  old  and  known,  as 
well  as  what  is  new,  what  is  claimed  as  new  must  be  dis- 
tinguished. In  specifying  an  improvement  in  a  machine,  how- 
ever, it  may  be  necessary,  and  when  so,  it  is  proper  to  describe 
the  whole  machine  as  it  operates  with  the  improvement,  in 
order  to  make  the  description  understood  by  a  person  of  the 
trade  to  which  it  belongs ;  and  if  the  patentee  fails  to  do  this, 
his  patent  fails  for  obscurity.  The  simple  purpose  of  the  law, 
in  requiring  the  patentee  to  distinguish  new  from  old,  is,  that  it 
may  distinctly  appear  what  his  invention  is.  It  is  sufficient  if 
what  is  claimed  as  new  appears  with  reasonable  certainty  on  the 
face  of  the  patent  and  specifications,  or  by  necessary  implica- 
tion. These  are  governing  rules  of  law,  where  the  claim  of 
the  patent  is  for  parts  of  a  machine,  those  parts  being  essentially 
what  is  claimed  as  the  improvement  on  the  whole  machine. 

There  is,  however,  a  class  of  cases  to  which  these  stringent 
rules  do  not  apply,  although  the  discovery  is  in  the  nature  of  an 
improvement  on  what  is  pld.  Where  any  new  contrivances, 
combinations,  or  arrangements  are  made  use  of  in  machinery, 
although  the  chief  agents  are  well  known,  those  contrivances, 
combinations,  or  arrangements,  may  constitute  a  new  principle, 
and  then  the  application  or  practice  will  necessarily  be  new 
also.  And  in  such  a  case,  the  new  and  improved  method  of  pro- 
ducing a  useful  result  or  effect,  is  as  much  the  subject  of  a  pat- 
ent as  an  entire  new  machine. 

The  word  ^^  machine  "  in  the  statute  includes  new  combina- 
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tions  as  well  as  new  organizations  of  mechanism,  and  hence 
there  may  be  a  patent  for  new  combinations  of  machinery  to 
produce  certain  effects,  whether  the  machines  constituting  the 
combination  be  new  or  old.  In  such  a  case,  the  patent  is  not 
for  an  abstract  principle,  but  for  the  particular  application  of 
the  principle  which  the  patentee  professes  to  have  made.  And 
I  have  no  hesitation  in  saying,  that  the  invention  or  discovery 
claimed  by  the  plaintifPs  patent  is  substantially  of  this  class. 
With  this  view  of  the  case,  I  know  it  is  objected  that  the  pat- 
entees here  claim  the  discovery  of  abstract  principles,  and  it  is 
urged,  that  in  contemplation  of  law,  principles  of  science  are 
never  new,  or  the  subject-matter  of  a  patent. 

It  is  true  that  a  patent  can  not  be  sustained  for  a  mere  prin- 
ciple. For  instance.  Sir  Isaac  Newton's  discovery  of  the  prin- 
ciple of  gravitation  could  not  be  the  subject  of  a  patent.  But 
it  is  equally  true,  that  a  principle  may  be  embodied  and  applied, 
so  as  to  afford  some  result  of  practical  utility  in  the  arts  and 
manufactures,  and  that  under  such  circumstances  a  principle 
may  be  the  subject  of  a  patent.  It  is,  however,  the  embodiment 
and  the  application  of  the  principle  which  constitute  the  grant  of 
the  patent.  And  it  has  been  justly  said  ''that  the  principle  so 
embodied  and  applied,  and  the  principle  of  such  embodiment 
and  application,  are  essentially  distinct ;  the  former  being  a 
truth  of  exact  science,  or  a  law  of  natural  science,  or  a  rule  of 
practice ;  the  latter  a  practice  founded  upon  such  truth,  law,  or 
rule."  ^ 

Now,  percussion,  reaction,  and  centrifugal  force  are,  in  the 
abstract,  neither  new  principles  nor  subjects  of  a  patent.  But 
their  embodiment  and  application  to  machinery  may  be  both 
new  and  useful,  and  entitle  the  discoverer  to  the  exclusive 
use  of  his  invention.  The  patentees  in  this  case  claim  the 
discovery  of  embodying  these  principles  in  a  water-wheel,  and 
their  application  in  a  new  and  improved  method  of  propulsion. 
And  this  it  is  competent  for  them  to  do. 

Having  stated  these  rules  of  law  for  your  government,  let 
us  examine  more  minutely  the  patentee's  claim. 

It  is  the  business  and  duty  of  the  Court  to  construe  the 
patent  and  specifications  for  the  purpose   of  determining  what 
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the  claim  of  the  discovery  or  invention  is ;  whether  it  is  for  the 
invention  of  a  new  water-wheel,  or  for  the  discovery  of  an  im- 
proved water-wheel  merely,  or  whether  it  is  for  an  improved 
method  of  applying  hydraulic  power  for  the  propulsion  of  water- 
wheels.  And  it  is  the  province  of  the  jury,  under  the  instruc- 
tion of  the  Court,  as  to  what  the  invention  is,  to  determine 
whether  such  invention  is  new  and  useful. 

In  construing  this  patent  and  specifications,  we  recognize  the 
force  of  the  rule  laid  down  in  Curtis  on  Patents,  §391:  "That 
the  patentee  is  to  be  presumed  not  to  intend  to  claim  things 
which  he  must  know  to  be  in  use  ;  and  that  the  specifications 
should  be  so  read  as  will  make  the  claim  coextensive  with  the 
actual  discovery  or  invention.** 

What,  then,  is  embraced  in  the  claim  of  this  patent  ? 

It  is  not  the  vertical  or  horizontal  arrangement  uf  the  wheels 
upon  the  shaft,  or  the  putting  them  in  pairs.  It  is  absurd,  said 
my  brother  Leavitt,  to  suppose  that  a  man  of  ordinary  intelli- 
gence would  claim  as  his  invention  the  self-evident  truth  in 
mechanics,  that  a  wheel  on  a  horizontal  shaft  should  be  verti- 
tical.  Neither  does  it  embrace,  as  a  distinct  discovery,  the 
concentric  cylinder  inclosing  the  shaft ;  nor  the  spout,  the 
gate,  the  outer  cylinder,  nor  the  buckets  on  the  wheel.  These 
and  many  other  things  are  mentioned  in  the  specifications  as 
necessary  fixtures  and  adjustments  in  the  patentee's  combina- 
tion and  arrangement.  This  combination  and  arrangement  is 
for  the  application  of  hydraulic  power  to  the  propulsion  of 
water-wheels  by  a  new  and  improved  method. 

The  purpose  or  aim  of  the  patentees  evidently  was  to  obtain 
an  increase  of  power  with  a  given  quantity  of  water.  They 
claim  that  by  the  arrangement  of  the  concentric  cylinder  and 
the  spout  of  spiral  termination,  a  greater  leverage  is  obtained 
by  applying  the  water  on  the  wheel  in  the  line  of  motion,  and 
at  as  great  a  distance  as  possible  from  the  center.  The  outer 
cylinder  gives  it  a  vortical  motion  and  the  inner  cylinder  gives 
it  greater  force  by  directing  it  from  the  center.  By  the  adjust- 
ment of  the  scroll  (when  properly  made),  the  water  passes 
around  and  between  the  cylinders,  so  that  it  is  directed  to  the 
wheel  in  such  proportion  that  as  the  volume  of  water  dimin- 
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ishes  by  passing-  through  the  issues,  the  remainder  is  kept  up  to 
the  work  and  is  thus  caused  to  press  equally  upon  the  entire 
circumference  of  the  buckets. 

In  these  arrangements  of  machinery,  the  patentees  claim  a 
combination  of  pressure  or  percussion,  reaction,  and  centrifuga 
force  that  produces  a  combined  powerof  propulsion.  And  here 
lies  the  secret  of  the  invention  of  this  *'  Parker  Wheel."  It  is 
the  vortical  motion  of  the  water  on  the  wheel,  which  operates  as  a 
coefficient  to  the  reactive  power  of  the  water  on  the  buckets.  It 
is  what  the  patentees  claim  it  to  be,  to  wit :  ^^An  improvement 
in  the  application  of  hydraulic  power,  by  a  method  of  combining 
percussion  with  reaction.''  This  is  evidently  what  is  claimed  by 
the  inventors  ;  and  when  the  exact  nature  and  extent,  or  essence 
of  the  claim  of  the  inventors  can  be  perceived,  the  Court  is 
bound  to  adopt  that  interpretation  of  the  patent,  and  to  give  it 
full  effect. 

This  conclusion  is  drawn  from  the  hypothesis  that  the  terms 
^^ reaction  wheels"  and  ^^ common  reaction  wheels,"  as  used  in 
the  specifications,  were  understood  and  employed  by  the  pat- 
entees in  the  technical  sense  of  those  words,  and  as  understood 
and  defined  in  books  of  accredited  authors.  Since  the  inven- 
tion of  the  '^Barker  Wheel"  one  hundred  years  ago,  the  term 
^^  reaction,"  as  applied  to  water  wheels,  has  been  well  under- 
stood as  contradistinguished  from  ^Mmpact"  or  ^^  percussion." 

That  the  patentees  use  the  term  ^^ reaction"  in  its  technical 
sense,  is  evident  from  the  language  employed  in  the  specifica- 
tions in  relation  to  the  size  of  the  issues  and  the  quantity  of 
water  admitted  upon  the  wheel,  as  compared  with  that  leaving 
it  at  the  issues. 

That  they  understood  what  a  common  reaction  wheel  was, 
is  further  evident  from  their  description  of  it  in  the  specifica- 
tions, in  which  they  say,  ^^  It  runs  under  the  penstock. 
Through  the  floor,  a  circular  hole  is  made,  nearly  equal  in 
diameter  to  the  internal  diameter  or  the  rim,  and  concentric 
with  the  wheel.  The  hole  through  the  floor  is  lined  with 
staves  in  cylindrical  shape,"  etc.,  and  then  the  buckets  and 
issues  are  described.  This  description  answers  to  that  of  the 
^^McComb  Wheel"  which  has  been  testified  to  by  witnesses,  and 
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illustrated  by  an  exhibited  model  of  a  reaction  wheel  in  common 
use  at  the  date  of  issuing  the  Parker  patent.  Now,  it  is 
claimed  that  this  old  reaction  wheel  was  propelled  by  the  water 
(when  full  in  the  forebay)  pressing  or  acting  first  on  the  disc  of 
the  wheel,  and  then  in  the  lines  of  its  radii  upon  the  buckets, 
and  spouting  out  at  the  issues,  thus  preventing  by  its  course  the 
possibility  of  a  vortical  motion  on  the  wheel. 

From  a  careful  examination  of  the  specification,  I  am  fully 
satisfied  that  the  essence  of  the  invention  is,  the  producing  a 
vortical  motion  on  a  reaction  wheel  in  the  line  of  its  motion, 
and  that  the  invention  of  producing  a  vortical  motion  upon  a 
percussion  or  impact  water-wheel  is  not  within  the  claim  of  the 
patent. 

This  construction  of  the  patent  and  specifications  by  the 
Court,  will  be  regarded  by  you  in  your  inquiries  upon  the  ques- 
tions of  novelty  and  utility.  In  declaring  what  the  patentee's 
claim  is,  I  have  sufficiently  indicated  the  opinion  that  the 
invention  is  not  frivolous,  and  that  it  is  the  proper  subject  of  a 
patent. 

Thus  far  in  the  case,  there  are  presented  to  you  three  in- 
quiries : 

1.  Do  the  specifications  and  drawings  furnish  such  full 
directions  that  a  skillful  millwright  can  construct  a  water- 
wheel  containing  the  combination  claimed  by  the  patent  ? 

2.  Is  the  invention  useful  ? 

3.  Is  it  new  ? 

If  you  find  affirmatively  on  these  three  propositions,  you  will 
then  recur  to  the  testimony,  and  inquire  whether  the  defend- 
ant has  infringed  upon  the  plaintifPs  right. 

In  this  branch  of  the  case^  the  duty  and  labor  of  examining 
and  weighing  the  testimony,  the  law,  for  wise  and  sound  rea- 
sons, has  imposed  upon  you. 

It  is  made  the  duty  of  the  Court,  however,  to  declare  the 
rules  of  law  by  which  you  are  to  be  governed  in  applying  the 
evidence. 

We  have  already  stated  that  when  a  person  has  invented 
some  mode  of  carrying  into  eflFect  a  law  of  natural  science,  or  a 
rule  of  practice,  which  constitutes  the    peculiar  feature  of  his 


DECEMBER,    1 856.  25 1 


Wintermute  v.  Redington. 


invention,  such  discovery  may  be  secured  to  him  by  a  patent. 
Hence  it  follows  that  he  is  entitled  to  protect  himself  from  all 
other  modes  of  making  the  same  application.  The  substantial 
identity^  therefore,  that  is  to  be  looked  to,  respects  that  which 
constitutes  the  essence  of  the  invention,  namely,  the  application 
of  the  principle.  If  the  mode  of  carrying  the  same  principle  into 
effect,  adopted  by  the  defendant,  still  shows  that  the  principle 
admits  of  the  same  application  in  a  variety  of  forms,  or  by  a 
variety  of  apparatus,  the  jury  will  be  authorized  to  treat  such 
mode  as  a  piracy  of  the  invention.  But  if  the  defendant  has 
adopted  variations  which  show  that  the  application  of  the  prin- 
ciple is  varied,  that  some  other  law,  or  rule  of  practice  or 
science,  is  made  to  take  the  place  of  that  which  the  patentee 
claims  as  the  essence  of  his  invention,  then  there  is  no  infringe- 
ment.    Curtis  on  Patents,  338. 

If  the  defendant,  in  the  use  of  a  reaction  water-wheel, 
whether  on  a  vertical  or  horizontal  shaft,  whether  single  or  in 
pairs,  has  run  it,  or  caused  it  to  be  run,  by  the  aid  of  the  vortical 
motion  of  the  water  upon  the  wheel  in  its  line  of  motion,  he 
has  violated  this  patent ;  provided  he  has  used,  in  so  doing,  any 
or  all  of  the  patentee's  mechanical  contrivances  for  producing 
that  vortical  motion  or  mechanical  equivalents  for  any  or  all  of 
them  to  produce  it.  This  contains,  in  a  nut-shell,  the  whole  law 
of  the  case  upon  the  question  of  infringement.  A  different  rule  of 
law  would  obtain,  if  the  shute,  cylinders,  scroll,  and  other  contri- 
vances were  embraced  in  the  claim  of  the  patent.  This  view 
of  the  case  renders  it  unnecessary  for  me  to  notice  in  detail  the 
great  number  and  variety  of  points  made  by  counsel,  upon 
which  they  have  desired  the  Court  to  instruct  you. 

If  you  find,  from  the  testimony,  explained  and  illustrated  as 
it  has  been  by  the  models  which  are  in  evidence,  that  the 
defendant  has  infringed  upon  the  plaintifPs  right,  then  the  only 
question  remaining  for  your  consideration,  is  that  of  damages. 

If  you  find  for  the  plaintiff,  you  will  assess  and  return  as  your 
verdict,  the  actual  damages  he  has  sustained  by  the  infringe- 
ment, whether  such  infringement  was  an  intentional  violation 
of  the  patent  or  not :  and  in  estimating  the  actual  damages,  the 
rule  is,  to  give  the  value  of  such  use  during  the  term  of  the 
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illegal  user,  or  in  other  words,  the  amount  of  profits  actually 
received  by  the  defendant  between  the  17th  of  May,  1847,  ^"^ 
the  19th  of  October,  1850.  This  rule  is  fully  stated  in  the 
case  of  Parker  v.  Bamber^  6  McLean  R.  631. 

The  case,  gentlemen,  is  now  committed  to  your  hands.  I 
have  cautiously  abstained  from  all  comments  upon  the  testi- 
mony. It  has  been  so  thoroughly  examined  and  canvassed  by 
counsel  on  both  sides,  that  even  an  allusion  to  it  by  the  Court 
would  be  a  work  of  supererogation.  The  patient  and  careful 
attention  which,  for  more  than  two  weeks,  you  have  given  to 
the  evidence  and  arguments  of  counsel,  is  a  sufficient  guarantee 
that  your  verdict  will  accord  with  the  law  and  the  testimony. 
Although  the  long  time  occupied  in  the  trial  has  challenged 
your  patience,  you  have,  nevertheless,  been  amply  compensated 
in  the  elucidation  of  important  principles  of  philosophy  and 
law,  and  by  the  exhibition  of  profound  erudition  of  scientific  wit- 
nesses, which  has  been  surpassed  only  by  the  ability  and  learned 
disquisition  of  counsel  in  the  trial  and  argument  of  the  cause. 

The  Jury  found  a  verdict  for  the  defendant. 


Franklin  Ransom  and  Uzztah  Wenman 

vs. 

I 

The   Mayor,  Aldermen,  and  Commonalty  of  the 

City  of  New  York. 

a  patent,  when  granted,  becomes,  to  a  certain  extent,  a  contract  on  the  part  of  the 
Government  with  the  patentee,  that  it  will,  through  its  courts,  and  in  the 
ordinary  course  of  the  administration  of  justice,  protect  him  in  the  exercise  of  the 
exclusive  privileges  which  his  patent  gives  him. 

The  construction  of  the  claims  of  a  patent  is  a  question  of  law,  exclusively  for  the 
Court,  and  not  for  the  determination  of  a  jury,  unless  there  may  be  technical 
terms,  or  terms  which  need  explanation  by  the  evidence  given  before  the  jury. 

In  determining  the  construction  of  the  claims  of  a  patent,  the  Court  should  refer  to  the 
whole  specification,  and  consider  the  whole  in  connection,  although  the  claim  at 
the  end  of  the  specification  is  usually  intended  to  define  and  limit  the  extent  of 
the  claim  made  by  the  patentee. 
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Where  a  claim  may  be  open  to  objections  of  any  kind,  it  is  the  duty  of  the  Court  so  to 
construe  it,  if  it  can  be  done  without  doing  violence  to  the  language  used,  as  not  to 
afiect  the  rights  of  the  patentee,  but  to  give  him  what  and  all  he  has  actually 
invented — in  other  words,  to  make  the  claim  commensurate  with  the  invention 
actually  made. 

Before  a  patent  can  issue,  the  thing  patented  must  appear  to  be  of  such  a  character  as  to 
involve  or  require  *'  invention  **  for  its  production,  as  contradistinguished  from  the 
ordinary  skill  of  a  mechanic  in  construction. 

Invention,  in  the  sense  of  the  patent  law,  is  the  finding  out,  contriving,  devising,  or 
creating,  by  an  operation  of  the  intellect,  something  new  and  useful,  which  did 
not  exist  before. 

The  patent  was  for  *'  an  Improvement  in  fire  engines,**  and  was  described  as  the  con- 
necting of  the  receiving  tubes,  or  pumps  of  the  engines,  by  means  of  hose,  to 
hydrants,  in  which  the  water  was  under  pressure,  and  claimed  "  the  employment 
of  a  column  of  filing  water,  or  the  tendency  of  the  hydrostatic  pressure  upon 
water  at  rest,  to  act  in  the  working  of  fire  engines,  by  combining  a  hose  or  tube 
conducting  said  water  into  the  receiving  tube  of  an  engine  or  pump,  operated  by 
manual  or  mechanical  power. 

Patents  are  granted  to  inventors  not  for  their  benefit  simply,  but  for  the  purpose  of 
benefiting  the  public,  by  encouraging  invtntors  to  make  inventions  which  may  be 
useful  to  the  public  when  placed  at  their  disposal. 

HtlJ:  that  the  invention  patented  was  **  the  combination  of  the  pumps  or  receiving 
tubes  of  the  fire  engine  with  a  connecting  pipe  or  hose,  forming  a  connection 
between  such  engine  and  a  hydrant  or  water  pipe,  from  which  water  is  forced  by 
the  hydrostatic  pressure  existing  in  the  hydrant,  into  the  pumps  of  the  engine,  and 
applied  so  as  to  combine  the  power  of  this  hydraulic  pressure,  with  the  power  ap- 
plied to  the  brakes  of  the  engine,**  substantially  as  set  forth. 

He/d,  also,  that  the  patent  was  not  for  a  principle,  and  did  not  grant  to  the  patentee  the 
exclusive  privilege  of  using  such  hydrostatic  pressure,  in  all  fi)rms  and  modes  in 
which  it  could  be  applied  to  the  production  of  the  purpose  of  the  character  in- 
tended by  him,  but  that  the  patent  was  only  for  the  means  and  devices  by  which 
the  patentee  proposed  to  make  such  pressure  available  for  the  purpose  indicated  in 
the  specification. 

If  the  invention  patented,  in  a  joint  patent,  is  the  sole  invention  of  one  of  the  pat- 
entees, and  not  the  joint  invention  of  both,  the  patent  is  void. 

The  things  specified  in  section  6  of  the  act  of  1836,  are  prerequisites  to  the  granting 
of  a  patent,  and  unless  these  prerequisites  are  complied  with,  a  party  sued  for  an 
infringement  of  a  patent,  may  show  that  they  have  not  been  complied  with,  and 
so  defeat  the  action  of  the  supposed  inventor. 

A  patent  is  prima  facie  evidence  of  the  fact  of  first  and  original  invention  and  utility, 
and  must  prevail,  unless  there  is  other  evidence  to  overcome  such  prima  facie  pre- 
sumption ;  and  when  there  has  been  a  renewal,  such  renewal  is  also  prima  facie 
evidence  as  to  such  matters,  and  of  course  adds  weight  to  the  ^r/mayac/V  evidence 
furnished  by  the  original  patent. 

If  a  person  having  some  vague  idea  of  a  principle,  nnakes  nun^erous  trials  and  experi- 
ments, if  those  trials  and  experiments  do  not  result  in  suci^  a  knowledge,  on  his 
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part,  as  enables  him  to  put  in  successful  practice  the  idea  of  which  he  has  such 
▼ague  notions,  he  does  not  become  an  inventor  in  the  sense  of  the  patent  law. 

Such  a  person  has  never  embodied  the  principle  so  as  to  make  it  available  for  practical 
use ;  and  the  party  who  embodies  the  principle,  and  makes  it  available  for  practi- 
cal use,  is  the  party  who  is  entitled  to  a  patent,  and  to  protection. 

An  unsuccessful  experiment  abandoned,  although  involving  the  same  idea  or  principle, 
will  not  invalidate  a  patent  granted  to  a  subsequent  inventor  who  has  reduced  the 
invention  to  successful  practice,  and  published  it  by  obtaining  letters  patent. 

An  accidental  combination  of  parts,  or  invention,  made  under  such  circumstances  that 
the  public  obtained  no  knowledge  of  the  principle,  or  result,  or  effect  of  such  com- 
bination, the  parties  themselves  who  made  it  not  understanding  such  principle, 
does  not  constitute  invention.  The  invention  a  not  made  until  the  parties  con- 
triving, or  those  observing,  discovered  how  it  could  be  made  available  for  the 
particular  purpose. 

If  an  inventor,  after  his  invention  is  perfected,  knowingly  allows  it  to  be  used  in  public 
for  more  than  two  years  before  application  for  letters  patent,  it  is  conclusive  evi- 
dence of  a  dedication  of  such  invention  to  the  public,  and  the  patent  is  void. 

If,  after  an  inventor  has  made  an  invention,  he  deliberately  abandons  it,  and  dedicates 
it  to  the  public,  no  matter  for  what  reason,  the  dedication  can  not  be  recalled. 

A  patentee,  subsequent  to  his  patent,  may  abandon  his  invention  to  the  public,  and 
waive  the  exclusive  privileges  secured  to  him ;  and  the  jury  may  infer  such  an 
abandonment  firom  an  acquiescence  in  the  use  of  his  invention  by  others,  a  neglect 
to  assert  hu  claims  by  suit  or  otherwise,  an  omission  to  sell  licenses,  a  neglect  to 
make  efforts  to  realize  any  advantage  firom  his  patent,  and  similar  circumstances. 

If  an  inventor,  after  his  invention  is  perfected,  unreasonably  delays  his  application  for  a 
patent,  and  others,  before  such  application,  actually  perfect,  and  apply  to  practical 
use  the  same  invention,  and  give  the  knowledge  thereof  to  the  public,  and  the 
former,  after  the  knowledge  of  such  subsequent  invention  and  use,  falls  to  make 
objection,  and  apply  without  unreasonable  de  lay  for  a  patent,  he  can  not  sustain  the 
patent  he  may  afterward  obtain,  because  he  has  failed  to  give  to  the  public  that 
consideration  for  the  grant  of  exclusive  privileges,  upon  which  all  valid  patents 
must  be  based. 

A  corporation  is  liable  in  damages  for  infringing  a  patent,  if  the  patented  machines  are 
procured  by  such  corporation,  and  are  used  by  those  employed  or  paid  by  it. 

No  fixed  and  certain  rule  for  damages  can  be  established,  applicable  to  all  cases,  but  the 
statute  has  fixed  the  general  rule  that  a  patentee  is  entitled  to  recover  such  dam  • 
ages  as  he  has  shown  by  his  proofs  have  actually  been  sustained,  in  consequence 
of  the  use  of  his  invention,  without  his  license  and  consent. 

(Before  Hall,  J.,  Southern  District  of  New  York,  December,  1856.) 

This  was  an  action  on  the  case  tried  by  Judge  Hall  and  a 
jury,  for  the  infringement  of  letters  patent  for  an  "improvement 
in   fire   engines,"   granted    to   plaintiff's   February    13,    1 841. 
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The   defense   embraced   a  variety  of  issues,  which   are    fully 
referred  to  in  the  charge  of  the  Court. 

Charles  M.  Keller  for  plaintiffs. 

y.  W.  Gerard  and  M.  F.  IVilcoxson  for  defendants. 

Hall,  J.,  charged  the  jury  as  follows : 

The  Constitution  of  the  United  States  conferred  upon  Con- 
gress the  power  to  promote  the  progress  of  the  useful  arts  by 
securing  to  inventors  for  a  limited  time  the  exclusive  privilege 
of  using  their  inventions.  In  pursuance  of  that  power,  in 
1790,  Congress  passed  an  act  authorizing  certain  officers  of  the 
Government  to  grant  patents,  for  the  purpose  of  carrying  into 
effect  the  power  which  had  been  given  them  by  the  terms  of 
the  Constitution)  and  in  1836,  the  Congress  of  the  United 
States  passed  an  act,  repealing  the  prior  acts  upon  that  subject, 
under  which  act  the  patent  in  this  case  is  granted.  The  title 
and  object  of  that  act  is  to  promote  the  progress  of  tji^qseful 
arts,  and  patents  are  granted  to  inventors,  not  for  their^enefit 
simply,  but  for  the  purpose  of  benefiting  the  public,  by  encour- 
aging inventors  to  make  inventions  which  may  be  useful  to  the 
public  when  placed  at  their  disposal ;  and  to  place  upon  the 
records  of  the  Patent  Office  a  description  of  those  inventions, 
so  that  after  the  expiration  of  the  term  limited  by  their  patent, 
the  public  may  have  the  full  advantage  of  their  genius  and 
discoveries. 

You  have  been  told  (and  very  properly,  gentlemen)  that  in 
the  disposition  of  this  case  it  is  the  duty  and  province  of  the 
Court  to  determine  the  controverted  questions  of  law.  It  is 
your  duty  and  your  province  to  determine  the  controverted 
questions  of  fact  in  issue  between  the  parties.  I  have  cer-p 
tainly  no  disposition,  gentlemen,  to  interfere  with  your  province 
in  this  case,  and  if  in  the  progress  of  the  few  remarks  which  I 
shall  have  occasion  to  make  to  you,  you  shall  suppose  that  I 
intimate  any  opinion  upon  any  question  of  fact,  it  will  be  your 
duty  to  give  to  that  intimation  of  opinion  (if  you  should  deem  it 
such)  no  more  weight  than  in  your  deliberate  judgments  you  may 
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think  it  deserves.  I  do  not  intend,  however,  to  attempt  to 
influence  your  judgment  upon  any  questions  of  fact,  but  to 
discharge  my  duty  by  simply  stating  to  you  the  rules  of  law 
which  I  think  should  govern  you  in  your  deliberations,  and  leave 
you  to  apply  the  evidence  in  the  case  to  those  rules  and  prin- 
ciples, in  order  to  determine  what  verdict  you  shall  pronounce. 
But,  nevertheless,  gentlemen,  in  the  progress  of  my  remarks,  it 
will  be  necessary  to  refer  somewhat  (for  the  purpose  of  illus- 
tration, or  otherwise)  to  the  evidence  which  has  been  given  ; 
and,  as  I  have  before  stated,  you  may  suppose  that  in  such  ref- 
erence I  intended  to  intimate,  although  it  may  be  that  I  have  no 
such  intention,  some  opinion  in  reference  to  a  question  of  fact 
which  it  is  your  sole  duty  to  determine. 

Then,  gentlemen,  let  us  see  substantially  what  are  the  ques- 
tions and  legal  rules  which  are  necessary  to  be  considered  in 
this  case,  before  you  can  reach,  by  proper  means,  a  verdict  as 
between  these  parties. 

*  In  the  first  place,  the  Patent  Act  of  1836  provides:  "That 
any  person  or  persons  having  discovered  or  invented  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of 
matter,  not  known  or  used  by  others  before  his  or  their  dis- 
covery or  invention  thereof,  and  not  at  the  time  of  his  applica- 
tion for  a  patent  in  public  use  or  on  sale  with  his  consent  or 
allowance  as  the  inventor  or  discoverer,  and  shall  desire  to 
obtain  an  exclusive  property  therein,  may  make  application,  in 
writing,  to  the  Commissioner  of  Patents,  expressing  such  de- 
sire ;  and  the  Commissioner,  on  due  proceedings  had,  may  grant 
a  patent  therefor." 

You  will  observe  that  in  this  part  of  the  section  which  I  have 
read  to  you,  it  is  provided,  that  the  invention  must  be  new  and 
useful  I  not  known  or  used  by  others  before  his  or  their  dis- 
covery or  invention  thereof,  and  must  not  be  at  the  time  of  his 
or  their  application  for  a  patent  in  public  use  or  on  sale  with  his 
or  their  consent  or  allowance. 

This  last  provision,  "that  it  shall  not  be  at  the  time  of  his 
application  for  a  patent  in  public  use  or  on  sale  with  his  consent 
or  allowance,"  was  modified  by  the  act  of  1839,  by  which  the 
inventor  was  allowed  to  permit  the  use  or  sale  of  his  invention 
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for  two  years  prior  to  his  application  for  a  patent,  without  de- 
feating his  right  under  the  provisions  of  this  act.  The  section 
goes  on  to  provide — 

^^But  before  any  inventor  shall  receive  a  patent  for  any  such 
new  invention  or  discovery,  he  shall  deliver  a  written  descrip- 
tion of  his  invention  or  discovery,  and  of  the  manner  and 
process  of  making,  constructing,  using,  and  compounding  the 
same,  in  such  full,  clear,  and  exact  terms,  avoiding  unnecessary 
prolixity,  as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains,  or  with  which  it  is  most  nearly  connected, 
to  make,  construct,  compound,  and  use  the  same;  and,  in  case 
of  any  machine,  he  shall  fully  explain  the  principle,  and  the 
several  modes  in  which  he  has  contemplated  the  application  of 
that  principle,  or  character  by  which  it  may  be  distinguished 
from  other  inventions ;  and  shall  particularly  specify  and  point 
out  the  part,  improvement,  or  combination  which  he  claims  as 
his  own  invention  or  discovery.  He  shall,  furthermore,  accom- 
pany the  whole  with  a  drawing  or  drawings,  and  written  refer- 
ences, where  the  nature  of  the  case  admits  of  drawings ;  or 
with  specimens  of  ingredients,  and  of  the  composition  of  matter, 
sufficient  in  quantity  for  the  purpose  of  experiment,  where  the 
invention  or  discovery  is  of  a  composition  of  matter,  which 
description  and  drawings,  signed  by  the  inventor,  and  attested 
by  two  witnesses,  shall  be  filed  in  the  Patent  Office ;  and  he 
shall,  moreover,  furnish  a  model,  of  his  invention,  in  all  cases 
which  admit  of  a  representation  by  model,  of  a  convenient 
size,  to  exhibit  advantageously  its  several  parts.  The  applicant 
shall  also  make  oath,  or  affirmation,  that  he  does  verily  believe 
that  he  is  the  original  and  first  inventor,  or  discoverer,  of  the 
art,  machine,  composition,  or  improvement  for  which  he  so- 
licits a  patent ;  and  that  he  does  not  know  or  believe  that  the 
same  was  ever  before  known  or  used ;  and  also  of  what  coun- 
try he  is  a  citizen;  which  oath  or  affirmation  may  be  made 
before  any  person  authorized  by  law  to  administer  oaths.'' 

These,  gentlemen,  are  prerequisites  to  the  granting  of  the 
patent;  and  unless  these  prerequisites  are  complied  with,  a 
party  sued  for  an  infringement  of  a  patent  may  show  that  they 

17 
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have  not  been  complied  with,  and  in  that  way  may  defeat  the 
action  of  the  supposed  inventor. 

You  will  have  observed,  gentlemen,  that  it  is  required  that 
there  should  be  an  invention,  that  the  invention  should  be  new, 
and  that  it  should  be  useful.  In  other  words,  before  a  patent 
can  be  issued,  the  thing  patented  must  appear  to  be  of  such  a 
character,  as  to  involve  or  require  "invention"  for  its  produc- 
tion— require  the  exercise  of  the  genius  of  an  inventor  as 
contradistinguished  from  the  ordinary  skill  of  a  mechanic  in 
construction.  It  must  also  be  new.  The  party  applying  for 
the  patent  must  be  the  first  and  the  original  inventor,  and  it 
must  also  be  of  such  a  character  as  to  be  capable  of  application 
to  the  advantage  and  benefit  of  mankind. 

Upon  these  points,  gentlemen,  upon  the  question  whether  or 
not  the  thing  patented  is  an  invention,  whether  or  not  the  par- 
ties named  in  the  patent  were  the  first  and  original  inventors, 
and  whether  or  not  the  invention  was  useful  at  the  time  the 
patent  was  applied  for  and  granted,  the  patent  itself  produced 
upon  the  part  of  the  alleged  inventor  is  prima  facie  evidence, 
and  must  prevail  unless  there  is  other  evidence  brought  forward 
upon  the  part  of  the  defense,  or  otherwise,  that  shall  satisfy  the 
jury ;  that  that  prima  facie  evidence  shall  not  prevail  against  the 
other  evidence  produced  before  them,  and  where,  as  in  this 
case,  after  a  lapse  of  nearly  fourteen  years  after  the  granting  of 
the  letters  patent,  there  has  been  an  application  for  a  renewal, 
and  after  an  examination  of  the  whole  subject,  that  renewal  has 
been  granted,  the  fact  of  such  renewal  is  also  prima  facie  evi- 
dence upon  those  questions,  and,  of  course,  adds  weight  to  the 
prima  facie  evidence  furnished  by  the  original  patent. 

Nevertheless,  this  prima  facie  evidence  may  be  overthrown 
by  countervailing  evidence,  and  it  is  for  you  to  say,  in  the  case 
of  this  patent,  whether  it  has  been  overthrown  by  the  evidence 
produced  upon  the  trial. 

In  the  first  place,  gentlemen,  perhaps  it  is  well  that  you 
should  consider,  to  some  extent,  the  reason  of  the  legal  rules 
which  apply  to  cases  of  this  character.  You  will  see  the  reason 
why  it  is  required  that  the  party  applying  for  the  patent  should 
be  the  inventor  of  the  thing  which  he  seek$  (o  patent }  why  it 


DECEMBER,    1856.  25 


Ransom  v.  Mayor  of  New  York. 


is  required  that  he  should  not  only  be  the  inventor,  but  the 
original  and  first  inventor,  and  why  it  is  required  that  it  should 
be  useful.  When  the  patent  is  granted,  it  becomes,  to  a  cer- 
tain extent,  a  contract  upon  the  part  of  the  Government  with 
the  party  named  in  the  patent,  that  they  will,  through  their 
Courts,  and  in  the  ordinary  course  of  the  administration  of 
justice,  protect  him  in  the  exercise  of  the  exclusive  privilege 
which  his  patent  gives  to  him ;  and  there  could  be  no  justice  in 
granting  to  a  party  an  exclusive  privilege  to  use  what  he  did 
not  invent,  or  to  use,  exclusively,  for  fourteen  years,  what  had 
been  already  invented  by  another ;  because  he  has  paid  no  con- 
sideration for  the  grant,  no  consideration  for  the  promise  of  the 
Government  to  secure  him  in  the  exercise  of  these  privileges, 
if  he  has  not,  by  his  invention,  and  by  placing  a  description  of 
it  upon  the  records  of  the  Patent  Office,  added  to  the  stock  of 
useful  knowledge  which  may  be  applied  for  the  benefit  of  the 
citizen.  You  must,  therefore,  be  satisfied  in  this  case,  gentle- 
men, taking  the  prima  facie  evidence  afforded  by  the  patent 
itself  and  its  renewal,  and  all  the  other  evidence  in  the  case, 
that  these  plaintiffs,  jointly,  were  the  first  and  original  in- 
ventors of  what  they  claim  as  their  invention  in  the  patent,  and 
of  what  the  patent  purports  to  secure  to  them  as  their  exclusive 
right  and  privilege. 

The  counsel  for  the  respective  parties  have  presented  to  me 
certain  requests  to  charge,  upon  certain  rules  of  law  which 
they  think  applicable  to  the  case,  and  in  disposing  of  these 
requests,  gentlemen,  I  shall  probably  be  able  to  state  to  you 
most  of  the  rules  and  principles  of  law  which  should  govern 
you  in  the  progress  of  your  deliberations ;  but,  nevertheless,  I 
have  found,  upon  questions  of  law,  as  you  will  find,  probably, 
upon  questions  of  fact,  that  in  some  respects  I  am  unable  to 
agree  with  either  counsel,  and  therefore  I  shall  give  you,  in  the 
first  instance,  certain  instructions,  independent  of  the  requests 
which  have  been  made  by  counsel  for  the  respective  parties. 
And,  first,  in  order  that  you  may  determine  this  case  properly,  it 
is  necessary  to  know  what  the  plaintiffs  claim  to  have  invented, 
and  what,  upon  the  face  of  the  plaintiffs'  patent,  appears  to  be 
secured  to  them  as  their  exclusive  property  for  the  period  of 
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fourteen  years  by  the  original  patent,  and  for  the  additional 
period  of  seven  years,  by  the  act  of  renewal  which  has  been 
indorsed  upon  it.  In  order  to  determine  what  the  plaintiffs 
claim  as  their  invention,  we  are  to  look  to  the  specification 
annexed  to  their  patent,  which  specification  is  in  the  language 
of  the  alleged  inventors  themselves,  is  made  by  law  a  portion 
of  the  patent,  and  must  be  referred  to  for  the  purpose  of  deter- 
mining what  the  patentees  claimed  as  their  invention,  and  what 
the  Government  have  agreed  to  secure  to  them,  as  their  exclu- 
sive privilege.  In  determining  the  construction  of  these  claims 
(and  their  construction  is  a  question  of  law,  exclusively  for  the 
Court,  and  not  for  the  determination  of  the  jury,  unless,  in- 
deed, there  may  be  technical  terms,  or  terms  which  need 
explanation  by  the  evidence  given  before  the  jury),  it  is  proper 
that  the  Court  should  refer  to  the  whole  specification,  and  con- 
sider the  whole  of  it  in  connection.  Although  the  claim  at  the 
end  of  the  specification  is  usually  intended  to  define  and  limit 
the  extent  of  the  claim  made  by  the  patentees;  and  you  have 
seen,  that  by  the  terms  of  the  patent  law,  as  I  have  read  to 
youy  it  is  the  duty  of  the  patentee,  not  only  to  show  the  extent 
of  his  claim,  so  as  to  show  what  he  claims  as  his  own  inven- 
tion, and  what  he  admits  to  be  new,  but  that  it  is  also  neces- 
sary that  he  should  state  upon  the  face  of  his  specification  such 
a  description  of  his  invention  as  will  enable  a  mechanic  skilled 
in  that  branch  of  the  art  of  construction  to  which  his  invention 
belongs,  to  construct  and  put  in  practice  the  invention  patented. 
Referring,  then,  to  the  claim  at  the  end  of  the  specification, 
it  appears  that  the  claim  of  the  plaintiffs  is :  ^^  The  employment 
of  a  column  of  falling  water,  or  the  tendency  of  the  hydro- 
static pressure,  upon  water  at  rest,  to  act  in  the  working  of  fire 
engines,  by  combining  a  hose  or  pipe,  conducting  said  water  into 
the  receiving  tube  of  an  engine,  or  pump  operated  by  manual  or 
mechanical  power,  the  same  being  constructed  substantially  in 
the  manner  set  forth  in  the  plaintifFs  specification."  This  is 
substantially  the  language  of  the  claim  ;  but,  as  frequently  hap- 
pens, you  have  found  that  great  difference  of  opinion  exists 
between  the  counsel,  in  reference  to  the  precise  construction 
that  i$  tp  be  put  upoi)  this  language,  and  it  is  the  duty  of  the 
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Court  to  decide,  as  between  the  counsel,  what  construction 
must  be  placed  upon  it,  and  what  construction  the  jury  must 
adopt  in  deliberating  upon  their  verdict  in  this  case.  I  therefore 
propose  to  state  to  you,  somewhat  in  detail,  but  briefly,  certain 
admitted  facts,  and  certain  peculiarities  in  this  specification 
which  I  think  should  have  their  influence,  and  which,  in  my 
mind,  have  had  their  influence  in  determining  the  construction 
to  be  placed  upon  this  claim. 

The  fire  engine,  and  the  peculiar  character  of  its  organiza- 
tion and  construction,  are  not  claimed  as  the  invention  of  the 
plaintiffs,  nor  do  they  claim  as  their  invention  any  peculiar 
mode  or  form  of  construction  of  the  close  pipe,  or  hose,  which 
thev  claim  to  have  been  the  first  to  combine  with  the  fire 
engine,  and  connect  with  a  hydrant  or  water  pipe,  so  as  to 
apply  the  principle  of  the  hydrostatic  pressure  for  the  purpose 
stated ;  neither  do  they  claim  as  their  invention  any  peculiar 
device  or  arrangement  for  connecting  the  ends  of  this  pipe  or 
hose  with  the  engine  and  the  hydrant,  or  water  pipe.  The  fire 
engine  and  the  suction  pipe,  or  hose  used  with  such  engine, 
pipes  of  different  materials,  and  hose  of  different  kinds,  were 
all  well  known,  and  in  common  use  for  purposes  similar  to 
those  to  which  they  are  now  applied,  in  the  use  of  what  the 
plaintiffs  claim  as  their  invention,  and  no  one  of  these  could 
have  been  separately  the  subject  of  a  valid  patent  to  the  plain- 
tiffs. But,  conceding  this,  the  plaintiffs  claim,  as  their  inven- 
tion, and  as  secured  to  them  by  letters  patent,  the  combination 
of  the  receiving  tubes,  or  pumps,  of  a  fire  engine,  with  a  close 
tube  connecting  such  receiving  tubes,  or  pumps  with  an  open- 
ing in  a  hydrant,  or  pipe  containing  water,  under  such  a  degree 
of  hydrostatic  pressure  as  to  make  that  pressure  available  to 
some  extent  (the  extent  not  being  material),  in  aid  of  the  other 
power  applied  to  the  working  of  the  fire  engine. 

The  invention  patented  is,  therefore,  in  niy  judgment,  "the 
combination  of  the  pumps,  or  receiving  tubes  of  the  fire  en- 
gine with  a  connecting  pipe,  or  hose,  forming  a  connection 
between  such  engine  and  a  hydrant,  or  water  pipe,  from  which 
water  is  forced,  by  the  hydrostatic  pressure  existing  in  the  hy- 
drant or  water  pipe,  into  the  pump  or  pumps  of  the  engine,  and 
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applied  sd  as  to  combine  the  power  of  this  hydraulic  pressure 
with  the  power  applied  to  the  brakes  of  the  engine,  substantially 
by  the  means,  and  in  the  manner  set  forth  in  the  plaintiffs'  speci- 
fication." Now,  upon  this  claim  of  the  plaintiffs,  sundry  ques- 
tions have  been  raised  by  counsel  for  the  respective  parties. 

It  has  been  claimed,  on  the  one  hand,  that  this  patent  is  void, 
because  the  plaintiffs  have  sought  to  patent  the  principle  of 
hydrostatic  pressure,  and  that  the  discovery  of  a  principle  of 
that  character  is  not  the  subject  of  a  patent.  That  is  true ;  it 
is  not  the  subject  of  a  patent ;  but  it  is  the  duty  of  the  Court, 
in  construing  claims  of  this  character,  to  so  construe  them,  if 
they  can  without  doing  violence  to  the  language  used,  as  not  to 
defeat  the  claim  of  the  patentee,  but  to  give  to  the  plaintiff 
what  he  has  actually  invented,  and  to  give  him  all  that  he  has 
actually  invented  ;  in  other  words,  to  make  the  claim  commen- 
surate with  the  invention  which  has  been  actually  made  by  the 
patentee.  Now,  in  this  case,  if  the  Court  should  construe  this 
claim  to  cover  the  principle  of  hydrostatic  pressure,  and  to 
grant  to  the  plaintiff  the  exclusive  privilege  of  using  this  hy- 
drostatic pressure,  in  all  the  forms  and  modes  in  which  it  can 
be  applied  to  the  production  of  the  purposes  of  the  character 
intended  by  the  patentee,  I  think  I  should  make  the  claim  too 
broad,  and  would,  under  the  patent  law,  as  I  understand  it, 
render  the  patent  void,  as  an  attempt  to  cover,  by  the  patent, 
what  is  not  a  patentable  subject.  Upon  this  part  of  the  case, 
counsel  on  both  sides  have  read  to  you  the  decision  of  the  Su- 
preme Court  of  the  United  States,  and,  among  others,  the  case  of 
Morse  V.  0*Reilly  (15  How.  62),  which  is  the  leading  case  upon 
that  subject.  That  was  a  case  where  Mr.  Morse,  the  inventor 
of  the  electric  telegraph,  had,  in  his  patent,  claimed,  in  seven 
distinct  claims,  the  particular  machinery  by  which  he  sought  to 
accomplish  the  end  desired,  and  he  added,  at  the  end  of  those 
seven  claims,  another,  in  language  which  I  will  presently  read 
to  you.  It  was  decided  that  the  last  claim  was  too  broad — 
covered  what  could  not  be  covered  and  secured  by  a  patent, 
and  that,  therefore,  the  patent,  in  respect  to  that  particular 
claim,  was  void,  although  it  was  good  in  respect  to  other  claims, 
which  described  and  explained  particular  machinery  by  which 
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the  principle  was  made  available  for  the  purposes  intended. 
The  patentee,  after  claiming  the  particular  machinery  used,  set 
up  this  as  his  eighth  claim :  ^^  I  do  not  propose  to  limit  myself 
to  the  specific  machinery,  or  parts  of  machinery  described  in 
the  foregoing  specification  and  claims,  the  essence  of  my  inven- 
tion being  the  use  of  the  motive  power  of  the  electric  or  gal- 
vanic current,  which  I  call  electro-magnetism,  however  devel- 
oped, for  marking  or  printing  intelligible  characters,  signs,  or 
letters,  at  any  distances,  being  a  new  application  of  that  power, 
of  which  I  claim  to  be  the  first  inventor  or  discoverer." 

He  sought  there  to  patent,  irrespective  of  any  machinery 
which  he  had  described  in  his  specification,  the  right  to  use  this 
motive  power,  however  developed,  or  however  applied,  for  the 
marking  or  printing  intelligible  signs  or  characters,  at  any  dis- 
tances, claiming  that  it  was  a  new  application  of  that  power, 
of  which  he  claimed  to  be  the  first  inventor  or  discoverer. 

The  Court  in  considering  that  claim,  says  :  ^^  It  is  impossible 
to  misunderstand  the  extent  of  this  claim.  He  claims  the  ex- 
clusive right  to  every  improvement  where  the  motive  power  is 
the  electric  or  galvanic  current,  and  the  result  is  the  marking 
or  printing  intelligible  characters,  signs,  or  letters,  at  a  distance. 
If  this  claim  can  be  maintained,  it  matters  not  by  what  process 
or  machinery  the  result  is  accomplished.  For  aught  that  we 
know,  some  future  inventor,  in  the  onward  march  of  science, 
may  discover  a  mode  of  writing  or  printing  at  a  distance  by 
means  of  the  electric  or  galvanic  current,  without  using  any 
part  of  the  process  or  combination  set  forth  in  the  plaintifPs 
specification.  His  invention  may  be  less  complicated,  less 
liable  to  get  out  of  order,  less  expensive  in  construction  and  in 
its  operation.  But  yet  if  it  is  covered  by  this  patent,  the  in- 
ventor could  not  use  it,  nor  the  public  have  the  benefit  of  it 
without  the  permission  of  the  patentee.'^ 

In  another  part  of  the  opinion  they  say :  ^^  Indeed,  if  the 
eighth  claim  of  the  patentee  can  be  maintained,  there  was  no 
necessity  for  any  specification  further  than  to  say  he  had  dis- 
covered, that  by  using  the  motive  power  of  electro-magnetism, 
he  could  print  intelligible  characters  at  any  distance.  We 
presume  it  will  be  admitted  on  all  hands  that  no  patent  could 
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have  issued  on  such  a  specification.  Yet  this  claim  can  derive 
no  aid  from  the  specification  filed.  It  is  outside  of  it,  and  the 
patentee  claims  beyond  it ;  and  if  it  stands,  it  must  stand  simply 
on  the  ground  that  the  broad  terms  above  mentioned  were  a 
sufficient  description,  and  entitle  him  to  a  patent  in  terms 
equally  broad.  In  our  judgment,  the  act  of  Congress  can  not 
be  so  construed." 

Now,  in  this  case,  the  plaintiffs  could  not  secure  by  letters 
patent  the  right  to  apply  the  hydrostatic  pressure  to  the  work- 
ing of  fire  engines  in  every  mode  and  by  every  means  virhich 
could  possibly  be  devised  for  that  purpose.  They  had  a  right 
to  apply  for,  and  the  Patent  Office  had  the  right  to  grant,  a 
patent  for  the  devices  or  means  only  by  which  these  parties 
proposed  to  make  this  hydrostatic  pressure  available  for  the 
purpose  indicated  in  their  specification ;  and  having  obtained  a 
patent  for  these  means  and  devices,  they  were  protected  against 
the  use  by  other  persons  of  those  means  or  those  devices,  or 
any  others  which  were  substantially  the  same,  or  which  were 
mere  mechanical  equivalents  of  those  specified  by  the  patentees 
as  the  means  which  they  used  for  the  purpose  of  producing  the 
effect  desired. 

Then,  considering  this  to  be  the  patent  of  the  plaintiff: 
"  The  combination  of  the  fire  engine  with  this  connecting  pipe 
or  hose,  by  which  the  water  is  conducted  from  the  hydrant  or 
water  pipe  into  the  works  of  the  engine,  and  this  hydrostatic 
pressure  applied,"  it  would  be  your  duty,  gentlemen,  to  deter- 
mine whether  in  the  first  place  it  required  invention,  after  the 
knowledge  which  the  public  had  of  the  application  of  this  prin- 
ciple in  similar  modes  for  the  accomplishment  of  similar  pur- 
poses, to  produce  the  combination  or  arrangement,  or  what  the 
plaintiffs  call  their  invention,  as  described  in  the  specification 
annexed  to  their  patent.  If,  with  the  knowledge  that  the 
public  then  had,  it  required  no  invention,  but  simply  the  ordi- 
nary skill  and  ingenuity  of  the  mechanic,  to  produce  this  com* 
bi nation — to  produce  these  results — in  other  words,  if  the 
inventive  faculty  was  not  at  work  at  all,  and  was  not  needed  to 
produce  this  alleged  invention,  then  the  patent  would  be  void, 
because  there  was  no  invention  to  be  secured  to  these  patentees ; 
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and  you  have  a  right,  in  taking  into  consideration  this  question, 
to  consider  all  the  evidence  which  has  heen  given  in  reference 
to  the  common  pump,  the  reference  to  the  pumps  in  use  at  the 
Fairmount  Water  Works  and  the  Navy  Yard  in  Philadelphia, 
and  then  to  say  whether,  with  all  the  knowledge  the  public 
then  had,  it  required  invention,  on  the  part  of  the  plaintiffs,  to 
produce  the  combination  and  arrangement  which  is  described 
in  their  specification,  so  as  to  produce  the  results  which  they 
say  they  attain  by  their  invention. 

If  you  are  satisfied,  gentlemen,  that  it  required  invention  to 
produce  this,  you  are  then  to  inquire  whether  the  plaintiffs  were 
the  original  and  first  inventors  or  contrivers  of  this  combination 
or  connection,  and  if  you  are  satisfied  that  the  plaintiffs  were 
not  the  original  and  first  inventors  or  contrivers  of  this  com- 
bination or  connection,  but  that  it  had  been  used  prior  to  the 
alleged  invention,  the  plaintiffs  can  not  recover  in  this  action. 
In  other  words,  if  this  invention  had  been  previously  made,  if 
other  parties  had  produced  this  combination,  and  had  given  to 
the  public  the  benefit  of  their  knowledge,  so  that  these  pat* 
entees  were  not  the  first  and  original  parties,  they  can  not 
succeed  in  this  action. 

Now,  in  reference  to  this  question  of  "  prior  invention,"  it 
is  perhaps  necessary  that  you  should  consider  that  ^^  invention," 
in  the  sense  of  the  patent  law,  is  the  finding  out,  contriving, 
devising,  or  creating  something  new  and  useful,  which  did  not 
exist  before,  by  an  operation  of  the  intellect  ;  and  that  if  there 
was,  at  any  time,  or  under  any  circumstances,  an  accidental 
combination  similar  in  character  to  that  which  the  plaintiffs 
have  patented — if  that  combination  was  made  accidentally  or 
otherwise,  under  such  circumstances  that  the  public  obtained 
no  knowledge  of  the  invention — obtained  no  knowledge  of  the 
mode  in  which  this  hydrostatic  pressure  could  be  made  avail- 
able, then  the  invention  was  not  made  by  the  parties  who  pro- 
duced this  combination.  In  other  words,  if  the  parties  who 
made  the  combination,  although  seeing  with  the  eye,  perceived 
not,  or  hearing  with  the  ear,  understood  not  what  would  be  the 
result  of  this  combination,  they  added  nothing  to  their  own 
stock  of  knowledge ;  and  the  fact   if  observed  by  other  men. 
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(if  they  understood  it  not),  added  nothing  to  the  knowledge  of 
science  upon  that  subject.  Therefore  the  invention  was  not 
made  until  the  parties  contriving,  or  others  observing,  the  exist- 
ing combination,  saw  that  it  could  be  made  available  for  the 
purpose  of  producing  a  result,  similar  to  the  one  which  the 
plaintiffs  have  mentioned  in  their  specification. 

In  reference  to  the  elements  of  this  combination,  gentlemen, 
the  great  and  principal  element  is  undoubtedly  the  fire  engine, 
and  without  that  as  one  of  the  elements  of  the  combination, 
this  combination  can  not  exist.  It  is  not  therefore  necessary 
that  you  should  consider  upon  this  question  of  prior  invention, 
the  use  of  this  principle  in  the  pumps  at  the  Fairmount  Water 
Works,  or  the  Navy  Yard,  although  you  may  refer  to  them 
upon  the  question  of  whether  invention  was  required  to  produce 
this  arrangement ;  but  upon  the  mere  question  of  priority  of 
invention,  you  need  not  refer  to  those  in  considering  this  case, 
because  the  principal  and  essential  element  in  this  combination 
being  the  fire  engine,  the  combination  patented  by  the  plain- 
tiffs never  existed,  and  can  not  exist  except  in  the  cases  in  which 
that  engine  was  used. 

In  reference  to  the  other  elements  of  the  combination,  I  feel 
it  my  duty  to  instruct  you  that  the  patent  requires  no  particular 
mode  of  constructing  this  connecting-pipe — it  neither  requires 
that  it  should  he  a  flexible  hose  nor  an  inflexible  metal  pipe — 
and  a  pipe  constructed  like  the  ordinary  suction-pipe,  and  being 
to  some  extent  flexible,  secured  against  collapse  when  the  sup- 
ply of  water  becomes  deficient,  was  equally  within  the  plain- 
tifPs  claim.  This  question  has  been  elaborately  argued  by  the 
counsel  for  the  respective  parties,  and  that  is  the  opinion  which  I 
felt  it  my  duty  to  express  to  you  upon  this  question.  You  will  see 
that,  in  the  language  of  the  specification,  there  is  nothing  indi- 
cating that  this  connecting-pipe,  or  connecting-tube,  must 
necessarily  be  the  ordinary  hose  which  has  been  generally  used 
with  a  fire  engine,  previous  to  this  invention.  The  specifica- 
tion shows  that  it  must  be  a  close  tube.  That  language  is 
found  in  the  specification  itself,  and  it  results  from  the  nature 
and  character  of  the  invention,  for  without  a  close  tube  the 
water  would  escape,  and  the  hydrostatic  pressure,  which  it  is 
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the  object  of  this  invention  to  apply,  could  not  be  available  for 
the  purpose  indicated  by  the  specification ;  but  in  reference  to 
the  character  of  the  conducting-pipe  as  a  flexible  hose,  or  in- 
flexible pipe,  there  is  nothing,  as  I  said,  in  the  language  of  the 
specification;  and  it  appears  to  me,  that  there  is  nothing  in  the 
character  of  the  invention  itself,  or  of  the  purposes  for  which 
it  was  used,  which  renders  that  essential  and  vital  for  the  com- 
bination of  the  plaintiflF.  He  has  described  in  his  specification 
no  such  hose  as  being  essential  and  vital  to  his  combination,  or 
as  being  absolutely  necessary  to  the  proper  working  of  the 
engine ;  and,  as  I  understand  it,  it  is  not  essential,  under  certain 
circumstances,  that  such  a  hose  or  pipe  should  be  used  for  the 
purpose  of  making  available  the  principles  which  the  patentees 
have  intended  to  make  available  by  means  of  their  invention. 
It  is  true  that  it  may  be,  and  probably  must  be,  ordinarily,  the 
mode  of  connection,  but  in  the  language  of  the  claim,  the  pat- 
entees have  said  that  they  intend  to  use  this  hydrostatic  pressure 
by  the  means  specified — by  the  combination  specified,  and  in 
aid  either  of  the  manual  or  mechanical  engine. 

Now,  for  the  purposes  for  which  a  fire  engine  is  used,  I  can 
conceive  a  case  in  which  (and  I  think  you  may  well  conceive  a 
case  as  within  the  language  of  the  patent,  and  intention  of  the 
patentee)  this  connection  might  as  well  or  better  be  made  by 
an  inflexible  pipe  as  by  a  common  or  flexible  hose.  Take 
the  case  of  a  fire  engine  used  for  the  single  purpose  of  security 
against  fire,  in  a  large  manufactory  or  other  building,  where  the 
engine  is  to  be  worked  by  mechanical  or  steam  power,  if  you 
please.  You  can  see  readily  enough,  gentlemen,  that  in  that 
case  the  connection  might  be  just  as  well,  and  perhaps  better, 
by  an  inflexible  pipe,  and  there  is  nothing,  as  I  understand  it, 
which  requires,  for  the  purpose  of  applying  this,  that  the  pipe 
should  be  inflexible,  except  the  convenience  of  using  your 
engine  at  any  point  desirable.  If  you  wish  to  use  it  at  a  fixed 
point — to  make  it  stationary  at  a  fixed  point — then  the  unbend- 
ing, rigid,  inflexible  tube  may  be  used  just  as  well  for  the 
purpose  of  applying  this  hydrostatic  pressure  as  the  other,  and 
perhaps  better,  and  for  this  reason.  You  will  bear  in  mind 
that  the  witnesses,  in  speaking  of  the  experiments  which  were 
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made  prior  to  the  issuing  of  this  patent,  and  in  speaking  of  the 
operation  of  engines,  which,  it  is  confessed,  have  used  the  prin- 
ciple of  this  invention  since  that,  say :  *'Whcn  there  is  not  a  large 
or  sufficient  supply  of  water  to  make  this  hydrostatic  pressure 
available  at  every  moment  in  the  action  of  the  engine,  a  col- 
lapse of  the  hose  sometimes  follows ; "  and  then,  of  course,  this 
principle  is  not  made  at  all  available  in  the  operation  of  the 
engines,  and  the  evidence  perhaps  is  rather,  that  under  such  cir- 
cumstances, it  is  better  not  to  use  this  principle,  but  to  discharge 
the  water  into  the  box,  because  of  the  collapse  in  the  hose. 

Now,  gentlemen,  you  will  recollect  that  the  evidence  of  the 
use  at  Baltimore  shows  that  when  the  water  was  low,  the  pres- 
sure of  water  was  not  great. 

It  was  found  that  the  use  of  an  inflexible  hos6  which  would 
not  collapse,  was  beneficial,  because  it  operated  upon  the  prin- 
ciple of  suction  to  obtain  a  greater  supply  of  water,  and  if  this 
hose  is  inflexible,  the  collapse  would  not  follow,  and  some  of 
the  disadvantages  of  the  flexible  hose  would  undoubtedly  be 
avoided.  But  it  is  enough  for  me  to  say,  in  this  connection, 
that,  in  my  judgment,  a  flexible  hose  is  not  an  essential  and 
vital  element  of  the  combination,  and  therefore,  for  the  pur- 
pose of  making  the  combination  indicated  by  the  patent,  it  is 
not  necessary  that  the  flexible  hose  should  be  used  to  the  exclu- 
sion of  the  inflexible  tube,  of  such  a  character  as  to  allow  the 
operation  of  this  hydrostatic  principle. 

I  would  say  further,  that,  in  order  to  avoid  the  plaintiffs* 
patent,  on  the  ground  of  want  of  originality,  it  is  necessary  that 
the  jury  should  be  satisfied  that  there  was  substantially  the 
combination  and  connection  in  the  organization  and  arrange- 
ment which  existed  prior  to  the  plaintiffs'  alleged  invention,  as 
is  claimed  in  the  invention  of  the  plaintiffs,  in  the  specifica- 
tion annexed  to  their  patent;  and,  as  one  of  the  essential 
elements  of  the  combination  so  claimed  is  the  fire  engine,  no 
previous  combination  in  which  a  fire  engine  was  not  one  of  the 
essential  elements,  can  be  substantially  identical  with  the  com- 
bination claimed  by  the  plaintiffs  as  their  invention ;  but  the 
jury  may  take  into  consideration  the  manner  in  which  this 
principle  of  hydrostatic  pressure  had  been  applied  in  the  com- 
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mon  pump,  in  the  pumps  of  the  water  works,  at  the  Navy 
Yard  of  Philadelphia,  for  the  purpose  of  determining  whether, 
after  the  application  of  the  principle  in  those  pumps  and  others, 
it  required  the  genius  of  the  inventor,  in  contradistinction  to 
the  ordinary  skill  and  ingenuity  of  a  competent  mechanic, 
accustomed  to  the  application  of  that  principle  in  the  construc- 
tion of  such  pumps  and  others  in  known  and  public  use,  to 
devise  or  make  the  combination  and  arrangement  patented  by 
the  plaintiffs,  as  the  means  of  producing  the  intended  result. 

It  will  become  necessary  in  relation  to  that,  that  you  should 
determine,  gentlemen,  the  precise  date  of  the  plaintiffs'  inven- 
tion. In  order  to  determine  that,  the  jury  must  determine  at 
what  time  the  plaintiffs  (not  one  of  them,  for  the  patent  is  an 
invention  by  the  plaintiffs  jointly)  first  perfected  the  intellectual 
production,  or  the  idea  or  conception  of  the  thing  patented,  so 
that  without  more  inventive  power,  or  further  trial  or  experi- 
ment, they  could  have  successfully  applied  it  in  practice,  and 
could  at  once  have  complied  with  that  provision  of  the  statute 
which  requires  that  an  inventor,  before  he  shall  receive  a  patent 
for  the  invention  or  discovery,  shall  deliver  to  the  Patent  Office 
a  written  description  of  his  invention,  and  explain  the  principles 
and  the  several  modes  in  which  he  has  contemplated  the  appli- 
cation of  that  principle  or  character  by  which  it  may  be  distin- 
guished from  other  inventions ;  and  that,  in  order  to  determine 
whether  any  other  person  has  invented  ^^the  same  thing 
patented  "  by  the  plaintiffs,  prior  to  the  plnintiffs'  invention 
thereof,  they  must  apply  the  same  rules  in  determining  the 
date  of  such  alleged  prior  invention. 

It  is  also  proper  that  I  should  say  to  you,  gentlemen,  that  if 
the  invention  patented  by  the  plaintiffs  in  this  case,  was  the 
sole  invention  of  one  of  the  plaintiffs  only,  and  not  the  joint 
invention  of  both,  the  patent  is  void,  and  the  plaintiffs  have 
no  right  to  recover  in  this  action. 

I  now  propose,  gentlemen,  to  state  to  you  substantially  the 
requests  to  charge  you,  made  by  the  counsel  for  the  respective 
parties,  and  to  state  what  disposition  I  have  felt  it  my  duty  to 
make  of  those  requests ;  one  of  the  requests  is,  that  according 
to  the  true  construction  the  plaintiffs'  patent  is  for  operating  a 
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fire  engine  by  the  combined  force  applied  at  the  brakes  or 
levers  which  operate  the  pistons,  and  the  hydraulic  pressure  of 
a  column  or  head  of  water,  by  combining  the  hydrant  with  the 
cylinders  of  the  engine  by  a  hose,  whereby  the  engine  may  be 
placed  in  any  situation  convenient  to  discharge  water  on  the 
fire,  whatever  may  be  the  location  of  the  hydrant,  the  said  hose 
being  distended  against  the  pressure  of  the  atmosphere  by  the 
hydraulic  pressure  of  the  column  or  head  of  water. 

This  I  decline  to  charge,  gentlemen,  referring  you,  in  regard 
to  the  principles  which  are  sought  to  be  enforced  by  this  request, 
to  the  charge  which  I  have  previously  given  you. 

And  the  objection  which  I  find  to  this  request  is,  that  it  seeks 
a  charge  from  the  Court,  that  the  patent  is  for  operating  a  fire 
engine,  by  the  combined  force,  and  so  on,  following  the  lan- 
guage of  the  specification,  and  not  for  a  specified  device,  con- 
trivance, or  means  by  which  it  is  operated ;  and  also,  that  it 
seeks  a  charge  from  the  Court,  that  it  is  necessary,  in  order  to 
constitute  the  plaintiffs'  combination,  that  the  connection  should 
be  made  by  the  ordinary  hose.' 

I  therefore  refuse  to  charge  as  required  by  the  plaintiffs,  in 
that  respect. 

I  am  also  requested  by  the  plaintiffs  to  charge :  That  an  un- 
successful experiment,  abandoned,  although  involving  the  same 
idea,  or  principle,  will  not  invalidate  a  patent  granted  to  a  sub- 
sequent inventor,  who  has  reduced  the  invention  to  successful 
practice,  and  published  it  by  obtaining  letters  patent.  Much 
less  will  it  invalidate  letters  patent  granted  to  a  prior  inventor, 
who  was  also  the  first  to  present  the  invention  in  a  practical 
form . 

This,  gentlemen,  is  undoubtedly  the  rule  of  law  upon  that 
subject.  If  a  person  has  some  vague  idea  of  the  application  of 
the  principle  which  another  party  has  made  available — if  he 
niakes  numerous  trials,  and  long  continued  experiments — if 
those  trials  and  experiments  never  result  in  such  a  knowledge, 
upon  his  part,  as  will  enable  him  to  put  in  successful  practice 
the  idea  of  which  he  has  this  vague  and  undefined  notion,  he 
has  never  become  an  inventor,  in  the  sense  of  the  patent  law  ; 
he  has  never  embodied^the  principle  so  as  to  make  it  available 


DECEMBER,    1 856.  27 1 


Ransom  v.  Mayor  of  New  York. 


for  practical  use ;  and  the  party  who  embodies  the  principle, 
and  makes  it  available  for  practical  use,  is  the  party  who  is  en- 
titled to  a  patent,  and  to  protection  under  the  patent  law.  The 
case  of  Gaylord  v.  Wilder  (10  How.  477),  referred  to,  is  a  case 
where  the  Supreme  Court  has  laid  down  the  doctrine,  perhaps, 
in  terms  applicable  to  this  case.  In  that  case,  the  patent  was 
for  a  mode  or  manner  of  constructing  iire-proof  safes ;  and  in 
disposing  of  one  part  of  the  case,  the  Chief  Justice,  in  delivering 
the  opinion  of  the  Supreme  Court,  uses  this  language: 

"The  remaining  question  is  upon  the  validity  of  the  patent 
on  which  the  suit  was  brought.  It  appears  that  James  Conner, 
who  carried  on  the  business  of  a  stereotype  founder,  in  the 
city  of  New  York,  made  a  safe  for  his  own  use,  between  the 
years  1829  ^^^  '832,  for  the  protection  of  his  papers  against 
fire,  and  continued  to  use  it  until  1838,  when  it  passed  into 
other  hands.  It  was  kept  in  his  counting-room,  and  known  to 
the  persons  engaged  in  the  foundry ;  and  after  it  passed  out  of 
his  hands  he  used  others  of  a  different  construction.  It  does 
not  appear  what  became  of  this  safe  afterward,  and  there  is 
nothing  in  the  testimony  from  which  it  can  be  inferred  that  its 
mode  of  construction  was  known  to  the  persons  into  whose 
possession  it  fell,  or  that  any  value  was  attached  to  it  as  a  place 
of  security,  for  papers,  against  fire,  or  that  it  was  ever  used  for 
that  purpose." 

Upon  these  facts,  the  Court  instructed  the  jury — 

"That  if  Conner  had  not  made  his  discovery  public,  but 
had  used  it  simply  for  his  own  private  purpose,  and  it  had  been 
finally  forgotten,  or  abandoned,  such  a  discovery  and  use  would 
be  no  obstacle  to  the  taking  out  of  a  patent  by  Fitzgerald,  or 
those  claiming  under  him,  if  he  be  an  original,  though  not  the 
first  inventor  or  discoverer.*' 

That  is  the  rule  which  the  Supreme  Court  adopted  in  that 
case,  and  it  is  undoubtedly  the  furthest  that  they  have  gone,  or 
will  go  in  reference  to  this  question  of  abandonment  \  and  if, 
gentlemen,  you  were  satisfied  that  in  all  the  experiments  and 
trials  that  were  made  by  other  parties,  previous  to  the  inven- 
tion of  the  plaintiffs,  they  had  not  discovered  the  benefits  to 
be  derived  from  the  application  of  this  principle,  and  that  they 
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abandoned  their  experiments  and  trials  in  consequence  of  not 
having  discovered  it,  then  they  did  not  complete  the  invention, 
in  the  sense  of  the  patent  law,  in  such  a  manner  as  to  defeat  the 
patent  of  the  plaintiffs. 

Upon  the  part  of  the  defense,  a  large  number  of  requests  to 
charge  have  been  presented. 

The  sixth  of  these  is  in  the  following  language : 

^^If,  using  the  hydraulic  pressure  through  a  flexible  hose,  or 
pipe,  is  the  essence  of  the  patent,  then  the  patent  is  void,  for  a 
defective  specification,  in  not  so  stating." 

In  regard  to  this,  it  is  proper  to  say  that  1  refuse  to  so  charge ; 
but  I  charge  thus:  ^^That  using  the  hydraulic  pressure  through 
a  flexible  hose,  or  other  flexible  pipe,  is  not  essential  or  neces- 
sary to  an  infringement  of  the  patent." 

The  ninth  request  is :  "  If  the  plaintiff  did  not  use  reason- 
able diligence  to  perfect  the  patent  after  he  conceived  the 
idea,  and  in  the  mean  time  other  persons  conceived  the  idea, 
and  practically  applied  it  before  he  took  out  his  patent,  then  his 
patent  is  void." 

I  decline  to  charge  as  here  requested,  but  I  charge  you,  gen- 
tlemen, in  respect  to  the  subject-matter  of  these  and  the  three 
following  requests,  as  follows:  ^^If  the  plaintiffs  did  not  use 
reasonable  diligence  to  perfect  the  invention  patented,  after 
the  idea  of  it  was  first  conceived,  and  in  the  mean  time  other 
persons  not  only  conceived  the  idea,  but  perfected  the  invention, 
and  practically  applied  it  to  public  use,  before  the  invention  of 
the  plaintiffs  had  been  so  far  perfected  that  it  could  be  applied 
to  practical  use,  the  plaintiffs'  patent  is  void,  because  they  were 
not  the  first  and  original  inventors  of  the  thing  patented.  And 
if  the  plaintiflFs,  after  they  had  perfected  their  invention,  un- 
reasonably delayed  their  application  for  a  patent,  and  other  per- 
sons, before  such  application  was  made,  actually  perfected  and 
applied  the  same  invention  to  practical  use,  and  gave  the  knowl- 
edge thereof  to  the  public,  and  the  plaintiffs,  after  the  knowledge 
of  such  subsequent  invention  or  discovery,  and  its  public  use, 
failed  to  make  objection,  and  to  apply,  without  unreasonable 
delay,  for  a  patent  for  their  invention,  they  can  not  sustain  their 
patent,  because  they  failed  to  give  to  the  public  that  consider- 
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ation  for  the  grant  of  exclus'rve  privileges,  upon  which  all  valid 
patents  must  be  based  ;  and  if  the  plaintiffs,  after  their  inven- 
tion was  perfected,  knowingly  allowed  it  to  be  used  in  public  for 
more  than  two  years  before  they  applied  for  letters  patent,  it  is 
conclusive  evidence  of  a  dedication  of  such  invention  to  the 
public,  and  their  patent  is  void.  And  so,  also,  if  the  plaintiffs, 
after  their  invention  was  perfected,  acquiesced  in  its  use  in  pub- 
lic, for  a  less  term  than  two  years,  without  applying  for  a  patent, 
and  the  jury  shall  be  satisfied,  from  such  acquiescence,  and 
the  other  facts  of  the  case,  that  the  plaintiffs,  in  fact,  aban- 
doned their  invention,  concluding  not  to  patent  it,  but  to  dedi- 
cate it  to  the  public  use,  they  could  not  recall  such  dedication, 
or  defeat  such  abandonment  by  a  subsequent  application  for  a 
patent,  and  their  patent  is  therefore  void. 

That  is  in  reference  to  an  abandonment  prior  to  the  applica- 
tion for  a  patent.  If,  after  the  plaintiffs  had  made  this  inven- 
tion (if  they  did  make  it),  they,  in  fact,  deliberately  abandoned 
it  to  the  public  use,  and  concluded  not  to  patent  it ;  if  they 
dedicated  it  to  the  public  use,  no  matter  for  what  reason,  then 
that  dedication  can  not  be  recalled,  and  they  have  no  right  to 
recover.  That  if  the  plaintiffs,  subsequent  to  the  date  of  their 
letters  patent,  have  abandoned  their  invention  to  the  public,  and 
waived  and  abandoned  the  exclusive  privileges  intended  to  be 
secured  by  such  patent,  they  can  not  recover  in  this  action ; 
and  that  the  jury  has  a  right  to  infer  such  an  abandonment, 
from  their  acquiescence  in  the  use  of  the  invention  by  others, 
their  neglect  to  assert  their  claims  by  suit  or  otherwise,  their 
omission  to  sell  license  to  use  such  invention,  their  neglect  to 
make  efforts  to  realize  any  personal  advantage  from  their  patent, 
and  similar  circumstances,  if  they  think  the  evidence  establishes 
such  fact  of  abandonment ;  and  that  circumstances  of  that  char- 
acter may  also  be  considered  in  connection  with  the  other 
evidence  upon  the  question  of  the  originality  of  the  plaintiffs' 
alleged  invention.  But  where  the  jury  are  satisfied  that  the 
plaintiffs  have  not  abandoned  their  invention  and  privileges 
granted  by  the  letters  patent,  their  neglect  to  prosecute  parties 
infringing  such  patent  will  not  bar  their  right  to  recover  such 
damages  as  they  have  actually  sustained   by   the  defendants' 
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infringement.  Not  that  you  are  bound,  gentlemen,  to  infer 
any  thing  of  this  kind,  but  you  are  at  liberty  to  infer  such  an 
abandonment  from  the  evidence  I  have  indicated,  and  from  the 
other  evidence  in  the  case,  if  you  are  satisfied,  upon  the  evidence 
given,  that  the  plaintiffs  did  actually  abandon  and  waive  entirely 
the  privileges  which  were  secured  to  them  by  the  patent. 

And  I  also  instruct  you,  that  circumstances  of  that  character, 
that  is,  the  character  of  those  mentioned,  may  also  be  consid- 
ered in  connection  with  the  other  evidence  upon  the  question 
of  the  originality  of  the  plaintiffs'  invention  ;  but  that  unless  the 
jury  are  satisfied  that  the  plaintiffs  have  so  abandoned  the  priv- 
ileges secured  to  them,  their  failure  to  bring  suit  against  those 
infringing  such  patent  should  have  no  effect  in  reference  to  the 
question  of  damages.  In  other  words,  if  they  have  abandoned 
their  rights  under  the  patent — have  dedicated  those  rights  to 
the  public,  they  can  not  recover  at  all ;  but  if  they  have  not, 
although  they  have  failed  to  bring  suits  for  the  purpose  of 
enforcing  their  rights,  the  statute  giving  them  their  actual 
damages,  the  jury  can  not  reduce  the  damages  which  they  have 
actually  sustained  in  consequence  of  their  neglect  to  prosecute. 

In  the  eighteenth  request,  I  am  asked  to  charge,  that  the  cor- 
poration, the  defendant  in  this  suit,  is  not  liable  in  this  case  for 
infringement  by  the  use  of  these  engines  for  the  fire  department. 

In  my  judgment,  they  are  so  liable,  if  the  plaintiffs  have 
sustained  by  their  testimony  the  patent  which  they  have  given 
in  evidence  in  this  suit.  It  is  conceded  here  by  the  counsel 
upon  the  part  of  the  defendant,  that  the  fire  engines  used  by 
the  fire  department  are  obtained  at  the  expense  of  the  cor- 
poration ;  and  although  the  fire  department  may  be  for  certain 
purposes  a  distinct  corporation,  and  possibly,  to  some  extent, 
independent  of  the  action  of  the  corporation  of  the  city,  in  its 
entire  corporate  capacity,  yet  I  think  that  if  the  plaintiffs  have 
a  valid  patent  in  this  case,  and  the  firemen  have  used  engines 
procured  by  the  corporation,  and  that  use  has  been  without  the 
consent  of  the  plaintifi^s,  and  in  infringement  of  the  plaintiffs' 
patent,  that  the  defendants  are  liable  in  this  action,  in  conse- 
quence of  the  damages  which  the  plaintiffs  have  sustained  by 
reason  of  that  infringement. 
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Then  the  only  remaining  question  is,  that  of  damages ;  and 
this  is  certainly,  in  many  cases,  one  of  the  most  difficult  ques- 
tions that  can  be  presented  in  suits  for  the  infringement  of 
patents. 

I  think  that  no  fixed  and  certain  rule  can  be  established  appli- 
cable to  all  cases ;  but  the  statute  has  itself  fixed  the  general 
rule  which  must  govern  a  jury  in  their  estimating  damages. 
They  are  to  give  the  actual  damages  which  the  plaintiff  has 
sustained  —  not  vindictive  or  speculative  damages,  but  such 
damages  as  the  plaintiff,  by  his  proofs,  has  shown  to  the  satisfac- 
tion of  the  jury  that  he  has  actually  sustained  by  the  infringe- 
ment of  his  patent ;  and  in  order  that  the  parties  may  except  to 
what  I  may  say  to  you  upon  that  subject,  without  having  any 
controversy  in  reference  to  the  precise  character  of  the  con- 
struction, I  have  put  in  writing,  in  this  instance,  as  I  have  in 
others,  what  I  propose  to  say  in  reference  to  this  rule  of 
damages. 

"  If  the  plaintiffs  are  entitled  to  recover,  in  this  action,  they 
are  entitled  to  recover  such  damages  as  they  have  shown,  by 
their  proofs,  have  been  actually  sustained  by  them  in  conse- 
quence of  the  use  of  the  invention  patented,  without  their 
license  or  consent  by  the  fire  department  of  the  city  of  New 
York.  The  extent  of  the  benefits  accruing  directly  to  the 
corporation  in  its  corporate  character,  should  undoubtedly  form 
an  element  for  consideration  when  the  question  of  damages  is 
reached,  if  it  shall  be  reached  by  the  jury.  If  the  invention  is 
valuable — if,  by  its  use,  the  power  and  efficiency  of  the  fire 
engines  belonging  to  the  defendant  are  so  increased,  that  fifty 
engines,  used  with  this  improvement,  are  equal  in  practical 
effect  to  seventy-five,  or  any  other  numbei^  of  engines  used 
without  this  improvement,  the  jury  are  at  liberty  to  infer,  if 
they  think  the  inference  is  a  just  one,  that  the  defendant,  in  its 
corporate  capacity,  has  saved  the  cost  of  the  purchase  and 
operation  of  the  additional  number  of  engines,  which  would 
have  been  required  to  produce  the  same  results  if  this  invention 
had  not  been  used,  and  that  the  corporate  authorities,  if  they 
had  admitted  the  plaintiffs'  rights,  would  have  paid  the  amount 
of  this  additional  co$t  or  a  large  portion  of  it,  as  the  consider- 
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ation  for  a  license  to  use  this  invention  rather  than  to  abandon 
Its  use,  and  that  the  plaintiffs  have,  therefore,  lost  by  the  in- 
fringement what  the  defendants  would  have  so  paid  to  secure 
such  license.  It  is  for  this  reason  that  the  benefits  received  by 
the  defendants  in  their  corporate  capacity,  from  the  use  of  the 
invention  in  the  consequent  reduction  of  its  expenditures,  for 
fire  engines,  and  their  management  and  operation,  are  proper 
subjects  for  consideration  in  determining  the  plaintiflFs'  dam- 
ages, and  the  jury  must  determine  for  themselves,  upon  the 
consideration  of  this  and  the  other  facts  of  the  case  —  if  they 
find  that  the  plaintiffs  are  entitled  to  recover — what  damages 
have  been  actually  sustained  by  them,  in  consequence  of  the 
unauthorized  and  wrongful  acts  of  the  defendants ;  being  care- 
ful only,  to  give  the  actual  damages  proved,  and  not  to  specu- 
late upon  the  possibility  or  even  probability  of  damages  beyond 
such  as  are  proved  to  have  been  sustained  by  the  plaintiffs. 

I  believe,  gentlemen,  that  these  are  all  the  instructions  upon 
questions  of  law  which  it  is  necessary  to  give  you  in  the  present 
case.  These  instructions,  as  I  have  given  them,  have  naturally 
been  disconnected  and  desultory,  but  I  am  inclined  to  think 
that  they  will  furnish  a  guide  to  you  in  reference  to  the  questions 
of  law  involved  in  the  present  case. 

If,  however,  in  the  course  of  your  deliberations  you  shall 
find  that  you  have  misunderstood  them,  and  that  you  are  unable 
to  agree  in  consequence  of  any  such  misunderstanding,  it  will 
be  your  duty,  as  it  would  undoubtedly  be  mine,  to  come  again 
into  court  for  the  purpose  of  having  an  explanation  in  relation 
to  the  points  upon  which  such  a  misunderstanding  should  exist. 
It  is  important  undoubtedly,  in  this  case,  that  there  should  be  a 
verdict  for  one  of  the  parties,  and  whichever  way  that  verdict 
is,  it  is  probable  that  this  case  will  be  carried  to  the  Supreme 
Court  of  the  United  States,  for  the  purpose  of  correcting  any 
errors  wnich  the  Court  has  made  in  the  construction  of  the 
rules  of  law,  which  I  have  stated  to  you,  and  it  is  necessary 
that  the  jury  should  follow  these  instructions,  in  order  that  the 
case  may  be  properly  disposed  of  in  the  Court  above,  because 
the  Court,  in  considering  this  case  upon  a  writ  of  error,  looks 
only  to  the  charge  of  the  judge  upon  the  questions  of  law,  and 
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has  no  power  toNrevicw  the  decision  of  the  jury  upon  questions 
of  fact.  You  will,  therefore,  of  course,  do  your  duty,  gentle- 
men, in  following  the  instructions  of  the  Court  upon  questions 
of  law,  and  you  will  determine  for  yourselves  the  questions  of 
fact  involved  in  the  case.  Upon  those  questions  of  fact  the 
parties  upon  both  sides  have  had  the  benefit  of  very  able  and 
elaborate  arguments  by  their  counsel,  and  the  Court  will  not 
attempt,  under  any  circumstances,  to  restate  to  you  the  evidence 
in  detail,  or  to  suggest  any  opinions  in  reference  to  them. 
You  will  take  the  case,  gentlemen,  without  prejudice,  without 
passion,  feeling,  or  sympathy,  and  without  anxiety  (except  the 
anxiety  to  do  right)  ;  you  will  consider  it  carefully  and  deliber- 
ately, and  then  you  will  render  such  a  verdict  under  your  oaths 
as  you  think,  under  the  instructions  of  the  Court,  it  is  your 
duty  to  render. 

Th£  Jury  found  for  the  plaintiffs  with  $20,000  damages. 


James  Sargent,  et  al. 

vs. 

Charles  P.  Carter.     In  Equity. 

a  pro?iiional  injunction  will  not  be  granted  when  tbe  defendant  ha*  letters  patent  for 
the  same  invention  as  the  plaintiffs*,  which  are  prima  facit  valid. 

But  the  Court  will  compare  the  two  specifications,  to  ascertain  if  they  really  cover  the 
same  thing. 

It  is  the  duty  of  an  inventor  to  describe  in  his  specification  each  substantially  different 
modification  of  his  invention  which  he  has  made. 

The  tie  parte  affidavits  of  experts  considered. 

Possession  as  a  ground  for  a  provisional  injunction  before  a  trial  at  law. 

(Before  Cvetis,  J.,  District  of  Massachusetts,  May,  L857.) 

This    was   an   application   for   a   provisional   injunction   to 
restrain  the  defendant  from  infringing  upon  letters  patent  for 
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'^  improvement  in  apple-paring  machines,"  granted  to  James 
Sargent  and  D.  P.  Foster,  as  assignees  of  Ephraim  L.  Pratt, 
October  4,  1853. 

The  facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 

C  Devens  and  G,  T,  Curtis  for  complainants. 

Causten  Browne  for  defendant. 

Curtis,  J. 

This  is  an  application  for  a  temporary  injunction  to  restrain 
the  defendant  from  making"  and  selling  machines  for  paring 
apples  and  other  vegetables,  containing  an  improvement  for 
which  letters  patent  were  granted  to  the  complainant,  bearing 
date  October  4,  1853. 

It  is  proved,  and  not  denied,  that  the  defendant  has  made  a 
considerable  number  of  machines  like  the  one  produced  at  the 
hearing,  and  marked  P  ;  and  that  he  is  under  a  contract  with  a 
wholesale  dealer  in  such  articles,  to  make  and  sell  to  him  a 
large  number  of  them.  So  far  as  respects  the  improvement 
patented  to  the  complainants,  this  machine  marked  P  is  not 
distinguishable  from  those,  the  sales  of  which  were  held  by  me 
to  be  infringements  of  the  complainants'  patent,  in  the  two  cases 
of  Sargent^  et  aL  v.  Learned^  et  al,^  in  this  district,  and  Sargent^  et 
aL  v.  Seagravesy  in  Rhode  Island.  I  see  no  cause  to  change 
the  opinion  then  formed  ;  and  I  accordingly  hold  that  machines 
like  that  marked  P,  made  by  the  defendant,  contain  in  sub- 
stance the  improvement  described  and  claimed  by  the  com- 
plainants in  their  specification ;  and  that  the  making  or  selling 
thereof  is  an  infringement  of  the  exclusive  right  which  their 
letters  patent  purport  to  grant. 

But  it  is  insisted  by  the  defendant  that  he  was  himself 
the  original  and  first  inventor  of  the  improvement  pat- 
ented to  the  complainants ;  that  letters  patent  were  granted 
to  him,  for  an  apple-paring  machine,  on  October  16,  1849, 
which  should  have  specified  and  claimed  the  particular  im- 
provement now  in  question  ;  that  by  accident  it  failed  to  do 
so;  but  that  on  August   12,  1856,  those  letters  having  been 
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surrendered,  new  letters  were  issued,  in  which  the  mistake  was 
corrected,  and  the  same  improvement  patented  to  the  com- 
plainants was  described  and  claimed,  and  the  exclusive  right 
thereto  granted  to  him. 

If  this  be  so  the  motion  must  be  denied.  Whether  it  be 
so,  can  be  ascertained  by  comparison  of  the  complainants' 
specification  and  claim  with  the  corrected  specification  and 
claim  of  the  defendant.  To  make  this  comparison  we  must 
first  determine  with  precision  what  was  the  thing  patented  by 
the  complainants. 

The  claim  of  the  complainants  is  as  follows:  "Hanging  or 
connecting  the  block,  which  carries  the  knife,  to  the  rod  which 
carries  said  block,  so  that  the  block  and  knife  can  vibrate  in 
one  or  either  direction  (by  means  substantially  such  as  are 
herein  described,  or  their  equivalents),  so  as  to  allow  the  knife 
to  vibrate  and  accomodate  itself  to  any  irregularity  in  the 
surface  of  the  apple  or  vegetable  pared,  substantially  as  de- 
scribed." 

It  has  been  argued  that  this  is  either  a  claim  for  the  precise 
devices  described,  or  a  claim  for  producing  so  much  of  this 
oscillating  movement  of  the  knife  as  is  essential  to  produce  the 
desired  efilect. 

I  do  not  adopt  either  of  these  views.  I  do  not  consider  it  a 
claim  for  a  motion  of  the  knife,  but  for  described  means, 
whereby  an  oscillating  movement  is  produced  by  the  action  on 
the  knife  of  the  varying  surfaces  of  the  fruit ;  and  I  do  not 
consider  the  patent  limited  to  the  identical  means  described, 
but  that  its  language  extends  it  and  the  law  permits  its  lan- 
guage to  extend  it,  to  such  other  devices  as  are,  within  the 
meaning  of  the  patent  law,  substantially  the  same  as  those 
described. 

Thus  construed,  the  thing  patented  by  the  complainants  is 
such  a  connection,  between  the  knife-block  and  its  carrying 
arm,  as  permits  the  knife  to  oscillate  in  either  direction,  accor- 
ing  to  the  pressure  which  the  knife  receives  from  the  varying 
surfaces  of  the  fruit,  and  all  other  devices  which,  though  differ- 
ent in  form,  accomplish  the  same  end  by  the  use  of  substan- 
tially the  same  means. 
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Turning  to  the  defendant's  specification,  it  appears  that  so 
much  of  it  as  relates  to  this  subject  is  as  follows :  *'  In  order 
that  the  knife  may  accommodate  itself  to  the  uneven  surface  of 
the  apple  or  other  article  to  be  pared,  more  easily  and  exactly 
than  could  take  place  were  it  held  rigidly  and  only  permitted  to 
move  as  it  was  guided  by  the  rack  bar  P,  and  sector  O,  it  is 
necessary  that  it  be  capable  of  a  slight  play  around  its  axis, 
independent  of  the  motion  imparted  to  it  by  the  machinery 
which  actuates  it.  This  I  accomplish  in  the  following  man- 
ner." He  then  directs  that  two  projections  or  ears  on  the  rack 
bar  are  to  be  wider  apart  than  the  width  of  a  lever  inserted 
between  them  to  give  motion  to  the  rack  bar,  so  that  the  lever 
may  have  some  play  between  the  ears  ;  and  further,  that  the 
cogs  on  the  rack  bar  and  on  a  sector  attached  to  the  socket  of 
the  knife  arm  should  be  made  smaller  than  the  spaces  in  which 
they  play,  and  thus  the  knife  arm  may  be  allowed  some  motion 
independent  of  the  sector  ;  and  the  claim  is  ,  ^^  giving  to  the  knife 
a  slight  play  around  its  axis,  independent  of  the  mechanism 
which  vibrates  it,  for  the  purpose  herein  set  forth." 

The  question  is,  whether  what  is  here  described  and  claimed 
does  accomplish  the  same  end  as  the  complainants'  improve- 
ment, by  the  use  of  substantially  the  same  means.  The  means 
described  and  claimed  by  the  complainants  are  such  that  the 
knife  vibrates  on  its  mathematical  axis,  in  either  direction, 
according  to  the  pressure  received  from  the  varying  surface  of 
the  fruit. 

Do  the  defendant's  devices  accomplish  this  end  i  It  is  man- 
ifest on  inspection  of  the  machine,  that  though  the  looseness  of 
gearing  described  by  the  defendant  permits  an  oscillation  of  the 
knife  arm  when  the  machine  is  not  in  action,  yet,  when  power  is 
applied,  the  play  of  the  lever  between  the  ears,  and  of  the  cogs 
on  the  rack  bar  and  sector,  is  taken  up  at  the  moment  when  the 
parts  of  the  machine  are  brought  to  their  respective  bearings  so 
as  to  transmit  force  and  produce  motion ;  and  that  while  the 
force  is  thus  transmitted  and  the  machine  is  in  motion,  there 
can  be  no  backward  play  against  that  force.  These  devices, 
therefore,  allow  no  movement  of  the  knife  arm  in  one  direction, 
against  what  is   termed  the  feed  of  the   machine.     Nor  am  I 
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able,  after  an  attentive  examination,  to  perceive  any  force  gen- 
erated while  the  machine  is  in  action,  to  give  motion  to  the 
knife  arm  in  advance  of  the  feed.  It  is  sworn  positively  by 
Mr.  Renwick,  an  expert,  whose  affidavit  has  been  read  by  the 
complainants,  and  who  testifies  not  only  from  an  inspection  of 
the  structure  of  the  machine,  but  from  experimental  trials  of  it, 
that  there  is  not,  and  can  no{  be,  any  movement  of  the  knife 
arm  in  advance  of  the  feed  while  the  machine  is  in  action. 

The  defendant  has  produced  the  affidavits  of  two  experts, 
who  testify  that,  in  their  opinion,  the  devices  described  and 
claimed  in  the  defendant's  patent,  are  substantially  she  same  as 
those  of  the  plaintiff's  ;  but  they  do  not  seem  to  have  had  their 
attention  directed  to  the  points  adverted  to  by  Mr.  Renwick. 
If  they  had  been  informed  what  was  the  true  meaning  of  the 
plaintifPs  claim  as  now  construed  by  the  Court,  and  had  been 
asked  whether  the  knife  in  the  defendant's  machine  could 
vibrate  against  as  well  as  in  advance  of  the  feed  when  the  parts 
were  in  motion,  I  can  not,  as  now  informed,  suppose  they 
would  have  differed  materially  from  the  opinions  given  by  Mr. 
Renwick.  Widely  as  experts  differ  in  opinion  in  the  trial  of 
patent  causes,  those  differences  are  almost  always  traceable  to 
the  assumption  of  different  postulates ;  their  opinions  differ 
because  they  are  given  on  substantially  different  cases.  When 
their  minds  can  be  drawn  to  the  same  points,  and  they  use  the 
same  words  in  the  same  sense,  they  rarely  differ,  so  far  as  my 
experience  extends.  When  their  opinions  are  expressed  in  ex 
parte  affidavits,  and  there  is  no  opportunity  for  the  Court  to 
ascertain  in  what  sense  they  use  inportant  words,  nor  what 
facts  they  take  into  view,  nor  what  standards  of  comparison 
they  assume,  their  opinions  are  of  comparatively  little  use  in 
guiding  the  Court  to  a  safe  conclusion. 

The  result  at  which  I  have  arrived  on  this  part  of  the  case 
is,  that  the  defendant  has  failed  to  satisfy  me  that  what  is 
described  and  claimed  in  his  letters  patent  is  substantially  the 
thing  patented  by  the  complainants.  A  more  full  investigation, 
such  as  can  be  had  when  the  experts  are  produced  on  the  stand, 
may  produce  a  different  result.  This  opportunity  the  defendant 
will  hsve. 
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Besides  what  is  described  and  claimed  in  his  specification, 
the  defendant  insists  he  also  invented  and  reduced  to  practice 
several  modifications  of  the  machine,  the  object  of  which  was 
the  same  as  the  plaintiffs  attained,  by  the  means  patented  by 
them,  and  that  these  modifications  were,  in  substance,  the  thing 
patented  by  the  plaintiffs.  One  of  these  was,  to  make  the  arm 
which  carried  the  knife,  sufficiently  flexible  to  admit  of  tortion ; 
and  the  allegation  is  that  the  irregular  surfaces  of  the  fruit, 
when  pressed  on  by  the  knife,  caused  the  arm  to  be  twisted, 
and  thus  the  knife  oscillated  in  either  direction.  It  is  contro- 
verted by  the  affidavit  of  Mr.  Renwick,  that  such  is  the  effect 
produced  on  the  knife ;  and  he  swears  he  speaks  not  only  from 
his  knowledge  of  the  forces  applied,  and  the  resistance  made  to 
those  forces,  but  from  actual  and  repeated  experimental  trials. 

There  are  facts  in  the  case  which  tend  to  support  his  state- 
ment. The  defendant  has  described  no  such  device  in  his  re- 
issued letters  patent,  the  specification  whereof  was  prepared 
since  the  litigation  under  the  plaintiffs'  patent  was  begun.  It 
would  seem  that  if  he  was  the  inventor  of  a  device  which  se- 
cured a  sufficiently  free  oscillation  of  the  knife  in  either  direc- 
tion, he  would  have  there  described  it.  He  was  under  a  posi- 
tive duty  to  do  so.  The  sixth  section  of  the  patent  act  of 
March  3,  1836,  requires  the  patentee  of  a  machine  to  "fully 
explain  the  principle,  and  the  several  modes  in  which  he  has  con- 
templated  the  application  of  that  principle^  or  character,  by  which 
it  may  be  distinguished  from  other  inventions."  One  distinct- 
ive feature  of  the  machine  patented  by  the  defendant,  as  he 
himself  declares  in  the  specification,  was  the  means  by  which 
the  knife  might  accommodate  itself  to  the  uneven  surface  of 
the  apple. 

He  describes  two  devices.  If  he  was  then  possessed  of  a 
third,  he  was  bound  to  describe  that  also.  Having  failed  to  do 
so,  though  I  do  not  doubt  he  had  made  machines  with  a  flexi- 
ble arm  before  he  applied  for  his  first  patent,  I  have  strong 
reason  to  doubt  whether  it  was  capable  of  effecting  the  object 
proposed.  It  is  a  circumstance  of  some  weight,  also,  that  in 
the  machines  now  built  by  the  defendant,  he  has  used,  not  the 
flexible   arm,  but   a   movable   or   rotating   arm.      If  he    first 
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invented  a  flexible  arm,  as  appears  from  the  evidence  in  this  case, 
and  it  accomplished  the  desired  end,  why  does  he  not  continue 
to  use  it  ? 

The  other  modification  relied  on  is,  placing  one  end  of  the 
arm  in  loose  socket  where  it  is  held  by  a  pin,  which,  being 
smaller  than  the  aperture  through  the  arm  in  which  the  pin  is 
inserted,  allows  some  play  of  the  arm.  But  this  modification 
was  tried  before  he  took  his  original  patent,  and  not  being  there- 
in alluded  to,  nor  described  and  claimed  in  the  reissued  patent, 
the  same  observation  applies  to  this  as  to  the  flexible  knife  arm. 

Respecting  this  device,  also,  Mr.  Renwick  says  :  "  In  the 
action  of  these  machines,  the  socket  does  not  commence  to 
turn  or  drive  the  knife  arm  until  one  of  its  sides  touches  the 
end  of  that  arm,  and  the  spring  pressing  the  arm  down,  and  the 
surface  of  the  apple  forcing  the  rod  upward,  jam  the  pivot  pin 
in  its  containing  aperture ;  hence,  whatever  play  there  may  be 
is  taken  up  the  instant  the  machine  begins  to  move,"  etc.  This 
difficulty  is  not  met  by  the  defendant.  It  does  not  appear  that 
the  attention  of  either  of  the  experts  produced  by  him  was 
called  to  it.  Though  ingenious  suggestions  were  made  by 
counsel  at  the  hearing,  they  have  not  relieved  my  mind  from 
the  very  serious  doubt  I  entertain  whether  this  device  is  capa- 
ble of  accomplishing,  or  in  any  material  degree  aiding  in  the 
accomplishment,  of  what  is  eflFected  by  the  plaintiffs'  improve- 
ment. 

Not  being  satisfied  that  the  defendant  was  the  earlier  inventor 
of  the  thing  patented  by  the  plaintiffs,  or  that  the  thing  pat- 
ented by  the  defendant  is  the  same,  in  substance,  as  the  thing 
patented  by  the  plaintifl^s,  this  ground  of  defense  to  the  motion 
fails. 

In  the  case  of  Sargent^  et  aL  v.  Seagraves^  in  Rhode  Island,  I 
had  occasion  to  state  my  views  concerning  the  prima  facie  title 
of  the  plaintiffs,  founded  on  their  exclusive  possession  of  the 
thing  patented.  I  have  heard  nothing  in  this  case  which  has 
changed  those  views,  or  shown  them  to  be  inapplicable  to  this 
patent. 

Within  a  period  of  less  than  five  years,  the  plaintiffs  have 
made  and  sold  upward  of  one  hundred  and  eighty  thousand 
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machines  containing  this  patented  improvement,  at  a  profit  of 
about  thirty-five  cents  on  each  machine.  This  must  be  a  very 
large  profit.  Though  some  attempts  have  been  made  to  inter- 
rupt their  exclusive  possession,  they  have  been  suscessfuUy  re* 
sisted.  It  appears  that  some  person  who  had  a  contract  under 
which  he  might  become  interested  in  the  defendants'  patent, 
gave  notice  to  a  person  who  was  selling  some  of  the  ma^rhines 
made  by  the  plaintiffs,  that  they  infringed  the  defendants'  pat- 
ent ;  but  the  notice  was  in  no  way  followed  up,  and  when  the 
defendant  himself  began  to  use  the  plaintiffs'  improvement,  these 
proceedings  were  promptly  commenced. 

It  has  been  argued  that  the  consumer  of  an  article  bought  at 
so  small  a  price,  does  not  really  acquiesce  in  the  title  of  the 
patentee,  though  he  pays  him  more  than  another  could  afford 
to  sell  for  J  because  the  difference  which  goes  to  the  patentee  as 
a  premium  for  his  exclusive  right,  is  too  small,  in  each  instance, 
to  be  a  matter  of  any  importance  to  the  consumer.  I  am  not 
satisfied  that  this  is  true ;  for  I  believe  a  diminution  of  ten,  or 
even  five  per  cent,  in  the  cost  of  an  article  like  this,  would 
very  soon  drive  all  ^tber  competitors  out  of  the  market,  or 
compel  them  to  reduce  their  price ;  consumers  being  more 
attentive  than  is  supposed,  to  even  small  differences  of  cost. 

But  however  this  may  be,  I  can  not  doubt  that  there  are  very 
many  makers  and  wholesale  vendors  of  similar  things  in  New 
England,  whose  interest  would  be  substantially  promoted  by 
participating  in  this  business,  and  whose  acquiescence  in  the 
plaintiffs'  title  is  of  as  much  weight  as  in  any  case  with  which 
I  have  been  acquainted. 

My  opinion  is  that  the  plaintiffs  are  entitled  to  a  temporary 
injunction,  to  be  continued  until  the  action  at  law  can  be  tried, 
or  until  the  further  order  of  the  Court ;  but  I  shall  hold  the 
plaintiffs  to  the  utmost  diligence  in  bringing  the  action  at  law 
to  trial  at  the  October  term  of  the  Court. 

I  should  have  preferred  to  have  reserved  all  my  views  touch- 
ing any  matters  of  fact  involved  in  this  motion,  until  after  the 
trial  at  law ;  and  I  did  so  in  the  case  in  Rhode  Island.  But  the 
parties  having  chosen  to  bring  the  whole  matter  of  fact  again 
before  me,  and  to  have  it  elaborately  heard,  I  have  considered  it 
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necessary  to  explain  to  some  extent,  the  views  I  have  taken 
of  what  must  ultimately  be  submitted  to  a  jury. 

Let  an  injunction  issue,  to  be  continued  until   the  further 
order  of  the  Court. 


Zebulon  Parker 


vs. 


William  Bigler,  William  Powell,  and 

John  F.  Weaver. 

The  expense  of  making  or  procuring  models  can  not  be  Included  among  the  taxable 
costSy  nor  can  models  properly  be  classed  as  "  exemplifications/*  under  the  act  of 
February  26,  1853. 

The  marshal  is  not  entitled  to  fees  for  serving  a  rule  to  plead. 

If  a  witness  be  summoned  in  several  suits  brought  by  the  same  plaintiflT  against  differ- 
ent defendants,  he  is  entitled  to  his  attendance  and  mileage  in  each  case. 

When  a  witness  lived  without  the  State  and  within  one  hundred  miles  of  the  place  of 
trial,  by  an  air-line,  but  the  marshal  traveled  one  hundred  and  sixty  miles  to 
serve  him,  the  marshal  can  be  allowed  mileage  for  one  hundred  miles  only.  The 
Court  can  not  assume  an  air^line  for  jurisdiction  and  a  zig-zag  for  mileage. 

(Before  Gtixa,  J.,  Western  District  of  Pennsylvania,  May,  1857.) 

This  was  a  motion  to  retax  a  bill  of  costs,  upon  exceptions 
filed  by  the  defendants.  The  first  exception  was  based  upon 
the  fact  that  the  Court  (Irwin,  J.,)  had  at  a  former  term  made 
an  order  appointing  a  mechanic  to  make  models  of  the  wheels 
used  in  defendants'  mill,  and  authorizing  him  to  enter  said  mill 
for  the  purpose  of  obtaining  measurements,  etc.  This  order 
had  been  executed,  and  three  tin  models  were  produced  and 
used  as  evidence  upon  the  trial  of  the  cause.  The  expense  of 
examining  the  mill,  and  of  making  these  models  was  taxed  in 
the  bill  of  costs.  The  other  exceptions  are  sufficiently 
explained  in  the  opinion  of  the  Court. 

y.  B.  Sweitzer  and  5.  S,  Fisher  for  plaintiff. 

R.  C.  G.  Sprouly  J.  H.  Hamilton  and  G.  P.  Hamilton  for 
defendants. 
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Grier,  J. 

I.  The  first  exception  is  to  a  charge  for  making  models  of 
defendants'  mill  wheels  in  order  to  show  the  infringement  of  the 
plaintifFs  patent,  $36. 

It  is  alleged  that  the  act  of  February  26,  1853,  "  *°  ''^g**" 
late  fees  and  costs,"  proposes  to  define  what  shall  be  hereafter 
the  fees  or  compensation  to  be  allowed  to  attorneys,  marshals, 
witnesses,  jurors,  commissioners,  and  printers,  which  shall 
be  taxed  and  allowed,  and  not  to  define  absolutely  what 
expenses  of  trial  may  be  recovered  from  the  losing  party  as 
costs  of  suit.  Hence  it  is  contended  that  this  charge  is  not 
excluded  by  the  enumeration  of  persons  whose  fees  are  limited 
by  this  act,  and  the  expense  incurred  for  models  being  neces- 
sary for  the  information  of  the  Court  and  jury  should  be  paid 
by  the  losing  party,  as  part  of  the  ^^expensa  litis"  This  may 
be  true  in  a  Court  of  Chancery  where  the  decree  may  include 
any  expenses  which  have  been  necessarily  incurred  in  the  suit, 
for  the  information  of  the  Court  and  in  order  to  a  just  decision 
of  the  cause.  These  may  be  imposed  on  either  party  or  both 
as  the  conscience  of  the  chancellor  may  dictate,  yet,  in  courts 
of  law  no  such  discretion  is  given  to  the  Court.  At  common  law 
no  costs  were  allowed  to  either  party  before  the  statute  of 
Gloucester  (6  Ed.  i.  ch.  I.),  and  since  that  time  only  such  as 
are  called  legal  taxed  costs.  These  are  usually  defined  by  stat- 
ute, and  however  far  they  may  fall  below  the  actual  expenses 
incurred  by  the  litigant ;  yet  it  is  all  the  law  allows  as  ^^  expensa 
litis.'^     See  Day  v.  IVoodworth^  13  Howard^  372. 

The  act  of  Congress  defines  the  fees  and  expenses  which  are 
taxable  as  costs,  to  be  ^^  The  bill  of  fees  of  clerk,  marshal,  and 
attorney,  and  the  amount  paid  printers^  and  witnesses,  and  lawful 
fees  for  exemplifications  and    copies  of  papers  necessarily  ob- 
tained for  use  on  the  trial." 

Models  are  not  within  the  category,  unless  we  treat  them  as 
''exemplifications;"  but  although  "printers'"  bills  seem  to  be 
allowed,  I  can  not  see  that  carpenters'  or  tinkers'  bills  have  the 
same  favor,  or  that  a  model  of  a  mill  wheel  can  be  called 
an  *'  exemplification  or  copy  of  a  paper."  Whether  courts  of 
law  have  the  power,  which  has  been  exercised  in  this  case,  of 
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appointing  artists  to  make  models  for  the  use  of  plaintiffs'  case, 
and  authorizing  him  to  enter  on  the  defendants'  premises  for 
that  pujpose,  may  well  be  doubted.  Where  the  same  court 
has  both  a  law  and  equity  side  it  is  liable  to  forget  sometimes  in 
which  capacity  it  is  acting.  In  actions  of  ejectment,  it  has 
long  been  the  practice  for  the  Court,  at  the  instance  of  a  party, 
to  appoint  surveyors  to  run  the  disputed  lines.  The  expense  of 
such  surveys  is  borne  by  the  party  who  obtains  the  order,  or 
by  both  parties  equally,  when  they  join  in  the  request ;  but  it 
made  no  part  of  the  taxed  costs  unless  such  had  been  the 
agreement  of  the  parties,  or  some  statute  provision  authorized 
it.  Nevertheless  the  power  of  a  court  of  law  to  compel  a  de- 
fendant to  permit  the  agents  of  plaintiff  to  enter  on  his  property 
for  the  purpose  of  furnishing  evidence  of  a  trespass  or  other 
tort,  though  sometimes  assumed  by  courts,  when  no  objection 
is  made,  can  not  be  admitted  ;  much  less,  their  power  to  add 
the  expense  thereof  to  the  bill  of  taxed  costs.  I  know  an 
instance,  where,  after  full  argument,  the  Court  decided  they 
had  no  power  to  compel  a  defendant  to  permit  artists  for 
witnesses  to  enter  the  shaft  or  adit  of  his  coal  mine  in  order  to 
ascertain  the  amount  of  coal  taken  from  under  his  neighbor's 
land,  but  instructed  the  jury  to  consider  such  a  refusal  as  a  con- 
fession of  the  trespass  and  of  largest  damages,  because  the 
defendant  having  it  in  his  power  to  prevent  the  truth  from 
being  ascertained,  chose  so  to  do. 

The  first  exception  is,  therefore,  allowed. 

The  second  exception  : 

2.  Is  to  a  fee  charged  by  the  marshal  as  mileage  for  serving 
the  rule  to  plead  on  the  defendant,  amounting  to  twelve  dollars. 

It  is  objected  to  this  charge,  that  the  marshal  is  allowed  to 
fees  only  "  for  the  service  of  any  warrant,  attachment,  sum- 
mons, capias,  or  other  writ,"  and  *'  for  travel  in  going  only^  to 
serve  any  process,  warrant,  attachment,  or  other  writ,"  includ- 
ing subpenas,  etc.  It  is  contended,  moreover,  that  notice  of  a 
rule  to  plead  should  be  served  on  the  attorney  who  is  in  court, 
and  consequently  there  can  be  no  mileage. 

It  may  be  doubted  whether  a  party  can  be  ruled  to  plead, 
who  has  not  appeared,  and  is  not  technically  in  court.     It  is 
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true  we  no  longer  proceed  to  outlawry  to  compel  an  appearance, 
but  enter  judgment  in  default  of  appearance  and  plea  ;  but  as 
the  fee  bill  gives  no  fee  for  services  or  mileage  in  case  of  notices 
under  rules  of  Court,  the  48th  rule  of  Court  permits  notice  of  all 
such  rules  to  be  given  by  mail.  The  service  by  the  marshal 
was  therefore  not  official  nor  necessary.  The  second  exception 
is,  therefore,  supported  and  the  charge  disallowed. 

3.  The  third  objection  to  the  bill  of  costs  is  founded  on  this 
fact.  The  plaintiff  has  set  for  trial  seven  actions  for  infringe- 
ment of  his  patent,  brought  against  seven  several  defendants, 
against  each  of  whom  he  has  charged  fees  for  subpenaing,  and 
for  the  attendance  and  mileage  of  the  same  witnesses. 

When  the  same  witness  has  been  brought  to  court  in  suits 
where  the  parties  are  different,  one  can  not  complain  that  another 
has  paid  him,  if  he  has  obeyed  the  process  of  each,  and  given  his 
testimony  when  called  on.  But  where  a  witness  has  been  pro- 
duced by  the  same  plaintiff  to  give  his  testimony  in  more  cases 
than  one  against  different  defendants,  his  right  to  demand  from 
the  plaintiff  any  fees  for  more  than  his  actual  attendance  and 
mileage  seems  more  doubtful.  The  witness  should  have  but 
one  remuneration  for  but  one  service.  But  on  this  subject  dif- 
ferent opinions  have  been  entertained  by  Courts,  and  it  has  been 
left  to  legislation  and  a  correct  construction  of  the  statute  on 
the  subject. 

The  act  of  Congress  allows  to  the  party  entitled  to  recover 
as  costs,  "  the  amount  paid  witnesses,"  and  if  the  witnesses 
have  a  right  to  demand  mileage  and  daily  pay  in  each  suit  in 
which  they  have  been  subpenaed  to  attend,  by  the  same  party, 
then  this  charge  in  the  bill  of  costs  is  correct.  The  statute 
says,  ^^  when  a  witness  is  subpenaed  in  more  than  one  cause 
between  the  same  partus  in  different  suits  at  the  same  court,  but 
one  travel  fee  and  one  per  diem  compensation  shall  be  allowed 
for  attendance,"  etc. 

The  inference  from  this  provision  would  seem  to  be,  that 
when  the  parties  are  not  the  same,  the  witness  has  a  right  to 
fees  in  each  suit,  and  cases  where  the  plaintiff  alone  is  a  party 
in  each  suit,  are  left  in  the  same  category  with  those  where  all 
the  parties  are  different.     Such  has  been,  as  wc  are  informed. 
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the  construction  given  to  this  clause  in  other  circuits,  and  in 
which  we  concur. 

4.  The  fourth  exception  is  to  fees  of  marshal,  for  mileage  in 
serving  subpenas  one  hundred  and  sixty  miles  on  persons  liv- 
ing out  of  the  State. 

The  sixth  section  of  the  act  of  March  2,  1793  (i  Statutes  at 
Large  335),  declares  that  **  subpenas  for  witnesses  who  may  be 
required  to  attend  a  Court  of  the  United  States,  in  any  district 
thereof,  may  run  into  any  other  district,  provided,  that  in  civil 
cases,  the  witnesses  living  out  of  the  district  in  which  the  Court 
is  holden  do  not  live  at  a  greater  distance  than  one  hundred 
miles  from  the  place  of  holding  the  same." 

An  answer  to  this  objection  (which  is  clearly  supported  by 
the  letter  of  the  proviso),  has  been  attempted  by  asserting  that 
the  witness  lives  in  Guernsey  county,  Ohio,  within  a  hundred 
miles  of  Pittsburg,  by  an  air-line,  but  that  the  marshal  had  to 
travel  one  hundred  and  sixty  miles  by  railroad  and  steamboat  to 
reach  his  residence.  But  we  can  not  assume  two  different 
modes  of  calculating  distances,  an  air-line  for  jurisdiction  and 
a  zig-zag  for  mileage. 

This  exception  is  supported  as  to  the  sixty  miles,  and  the 
marshal  is  allowed  for  one  hundred  miles  only.  If  on  render- 
ing a  service  to  the  plaintiff  he  has  actually  traveled  a  greater 
distance,  at  his  request,  the  plaintiff  may  be  liable  to  him  for  the 
same,  but  is  not  entitled  to  recover  it  as  costs. 

The  clerk  will  retax  the  bill  according  to  the  principles 
stated. 


Alfred  J.  Serrell 
vs. 


Denmark  P.  Collins  and  Abijah  Pell. 

The  patent,  when  prodaced  in  evidence,  whether  it  be  an  original  or  a  reistae,  is  prima 
facie  evidence  that  the  thing  granted  was  new  and  useful,  and  that  the  patentee 
was  the  inventor  or  discoverer  thereof. 

*9 
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The  grant  of  a  patent  is  a  determination  on  the  part  of  the  Commissioner  of  Patents 
that  the  subject  of  it  is  not  embraced  in  a  prior  patent. 

The  jury  are  to  consider  that  the  patent  grants  that  which  the  Court  determines  it  to 
grant. 

Htid:  That  SerrelPs  patent  is  not  for  yielding  and  fixed  pressure,  and  feed  rollers,  in 
combination  with  rotary  and  fixed  cutters ;  but  it  is  for  the  combination  described 
for  operating  on  an  angular  strip  for  making  moldings. 

The  rule  of  damages  is  the  profits  which  had  been  derived  by  the  defendants  horn  the 
use  of  the  plaintiff's  machine,  over  any  other  mode  which  the  defendants  had  a 
right  to  adopt. 

(Before  Ingxksoll,  J.,  Southern  District  of  New  York,  October,  1857.) 

This  was  an  action  on  the  case  tried  by  Judge  Ingersoll  and 
a  jury,  for  the  infringement  of  letters  patent  for  *'  improvement 
in  machinery  for  making  moldings,"  granted  to  the  plaintiff 
May  16,  1846,  reissued  January  7,  1851,  and  again  reissued 
June  21,  1853.  ^^^  ^"'^  ^^^  founded  upon  the  last  reissue,  the 
claims  of  which  were  as  follows  : 

*'  What  I  claim  as  new,  and  desire  to  secure  by  letters  patent,  u:  First.  The  com- 
bination of  a  ring  or  rings  with  a  cutter  or  cutters,  for  operating  on  an  angular  strip  for 
making  a  molding,  whether  the  said  cutter  or  cutters  be  rotating  or  stationary,  or  both, 
and  whether  the  said  cutter  or  cutters  operate  on  the  face  or  on  the  edge  of  the  strip 
or  on  both  the  face  and  the  edge,  substantially  as  herein  described ;  and  Second.  The 
combination  of  the  adjustable  bed  with  the  ring  or  rings  and  a  cutter  or  cutten,  as 
aforesaid,  for  operating  on  an  angular  strip  for  making  a  molding}  whether  the  cutter 
or  cutters  be  rotating  or  stationary,  or  both,  whether  the  said  cutter  or  cutters  operate 
on  the  face  or  on  the  edge  of  the  strip,  or  on  both  the  face  and  the  edgt,  substantially 
as  described.** 

George  Gifford  for  plaintiff. 

Peter  Van  Antwerp  and  Charles  M,  Keller  for  defendants. 

Ingersoll,  J.,  charged  the  jury  as  follows : 

This  suit  is  brought  to  recover  damages  which  the  plaintiff 
says  he  has  sustained,  by  the  use,  by  the  defendants,  of  a  certain 
mode  of  making  moldings,  which  the  plaintiff  says  is  a  viola- 
tion of  his  rights,  secured  by  a  certain  patent,  first  granted  to 
him  in  the  year  1848,  and  subsequently  reissued  in  June,  1853. 
By  the  laws  of  the  United  States,  a  patentee  who  has  obtained 
a  patent  for  a  new  and  useful  invention  or  improvement,  ha.s  a 
right  to  surrender  the  patent  which  has  been  granted  to  him,  if 
jt  is  defective  in  the  specification  or  in  the  claim  of  the  thing 
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discovered,  and,  in  lieu  of  the  patent  surrendered,  obtain  a  re- 
issued patent  for  the  original  discovery  or  improvement  made, 
upon  an  amended  specification  and  claim,  and  such  reissued 
patent  is  to  have  full  effect  from  the  time  it  is  issued  up  to  the 
expiration  of  the  term  of  fourteen  years  from  the  date  of  the 
original  patent. 

The  patent,  when  produced  in  evidence,  whether  it  be  an 
original  or  a  reissued  one,  is  prima  facie  evidence  that  the  thing 
granted  was  new  and  useful,  and  that  the  patentee  was  the 
inventor  or  discoverer  thereof. 

To  enable  the  jury  properly  to  understand  and  dispose  of  the 
case  before  them,  it  is  essential  that  they  should  turn  their 
attention  to  three  principal  questions,  which  are  necessarily 
involved  in  the  case.  If  they  do  not  consider  these  three 
several  questions  separately  and  distinctly,  there  is  danger  that 
in  the  confusion  that  may  arise  in  considering  the  evidence  as 
it  has  been  presented,  they  may  come  to  a  wrong  result. 
These  three  questions  are  the  following : 

First.  What  is  the  grant  of  right  which  the  patent  purports 
to  make  to  the  plaintiff? 

Second.  Was  the  grant  of  right  which  the  patent  purports  to 
make  to  the  plaintiff  a  valid  grant  of  right  ? 

Third.  If  it  was  a  valid  grant  of  right,  have  the  defendants 
infringed  upon  the  rights  so  granted  by  the  patent  to  the 
plaintiff?  In  other  words,  have  they,  without  the  permission 
of  the  plaintiff,  used  that  which  the  patent  gives  to  the  plaintiff 
the  exclusive  right  to  use  ?  If  these  three  questions  should  be 
determined  in  favor  of  the  plaintiff,  then  another  question  will 
have  to  be  considered  and  determined  by  the  jury,  and  that 
question  is  this  :  What  are  the  damages  which  the  plaintiff  has 
sustained  by  an  infringement,  on  the  part  of  the  defendants,  of 
the  rights  of  the  plaintiff,  secured  by  his  patent.  If  either  the 
second  or  third  question  stated  should  be  determined  in  favor  of 
the  defendants,  then  it  will  be  unnecessary  to  give  the  last 
question  stated  any  consideration  ;  in  such  a  case,  the  verdict 
of  the  jury  must  be  for  the  defendants. 

The  first  question,  then,  is  :  What  was  the  grant  which  the 
patent  purported  to  niake  to  the  plaintiff  ? 
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This  question  is  a  question  of  law,  and  must  be  determined 
by  the  Court ;  and  the  jury,  therefore,  will  consider  that  the 
patent  purports  to  grant  that  which  the  Court  shall  determine 
it  to  grant.  It  appears  from  the  patent  itself  what  was  granted 
to  the  plaintiff,  provided  the  Government  had  the  right  to  grant 
what  they  undertook  to  give  ;  and  the  Government  had  a  right  to 
grant  what,  by  the  patent,  they  undertook  to  give,  provided,  at  the 
time  that  the  original  application  for  a  patent  was  made  by  the 
plaintiff,  he  was  the  inventor  of  the  thing  granted  ;  and  provided, 
also,  that  the  invention  was  new  and  useful.  If,  at  the  time 
the  original  application  for  a  patent  was  made,  the  plaintiff  was 
not  the  inventor  of  the  thing  patented,  if  it  were  not  new  and 
useful,  then  the  Government  had  no  right  to  grant  what  they 
undertook  to  grant. 

The  object  of  the  plaintifPs  machine,  as  appears  by  the 
specification  of  his  patent,  is  to  make  moldings  on  an  angular 
strip  of  wood  ;  and  one  great  advantage  of  it,  as  claimed,  is  the 
saving  of  material.  The  machine  is  particularly  described  in 
the  specification. 

The  cutter  or  cutters  used  are  particularly  descr'bed  ;  the  ring 
or  rings,  roller  or  rollers,  are  also  particularly  described.  There 
may  be  one  or  more — no  particular  form  or  shape  to  the  ring 
edge  is  required  ;  no  particular  width  is  necessary.  They  must 
be  so  arranged  and  formed  as  to  press  upon  that  part  of  the 
wood  most  to  be  cut  away  by  the  cutting  instruments  ;  and,  by 
the  machine  almost  any  kind  of  an  angular  strip  can  be  operated 
upon  so  as  to  make  most  kinds  of  moldings. 

As  you  have  seen  by  the  patent,  the  object  was  not  only  to 
make  a  molding  from  a  bevel  piece,  but  also  to  make  a  mold- 
ing from  an  angular  piece,  hollowed  out.  What  is  purported 
to  be  granted  is  this :  the  combination  of  a  ring  or  rings,  with 
a  cutter  or  cutters  for  operating  oh  an  angular  strip  for  making 
moldings,  whether  that  strip  be  bevel  or  angular ;  whether  the 
cutter  or  cutters  be  stationary  or  rotary,  or  both,  and  whether 
the  cutter  or  cutters  operate  upon  the  face  or  edge  of  the  strip, 
or  upon  both  the  face  and  edge,  substantially  as  described  in 
the  specification  of  the  patent ;  which  particular  description  you 
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will  find  set  forth  in  the  patent,  and  which,  at  your  request, 

may  be  set  before  you. 

There  were  other  grants  in  the  patent,  which  it  is  not  nec- 
essary to  consider.  This  is  what  the  patent  purports  to  grant, 
and  what  it  is  material  for  you  to  consider  in  this  case.  The 
plaintifF  does  not  claim  generally,  yielding  and  fixed  pressure, 
and  feed  rollers  in  combination  with  rotary  and  fixed  cutters; 
he  says  that  such  combination  is  old.  He  only  claims  his  com- 
bination described  for  operating  on  an  angular  strip  for  making 
moldings,  and  that  he  says  is  new. 

Having  ascertained,  gentlemen,  what  the  patent  purports  to 
grant,  it  will  then  be  necessary  for  you  to  turn  your  attention 
to  the  second  question  stated.  Having  ascertained  what  it 
was,  the  next  question  is  whether  the  grant  which  the  patent 
purported  to  make  to  the  plaintiff  was  a  valid  grant.  It  was  a 
valid  grant  if  the  thing  patented  was  an  invention  made  by  the 
plaintifF  prior  to  his  application  for  the  original  patent,  and  if  it 
were  new  and  useful.  The  question  whether  the  thing  pat- 
ented was  an  invention  made  by  the  plaintifF,  whether  it  was 
new  and  useful,  are  questions  of  fact  to  be  determined  by  the 
jury  under  the  direction  of  the  Court  j  and  in  determining  these 
questions  of  fact,  the  jury  will  bear  in  mind  that,  by  the  rules 
of  law,  the  patent  aiFords  prima  facie  evidence  that  the  plaintifF 
was  the  inventor  of  the  thing  patented,  and  that  the  invention 
was  not  only  new  but  useful. 

Unless  the  jury  find  that  the  thing  patented  was,  prior  to  the 
date  of  the  patent  of  1848,  an  invention  of  the  plaintifF,  new 
and  useful,  and  then  intended  to  be  secured,  the  grant  is  not  a 
valid  grant ;  put  if  the  jury  find  that  the  thing  patented  by  the 
reissued  patent  of  1853,  ^^^)  when  the  application  for  the 
patent  of  1848  was  made,  the  invention  of  the  plaintifF,  new 
and  useful,  and  intended  by  him  to  be  secured  by  that  patent, 
then  the  grant  contained  in  the  reissued  patent  is  a  valid  grant, 
and  the  reissued  patent  is  prima  facie  evidence  that  the  plaintifF 
was  such  inventor,  and  that  he  intended  to  have  what  is  now 
granted  by  the  reissued  patent  of  June,  1853,  secured  by  the 
patent  of  1848,  and  this  prima  facie  evidence  must  control  the 
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jury  upon  this  subject,  unless  it  is  rebutted  by  countervailing 
evidence  introduced  in  the  case. 

It  is  claimed  by  the  defendants,  that  the  specification  of  the 
patent  issued  to  Woodworth  in  1828,  and  the  grant  to  him  by 
that  patent  was  substantially  for  the  same  thing  which  the 
plaintiff  claims.  If  it  was,  then  the  grant  to  the  plaintiff  was 
not  a  valid  grant.  The  Commissioner  of  Patents,  when  he 
granted  the  patent  to  the  plaintiff,  determined  that  that  which 
was  granted  to  the  plaintiff  had  not  been  granted  by  the  Wood- 
worth  patent.  He  had  that  particularly  called  to  his  attention, 
for  it  seems  that  in  the  specification  to  the  grant  in  this  patent, 
now  under  consideration,  the  Woodworth  patent  is  described 
and  the  distinction  claimed  by  the  patentee  between  his  inven- 
tion and  the  invention  claimed  by  Woodworth  is  particularly 
pointed  out,  and  having  that  under  consideration,  the  Commis- 
sioner determined  that  this  grant  which  was  made  to  the 
plaintiff  had  not  been  granted  to  Woodworth  in  the  patent 
which  was  issued  in  his  favor;  in  other  words,  that  it  was  a 
new  combination  and  a  new  invention,  for  which  the  plaintiff 
was  entitled  to  a  patent.  He  determined  that  the  specification 
of  the  plaintiff  was  for  something  different  from  that  which  has 
been  described  in  the  Woodworth  specification. 

The  Court,  gentlemen,  concurs  in  the  determination  of  the 
Commissioner,  that  the  thing  granted  to  the  plaintiff  was  not 
granted  to  Woodworth,  or  described  by  him  in  his  specification. 
It  is  therefore  necessary,  provided  the  defendants  are  to  claim 
successfully  that  this  invention  of  the  plaintiff,  patented  to  him, 
was  not  his  invention,  or  was  not  new  and  useful,  to  adduce 
some  other  evidence  than  that  contained  in  the  Woodworth 
patent,  and  therefore  it  is  necessary  for  you  to  turn  your  atten- 
tion to  the  question  of  fact,  whether  the  defendants  have  intro- 
duced evidence  to  satisfy  you  that  prior  to  the  specification  in 
the  patent  of  1848,  there  was  any  invention  known  and  used 
like  that  claimed  by  the  plaintiff;  in  other  words,  to  satisfy  you 
that  the  invention  of  the  plaintiff  was  not  new  or  useful. 
Was  the  thing  granted,  therefore,  known  and  in  use  before  the 
filing  of  the  specification  of  the  patent  of  1848?  The  evidence 
which  is  most  relied  upon  by  the  defendants  to  prove  to  you 
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that  that  which  was  patented  to  the  plaintiff  was  known  and  in 
use  prior  to  the  filing  of  the  specification  of  the  patent  of  1848, 
is  the  evidence  afforded  by  the  witnesses  who  have  testified  in 
regard  to  the  Seigler  machine,  which  seems  to  have  been  in 
operation  in  1843  ^^  '844,  or  at  all  events,  at  some  time  prior 
to  the  application  by  the  plaintiff  for  the  patent  of  1848.  If 
that  machine,  gentlemen,  was  a  combination  of  a  ring  or  rings, 
with  a  cutter  or  cutters,  operating  upon  an  angular  strip,  for 
making  a  molding  substantially  as  described  in  the  plaintifPs 
specification,  then  the  thing  purported  to  be  granted  to  the 
plaintiff  was  not  new,  and  the  patent  to  the  plaintiff  was  not  a 
valid  patent.  Several  witnesses  have  described  what  the  Seig- 
ler machine  was,  and  what  was  its  construction.  If  I  under- 
stand it,  gentlemen,  it  was  a  machine  intended  to  operate  upon 
a  bevel  strip  by  means  of  certain  instrumentalities.  If  I  un- 
derstand it,  it  was  never  used  —  and  if  I  am  wrong  in  this  you 
will  correct  me,  and  I  beg  counsel  to  correct  me  if  I  should 
mistake  any  portion  of  the  evidence — to  operate  upon  a  strip 
other  than  a  bevel  strip,  and  was  never  used  to  operate  upon  a 
strip  similar  to  that  described  in  the  plaintiff's  patent,  and  it 
was  never  contemplated,  so  far  as  I  can  judge  from  the  evi- 
dence, to  operate  upon  an  angular  strip ;  whereas,  you  see  by 
the  patent  of  the  plaintiff,  and  by  the  drawings  which  accom- 
pany his  patent,  that  the  instrumentalities  combined  by  him 
were  intended  to  operate  not  only  upon  a  bevel  strip,  but  upon 
an  angular  strip;  and,  from  those  several  strips,  to  make  a 
molding  of  the  desired  shape. 

Upon  this  description  which  has  been  given  you  by  several 
witnesses  in  regard  to  the  Seigler  machine,  Mr.  Renwick,  an 
eminent  expert,  is  called  upon  to  state,  whether  the  invention  or 
the  machine  used  by  Mr.  Seigler,  as  described  by  the  witnesses, 
taking  their  description  exactly  as  true,  and  the  machine  to  be 
as  they  have  described  it,  is  the  same  machine  as  that  described 
by  the  plaintiff  in  his  specification  to  the  patent.  He  states 
that  the  Seigler  machine,  as  described  by  the  witnesses,  is  dif- 
ferent in  principle  from  the  machine  patented  by  the  plaintiff, 
and  he  gives  bis  reasons  for  that  opinion.  One  reason  which  he 
gives  is,  as  you  will  reccollect,  that  the  Seigler  machine,  how- 
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ever  it  might  be  constructed,  could  not  operate  except  upon  a 
bevel  piece,  whereas  the  plaintiflTs  machine  is  intended  to 
operate,  and  can  operate  not  only  upon  a  bevel  strip  of  wood, 
but  upon  a  strip  of  wood  sawed  in  an  angular  shape,  and  so 
form  it  as  to  make  a  complete  molding.  No  expert  is  produced 
upon  the  part  of  the  defendants  to  contradict  Mr.  Renwicic  in 
this  particular.  You  will,  therefore,  gentlemen,  examine  the 
case  with  this  view,  whether  this  combination,  this  invention  -— 
if  it  were  an  invention  —  was  new  or  useful,  and  if  you 
are  of  the  opinion  that  the  Seigler  machine  was  in  principle  like 
it,  and  that  the  plaintifPs  machine  was  not  upon  a  different 
principle,  and  to  operate  differently,  and  if  you  find  it  to  be  the 
same  machine,  you  will  necessarily  decide  that  the  plaintifPs 
was  not  new,  and  if  it  were  not  new,  the  patent  could  not  be  a 
valid  patent. 

There  are  other  machines  which  have  been  introduced  before 
you,  but  they  have  not  been  relied  upon  in  argument  so  much 
by  the  defendants  as  the  Seigler  machine,  and  I  will  state,  in 
regard  to  them  generally,  that  if  any  of  them  are  upon  the  principle 
claimed  by  the  plaintiff  in  his  patent,  that  is,  to  operate  upon 
an  angular  strip  of  wood  by  the  instrumentalities  used  by  him 
to  make  moldings ;  in  such  an  event  as  that,  it  must  be  decided 
that  the  plaintifPs  machine  was  not  new,  and  the  verdict  must 
be  for  defendants ;  but  if  none  of  these,  prior  to  the  time 
of  the  application  for  a  patent  by  the  plaintiff,  were  like 
the  plaintifPs,  and  if  the  plaintifPs  was  a  new  invention  at  that 
time,  then  he  is  entitled  to  the  benefits  of  it.  It  is  his  prop- 
erty, and  is  as  well  entitled  to  protection  as  any  other  property 
which  an  individual  can  hold. 

If,  gentlemen,  these  two  questions  should  be  decided  in 
favor  of  the  plaintiff,  you  will  turn  your  attention  to  the  third 
question,  which  is:  have  the  defendants  infringed  upon  the 
rights  of  the  plaintiff,  secured  by  his  patent  ?  If  the  machine 
or  machines  which  they  have  used  were  a  combination  of  the 
ring-roller,  or  a  ring,  with  a  cutter  or  cutters  operating  upon  an 
angular  strip,  for  making  moldings  substantially  as  described 
in  the  plaintifPs  specification,  then  the  defendants  have  violated 
the  rights  of  the  plaintiff  secured  by  his  patent. 
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You  have  before  you  a  model  of  the  defendants^  machine ; 
you  have  seen  how  it  operates,  how  the  ring  acts  in  combina- 
tion with  the  cutters,  how  it  presses  upon  that  part  of  the 
angular  piece  most  to  be  cut  out ;  and  you  are  to  say,  from 
this  evidence,  whether  it  does  infringe  upon  the  plaintifPs 
rights ;  in  other  words,  whether  this  machine,  operated  by  the 
defendants,  is  identical  with  the  machine  patented  by  the 
plaintiiF. 

If  it  is,  and  these  two  other  questions  are  decided  in  favor  of 
the  plaintiflF,  then  he  is  entitled  to  recover  such  damages  as  he 
has  sustained  by  such  infringement,  and  the  only  remaining 
question  for  you  to  determine  is :  what  are  the  damages  which 
he  has  sustained  ? 

I  will  not  go  particularly  into  the  testimony  which  has  been 
submitted  to  you  upon  that  subject.  I  will  lay  down  to  you, 
gentlemen,  what  I  conceive  to  be  the  rule.  The  rule  of  dam- 
ages is  the  profits  which  have  been  derived  to  the  defendants 
from  making  moldings  by  means  of  his  machine,  over  any  other 
mode  which  the  defendants  had  a  right  to  adopt,  deducting  from 
them,  as  is  agreed,  ten  per  cent. 

Now  I  know,  gentlemen,  it  is  difficult  for  you  to  determine 
this  matter,  but  you  must  determine  the  question  of  damages 
the  best  way  you  can.  As  to  what  is  the  amount  of  profits 
derived  to  the  defendants  from  making  moldings  by  the  operat- 
ing of  his  machine,  over  and  above  the  operating  of  any  other 
machine  in  any  other  mode  which  the  defendants  had  a  right  to 
use,  is  not  perfectly  certain. 

I  believe,  gentlemen,  it  is  conceded  that  in  operating  this 
machine  by  the  defendants,  there  is  no  proof  adduced  which 
goes  to  show  that  they  have  operated  upon  a  bevel  strip.  If 
there  was  a  machine  known  as  the  Seigler  machine  of  1843, 
then  the  defendants  would  have  the  right  to  operate  that 
machine  upon  a  bevel  piece,  and  it  seems  by  the  patent  of 
Woodworth,  that  Woodworth  had  a  right  to  operate  his 
machine  so  as  to  make  moldings  upon  a  plane ;  and  I  do  not 
know  what  advantage  there  would  be  in  the  plaintifPs  machine 
over  that  of  Woodworth's,  except  in  the  great  saving  of  mate- 
rial    That   is  the  great  advantage  of  the  plaintifPs  machine. 
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You  will,  however,  come  to  this  question  of  damages,  and 
determine  it  the  best  you  can :  what  are  the  profits  over  and 
above  any  other  mode  which  the  defendants  had  a  right  to 
adopt  ?  and  after  deducting  the  ten  per  cent,  render  your  ver- 
dict in  favor  of  the  plaintiff  for  the  amount  which  you  so  find. 

The  Jury  found  for  the  plaintiff  with  $2,000  damages. 


George  Page 

vs. 

William    M.  Ferry,  jr. 

A  patent  may  be  considered  in  the  light  of  a  deed  from  the  Government,  and  the 
patentee  it  bound  to  communicate  his  invention  in  so  full  and  clear  a  manner,  that 
it  shall  be  within  the  comprehension  of  the  public  at  the  expiration  of  the  term. 

The  specification  is  intended  to  teach  the  public  the  improvement  patented ;  it  most 
fully  disclose  the  secret;  must  give  the  hett  mode  known  to  the  inventor  j  and  con- 
tain nothing  defective,  or  that  would  mislead  artists  of  competent  skill  in  the 
particular  manufacture. 

It  is  a  question  of  fact  for  the  jury,  whether  the  description  in  the  patent  is  so  vague  or 
uncertain  that  a  competent  workman,  in  the  particular  business  to  which  the 
patent  relates,  could  not,  from  the  specification  and  drawing,  construct  the  machine. 

In  the  construction  of  a  patent,  the  intention  of  the  inventor,  so  as  to  effect  the  object 
designed,  is  to  govern  the  construction  of  the  language  employed.  The  Court 
will  look  to  the  manifest  design  in  order  to  remove  any  ambiguity  arising  from 
the  terms  employed  j  but  this  ambiguity  must  not  be  such  as  would  perplex  an 
ordinary  mechanic  in  the  art  to  which  it  applies. 

The  utility  of  an  invention  is  an  essential  requisite  to  the  validity  of  a  patent.  A  use- 
less invention,  even  if  patented,  is  not  and  will  not  be  of  any  profit  to  the  public. 
But  a  general  utility  is  not  prescribed  by  the  statute  as  the  test  of  the  sufficiency 
of  the  invention.  The  word  is  used  in  contradiction  to  what  is  firivolous,  or  what 
is  mischievous  to  the  public. 

An  improvement  has  essential  reference  to  a  subject-matter  to  be  improved.  It  is  not 
an  original,  but  embraces,  and  either  adds  to  or  alters  the  original. 

The  statute  defines  the  character  of  an  expert  as  one  "  skilled  in  the  art  or  science  **  to 
which  his  opinion  or  judgement  appertains,  or  in  a  business  or  art  most  nearly 
connected  with  it.  A  practical  operator  and  not  a  scientific  theorist  is,  properly 
speaking,  such  an  expert* 
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An  infringeinent  can  not  take  place  unless  the  invention  can  be  fiilly  practiced  by  fol- 
lowing the  specifications.  An  infringement  is  a  copy  made  after  and  agreeing 
with  the  principle  laid  down  in  the  patent ;  and  if  the  patent  does  not  fully 
describe  everything  essential  to  the  making  of  the  thing  patented,  there  will  be  no 
infringement  by  the  fresh  invention  of  processes  which  the  patentee  has  withheld 
from  the  public. 

If  the  defendant *8  machine,  n  ks  original  structure,  was  in  fact  and  in  truth  noinfiriAfe- 
ment,  and  was  not  intended  to  be  so,  ndther  accident  nor  onge,  as  the  natural 
wear  of  the  material  of  which  it  was  composed,  could  make  it  so.  Mind  must  be 
associated  with  matter  in  the  commission  of  the  trespass. 

When,  therefore,  in  a  patent  for  improvements  in  portable  circular  saw  mills,  the  patent 
covered  merely  a  combination  of  the  use  of  rollers,  or  their  equivalents,  for  guiding 
the  circular  saw,  with  a  saw  which  had  free  end  play^  so  as  not,  in  any  case,  to 
have  an  end  bearing  against  a  shoulder  in  its  ordinary  evolution,  Held:  that,  if 
the  defendant's  machine  was  originally  constructed  and  designed  with  the  saw 
tight  to  the  shafl,  so  as  to  operate  without  end  play,  and,  by  its  usage  and  by  the 
wear  of  metal  of  which  the  shaft  was  made,  such  free  action  or  end  play  was 
undesignedly  produced,  such  free  end  play  would  not  amount  to  an  infiringement  of 
the  plaintiffs  patent. 

But,  if  a  machine  is  constructed  so  as  to  conform  in  all  respects  to  the  description  in 
the  patent,  except  as  to  one  particular,  or  as  to  one  motion  and  effect,  yet  ii  so 
constructed  and  intended  to  obtain  that  motion  or  effect  in  the  usage  of  the 
machine,  by  the  action  or  wearing  of  the  parts,  and  it  is  so  obtained,  it  is  a  piracy 
of  the  principle  and  a  violation  of  the  patent. 

''Substantial  identity  **  excludes  immaterial  variations  or  fraudulent  evasions.  That  it 
a  substantial  identity  which  comprehends  the  application  of  the  principle  of  the 
invention.  If  a  party  adopts  a  different  mode  of  carrying  the  same  principle  into 
efiect,  and  the  principle  admits  of  a  variety  of  forms,  there  is  an  identity  o|  princi- 
ple, though  not  an  identity  of  mode. 

The  plaintiff  is  entitled  to  the  actual  damage  sustained  by  the  use  of  his  improvement 
during  the  term  of  the  illegal  user,  or  the  amount  of  profitt  actually  received  by  the 
defendant,  during  the  time  he  used  the  plaintifTs  improvement. 

(Before  Wilkins,  J.,  Eastern  District  of  Michigan,  October,  1857.) 

This  was  an  action  on  the  case  tried  by  Judge  Wilkiks  and 
a  jury,  brought  for  the  alleged  infringement  of  letters  patent  for 
an  ^^  improvement  in  circular  saw  mills,"  granted  to  the  plain- 
tiff July  16,  1841,  and  extended  for  seven  years  from  July  i6, 
1855.  The  invention  consisted  of  combination  of  the  free  end 
play  of  the  saw  mandril  with  guide  rollers  at  the  periphery. 

H.  B.  Northrup  and  G.  V.  N.  Lothrop  for  plaintiff. 

James  V.  Campbell  and  Charles  J.  Wallur  for  defendant. 
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WiLKiNs,  J.,  charged  the  jury  as  follows: 

This  action  is  brought  by  the  plaintifF  to  recover  for  an 
alleged  infringement  of  a  patent,  for  which  letters  patent  were 
granted  to  him  in  1841,  in  due  form  of  law,  under  the  seal  of 
the  Patent  Office  of  the  United  States,  conferring  upon  him,  for 
the  term  of  fourteen  years,  the  exclusive  right  of  making,  using, 
and  vending  the  invention.     The  action  was  brought  in  1855. 

He  alleges,  in  the  statement  of  his  cause  of  action,  that  ^^  He 
was  the  original  inventor  of  a  new  and  useful  improvement  in 
the  portable  circular  saw  mill,  described  in  his  patent,  which 
was  not  known  or  used  before  ;  and  that  the  defendant,  on  the 
1st  day  of  July,  1855,  wrongfully  did  use,  and  cause  to  be 
used,  his  said  improvement  in  violation  and  infringement  of  bis 
exclusive  right." 

To  this  the  defendant  has  plead  the  general  issue — denying 
these  allegations  -9  and  this  affirmation  upon  the  one  side,  and 
denial  upon  the  other,  constitute  the  issue  which  you  are  sworn 
to  try.     The  novelty  is  not  controverted. 

The  patent,  with  the  specification,  has  been  given  to  you  in 
evidence.  The  material  parts  of  it,  so  far  as  this  controversy  is 
concerned,  read  in  this  wise : 

^^  The  shaft  C  has  free  end  play  within  the  boxes  in  which  it 
runs,  so  as  not,  in  any  case,  to  have  an  end  bearing  against  a 
shoulder ;  it  may,  in  fact,  be  a  cylinder  of  the  same  diameter 
throughout. 

**  The  saw  is  kept  in  place  entirely  by  the  action  of  two  fric- 
tion rollers,  which  bear  upon  its  two  sides,  near  its  periphery. 
The  friction  rollers  are  made  adjustable  by  causing  them  to 
revolve  on  pins,  which  are  attached  to  two  plates  of  metal 
placed  one  upon  the  other,  having  tightening  screws  passing 
through  slots  in  them,  and  entering  the  frame. 

^^  The  saw  is  made  with  teeth  in  a  peculiar  form,  by  which 
they  are  enabled  to  be  fed  into  the  timber  more  deeply  than  can 
be  done  with  teeth,  in  the  forms  usually  employed,  and  be  driven 
with  a  speed  not  exceeding  one-half  of  the  ordinary  velocity  ; 
and  from  this  circumstance^  combined  with  the  manner  of  sus* 
taining  it  at  its  edge,  without  strain  from  its  center ^  and  with  the 
manner  of  setting  the  teeth,  it  (the  saw)  is  iept  free  from  all 
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tendency  to  heating  and  buckling,  and  is  thereby  well  adapted 
to  the  sawing  of  ordinary  logs,  which,  though  frequently 
attempted  by  means  of  the  circular  saw,  has  been  abandoned, 
from  the  impossibility  of  causing  the  edge  of  such  a  saw  to  run 
true  for  any  length  of  time/' 

Such  is  the  material  description  of  the  alleged  improvement, 
which  is  more  specifically  set  forth  at  the  close  of  the  specifi- 
cation, in  this  language : 

^^  I  claim  the  manner  of  affixing  and  guiding  the  circular  saw, 
by  ALLOWING  end  play  to  its  shafts  in  combination  with  the 
means  of  guiding  it  by  friction  rollers,  embracing  it  near  to  its 
periphery,  so  as  to  leave  its  center  entirely  unchecked  laterally." 

^^  I  do  not  claim  the  use  of  friction  rollers  guiding  the  edge 
of  the  saw,  but  limit  my  claim  to  their  use  in  combination  with 
a  saw  having  free  lateral  play  at  its  center." 

Such,  then,  is  the  specification,  embracing  the  improvement 
— for  which  the  patent  issued  on  which  this  action  is  brought. 
An  improvement  has  essential  reference  to  a  subject-matter  to 
be  improved.  It  is  not  an  original,  but  embraces,  and  either 
adds  to,  or  alters  the  original.  In  this  case,  the  improvement 
of  the  circular  saw  is  an  addition  to,  and  not  an  alteration,  and 
consequently  comprehends  all  the  subject  alleged  to  be  im- 
proved— the  saw  and  friction  rollers.  By  it  the  plaintiff  is 
bound.  He  can  not,  nor  does  he  seek  to,  set  up  any  other 
invention  than  that  here  described. 

The  act  of  Congress  requires  that  every  applicant  for  a 
patent  for  any  new  invention  or  discovery,  shall  deliver  a  writ- 
ten description  of  his  invention  or  discovery,  and  of  the  manner 
and  process  of  making  and  constructing  the  same,  in  such 
full,  clear,  and  exact  terms  as  to  enable  any  person,  skilled  in 
the  art  to  which  it  appertains,  to  construct  the  machine;  and 
furthermore,  the  law  requires  that  he  shall  particularly  specify 
and  point  out  the  improvement  or  combination  which  he  claims 
as  his  own  invention. 

So  far  as  the  patent  and  specifications  are  concerned,  the 
interpretation  of  the  language  employed  by  the  patentee,  is 
with  the  Court ;  while,  on  the  other  hand,  whether  or  not  the 
description  is  so  vague  or  uncertain  that  a  competent  workman. 
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in  the  particular  business  covered  by  the  patent,  could  not, 
from  the  specifications  and  drawings,  construct  the  machine,  is 
a  question  of  fact  for  your  determination. 

In  the  construction  of  a  patent,  the  entire  specification  is  to 
be  taken  together,  as  embracing  the  particular  description  which 
the  law  requires,  of  the  discovery,  the  manner  of  construction, 
and  the  claim  of  the  patentee. 

The  specification  and  claim  emanate  from  the  same  pen — the 
one  can  not  contradict  the  other. 

In  the  case  under  consideration,  no  difficulty  exists  as  to  any 
part  of  the  patent,  except  that  which  relates  to  shaft  £  ;  and  in 
regard  to  that,  the  terms  employed,  taken  in  connection  with 
the  declared  intention  of  the  patentee,  leave  no  obscurity  as  to 
the  alleged  invention. 

The  intention  of  the  inventor,  so  as  to  effect  the  object 
designed,  is  to  govern  the  construction  of  the  language  he  em- 
ploys. Inventors  are  not  always  educated  or  scientific  men. 
Some  most  useful  inventions  have  sprung  from  an  illiterate 
source.  Genius  is  not  always  blessed  with  the  power  of  language. 
Courts  look  to  the  manifest  design  in  order  to  remove  any 
ambiguity  arising  from  the  terms  employed.  But  this  am- 
biguity must  not  be  such  as  would  perplex  an  ordinary 
mechanic  in  the  art  to  which  it  applies. 

The  answers  given  by  Mr.  Batcheldor,  to  a  few  questions 
propounded  by  the  Court,  as  to  the  technical  signification  of 
the  phraseology,  are  clear,  and  leave  no  difficulty  as  to  the 
correct  interpretation. 

^^  End  play "  is  the  lateral  play  of  the  shaft  within  the  boxes 
in  which  it  runs.  *'*'  Free  play "  is  its  unchecked  action. 
^^  Free  end  play  "  is  the  unchecked  lateral  action  of  the  shaft 
in  its  revolutions.  There  is  a  rotary  motion  and  there  is  a 
lateral  motion,  and  consequently,  ^^a  free  lateral  play  at  its 
center"  is  its  unobstructed  freedom  in  lateral  motion  at  the 
center  of  the  saw. 

But  this  free  action  is  further  described  with  reference  to  a 
shoulder^  as  being  so  free  as  not  to  have  an  end  bearing  upon  it ; 
and  also  in  the  alternative,  when  without  a  shoulder,  having  a 
cylinder  of  the  same  diameter  throughout  \  for,  the  language  is 
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"  m?iy/'  not  "  shall ;"  that  is,  allowing  the  shaft  to  be  con- 
structed either  with  or  without  shoulders^  but  calling  for  an 
end-play,  to  prevent  heating  or  buckling.  This  freedom  of 
revolution,  then,  at  the  center,  entirely  unchecked  laterally, 
being  used  in  combination  with  the  friction  rollers,  embracing 
the  periphery  of  the  saw,  is  the  improvement  comprehended  by 
the  patent  upon  the  circular  saw.  Or,  in  the  language  of  the 
Court,  on  the  former  trial,  ^^  the  patent  of  the  plaintiiF  covers 
merely  a  combination  of  the  use  of  rollers^  or  their  equivalents^  with 
a  saw  that  has  no  check  to  its  lateral  motion  at  the  center,  but 
has  free  end  play,  so  as  not,  in  any  case,  to  have  an  end  bearing 
against  a  shoulder  in  its  ordinary  revolutions. 

Negatively,  the  invention  is  not  the  **  English,"  the  "  mulcy,*' 
or  the  ^^  upright '^  mill,  used  anterior  to  1841,  as  testified  by 
several  witnesses,  and  as  described  and  used  by  the  witness 
Wells,  who  was  engaged  in  manufacturing  lumber  in  St.  Clair 
county,  by  the  old  mode,  and  for  the  last  three  years,  by  Page's 
Portable  Circular  Saw,  with  the  one-eighth  of  an  inch  end 
play.  It  is  not  the  circular  saw,  with  rollers,  but  without  end 
play  to  the  shaft,  which  the  witness  Hallett  attempted  to  run 
for  about  three  months,  and  which  tended  to  heat  the  saw 
without  vibration,  ^^  crowning  on  one  side  and  dishing  on  the 
other.  It  is  not  the  circular  saw  with  guides,  which,  from  its 
play  and  revolution,  as  testified  to  by  some  of  the  witnesses, 
was  always  attended  with  heat  and  buckling.  Neither  is  it  the 
saw  which  guides  alone^  but  their  combination^  with  necessary  and 
sufficient  end  play  to  the  shaft,  ^^  so  as  to  leave  the  center 
entirely  unchecked  laterally."  Words  could  not  make  the 
meaning  plainer.  The  specification  calls  for  no  alteration  in 
the  ordinary  circular  saw,  but  only  undertakes  to  improve  it 
by  giving  free  lateral  motion  at  the  center  of  the  saw,  in  com- 
bination with  the  usual  guides ;  that  is,  lateral  motion  at  that 
point,  while  unchecked  in  its  ordinary  revolutions. 

The  shaft,  in  close  contact  with  the  boxes,  so  checked  as  not 
to  admit  of  such  proposed  freedom  of  movement  is  the  defect 
in  the  old  saw,  which  was  designed  to  be  removed,  or  corrected, 
in  the  inprovement  contemplated  by  the  patent.  The  center 
of    rotary  motion  is  at   the  center  of   the  shaft,  and,  conse-. 
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quently,  free,  unchecked  lateral  motion  there,  is  free  end  play 
to  the  shaft.  But  a  checked  motion,  by  shoulders  or  rings,  or 
any  other  mechanical  device,  keeping  the  saw  close  and  tight 
to  the  shaft,  is  not  free  end  play.  That  would  not  be  ^^  leaving 
the  center  entirely  unchecked  laterally/'  The  Court  is  of 
opinion  that  the  patent  calls  for  just  so  much  lateral  motion,  as 
is  necessary  for  the  successful  operation  of  the  saw  ;  neither 
does  the  specification  forbid  shoulders,  by  the  expression  em- 
ployed, "  that  the  cylinder  *  may  in  fact  *  be  of  one  diameter 
throughout."  **  May  in  fact  be  '*  does  not  signify  *'  shall  be/' 
Two  leading  ideas  are  contemplated  or  comprehended  within 
the  invention  :  ist.  That  the  cylinder  shall  have  free  end  play ; 
and,  2nd.  That  the  friction  rollers  should  guide  the  saw. 
The  shaft  is  to  play  freely  within  the  boxes,  so  as  not,  in  any 
case,  in  any  event,  under  any  circumstances,  to  have  an  end 
bearing  against  a  shoulder.  A  shoulder  is  provided  for,  but  its 
place  on  the  cylinder,  so  as  to  give  to  the  latter  a  free  end  play, 
is  not  defined  ;  that  is  left  discretionary,  for  the  cylinder  may, 
in  fact,  be  of  the  same  diameter  throughout.  Neither  is  the 
extent  of  the  end  play  expressly  defined.  But  the  shaft  on 
which  the  saw  runs,  must  not,  in  any  case,  have  an  end  bearing 
against  a  shoulder — that  is,  the  saw,  in  its  ordinary  motion,  or 
revolution,  must  not  bear  or  rub  against  the  shoulder  ;  and 
whether  this  end  play  be  one-sixteenth  or  one-eighth  part  of  an 
inch,  is  immaterial,  as  neither  is  called  for  in  the  specifications. 
If  the  proper  amount  can  be  determined  by  a  workman  expe- 
rienced in  mill  machinery,  and  the  structure  of  mills,  that,  and 
that  alone,  is  the  necessary  unchecked  end  play  called  for  by 
the  patent.  The  precise  definition  of  the  amount  of  end  play 
in  the  specifications  would  confine  the  improvement  patented  to 
that  extent,  and  consequently  end  play,  either  more  or  less, 
would  be  no  violation,  and  the  limit  could  not  be  worthy  of  a 
patent,  because  worthless.  For,  if  the  specification  called  for 
one-eighth,  then  one-seventh  or  one-ninth  would  be  no  viola- 
tion, and  the  saw  could  be  successfully  operated  with  either. 
It  is  a  settled  rule  of  the  law  of  patents,  "  that  the  specification 
need  not  describe  that  which  is  within  the  ordinary  knowledge  $f 
any  worknian  who  may  be  employed  to  put  up  the  apparatus. 
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or  construct  the  machine/'  Such  a  workman,  however,  must 
have  a  competent  knowledge  of  the  work.  That  is,  techni- 
cally, be  what  the  law  calls  an  expert — one  experienced  or 
skilled  in  the  particular  business  to  which  his  testimony  apper- 
tains, or  with  which  it  is  most  nearly  connected.  It  was  not 
necessary — nay,  it  would  have  been  fatal  to  the  improvement 
patented — to  have  specifically  limited  the  amount  of  the  end 
play,  of  lateral  motion,  which  must  be  free,  "  leaving  the  center 
entirely  unchecked  laterally,'*  and  under  no  circumstances 
^^  having  an  end  bearing  against  a  shoulder/'  But  checked 
end  play  is  not  unchecked  end  play  i  limited,  is  not  unlimited  i 
free  lateral  motion,  is  not  obstructed  lateral  motion  ;  having  an 
end  bearing  against  a  shoulder,  is  not,  in  any  case,  having  no 
end  bearing  against  a  shoulder.     Contraries  are  not  identities. 

Having,  gentlemen,  thus  settled  the  construction  of  the 
patent,  which  is  the  duty  of  the  Court,  there  are  other  ques- 
tions arising  on  the  issue,  more  especially  for  your  determination. 

ist.  In  the  patent  laws  of  the  United  States,  it  is  provided 
"that  any  person  having  discovered  or  invented  any  new  or 
useful  art,  machine,  manufacture,  or  composition  of  matter,  not 
known  or  used  by  others,  before  his  or  their  discovery  or 
invention  thereof,  and  not  at  the  time  in  public  use,  or  on  sale 
with  his  consent,  and  shall  desire  to  obtain  an  exclusive  property 
therem,  may  make  application  in  writing,"  etc.  The  utility  of 
the  invention  is  an  essential  requisite  to  the  validity  of  the 
patent.  A  useless  invention,  even  if  patented,  is  not,  and 
never  will  be,  of  any  profit  to  the  public.  But  the  law  pre- 
scribes a  rule,  by  which  you  must  be  governed  in  applying  this 
test  to  the  invention  now  in  controversy.  It  it  this  :  Is  it 
frivolous  ?  Is  it  mischievous  ?  Is  it  of  any  use  ?  A  general 
utility  is  not  prescribed  by  the  statute  as  the  test  of  the  suffi- 
ciency of  the  invention.  The  word  is  used  in  contradistinction 
to  what  is  frivolous,  or  what  is  mischievous  to  the  public. 

New  inventions  in  regard  to  some  trifling  article  of  dress, 
such  as  hoops,  or  crinolines,  or,  in  the  language  of  Judge  Story, 
^^a  new  invention  to  poison  people,"  are  not  patentable.  The 
one  is  frivolous,  the  other  mischievous. 

An  invention  not  obnoxious  to  tl^ese  objections,  ^hethef 
20 
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more  or  less  useful,  if  it  be  of  any  use,  is  embraced  within  the 
spirit  of  the  law.  A  slight  improvement  of  an  old  machine  is 
a  useful  improvement.  But,  if  the  alleged  invention  should  be 
absolutely  hurtful  or  injurious,  it  is  no  improvement — it  is  not 
"a  useful  invention,"  and,  it  is  your  province  to  determine, 
from  the  evidence  of  witnesses  experienced  in  the  subject-matter, 
the  validity  of  this  objection. 

It  rests  altogether  upon  the  judgment  of  those  who  are  ac- 
quainted practically  with  the  structure  and  operation  of  similar 
machines,  involving  the  same  principle.  A  saw-mill  machinist, 
a  millwright,  a  practical  operator,  and  not  a  scientific  theorist, 
is,  properly  speaking,  such  an  expert.  A  mere  draughtsman  is 
not  a  millwright,  or  a  sawyer ;  neither  is  the  latter  a  competent 
judge  as  to  the  structure  of  saw  mills,  unless  he  has  been  prac- 
tically engaged  in  the  business  of  constructing  as  well  as  man- 
aging saw  mills,  and  can  speak  from  well-grounded  personal 
experience.  The  statute  defines  the  character  of  an  expert,  as 
one  ''  skilled  in  the  art  or  science  to  which  his  opinion  or  judg- 
ment appertains,  or  in  a  business  or  art  most  nearly  connected 
with  that  to  which  his  judgment  or  opinion  is  applied."  A 
skillful  saw-mill  builder  is  an  expert  in  that  business  ;  and  one 
familiar  with  constructing  saw  mills  is,  in  that  respect,  an  ex- 
pert ;  and  a  skillful  saw-mill  machine  maker  is  an  expert  in  the 
structure  of  saw  mills,  as  connected  with  his  own  pursuit. 

But  it  is  objected  that  the  plaintiff  ought  not  to  recover  in 
this  action,  because  the  specifications  and  drawings  are  vague 
and  uncertain,  conveying  no  exact  or  definite  description  of  the 
invention  claimed.  The  law  confers  upon  the  patentee  a  mon- 
opoly. For  the  violation  of  this  exclusive  privilege,  damages 
are  awarded;  and  he  is  further  protected  by  the  infliction  of  a 
penalty.  Being  a  monopoly,  justice  to  the  public  (to  whom  the 
invention  will  belong  at  the  expiration  of  the  patent)  requires 
that  it  should  be  so  described  in  the  specifications,  in  such  clear, 
full  and  exact  terms,  that  persons  of  competent  skill  and  knowl- 
edge, may  construct  and  reproduce  the  machine,  or  thing  de- 
scribed, by  following  the  specification,  with  the  aid  of  drawings. 
And  such  is  the  rule  of  law. 

The  patent  n^ay  be  cqnsidered  in  the  light  qf  a  deed  fron^ 
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the  government,  the  consideration  of  ^hich  is  the  invention 
specified ;  and  the  patentee  is  bound  to  communicate  it,  by  so 
full,  clear,  and  exact  a  description,  with  drawings  and  models, 
that  it  shall  be  within  the  comprehension  of  the  public  at  the 
expiration  of  the  patent,  for  at  that  period  his  invention  becomes 
public  property.  The  exclusive  privilege  is  not  conferred  mere- 
ly as  a  reward  or  genius,  and  for  the  encouragement  of  useful 
inventions  and  improvements  in  arts  and  manufactures,  but  also 
embraces  the  public  benefit. 

Whether  in  this  case,  such  a  full,  clear,  and  exact  descrip- 
tion is  given  as  to  enable  a  competent  workman — as  a  mill- 
wright— to  construct  the  machine,  is  a  question  of  fact  for  your 
determination. 

Some,  perhaps  all  of  you — -probably,  also,  the  learned  coun- 
sel— 'Would  be  utterly  unable,  from  the  specifications  of  the 
patent,  to  construct  the  circular  saw  mill  called  for;  yet  that 
circumstance  should  not  vitiate  the  patent,  or  reflect  upon  your 
intelligence.  Until  enlightened,  as  we  have  been  during  the 
progress  of  this  trial,  it  is  not  to  be  presumed  that  either  the  bar 
or  the  jury  knew  much  about  "  friction  rollers,**  "  end  play,'* 
checked  or  unchecked,  "iron  journals,"  "sliding  collars,** 
**  shoulders,"  "  mashers,'*  or  "  buckling.*'  The  skill  arid  knowl- 
edge deemed  competent  is  that  which  is  addressed  to  the  sub- 
ject-matter, and  is  not  the  highest  skill,  or  the  greatest  knowl- 
edge, but  that  of  practical  workmen  of  ordinary  skill  in  the 
particular  business. 

Where  the  object  of  the  patent  may  be  obtained  by  a  com- 
petent mechanic,  of  ordinary  skill,  one  acquainted  with  the 
structure  of  similar  machines,  or  structures  involving  the  same 
principle,  by  fairly  following  out  the  specifications  and  draw- 
ings, without  other  inventions  or  additions,  or  experiment,  the 
patent  is  valid  and  unimpeached,  and  the  rule  of  law  is  suffi- 
ciently met. 

The  specification  calls  for  '*free  end  play"  within  the  boxes, 
so  as  not  to  have  an  end  bearing  against  a  shoulder,  or  for  a 
cylinder  of  the  same  diameter  throughout ;  and  the  claim  is  for 
the  manner  of  applying  and  guiding  the  circular  saw,  by  allow- 
ing end  play  to  its  shaft^  in  combination  with  the  means  of  guid- 
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ing  the  saw  by  friction  rollers  embracing  it  near  its  periphery, 
so  as  to  leave  its  center  entirely  unchecked  laterally.  This  the 
Court  have  construed,  as  comprehending  the  use  of  guides,  or 
rollers,  in  connection  with  such  an  amount^  or  extent  of  end  play 
as  is  necessary  for  the  successful  sawing  of  timber.  The  ques- 
tion then  arises,  how  could  a  competent  mechanic,  or  machin- 
ist, construct  such  a  machine ;  or  how  ascertain  the  necessary 
amount  of  end  play,  without  previous  experiment  or  information 
obtained  from  sources  independent  of  the  specifications  and 
drawings  ?  To  which  the  Court  responds,  and  so  instructs  the 
jury,  in  the  language  of  Curtis  on  Patents,  adopted  by  Judge 
McLean,  on  the  former  trial : 

^^  The  statute  allows  the  patentee  to  address  himself  to  per- 
sons of  competent  skill  in  the  art ;  and  it  requires  him  to  use  such 
full,  clear,  and  exact  terms  as  will  enable  that  class  of  persons  to 
reproduce  the  thing  described,  from  the  description  itself.  The 
ordinary  knowledge  of  every  workman  so  employed,  is  expected 
to  be  used  in  making  the  machine." 

Much  time  has  been  consumed  by  the  testimony  of  experts, 
touching  the  character  of  this  portable  circular  saw  mill,  com- 
bined witji  end  play,  and  there  has  been  some  conflict  of  opin- 
ion as  to  the  necessity  of  end  play,  and  the  amount  required. 
It  is  for  you  to  say  whether  the  class  of  persons  indicated  could 
reproduce  the  machine  with  the  necessary  end  play  required, 
from  the  drawings  and  specifications,  or  from  either.  If  so 
you  must  hold  the  patent  valid. 

Several  of  the  witnesses  have,  in  your  presence,  constructed 
the  machine  from  the  frame  up  to  the  disputed  point — the  end 
play — and  there  left  the  matter  in  doubt,  some  averring  that 
they  could  go  no  further.  Others  have  gone  on  to  the  full 
completion  of  the  machine  according  to  the  specifications,  giv- 
ing an  amount  of  end  play  deemed  necessary  for  successful 
operation.  You  must  decide  on  whose  judgment  it  is  safest  to 
rely.  Their  credibility  is  also  with  you  ;  and  the  subject  has 
been  so  thoroughly  discussed,  in  both  aspects,  that  it  is  deemed 
unnecessary  to  make  additional  comment. 

Another  objection  has  been  urged,  that  the  patentee  has  with- 
held in  his  description  the  best  n^ode  qf  effecting  the  object 
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designed  by  his  specifications,  and  for  which  the  patent  was 
granted.  The  patentee  is  bound  to  disclose  in  his  specifications 
the  best  method  of  working  his  machine  known  to  him  at  the 
time  of  his  application.  An  infringement  will  not  have  taken 
place,  unless  the  invention  can  be  practiced  completely  by 
following  the  specifications.  An  infringement  is  a  copy  made 
after^  and  agreeing  with  the  principle  laid  down  in,  the  patent ; 
and  if  the  patent  does  not  fully  describe  everything  essential  to 
the  making  of  the  thing  patented,  there  will  be  no  infringement 
by  the  fresh  invention  of  processes  which  the  patentee  has 
withheld  from  the  public.  The  specification  is  intended  to 
teach  the  public  the  improvement  patented ;  it  must  fully  dis- 
close the  secret ;  must  give  the  best  mode  known  to  the  in- 
ventor, and  contain  nothing  defective,  or  that  would  mislead 
artists  cf  competent  skill  in  the  particular  manufacture. 

In  consideration  of  the  exclusive  privilege  conferred,  and 
that  the  public  may  fully  enjoy  the  benefit  of  his  invention,  all 
his  knowledge  in  respect  to  the  perfect  practice  of  his  inven- 
tion, must  be  embraced  in  his  specification.  Whether  it  is  so 
or  not,  is  for  you  to  determine  from  the  evidence  submitted.   . 

Having  received,  gentlemen,  the  construction  which  the 
Court  has  given  to  the  specification,  and  the  improvement,  and 
the  invention  therein  set  forth ;  being  satisfied  of  its  utility,  in 
the  contemplation  of  the  law;  satisfied  that  the  description  is 
so  clear  and  full  that  a  competent  workman,  in  the  particular 
business  to  which  the  machine  appertains,  could  construct  the 
same  from  the  specifications  and  drawings,  or  from  either,  and 
that  there  has  been  no  concealment  of  any  power  or  principles, 
or  fixtures,  within  the  knowledge  of  the  patentee,  by  which 
it  could  be  worked  more  perfectly  ;  your  next  inquiry  is,  has 
the  defendant  infringed  upon  the  plaintiff's  right?  This  is  the 
great  question  of  fact. 

On  this  branch  of  the  case,  many  days  have  been  consumed 
in  the  examination  of  numerous  witnesses.  The  testimony 
elicited  is  especially  for  your  consideration.  It  has  been  mainly 
the  judgment  of  experts,  one  class  holding  that  the  circular  saw 
used  by  the  defendant  does  not  involve  the  combination  speci- 
fied in  plaintiff's  patent,  and  that  no  end  play  is  necessary,  the 
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saw  being  worked  tight  to  the  shaft ;  and  another  class  main- 
taining the  opposite  opinion,  that  no  end  play  is  necessary  to 
the  successful  operation  of  the  saw.  It  is  your  duty  to  give 
preponderance  to  one  side  or  the  other,  governed  by  the  rules 
of  law  in  applying  the  evidence.  It  is  the  lot  of  human  nature 
to  err.  Human  judgment  is  fallible.  The  best  of  men,  equally 
skilled  in  any  art  or  science,  or  pursuit,  may  honestly  differ. 
In  giving  preponderance  to  testimony,  a  juror  should  scan 
closely  the  basis  on  which  the  judgment  of  the  expert  is 
founded,  and  the  position  he  may  occupy  with  reference  to  the 
question. 

Again :  in  scrutinizing  the  testimony,  it  is  of  importance 
that  you  should  keep  in  remembrance  the  character  of  the 
plaintiff's  patent ;  that  it  is  not  the  invention  of  a  circular  saw 
with  friction  rollers,  but  a  certain  improvement  of  a  circular 
saw  mill  previously  in  use,  and  consequently  inferring  a  knowl- 
edge of  all  the  essential  appurtenances  of  the  old  mill.  In 
applying  the  testimony,  then,  to  this  branch  of  the  case, 
inquire : 

1.  What  is  the  principle  of  the  improvement  invented  by  the 
plaintiff? 

2.  Is  there  a  substantial  identity  between  the  defendant's  ma- 
chine and  that  improvement  i 

The  first  inquiry  the  Court  has  already  settled,  and  by  that 
you  are  bound.  The  second  you  must  determine  by  a  just 
comparison  of  the  two  mills,  according  to  the  evidence. 

I  have  used  the  phrase,  ^^  substantial  identity,"  as  excluding 
immaterial  variations,  or  fraudulent  evasions.  That  is  a  sub- 
stantial identity  which  comprehends  the  application  of  the 
principle  of  the  invention. 

If  a  defendant  adopts  a  different  mode  of  carrying  the  same 
principle  into  effect,  and  the  principle  admits  of  a  variety  of 
forms,  there  is  an  identity  of  principle,  though  not  an  identity 
of  mode. 

To  apply  this  rule  to  this  case : 

The  vital  principle,  here,  is  the  employment  of  free  end 
play  to  the  shaft,  in  combination  with  friction  rollers,  ^*  so  as  to 
leave   the   center  entirely  unchecked   laterally" — that   is,  un- 
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checked  in  Its  revolutions  laterally.  Now,  this  principle  may 
be  used  without  an  exact  identity,  by  mechanical  equivalents  or 
contrivances,  and  if  so,  there  would  be  a  substantial  identity,  or 
such  an  arrangement  of  mechanism  as  performs  the  same 
service,  or  produces  the  same  effect  in  the  same  way,  or  suh- 
stantially  the  same  way.  Whether  such  exists  or  not,  or 
whether  there  is  such  identity,  you  must  determine  from  the 
testimony  of  those  who  profess  to  be  skilled  in  this  species  of 
mechanism — that  is,  by  the  judgment  of  experts. 

As  a  question  of  fact,  it  suffices  if  the  principle  has  been 
pirated.  Morse's  telegraph  invention  embodies  the  principle 
of  transmitting  intelligence,  by  the  electric  fluid,  through  metal 
wires,  from  place  to  place.  Any  other  mode,  if  such  could 
be  devised,  of  communication  through  wires,  without  electricity, 
is  not  identical,  though  it  might  embrace  equal  velocity.  So, 
lumber  may  be  sawed  by  a  circular  saw  mill,  with  a  shaft  at 
right  angles  with .  the  saw,  controlled  by  friction  rollers  embrac- 
ing the  periphery — yet,  if  the  principle  of  free  end  play,  or  free 
lateral  action,  in  combination  with  the  rollers,  is  wanting, 
there  is  no  identity,  no  trespass  upon  the  plaintifPs  right. 

The  consideration  has  been  pressed,  with  much  force,  that 
there  is  no  substantial  identity  between  the  alleged  improve- 
ment of  the  plaintiff  and  the  machine  used  by  defendant,  inas- 
much as  the  lateral  motion  in  the  latter  is  checked  and 
governed  at  the  center  of  the  saw,  by  collars  and  other  contri- 
vances having  that  purpose  in  view ;  that  free,  unchecked  lateral 
motion,  to  the  extent,  even,  of  one-eighth  of  an  inch,  is  not 
necessary  and  not  used  ;  and  that  whatever  end  play  is  used  by 
the  defendant  is  the  result,  not  of  design  in  the  original  con- 
struction, but  the  natural  consequence  of  the  usage  of  the  shaft 
in  sawing. 

If  a  saw  mill  is  constructed  so  as  to  conform  in  all  respects 
to  the  description  in  the  patent,  excepting  the  end  play — ^yet  so 
constructed  and  intended  as  to  obtain  the  necessary  end  play  in 
the  usage  of  the  shaft,  by  the  wearing  of  the  metal — ^and  it  is 
so  obtained — it  is  a  piracy  of  the  principle. 

If  the  principle  is  worth  any  thing,  no  mere  evasion  should  be 
countenanced.     Perfect   identity   is   not   required   in   order  to 
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demonstrate  an  infringement  of  principle.  The  variation,  if 
any,  must  be  a  variation  of  principle.  But  if  the  object  de- 
signed— viz :  free  lateral  motion,  leaving  the  center  of  the  saw 
entirely  unchecked — is  obtained  by  mechanical  equivalents^  it 
would  certainly  constitute  an  infringement. 

The  evil  sought  to  be  remedied,  as  declared  in  the  specifica- 
tions, is  ^^to  keep  the  saw  from  all  tendency  to  heating  or 
buckling,"  as  adapted  to  the  sawing  of  ordinary  logs,  and  ^^  sus- 
taining the  saw  at  its  edge,  without  strain  from  its  center."  If 
that  object  be  effected  by  any  other  principle  than  that  of  end 
play  in  combination  with  the  guides,  it  would  constitute  no 
infringement  of  the  patent. 

To  illustrate:  The  evidence  exhibits  the  machine  used  by 
defendants  as  a  circular  saw,  with  friction  rollers  embracing  its 
periphery.  So  far,  the  machine  is  identical  with  the  represen- 
tation of  the  patent,  but  no  violation  of  the  principle.  The 
patent  claims  to  have  improved  upon  this. 

Yet,  if  it  further  appears  that  free  end  play  to  the  shaft  was 
used  in  combination  with  the  rollers,  so  as  to  leave  the  center 
of  the  saw  entirely  unchecked  laterally,  whether  effected  by 
the  structure  of  shoulders,  or  by  sliding  collars,  rings  or  springs, 
or  any  other  mechanical  equivalent  (that  is,  a  mechanical  struc- 
ture of  equal  effect),  the  machines,  in  fact,  would  be  substan- 
tially the  same,  in  principle.  But  if  the  machine  of  defendant 
was  originally  constructed  and  designed  with  the  saw  tight  to  the 
shafts  so  as  to  operate  without  end  pl^y  or  free  lateral  motion 
at  the  center  of  the  saw — ^and  by  its  usage,  and  by  the  wear  of 
the  metal  of  which  the  shaft  was  made,  such  free  action  was 
undesignedly  produced,  it  would  not  amount  to  an  infringement 
of  plaintifPs  patent.  Or,  in  other  words,  if  the  original  struc- 
ture was,  in  fact  and  in  truth,  no  infringement,  no  piracy, 
neither  accident  nor  usage  could  make  it  so.  Mind  must  be 
associated  with  matter  in  the  commission  of  the  trespass.  It 
is  the  intention  which  gives  the  guilty  hue  to  the  act.  The 
metal,  whether  hard  or  soft,  responds  only  to  the  natural  law. 
Constant  friction  will  measurably  wear,  in  time,  the  hardest 
iron ;  and  if,  in  such  a  process,  the  real  principle  of  the  im- 
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provement  is  actually  obtained,  no  guilt  should  attach  to  the 
owner,  in  the  absence  of  all  intention  to  so  infringe. 

On  this  question  of  identity,  you  have  had,  not  a  living, 
but  a  sure  and  true  witness— dumb,  but  yet,  like  Balaam's 
beast,  speaking  eloquently,  as  you  may  interpret  the  language  it 
employs.  The  identical  shaft,  the  controversial  topic  itself, 
has  been  produced  before  you.  It  is  either  identity  or  it  is 
not— K>ne  or  the  other.  To  each  part  a  voice  potential  has  been 
given.  The  boxes,  the  shoulders,  the  rings,  the  journals,  unite 
in  one  testimony — ^and  that  the  Court  will  not,  but  you  must, 
construe.  The  witness,  McCrea,  made  it,  and  has  testified  very 
fully  in  regard  to  its  present  appearance,  as  compared  to  its  con  -* 
dition  when  it  left  his  workshop.  He  has  given  his  opinion,  that, 
from  the  present  appearance  of  the  journal  boxes,  cylinder,  and 
shoulders,  there  has  been  wear  by  usage.  This  is  the  substance 
of  his  opinion.  As  an  opinian  you  are  not  bound  by  it — ^you 
can  judge  for  yourselves  by  inspection,  for  it  speaks  for  itself. 

But  the  testimony  of  this  tongueless  witness  covers  other 
ground,  and  answers  not  only  the  question  whether  the  prin* 
ciple  involved  in  the  patent  has  been  used,  but  is  explanatory 
of  the  cylinder,  whether  with  or  without  shoulders,  and  how 
far,  and  to  what  purpose  they  are  needed. 

Purposely  abstaining  from  all  comment  upon  the  testimony, 
I  must  leave  this  witness  with  you,  gratified  that  his  iron  nerves 
have  not  been  disturbed,  nor  his  temper  crossed,  by  professional 
examination. 

The  Court  has  been  requested  to  instruct  you  upon  certain 
legal  propositions,  with  a  view  to  ultimate  action  before  a  higher 
tribunal.  This  is  all  proper,  and  the  request  has  been  fully 
complied  with,  in  what  has  already  been  presented.  But,  gen- 
tlemen, the  instructions  are  for  you,  in  your  position,  and  not 
merely  for  the  counsel.  They  are  your  guides — light  given 
you  by  the  constitutional  functionary  of  the  law,  and  designed 
to  impress  your  minds,  in  your  official  action,  with  what  the 
Court  believes  to  be  truth  and  law.  Able  and  learned  counsel 
are  essential  helps  to  the  right  comprehension  of  an  intricate 
issue,  and  frequently  are  right  when  they  differ  from  the  Court ; 
but  the  jury  would  cast  away  all  chart  and  compass,  if  they  rely 
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upon  opinions  of  counsel  against  the  views  of  the  Court.  That 
these  instructions  may  be  more  eiFectually  impressed,  I  in- 
voke your  fixed  attention  while  I  recapitulate  them  in  synop- 
tical and  numerical  order,  for  your  better  understanding : 

1.  The  patent  of  the  plaintiff  is  for  an  improvement  in  the 
circular  saw  and  guides  antecedently  in  use,  and  embracing  the 
original  structure ;  and  this  circumstance  should  control  the 
construction  of  the  patent,  and  the  application  of  the  testimony. 

2.  The  principle  of  the  improvement  is,  **  free  end  play  to 
the  shaft,''  or  free  lateral  motion,  in  combination  with  the 
guides,  embracing  the  periphery  of  the  saw;  so  as  to  leave  its 
center  entirely  unchecked. 

3.  In  introducing  this,  the  cylinder  may  be  with  or  without 
shoulders  ;  that  is,  of  equal  diameter  throughoct,  or  otherwise. 

4.  The  end  play  may  be  given  to  such  an  extent  as  is  deemed 
necessary  by  workmen  of  competent  skill  in  constructing  saw 
mills. 

5.  A  checked  end  play  /V,  end  play ;  but  whether  free  end 
play  or  not  depends  upon  the  fact  whether  it  is  sufficient  for  the 
successful  working  of  the  saw  mill. 

6.  If  not  sufficient  for  that  purpose,  it  is  not  the  principle 
claimed  in  the  patent.  If  the  defendant's  machine  had  only  a 
checked  and  limited  end  play  at  its  center,  substantially  control- 
ling the  end  play  of  the  saw-shaft,  in  combination  with  the 
guides  or  rollers,  it  is  no  infringement,  unless  the  one  is  a  mere 
mechanical  equivalent  for  the  other,  or  unless  they  are  identi- 
cal in  principle. 

7.  The  means  by  which  the  end  play  is  checked  in  the  ordi- 
nary revolutions  of  the  shaft,  may  be  considered  as  mechanical 
equivalents  for  the  production  of  the  end  play  that  is  sufficient 
for  the  successful  operation  of  the  saw,  and  as  identical  in  prin- 
ciple ;  and  of  this  the  jury  must  judge,  from  the  testimony  of 
experts. 

8.  Substantial  identity  is  such  an  arrangement  of  mechanism 
as  performs  the  same  service,  and  produces  the  same  effect,  in 
substantially  the  same  way.     It  is  identity  of  principle. 

9.  Any  utility  is  sufficient  to  sustain  the  patent.  A  machine 
of  no  utility  is  not  patentable* 
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10.  The  specifications  must  be  so  full,  clear,  and  exact  as  to 
enable  persons  of  competent  skill  and  knowledge  to  construct 
and  reproduce  the  thing  described,  without  invention  or  addition 
of  their  own,  and  without  experiments. 

IT.  End  play  might  be  occasioned  by  the  long  usage  of  the 
machine,  in  the  wear  of  material — and,  if  undesignedly  so, 
there  was  no  trespass  or  wrong  in  defendant. 

12.  If  the  old  circular  saw,  with  guides,  in  use  prior  to  1841, 
can  manufacture  ordinary  saw  logs  to  as  great,  or  greater  an 
advantage  than  plaintiff's  machine,  with  reference  to  quantity 
and  quality,  then  the  utility  of  the  plaintiiF's  alleged  improve- 
ment has  been  successfully  assailed,  and  he  is  not  entitled  to 
recover.     If  end  play  is  not  necessary  it  is  useless. 

Such  are  the  responses  of  the  Court  to  the  legal  propositions 
presented  as  the  foundation  of  the  claim  of  the  defense.  They 
correspond  with  the  views  entertained  at  the  former  trial — 
most  of  them  in  the  language  of  the  presiding  judge.  The 
great  difficulty  was  then,  as  it  is  now,  in  settling  the  question  as 
to  the  amount  of  end  play,  as  none  was  specified  in  the  patent. 
But,  under  the  views  entertained  by  the  Court,  the  proposition, 
as  a  question  of  fact,  is  of  easy  solution  by  the  jury.  Two 
simple  questions,  if  answered  by  you  affirmatively,  dispose  of 
the  difficulty : 

1.  Was  the  defendant's  mill  run  with  some  end  play  ?    If  so— 

2.  Was  it  sufficient  for  the  successful  operation  of  the  mill, 
both  as  to  the  quantity  and  quality  of  the  lumber  manufac- 
tured ? 

As  I  have  already  observed,  the  great  mass  of  the  testimony 
consists  of  the  opinions  of  the  witnesses,  admitted  as  evidence, 
under  the  rule  of  law,  that  they  were  experts;  that  is,  experi- 
enced in  the  art  or  mystery  to  which  they  were  called  to  testify. 
In  medical  science  a  physician  is  an  expert ;  in  navigation  a 
sailor.  But  the  judgment  of  the  physician,  or  sailor  may  be — 
ought  to  be — rejected  by  the  jury,  if  satisfied  that  it  is  unworthy 
of  credence.  You  are  the  judges  of  the  credibility  of  the  wit- 
nesses, and  on  this  issue,  as  in  all  trials  where  facts  or  opinions 
undergo  the  sifting  process  of  investigation,  you  are  impera- 
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lively  called  upon  to  dismiss  from  your  minds  that  portion  of 
the  testimony  on  which  you  can  not  safely  rely.  Confidence  is 
essential  to  faith,  and  as  you  would  reject  a  fact  unworthy  of 
belief,  so  should  you  reject  a  baseless  opinion. 

The  damages  which  you  should  assess  in  case  you  find  for  the 
plaintiiF,  have  not  been  made  the  subject  of  controversy.  But 
the  Court  will  state  the  rule,  which  you  can  apply  to  that  por- 
tion of  the  testimony  having  reference  to  the  superiority  of  the 
improvement  to  other  saws,  in  cutting  ordinary  saw  logs. 

You  should  assess  the  actual  damages  the  plaintiff  has  sus- 
tained, by  the  use  of  his  improvement,  during  the  term  of  the 
illegal  user,  or  the  amount  of  the  profits  actually  received  by 
defendant,  during  the  time  he  ran  his  mill  with  the  improve- 
ment of  the  plaintiff.  To  apply  this  rule,  take  one  day  as  the 
measure  of  time,  and  so  many  thousand  of  lumber  as  the  result 
of  that  time.  Having  fixed  the  day  and  feet,  and  price  in  the 
market  at  the  time  the  saw  was  thus  used,  you  can  arrive  at  a 
satisfactory  conclusion. 

If  you  think  the  plaintiff  has  made  out  his  case,  let  your  ver- 
dict be  guilty^  and  assess  the  damages  accordingly.  If  he  has 
not  made  out  his  case,  your  verdict  must  be  not  guilty. 

And  now  I  leave  the  case  with  you ;  but  before  I  do  so, 
allow  me  to  superadd  one  or  two  observations  as  to  your  of&cial 
duty: 

Under  your  obligations  as  jurors,  you  are  called  upon  to  ren- 
der a  true  verdict  on  the  issue  of  record,  and  according  to  the 
testimony  given  you  in  Court.  Your  verdict  will  not  be  true, 
but  false,  if  you  allow  yourselves  to  be  governed  by  outside 
influences  and  considerations,  or  by  preconceived  opinions. 
The  very  eloquent  counsel  for  the  defense,  who  last  addressed 
you  [Judge  Campbell],  well  remarked,  that  however  his  client 
or  his  fellow  citizens  might  suffer  by  your  sustaining  the  patent, 
it  was  your  duty  to  do  so,  if  the  law  and  the  facts  would  war- 
rant it.    ^^Let  Justice  triumph,  though  the  heavens  should  fall." 

Your  verdict,  to  be  true,  must  be  based  on  the  evidence,  and 
not  according  to  your  private  belief  independent  of  the  evi- 
dence, and  be  based  on  all  the  evidence.  A  juror,  as  a  judge 
of  facts,  should  be  without  bias — have  no  friendships — be  free 
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from  all  favor  or  affections,  in  order  to  be  "  no  respecter  of 
persons/'  to  render  righteous  judgment. 

Sometimes  a  juror  will  enter  the  judgment  seat,  with  his  mind 
bent  upon  a  particular  course,  irrespective  of  the  law  or  the 
evidence.  Such  a  course  is  highly  dishonorable.  It  stains  the 
soul  with  perjury,  and  pollutes  the  fountains  of  justice  with  the 
poison  of  prejudice.  The  jury  box,  as  the  bench,  is  holy  ground, 
and  we  must  put  off  our  shoes  ere  we  tread  the  sacred  thresh- 
old. 

A  juror  holds  a  highly  honorable  and  important  position  in 
the  administration  of  the  law,  and  as  he  would  value  his  own 
just  self-esteem,  let  him  cleave  with  pertinacity  to  the  simple 
issue,  and  to  the  evidence  admitted  as  bearing  upon  it.  This  is 
the  only  safe  ground  for  both  Court  and  jury. 

An  agreement  by  you  is  highly  important  to  both  parties. 
Strive  to  agree.  Bring  your  minds  to  settle  the  first  principle 
as  mainly  controlling  the  others,  viz :  has  an  infringement  been 
established  ?  for,  if  not,  the  other  questions  are  of  no  import- 
ance. The  expense  of  this  litigation  is  great  to  the  parties, 
and  until  a  verdict  is  rendered,  no  final  adjudication  can  be  had 
on  the  points  involved. 

The  jury  found  a  verdict  for  the  plaintiff. 


Merrill  A.  Furbush  and  George  Crompton 

vs. 

Shadrack  S.  Bradford  and  Royal  C.  Taft. 

In  Equity. 

In  acting  upon  application  for  preliminary  injoncdoni,  there  is  much  latitude  for  dis- 
cretion. The  application  may  be  granted  or  refused  unconditionally,  or  terms  may 
be  imposed  on  either  of  the  parties,  as  conditions  for  making  or  refusing  the  order* 

The  state  of  the  litigation,  where  the  plaintifTs  title  is  denied,  the  nature  of  the  im- 
provement, the   character  and   extent  of  the  infringement   complained  of,  and 
the  comparative  inconvenience  which  will  be  occasioned  to  the  respective  parties 
by  allowing  or  denying  the  injunction,  must  all  b«  considered. 
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Where  there  has  been  a  trial  at  law,  and  a  bill  of  exceptions  taken,  the  Court  is  bound 
to  exercise  its  own  judgment  upon  the  questions  involved  in  the  bill  of  exceptions, 
with  a  view  to  see  whether  the  litigation  that  remains,  presents  such  serious  doubts 
concerning  the  title,  as  ought  to  influence  its  judgment  in  granting  or  withholding 
the  injunction. 

(Before  Cvrtis,  J.,  District  of  Massachusetts,  May,  1858.) 

This  was  an  application  for  a  provisional  injunction,  to  re- 
strain the  infringement  of  letters  patent,  which  had  already 
been  the  subject  of  an  action  at  law  between  the  same  parties, 
in  which  the  plaintiffs  had  a  verdict.  The  facts  involved  in  the 
decision  of  the  motion  are  stated  in  the  opinion. 

Causfen  Browne  for  complainant^. 

J.  Payne  and  T.  A.  Jenckes  for  defendants. 

Curtis,  J. 

In  acting  on  applications  for  temporary  injunctions  to  restrain 
the  infringement  of  letters  patent,  there  is  much  latitude  for 
discretion.  The  application  may  be  granted  or  refused  uncon- 
ditionally, or  terms  may  be  imposed  on  either  of  the  parties  as 
conditions  for  making  or  refusing  the  order.  And  the  state  of 
the  litigation,  where  the  plaintiiPs  title  is  denied,  the  nature  of 
the  improvement,  the  character  and  extent  of  the  infringement 
complained  of,  and  the  comparative  inconvenience  which  will  be 
occasioned  to  the  respective  parties,  by  allowing  or  denying  the 
motion,  must  all  be  considered  in  determining  whether  it  should 
be  allowed  or  refused ;  and  if  at  all,  whether  absolutely  or  upon 
some  and  what  conditions.  In  this  case  the  thing  patented  is 
an  improvement  on  a  loom.  The  loom  itself  is  not  claimed; 
but  only  a  particular  modification  of  a  loom  previously  in  use. 
The  defendants  in  these  cases  do  not  make  and  sell  looms 
having  the  patented  improvement  ;  they  only  use  in  their  mills 
certain  numbers  of  such  looms.  The  complainants  are  makers 
of  looms,  but  do  not  use  them.  So  that  this  particular  mode 
of  infringenient  by  the  use  of  the  thing  patented,  though  it  is  a 
violation  of  the  exclusive  right  claimed  by  the  complainants, 
does  not  deprive  them  of  a  monopoly  which  they  desire  to  re- 
tain in  their  own  hands,  because  practically,  it  deprives  them 


MAY,   1858.  319 

Furbush  V.  Bradford. 


only  of  what  they  would  be  entitled  to  receive  for  a  license  to 
use  the  thing  patented.  Nor  does  it,  like  the  manufacture  and 
sale  of  the  thing  patented,  constantly  widen  the  field  of  litiga- 
tion, and  render  it  more  and  more  di£Scult  for  the  complainants 
to  vindicate  their  rights. 

On  the  other  hand,  the  defendants  can  not  be  prohibited  from 
using  the  thing  patented  without  being  at  the  same  time  de- 
prived of  the  use  of  the  entire  loom.  For  though  it  is  possi- 
ble to  alter  their  looms,  and  work  them  without  the  patented 
improvement,  it  is  shown  that  in  the  present  state  of  the  busi- 
ness, and  while  the  litigation  is  pending,  no  prudent  man  would 
do  this.  The  practical  eiFect  of  an  injunction  would  therefore 
be  to  stop  all  these  looms,  and  thus  deprive  the  defendants  of 
the  use  of  a  large  amount  of  capital  lawfully  invested,  and 
which  they  have  the  right  to  the  benefit  of;  and  it  would  also 
throw  out  of  employment  a  large  number  of  operatives  who 
are  now  engaged  in  running  the  looms,  and  in  the  processes  of 
manufacture  which  depend  upon  their  use.  All  this  would  not 
prevent  the  Court  from  granting  an  injunction,  if  the  right  had 
been  finally  established  at  law.  But  a  bill  of  exceptions  has 
been  taken,  upon  points  which  involve  the  validity  of  the  pat- 
ent. This,  again,  does  not  present  an  insuperable  objection  to 
a  temporary  injunction.  This  Court  is  bound  to  exercise  its 
own  judgment  upon  the  questions  involved  in  the  bill  of  excep- 
tions, with  a  view  to  see  whether  the  litigation  that  remains, 
presents  such  serious  doubts  concerning  the  title  as  ought  to 
influence  its  judgment  in  granting  or  withholding  the  injunction. 
I  can  conceive  of  many  cases  in  which  a  temporary  injunction 
ought  to  issue,  where  there  has  been  a  trial  at  law,  and  a  bill  of 
exceptions  taken,  even  though  serious  questions  are  raised,  upon 
which  the  Court  of  Errors  may  reverse  the  judgment.  See 
Budson  V.  Benecke^  12  Beav.  i.  And  a  fortiori  when  the  Court 
that  tried  the  cause,  and  is  applied  to  for  an  injunction,  is  fully 
satisfied  of  the  correctness  of  its  judgment.  But  even  in  such 
a  case,  when  the  bill  of  exceptions  is  not  merely  frivolous,  as 
the  litigation  is  not  in  fact  terminated,  and  its  result  may  be 
adverse  to  the  complainants'  title,  it  is  necessary  for  the  Court 
to  contemplate  that  as  a  possible  result,  and  look  at  the  conse- 
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quences,  in  that  event,  of  allowing  or  refusing  the  injunction. 
See  Budson  v.  McAlpine^  8  Beav.  229. 

Upon  the  particular  facts  of  these  cases  I  am  of  opinion  an 
injunction  should  issue,  unless  within  ten  days  after  notice  of 
the  order,  the  defendants  shall  give  a  bond  with  sufficient  surety, 
to  be  judged  of  by  the  clerk  of  this  Court,  conditioned  to  keep 
an  account  of  the  quantity  of  cloth  made  on  each  of  the  looms 
in  question,  and  to  file  such  account  under  oath,  once  in  three 
months,  in  the  clerk's  office  of  this  Court,  and  to  pay  the 
amount  of  any  final  decree  in  the  cause.  And  also,  that  neg- 
lecting for  the  space  of  ten  days  to  file  such  account,  an  injunc- 
tion should  issue. 

It  has  been  suggested  that,  as  it  appears  this  manufacture  is 
not  at  present  carried  on  to  any  profit,  the  complainants  will 
receive  no  compensation  for  the  use  which  may  be  made  of 
their  invention.  But  I  apprehend  that  the  account  to  which 
the  complainants  may  be  entitled,  will  not  be  of  the  general 
profits  of  the  business,  but  of  ^the  profit  made  by  using  the 
patented  improvement,  in  place  of  some  other  method  of  man- 
ufacture not  patented.  And  if  they  shall  so  elect,  they  may 
waive  an  account  of  profits,  and  bring  their  action  at  law  for 
damages. 


The  Muscan  Hair  Manufacturing  Company 

vs. 

The  American  Hair  Manufacturing  Company  of 
THE  City  of  New  York.     In  Equity. 

a  preliminary  injunction  will  be  refused,  unless  upon  proof  of  exclusive  possession 
under  the  patent,  or  of  public  acquiescence  in  the  exclusive  right  of  the  patentee* 
or  of  a  trial  law. 

Whether  a  claim,  embracing  the  use  of  any  metallic  sulphate,  in  connection  with 
any  alkali)  or,  any  sulphate  having  an  alkali  base,  could  be  sustained,  upon 
proof  that  subsuntially  the  same  proportions  of  other  sulphates  than  those  named 
in  the  specification,  would  not  produce  the  required  result.     Qitarrr. 
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Where  the  patent  is  recent,  the  specification  obscure,  and  the  proof  of  infringement 
meager  and  unsatisfactory,  the  Court  will  not  grant  an  injunction,  even  upon  final 
hearing,  but  will  retain  the  bill  and  require  the  complainant  to  bring  an  action  at 
law. 

The  terms,  upon  which  such  an  order  will  be  made,  stated. 

(Before  Hall,  J.,  Southern  District  of  New  York,  May,  1858.) 

This  was  a  bill  in  equity  filed  to  restrain  the  infringement  of 
letters  patent  for  an  ^^  improvement  in  processes  for  treating 
moss  for  mattresses,"  granted  to  Samuel  Barker,  April,  7,  1857. 
The  invention  and  claim  of  the  patentee  were  as  follows  : 

"  The  crude  moss  having  been  cleaned  by  the  usual  machine  from  dirt  and  bark  with 
which  it  is  admixed,  is  submitted  in  a  liquor  prepared  by  dissolving  fifty-six  pounds  of 
sulphate  of  iron  in  one  hundred  gallons  of  water.  To  this  is  then  added  sixty-five 
pounds  of  sulphate  of  soda,  the  whole  being  well  mixed  ;  in  this  the  moss  is  kept  from 
thirty-six  or  forty-eight  hours,  and  when  taken  out  it  is  washed  in  clear  water,  dried 
and  passed  again  through  the  cleaning  machine,  when  it  will  be  ready  for  use. 

"  what  I  claim  as  my  invention,  is  the  method  of  treating  or  preparing  the  moss  of 
commerce  to  serve  as  a  substitute  for  curled  animal  hair,  substantially  as  set  forth." 

The  bill  was  filed  June  26,  1857. 
John  W.  Hoffman  for  complainants. 
F.  G.  Toung  for  defendants. 

Hall,  J. 

This  is  a  bill  for  an  injunction  and  account  founded  upon  a 
patent  granted  by  the  United  States  to  Samuel  Barker,  and 
bearing  date  April  7,  1857.  ^^^  complainants  are  the  assignees 
of  this  patent,  and  allege  an  infringement  of  their  rights  by  the 
defendants. 

The  patent  is  for  a  new  and  useful  ^^  improvement  in  pro- 
cesses for  treating  moss  for  mattresses,"  and  in  the  specification 
of  the  patentee  the  invention  is  said  to  consist  ^^  in  preparing  or 
treating  the  ordinary  moss  of  commerce  by  saturating  its  fiber 
with  certain  metallic  sulphates  in  connection  with  alkalies,  and 
which  will  not  be  separated  therefrom  by  washing,  which 
increases  its  hardness  and  elasticity,  and  renders  it  indestructible 
by  moisture  or  exposure  to  the  weather,  whereby  it  is  capable 
of  being  employed  to  advantage  in  various  upholstery  manufac- 
tures, wherein,  hitherto,  only  the  best  quality  of  curled  animal 
hair  could  be  used  satisfactorily." 

21 
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This  specification  also  states  the  processes  by  which  the 
desired  results  are  to  be  obtained,  as  follows  : 

^^  My  treatment  is  as  follows :  I  prefer  to  use  sulphates  of 
both  characters,  viz  :  A  sulphate  having  a  metallic  base,  as  the 
sulphate  of  iron,  and  a  sulphate  having  an  alkaline  base,  as  the 
sulphate  of  soda,  and  to  the  action  of  these  the  crude  moss  (hav- 
ing been  cleaned,  by  the  usual  machine,  from  the  dirt  and  bark 
with  which  it  is  admixed)  is  submitted,  in  a  liquor  prepared  by 
dissolving  in  one  hundred  gallons  of  water,  fifty-six  pounds  of 
sulphate  of  iron,  to  which  is  then  added  sixty-five  pounds  of  sul- 
phate of  soda,  the  whole  being  well  rinsed.  In  this  the  moss 
is  to  be  kept  immersed,  say  from  thirty-six  to  forty-eight  hours, 
and  when  taken  out  is  to  be  well  washed  in  clear  water,  dried, 
and  passed  again  through  the  cleaning  machine  when  it  will  be 
ready  for  use.'* 

The  specification  then  states  that  it  may  be  desirable  to  have 
the  article  dyed  black  to  render  it  more  uniform  in  appearance, 
and  proceeds  to  describe  a  process  for  giving  it  that  color. 
It  then  gives  a  mode  of  testing  the  proper  preparation  of  the 
moss  when  treated  according  to  the  specification. 

It  also  contains  a  statement  that  "  other  metallic  sulphates,  as 
well  as  other  alkaline  matters,  will  effect  in  combination  the 
same  desired  result ;  as,  for  instance,  the  sulphate  of  copper  in 
connection  with  sulphate  of  soda,  or  with  pure  soda,"  but  that 
the  patentee  had  found  that  neither^  alone,  would  accomplish  the 
purpose  obtained  by  his  invention. 

The  claim  of  the  patentee  is  in  these  words :  ^^  I  claim  the 
method  of  treating  or  preparing  the  moss  of  commerce  to  serve 
as  a  substitute  for  curled  animal  hair,  substantially  as  set  forth 
herein.'* 

The  bill  alleges  that  the  defendants  have  used,  and  are  still 
using,  the  process  so  patented  in  the  treatment  of  moss ;  and 
have  sold,  and  continue  to  offer  for  sale,  moss  so  prepared  and 
treated  in  violation  of  the  rights  of  the  complainants  as  assignees 
of  such  patentee,  and  pray  an  account  and  an  injunction. 

The  defendants'  answer  admits  the  issuing  of  the  patent,  but 
denies  that  Barker  discovered  or  invented  the  improvement 
ps^tented,  s^nd  it  aver^  such  processes  were  known  and  in  use 
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before  his  alleged  discovery  and  application  for  a  patent  there- 
for.    It  also  denies  the  infringement  alleged. 

The  bill  was  filed  June  26,  1857,  '^^s  than  three  months 
after  the  issuing  of  the  patent;  and  if  there  has,  in  part,  been 
any  infringement  by  the  defendants,  it  is  more  than  probable 
that  the  defendants'  use  of  the  process  patented  began  sometime 
prior  to  the  issuing  of  the  patent,  and  was  continued  until  or 
near  the  time  of  the  commencement  of  the  suit. 

In  short,  there  is  no  proof  to  show  any  exclusive  pos- 
session under  the  patent:  there  is  no  proof  of  such  a  public 
acquiescence  in  the  exclusive  right  of  the  patentee  as  would 
justify  the  assumption  that  the  claim  to  such  exclusive  right  is 
well  founded,  and  there  has  been  no  trial  at  law.  And,  therefore, 
if  this  was  a  motion  for  a  preliminary  injunction,  instead  of  the 
final  hearing  of  the  cause,  it  is  quite  clear  that  an  injunction 
would  not  be  granted  without  a  previous  trial  at  law,  to  estab- 
lish the  complainants'  right. 

Objections  were  also  taken  to  the  sufficiency  of  the  specifi- 
cation, and  if  the  claim  should  be  so  construed  as  embracing 
the  use  of  any  metallic  sulphate  in  connection  with  any  alkali, 
or  any  sulphate  having  an  alkaline  base,  these  objections  might 
deserve  serious  consideration  upon  the  trial  of  an  action  for  an 
infringement,  especially  if  it  should  appear  that  substantially 
the  same  proportions  of  other  sulphates  would  not  produce  the 
result  which  is  said  to  be  produced  by  the  use  of  the  sulphate 
of  iron  and  sulphate  of  soda  in  the  proportions  and  manner  set 
forth  in  the  specification.  On  this  ground,  also,  I  can  not  but 
feel  some  doubt  in  regard  to  the  right  of  the  complainants  to  the 
injunction  and  account  prayed  for  by  their  bill. 

On  the  question  of  infringement,  too,  the  proof  is  very 
meager  and  unsatisfactory.  The  proof  shows  that  on  the  17th 
of  June,  1857,  ^^^^  ^^y^  before  the  filing  of  the  bill,  a  person 
purchased  of  the  agent  of  the  defendants,  at  their  place  of  busi- 
ness, four  pounds  of  prepared  moss,  and  some  fifteen  or  twenty 
bales  of  the  same,  or  a  similar  article,  at  the  same  place.  The 
moss  so  purchased  was  delivered  to  Dr.  James  R.  Chilton, 
chemist,  who  made  a  set  of  experiments  upon  it  for  the  purpose 
of  ascertaining  whether   it  contained  the  ingredients  described 
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in  the  specification  annexed  to  Barker's  patent.  He  found  that 
it  contained  sulphate  of  iron,  and  sulphate  of  soda,  and  coloring 
matter.  And  he  gave  it,  as  his  opinion,  that  this  moss  had  been 
treated  with  the  same  substances  described  in  Barker's  specifica- 
tion ;  but  the  manner  of  treatment,  or  whether  the  sulphate  of 
iron  and  sulphate  of  soda  had  been  used  in  the  proportions  given 
in  that  specification,  he  confessed  himself  unable  to  state. 
These  proportions,  he  says,  are  not,  in  his  opinion,  essential  to 
the  effect  produced ;  but  he  does  not  say  how  far  they  may  be 
departed  from,  without  failing  to  produce  the  effect  said  to  be 
produced  by  the  use  of  the  process  described  in  Barker's  specifi- 
cation. 

There  was  also  evidence  given,  showing  the  purchase,  by  the 
defendants,  of  sulphate  of  iron  and  sulphate  of  soda  in  consider- 
able quantities,  but  in  very  diiferent  proportions  from  those 
stated  in  Barker's  specification,  as  well  as  evidence  to  show  that 
the  defendants  were  first  made  acquainted  with  the  process  of 
treating  moss  for  the  purpose  of  improving  its  quality  and  add- 
ing to  its  value,  by  a  person  who  had  learned  from  Barker  a 
mode  or  modes  of  treatment  adopted  by  him  prior  to  his  appli- 
cation for  a  patent. 

On  the  other  band,  there  is  some  proof  to  show  that  the 
processes  adopted  by  the  defendants  (it  appearing  that  different 
processes  were  used  at  different  times)  are  not  like  the  processes 
described  in  the  specification  annexed  to  Barker's  patent,  but 
were  essentially  different  from  that  process,  and  different,  to 
some  extent,  at  least,  from  each  other.  But  this  evidence, 
like  all  the  other  evidence  bearing  upon  the  question  of  infringe- 
ment, was  indefinite  and  unsatisfactory. 

This  evidence  does  not  sufficiently  show  that  the  patented 
process  has  been  used  by  the  defendants,  if  the  proportions  are 
substantially  the  proportions  stated  in  the  specification,  and  the 
modus  operandi  there  described  is  essential  to  that  process. 

It  certainly  would  be  sufficient  to  raise  a  strong  presump- 
tion that  the  patented  process  has  been  used,  if  there  was  no 
proof  that  substantially  the  same  results  could  be  produced  by 
other  and  distinct  processes ;  but  as  this  has  been  stated,  rather 
than  satisfs^ctorily  proved,  by  witnesses  on  the  part  of  the  defense. 
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I  think  there  is  so  much  doubt  even  upon  the  question  of 
infringement,  that  there  should  be  a  trial  at  law  before  an 
injunction  and  account  are  ordered. 

The  right  of  the  plaintiffs  is  not,  therefore,  clear ;  and  this  cause 
will  therefore  stand  over  a  reasonable  time,  for  the  bringing  of 
a  suit  at  law  against  the  defendants  for  an  infringement ;  and  if 
such  a  suit  is  brought,  until  a  sufficient  time  for  the  final  deter* 
mination  thereof  has  elapsed.  And  if,  in  such  suit,  there  shall 
be  final  judgment  for  the  plaintiffs,  they  will  be  entitled  to  a  de- 
cree for  injunction  and  account,  as  prayed  for  in  the  bill ;  and 
if,  in  such  suit,  there  shall  be  final  judgment  for  the  defendants, 
the  bill  will  be  dismissed  with  costs ;  and  so,  also,  it  will  be  dis- 
missed with  costs  on  an  application  of  the  defendants,  if  such 
suit  is  not  brought  within  a  reasonable  time,  and  prosecuted 
with  reasonable  diligence. 


John  M.  Carr 

vs. 

John  Rice. 

A  patentee  claimed  "  The  upright  stationary  bolt,  or  bolt  and  scourer  combined  with 
its  top  or  cover,  or  in  combination  with  claims  i,  2,  and  4,  or  either  of  them,  or 
their  equivalents,  to  produce  like  results  in  the  flouring  processes.**  Held:  That 
this  claim  was  worthless  because  of  its  uncertainty,  nothing  being  claimed  abso- 
lutely, but  everything  in  the  alternative. 

A  claim  for  *'The  use  of  the  revolving,  distributing,  scouring,  and  blowing  cylinder  of 
beaters  and  fans,  by  which  the  material  is  distributed,  scoured,  and  the  flour  blown 
through  che  meshes  of  the  bolting  cloth,**  is  bad,  as  being  a  claim  to  a  legal  result, 
the  patentees  not  being  the  inventors  of  the  cylinder  of  beatert. 

(Before  Nxlsom,  J.,  Southern  District  of  New  York,  September,  185S.) 

This  was  a  motion  for  a  new  trial  in  the  case  of  Carr  v.  Rice^ 
p.  198,  in  the  report  of  which  the  claims  of  the  original  and 
reissued  letters  patent  are  given.  The  claims  of  the  reissue, 
which  were  involved  in  the  decision,  are  quoted  in  the  opinion. 

George  Gtfford  and  Charles  M,  Keller  for  the  plaintiff. 
Charles  Tracy  for  the  defendant. 
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Nelson,  J. 

This  suit  was  brought  by  the  plaintiff,  assignee  of  Issachar 
Frost  and  James  Munroe,  patentees  of  a  new  and  useful  im- 
provement in  machinery  for  separating  flour  from  bran,  com- 
monly called  the  bran  duster.  The  original  patent  was  issued 
February  27,  1849,  ^^^  reissued  March  13,  1855.  The  machine 
consisted  of  three  essential  parts:  i.  An  exterior  cylindrical 
case;  2.  Within  this  a  cylindrical  bolt  made  of  wire-bolting 
cloth ;  and  3.  A  revolving  cylinder  or  scourer.  There  is,  also, 
a  cover  or  top  to  the  cylindrical  case,  and  a  hole  through  it  for 
the  shaft  of  the  revolving  cylinders;  also,  a  bottom  on  which 
rests  the  case,  bolt,  and  scourer,  with  a  hole  for  the  other  end 
of  the  shaft.  There  are,  also,  conductors  for  the  discharge  of 
the  flour  and  bran. 

The  claims  of  the  patentees  were :  i.  For  the  horizontal 
bottom  when  used  in  connection  with  the  upright  stationary  (or 
revolving)  bolt  for  flouring  purposes ;  2.  The  opening  for  the 
admission  of  a  counter  current  of  air  through  the  bottom  and 
into  the  bolt,  and  the  bran  spout  as  described,  in  combina- 
tion with  the  bottom  ;  JTThe  upright  stationary  bolt,  or  bolt 
and  scourer  combined,  with  its  top  or  cover,  or  in  combination 
with  claims  i,  2,  and  4,  or  either  of  them,  or  their  equivalents, 
to  produce  like  results  in  the  flouring  processes ;  and  4.  The 
use  of  the  revolving,  distributing,  scouring,  and  blowing  cylin- 
der of  beaters  and  fans  by  which  the  material  is  distributed, 
scoured,  and  the  flour  blown  through  the  meshes  of  the  bolting 
cloth. 

It  will  be  observed,  that  the  patentees  claim  none  of  the  com- 
ponent parts  of  the  bran  duster  as  original  or  new,  but  limit 
their  claims  to  certain  combinations  of  the  several  parts  making 
up  the  entire  machine  or  instrument. 

The  first  claim,  in  few  words,  is  for  the  combination  of  the 
bottom  with  the  bolt  for  the  use  specified. 

The  second  is  for  the  combination  of  the  opening  in  the  bot- 
tom for  the  admission  of  air  and  the  bran  spout,  with  the 
bottom  itself.  The  third  claim  is  good  for  nothing,  on  account 
of  its  uncertainty.  Nothing  is  claimed  absolutely,  as  the  whole 
is   in  the  alternative.     The   claim   is   for  the   upright   bolt  or 
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bolt  and  scourer  combined  (which)  with  the  top,  or  in  combi- 
nation with  claims  I,  2,  and  4,  or  either  of  them,  or  their  equiv- 
alents. 

The  fourth  claim  is  a  claim  to  a  legal  result — the  use  of  the 
revolving,  etc.,  cylinder  of  beaters  and  fans.  Now,  if  the  pat- 
entees were  the  inventors  of  this  cylinder  of  beaters,  as  matters 
of  law,  they  would  be  entitled  to  the  exclusive  use  of  it,  but  not 
without.  This  they  have  not  ventured  to  claim,  and  it  is  diffi- 
cult to  see  how,  with  the  implied  admission  that  they  were  not, 
they  can  claim  exclusive  right  to  the  use  of  it. 

The  first  and  second  claims,  therefore,  in  my  judgment,  are 
the  only  ones  that  can  be  upheld,  as  the  others  are  bad  on  the 
face  of  them.  And  as  it  respects  these  two  claims,  the  defend- 
ant is  not  chargeable  with  an  infringement.  No  such  combina- 
tion of  parts  is  found  in  his  bran  duster. 

The  elements  of  his  combination  are  different.  He  uses  a 
revolving  bolt,  and  a  differently-constructed  bottom.  Both  the 
plaintiflPs  and  defendant's  machines  are  but  improvements  upon 
Ashby's,  which  was  patented  in  1846.  And  the  defendant's  is 
as  different  from  the  plaintiiFs  as  his  is  from  Ashby's. 

New  trial  granted ;  costs  to  abide  the  event  of  the  suit. 


Orlando  B.  Potter  and  Nathaniel  Wheeler 

vs. 
Goodrich  Holland.     In  Equity. 

The  sole  right  to  surrender  letters  patent  is  given  ( i )  to  the  patentee,  if  he  is  alitre, 
and  has  made  no  assignment  of  the  original  patent ;  (2)  to  the  executors  or  ad- 
ministrators of  the  patentee  after  his  decease,  where  there  has  been  no  such  assign- 
ment ;  (3)  to  the  assignee  where  there  has  been  an  assignment  of  the  original  pat- 
ent. 

Where,  however,  there  has  been  an  assignment  of  an  undivided  part  of  the  whole  orig- 
inal patent,  in  such  a  case,  the  assignee  of  such  a  part,  and  the  patentee,  become 
joint  owners  of  the  patent,  and  should  join  in  the  surrender,  and  if  they  do  not, 
it  will  be  invalid,  unless  the  part  owner,  not  joining,  shall  ratify  it. 
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There  are  three  classes  of  persons  in  whom  the  patentee  can  vest  an  interest  of  some 

kind  in  the  patent.     They  are,  an  assignee,  a  grantee  of  an  exclusive  sectional 

right,  and  a  licensee. 
An  assignee  is  one  who  has  transferred  to  him,  in  writing,  the  whole  interest  of  the 

original  patent,  or  any  undivided  part  of  such  whole  interest,  in  every  portion  of 

the  United  Sutes. 

A  grantee  is  one  who  has  transferred  to  him,  in  writing,  the  txcluuve  right  (excluding 
the  patentee  as  well  as  others),  under  the  patent,  to  make  and  use,  and  to  grant 
to  others  to  make  and  use,  the  thing  patented  within  and  throughout  some  speci- 
fied part  or  portion  of  the  United  States. 

A  licensee  is  one  who  has  transferred  to  him,  in  writing,  or  orally,  a  less  or  different 
interest  than  either  the  interest  in  the  whole  patent,  or  an  undivided  part  of  such 
whole  interest,  or  an  exclusive  sectional  interest. 

A  mere  licensee  can  not  bring  an  action  at  law  for  the  violation  of  a  patent. 

The  terms,  "  assignee**  and '^  grantee/*  are  not  used  in  the  patent  law  of  1836  as 
synonymous  terms,  though  Courts,  without  having  their  attention  particularly 
called  to  the  subject,  have  sometimes  used  them  indiscriminately  and  in  tbrir  pop- 
ular sense. 

It  is  not  in  the  power  of  the  patentee,  by  a  surrender  of  his  patent,  to  afiect  the  rights 
of  third  persons,  to  whom  he  had  previously  passed  his  interest  in  the  whole  or  a 
part  of  the  patent  without  their  consent. 

This  consent  may  be  manifested,  either  by  joining  in  the  surrender  with  the  patentee, 
or  by  previously  authorizing  it^  or  by  subsequently  ratifying  or  approving  it. 

A  person,  to  whom  the  patentee  has  passed  his  interest  in  a  part  of  the  old  patent, 
upon  the  surrender  of  the  same  by  the  patentee,  and  obtaining  a  reissued  patent, 
is  entitled  to  the  same  right  under  the  reissued  patent  that  he  had  to  the  old  one. 

He  may,  however,  elect  to  hold  under  the  old  patent,  and  it  is  not  a  valid  objection 
that  in  such  event  there  would  be  different  clain»  of  right  in  the  same  invention 
secured  to  different  sectional  owners. 

Under  section  7  of  the  act  of  1837,  the  owner  of  a  sectional  interest  may  make  a  dis- 
claimer for  his  sectional  interest,  which  is  to  be  taken  as  a  part  of  the  original 
specification  for  the  section  owned  by  him,  and  to  no  greater  extent. 

After  such  disclaimer  a  different  claim  of  right  is  secured  to  the  disclaimant,  the  owner 
of  a  sectional  interest,  from  what  is  purported  to  be  secured  to  the  patentee,  the 
owner  of  the  remaining  interest. 

(Before  Nxlson  and  Ingkrsoll,  J  J.,  District  of  Connecticut,  September,  1858.) 

The  complainants  filed  a  bill  in  equity  to  restrain  the  de- 
fendant from  infringing  letters  patent,  for  an  "  improvement  in 
sewing  machines,'*  granted  to  Allen  B.  Wilson,  Novem- 
ber 12,  1850.  The  original  patent  was  reissued  and  divided 
into  two  patents,  numbered  345  and  346,  dated  January  22, 
1856.     Reissue  345  was  afterward  surrendered,  and  reissued 
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December  9,  1856,  as  ^^  Reissue  No.  414."  A  motion  was 
filed  for  a  provisional  injunction,  and,  among  the  defenses  set  up 
against  said  motion,  it  was  urged  that  the  reissues  were  void, 
because,  at  the  time  of  the  surrender  and  reissue,  Allen  B. 
Wilson  was  not  the  sole  owner  of  the  letters  patent,  and 
the  other  owner  thereof  did  not  join  in  the  surrender,  and  had 
not  since  ratified  it. 

This  point,  being  one  of  law,  and  fully  presented  by  the 
records  of  the  Patent  Office,  was  argued  separately.  The 
nature  of  the  title  in  the  patents  and  the  extent  of  the  interest 
of  Wilson  at  the  date  of  the  reissues,  are  fully  set  forth  in  the 
opinion. 

R.  S.  Baldwin^  R.  J.  ^  C.  R.  Ingersoll  and  Geo.  Gifford  for 
complainants. 

James  T.  Brady  and  Edward  N,  Dickerson  for  defendants. 

Ingersoll,  J. 

The  bill  of  complaint  upon  which  the  present  motion  for  a 
preliminary  injunction  is  founded,  alleges,  that  on  the  12th 
day  of  November,  in  the  year  1850,  one  Allen  B.  Wilson, 
being  the  first  inventor  of  a  new  and  useful  improvement  in 
sewing  machines,  upon  application  therefor,  obtained  a  patent 
for  the  same,  granting  to  him,  for  the  period  of  fourteen  years, 
the  full  and  exclusive  right  of  making,  constructing,  using,  and 
vending  to  others  to  be  used,  the  invention  and  improvement 
patented.  That  on  or  about  the  26th  day  of  said  November, 
by  an  assignment  in  writing  oV  that  date,  said  Wilson  sold  and 
assigned  to  one  Aaron  P.  Kline,  one  undivided  three-fourth 
parts  of  said  invention  and  patent,  except  the  right  to  construct, 
use,  and  sell  said  invention  in  the  State  of  New  Jersey,  and 
the-  right  to  use  said  invention  for  sewing  leather  in  the  State 
^  of  Massachusetts.  That  on  the  same  26th  day  of  said  Novem- 
ber, by  an  assignment  in  writing,  Wilson  sold  and  assigned  one 
undivided  fourth  part  of  said  invention  and  patent,  to  one 
Elisha  P.  Lee,  except  the  right  to  construct,  sell,  and  use  said 
invention  in  the  State  of  New  Jersey,  and  also  excepting  the 
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right  to  use  said  improvement  for  sewing  leather  in  the  State 
of  Massachusetts.  That  Lee,  on  or  about  the  6th  day  of  May, 
1851,  sold,  assigned,  and  transferred  to  one  Joseph  N.  Chapin, 
one  undivided  sixth  part  of  all  his  right,  title  and  interest 
in  said  patent  and  invention,  excepting  the  States  of  Indiana, 
New  Hampshire,  Vermont,  Virginia,  California,  Mississippi, 
Louisiana,  Wisconsin,  and  Oregon ;  and  that  he,  the  said  Lee, 
on  or  about  the  same  6th  day  of  May,  1851,  by  an  assignment 
in  writing  of  that  date,  sold,  assigned,  and  transferred  to  the 
aforesaid  Kline,  one  undivided  five-sixth  part  of  all  his  right, 
title  and  interest  in  and  to  said  patent  and  invention,  excepting 
the  last- mentioned  States.  That  said  Chapin  did,  on  the 
19th  day  of  May,  1851,  by  an  assignment  in  writing  of  that 
date,  sell,  assign,  and  transfer  unto  the  said  Kline,  all  his 
right,  title,  and  interest,  in  the  patent  and  invention,  except  the 
right  thereto  in  and  for  the  State  of  New  Jersey.  That  Kline, 
on  the  9th  day  of  November,  1854,  by  an  assignment  in 
writing  of  that  date,  sold,  assigned,  and  transferred  unto 
Nathaniel  Wheeler,  one  of  the  complainants,  all  his  right  and 
interest  to  said  patent  and  invention.  That  in  the  month  of 
November,  1855,  said  Wheeler,  and  Orlando  B.  Potter,  sold 
and  assigned  to  said  Wilson,  all  their  right  and  interest  in  the 
said  patent  and  invention.  That  subsequently,  Wilson  surren- 
dered the  patent  to  the  Patent  Office,  and  obtained  a  reissued 
one  for  the  same  invention,  upon  an  amended  specification, 
which  reissued  patent  has  by  Wilson  been  transferred  and 
assigned  to  the  complainants,  which  assignment  from  Wilson 
conveys  his  whole  interest  in  the  patent  and  invention. 

It  is  stated  in  the  bill,  that  Chapin,  in  his  transfer  to  Kline, 
excepted  from  its  operation  the  right  which  he  had  in  the  State 
of  New  Jersey.  But  the  bill  shows  that  he  never  had  any 
right  in  the  State  of  New  Jersey.  He  only  took  a  portion  of 
the  right,  which  had  been  transferred  to  Lee ;  and  Lee  never 
had  transferred  to  him  any  right  of  any  kind  for  that  State. 
The  bill  therefore  shows  that  when  the  surrender  was  made, 
and  the  reissued  patent  was  obtained,  no  one  had  any  interest 
of  any  kind  in  the  old  patent,  except  Wilson  and  Lee. 

Exception  is  now  taken  to  the  validity  of  the  reissued  patent, 
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upon  which  the  sufficiency  of  the  bill  depends,  for  the  reason, 
as  is  alleged,  that  the  surrender  of  the  old  one  was  not  lawfully 
made.  To  make  that  surrender  lawful,  it  is  claimed  that  Lee 
should  have  joined  Wilson  in  making  it,  or  should  have  author- 
ized Wilson  to  make  it,  or  should  have  ratified  the  surrender 
after  it  had  been  made  by  Wilson ;  and  as  the  bill  does  not 
show  either  that  Lee  joined  Wilson  in  making  the  surrender, 
or  authorized  him  to  make  it,  or  ratified  it  after  it  was  made, 
that  it  must  be  held  that  the  surrender  was  not  lawfully  made, 
and  consequently  that  the  reissued  patent  was  not  legally  is- 
sued, and  is  therefore  void.  There  being  no  other  objection  to 
the  reissued  patent,  it  will  follow,  if  the  surrender  of  the  old 
one  was  lawfully  made,  that  that  patent  was  legally  issued. 

In  the  13th  section  of  the  patent  law  of  1836,  is  contained 
all  the  right  to  make  a  surrender.  By  that  section  it  is  pro- 
vided, ^^  that  whenever  any  patent  which  has  heretofore  been 
granted,  or  which  shall  be  hereafter  granted,  shall  be  inopera- 
tive or  invalid,  by  reason  of  a  defective  or  insufficient  descrip- 
tion or  specification,  or  by  reason  of  the  patentee  claiming  in 
his  specification,  as  his  own  invention,  more  than  he  had  or 
shall  have  a  right  to  claim  as  new,  if  the  error  has  or  shall  have 
arisen,  by  inadvertency,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  it  shall  be  lawful  for  the 
Commissioner,  upon  the  surrender  to  him  of  such  patent,  and 
the  payment  of  the  further  duty  of  fifteen  dollars,  to  cause  a 
new  patent  to  be  issued  to  the  said  inventor,  for  the  same  inven- 
tion, for  the  residue  of  the  period,  then  unexpired,  for  which 
the  original  patent  was  granted,  in  accordance  with  the  paten- 
tee's corrected  description  and  specification.  And  in  case  of 
his  death,  or  any  assignment  by  him  made  of  the  original  patent, 
a  similar  right  shall  vest  in  his  executors,  administrators,  or 
assignees." 

The  sole  right  to  surrender  is  given  (i)  to  the  patentee,  if  he 
is  alive,  and  has  made  no  assignment  of  the  original  patent ; 
(2)  to  the  executors  or  administrators  of  the  patentee,  after  his 
decease,  when  there  has  been  no  such  assignment;  (3)  to  the 
assignee,  when  there  has  been  an  assignment  of  the  original 
patent.     And  the  right  to  surrender  is  given  to  no  one  else. 
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Where,  however,  there  has  been  an  assignment  of  an  undivided 
part  of  the  whole  original  patent,  in  such  a  case,  the  assignee,  of 
such  a  part,  and  the  patentee,  become  joint  owners  of  the  pat- 
ent, and  should  join  in  the  surrender ;  if  they  do  not,  it  will  be 
invalid,  unless  the  part  owner,  not  joining,  should  ratify  it.  If 
Lee,  therefore,  was  not  an  assignee  of  the  original  patent,  or  an 
assignee  of  an  undivided  part  of  the  original  patent,  within  the 
meaning  of  the  terms  assignee  and  assignment,  as  they  are  used 
in  the  patent  law,  then  it  will  follow  that  he  had  no  legal  right, 
as  assignee,  to  surrender,  and  that  the  surrender  by  Wilson, 
without  his  concurrence,  was  valid.  If  he  was  such  assignee, 
then  the  surrender  was  invalid.  It  is  therefore  necessary  to 
determine  what  is  meant  by  the  terms  assignee  of  the  original 
patent,  and  assignment  of  the  original  patent,  as  they  are  used 
in  the  patent  law.  An  assignment,  as  understood  by  the  com- 
mon law,  is  a  parting  with  the  whole  property ;  2  Black.  326. 
The  4th  section  of  the  patent  act  of  1793  provides  ^^that  it 
shall  be  lawful  for  any  inventor,  his  executor  or  administrator, 
to  assign  the  title  or  interest  in  the  said  invention,  at  any  time ; 
and  the  assignee,  having  recorded  the  said  assignment  in  the 
office  of  the  Secretary  of  State,  shall  thereafter  stand  in  the 
place  of  the  original  inventor,  both  as  to  right  and  responsibility, 
and  so  the  assignees  of  assignees  to  any  degree."  Under  that 
law  it  was  held,  in  the  case  of  Tyl^r  v.  Tuel^  6  Cranch,  324, 
that  a  transferree  of  all  the  right  secured  by  a  patent  excepting  in 
the  counties  of  Chittenden,  Addison,  Rutland,  and  Windham, 
in  the  State  of  Vermont,  was  not  an  assignee  within  the  mean- 
ing of  the  law.  He  was  merely  a  grantee  of  a  sectional  inter- 
est, without  power  to  sue  at  law.  By  that  act  the  right  to  bring 
a  suit  at  law  was  confined  to  the  patentee  and  assignee.  It  was 
held,  however,  in  the  case  of  IVhittemore  v.  Cutler^  i  Gallison, 
429,  that  a  transferree  of  an  undivided  part  of  the  whole  patent 
was  an  assignee,  entitled  to  join  the  patentee  in  a  suit.  It  was 
thus  held  that  no  one  was  an  assignee,  unless  the  whole  prop- 
erty in  the  patent,  or  an  undivided  part  of  such  whole  property, 
had  been  passed  to  him. 

The  power  of  the  patentee  as  it  now  exists  to  make  an 
assijgnmcnt  of  the  patent,  and  to  create  other  interests  in  it,  is 
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contained  in  the  nth  section  of  the  patent  law  of  1836.  That 
section  is  as  follows :  ^^  Every  patent  shall  be  assignable  in  law, 
either  as  to  the  whole  interest,  or  any  undivided  part  thereof, 
by  any  instrument  in  writing ;  which  assignment,  and  also 
every  grant  and  conveyance  of  the  exclusive  right  under  any 
patent  to  make  arid  use,  and  grant  to  others  to  make  and  use, 
the  thing  patented  within  and  throughout  any  specified  part  or 
portion  of  the  United  States,  shall  be  recorded  in  the  Patent 
Office,  within  three  months  from  the  execution  thereof,  for 
which  the  assignee  or  grantee  shall  pay  to  the  Commissioner 
the  sum  of  three  dollars."  And  the  14th  section  authorizes 
suits  at  law  to  be  brought  in  the  name  of  the  persons  interested, 
whether  as  patentees,  assignees,  or  grantees  of  the  exclusive 
right  within  and  throughout  a  specified  part  of  the  United 
States.  A  mere  licensee  can  not  bring  an  action  at  law  for  a 
violation  of  the  patent. 

There  are  three  classes  of  persons  in  whom  the  patentee  can 
vest  an  interest  of  some  kind  in  the  patent.  They  are  an  as- 
signee, a  grantee  of  an  exclusive  sectional  right,  and  a  licensee. 
An  assignee  is  one  who  has  transferred  to  him  in  writing  the 
whole  interest  of  the  original  patent,  or  an  undivided  part  of 
such  whole  interest  in  every  portion  of  the  United  States.  And 
no  one,  unless  he  has  such  an  interest  transferred  to  him,  is  an 
assignee.  A  grantee  is  one  who  has  transferred  to  him  in  writ- 
ing the  exclusive  right,  under  the  patent,  to  make  and  use,  and  to 
grant  to  others  to  make  and  use,  the  thing  patented,  within  and 
throughout  some  specified  part  or  portion  of  the  United  States. 
Such  right  must  be  an  exclusive  sectional  right  excluding  the 
patentee  therefrom.  A  licensee  is  one  who  has  transferred  to 
him,  in  writing  or  orally,  a  less  or  different  interest  than  either 
the  interest  in  the  whole  patent,  or  an  undivided  part  of  such 
whole  interest,  or  an  exclusive  sectional  interest. 

Does  the  bill,  therefore,  show  that  Lee  had  ever  transferred  to 
him  the  whole  interest  in  the  original  patent,  or  an  undivided 
part  of  such  whole  interest,  in  every  portion  of  the  United 
States  ?  It  appears,  by  the  bill,  that  no  such  interest  was  trans- 
ferred to  him.  The  interest  transferred  to  him  was  an  undi- 
vided part  of  the  patent,  in  a  part  and  portion  of  the  United 
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States,  not  the  whole  patent,  nor  an  undivided  part  of  the  whole 
patent,  in  every  part  and  portion  of  the  United  States.  No 
interest  was  conveyed  to  him  for  the  State  of  New  Jersey.  He 
had  no  interest  in  the  patent  for  sewing  leather  in  the  State  of 
Massachusetts.  He  never  was,  therefore,  an  assignee  of  the 
original  patent,  within  the  meaning  of  the  patent  law  of  1836, 
nor  would  he  have  been  an  assignee  within  the  meaning  of  the 
patent  law  of  1793. 

The  terms  assignee  and  grantee  are  not  used  in  the  patent 
law  of  1836  as  synonymous  terms,  though  Courts,  without 
having  their  attention  particularly  called  to  the  subject,  have 
sometimes  used  them  indiscriminately,  and  in  their  popular 
sense.  They  have,  however,  the  separate  and  distinct  mean- 
ings above  indicated.  But  if  they  were  used  in  the  law  as 
synonymous  terms,  and  if  a  grantee  of  an  exclusive  sectional 
interest  were  an  assignee,  it  would  not  aid  the  defendant  in  the 
exception  that  has  been  taken.  For  Lee  was  neither  an  as- 
signee, nor  such  grantee,  but  a  licensee  merely,  having  no  legal 
rights  in  the  patent. 

It  appears  clearly  by  the  case  of  Gaylord^  et  al.  v.  fFilder^  10 
How.  477,  that  his  interest  was  an  interest  only  of  the  latter 
description.  Chief  Justice  Taney,  in  giving  the  opinion  of  the 
Court  in  that  case,  on  page  494,  says :  "  The  patentee  may 
assign  his  exclusive  right,  within  and  throughout  a  specified 
part  of  the  United  States,  and  upon  such  an  assignment,  the 
assignee  may  sue  in  his  own  name  for  an  infringement  of  his 
rights.  But  in  order  to  enable  him  to  sue,  the  assignment  must 
undoubtedly  convey  to  him  the  entire  and  unqualified  monopoly 
which  the  patentee  had  in  the  territory  specified,  excluding  the 
patentee  himself,  as  well  as  others.  And  any  assignment  short 
of  this  is  a  mere  license.^' 

The  action  in  that  case  was  in  favor  of  the  patentee.  It  was 
for  a  violation  of  the  rights  granted  by  the  patent.  Previous  to 
the  commencement  of  the  suit,  there  had  been  a  contract  en- 
tered into  between  the  patentee  and  one  Herring,  which  pur- 
ported to  grant  to  Herring  the  exclusive  right  to  make  and  vend 
the  Salamander  Safe  in  the  city,  county,  and  State  of  New  York, 
By  the  contract,  Herring  agreed  to  pay  the  patentee  one  cent  a 
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pound  for  every  pound  the  safe  might  weigh,  to  be  paid  monthly. 
There  was  reserved  to  the  patentee  the  right  to  set  up  a  manu- 
factory, or  works,  for  making  these  safes,  in  the  State  of  New 
York,  provided  it  was  not  within  fifty  miles  of  the  city,  and  to 
sell  them  in  the  State  of  New  York,  paying  Herring  one  cent 
a  pound  on  each  safe  so  sold  within  the  State.  The  Court,  on 
page  495,  say,  ^^  It  is  evident  that  this  agreement  is  not  an  un- 
divided interest  in  the  whole  patent,  nor  the  assignment  of  an 
exclusive  right  to  the  entire  monopoly  in  the  State  or  city  of 
New  York.  It  is  to  be  regarded,  therefore,  as  a  license  only  ; 
and  under  the  act  of  Congress,  does  not  enable  Herring  to 
maintain  an  action  for  an  infringement  of  the  patent  right. 
The  defendant  in  error  (the  patentee)  continues  the  legal  owner 
of  the  monopoly  created  by  the  paten  ."  In  the  case  now 
before  the  Court,  there  was  no  transfer  of  an  undivided  interest 
in  the  whole  patent,  nor  the  exclusive  right  to  the  entire  mon- 
opoly in  any  specific  territory,  excluding  the  patentee  from  all 
right  in  such  specific  territory.  And  the  language  of  the  Court 
is,  that  ^^any  assignment  short  of  this  is  a  mere  license."  It 
conveys  no  legal  right  in  the  patent.  Notwithstanding  the 
transfer  to  Lee,  Wilson  continued  ^'the  legal  owner  of  the 
monopoly  created  by  the  patent." 

It  has  been  strongly  urged  against  the  right  of  the  patentee 
to  surrender  the  old  patent,  and  take  in  his  name  a  reissued  one, 
without  the  assent  of  a  third  person  to  whom  the  patentee  had 
previously  passed  an  interest  in  the  patent,  either  as  grantee  or 
licensee,  that  by  such  surrender  and  reissue  the  rights  of  such 
third  person  would  be  injuriously  affected  ;  that  he  would  be 
deprived  against  his  will  by  the  act  of  the  patentee  of  rights 
under  the  old  patent,  which  he  had  purchased,  and  that  no  con- 
struction of  the  law  relating  to  the  surrender  of  patents,  should 
be  adopted,  which  would  produce  so  unjust  a  result.  It  is  well 
known  that  in  the  most  important  patents  which  have  been 
issued,  vast  interests  have  been  transferred  to  grantees  and 
licensees,  which  interests  may  be  injuriously  affected,  provided 
this  view  taken  of  the  case  by  the  defendant,  is  well  founded. 
We  have,  therefore,  given  it  the  most  attentive  consideration. 

We  adopt  the  rule  laid  down  by  Judge  Story,  in  the  case  of 
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Woodworth^  et  al.  v.  Stone^  3  Story,  749,  that  it  is  not  in  the 
power  of  the  patentee,  by  a  surrender  of  his  patent,  to  affect 
the  rights  of  third  persons  to  whom  he  had  previously  passed 
his  interest  in  the  whole  or  a  part  of  the  patent,  without  their 
consent.  This  consent  may  be  manifested,  either  by  joining 
in  the  surrender  with  the  patentee,  or  by  previously  authorizing 
it,  or  by  subsequently  ratifying  or  approving  it.  And  taking 
advantage  and  benefit  of  it  would  be  a  ratification.  And  when 
so  consented  to,  the  rights  of  the  party  so  consenting,  in  and  to 
the  old  patent,  are  forever  gone.  And  it  may  be  considered  as 
a  sound  and  settled  principle  that  a  person  to  whom  the  pat- 
entee has  passed  his  interest  in  a  part  of  the  old  patent,  upon 
the  surrender  of  the  same  by  the  patentee,  and  obtaining  a 
reissued  patent,  is  entitled  to  the  same  right  under  the  reissued 
patent  that  he  had  to  the  old  one.  The  patentee  by  taking  a 
reissue  can  not  deprive  him  of  the  same  right  to  it  that  he  had 
to  the  old  one,  if  he  wishes  to  take  the  benefit  of  such  right  ^ 
ff^oodworthy  et  aL  v.  Hall^  it  aLy  i  Wood  and  Minot,  248. 
And  when  he  does  take  advantage  and  benefit  of  the  reissued 
patent,  he  consents  to  give  up,  and  does  give  up,  the  right 
which  he  had  under  the  old  one. 

It  does  not  follow  from  this,  however,  that  because  a  third 
person  to  whom  a  patentee  has  passed  his  interest  in  a  part  of  a 
patent,  is  entitled  to  the  same  right  to  a  reissued  patent  that  he 
had  to  the  old  one,  that  he  is  compelled  to  take  under  the  re- 
issued one,  and  thereby  be  compelled  to  give  up  the  right  which 
he  had  under  the  old  one.  If  he  was,  his  right  might  be  inju- 
riously affected  without  his  consent.  If  he  was  so  compelled, 
a  grantee  under  an  old  patent,  of  an  exclusive  territorial  right, 
would  be  forced,  without  his  consent^  to  give  up  any  amount  or 
damages  which  he  might  be  entitled  to  under  the  old  patent,  for 
a  violation  of  right  secured  to  him  by  that  patent.  And  it 
might  so  happen  that  the  old  patent  surrendered  was  a  valid 
one,  and  that  the  reissued  one  was  invalid ;  or  that  the  rights 
secured  by  the  former  were  important,  while  the  rights  secured 
by  the  latter  were  of  little  consequence. 

To  determine  the  question  then,  whether  the  rights  of  a  third 
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person,  to  whom  a  patentee  had  previously  passed  his  interest, 
in  a  part  of  a  patent,  can  be  effected  without  his  consent  by 
the  surrender  of  the  old  patent,  by  the  patentee  alone,  and  the 
taking  of  a  reissued  one,  it  is  necessary  to  determine  whether, 
after  such  surrender  and  reissue  (both  the  surrender  and  reissue 
being  valid)  such  third  person  has  the  same  rights  under  the  old 
patent,  if  he  chooses  not  to  take  advantage  of  the  surrender  and 
the  reissue,  that  he  had  to  that  patent  before  such  surrender 
and  reissue.  If  he  has,  then  it  will  follow,  that  by  the  surren- 
der and  the  reissue  his  rights  have  not  been  injuriously  affiected  ; 
and,  consequently,  that  there  can  be  no  valid  objection  to  the 
same.  It  is  insisted  by  the  defendant  that  one  right  to  an  in- 
vention, in  favor  of  one  person  under  a  reissued  patent,  and  a 
different  right  to  the  same  invention  in  favor  of  another  person 
under  the  original  patent,  can  not  exist  at  one  and  the  same 
time. 

When  a  patent  is  granted,  certain  exclusive  rights  are  secured, 
or  purported  to  be  secured  to  the  inventor.  The  object  of  the 
reissue  is  to  secure  greater  rights  than  were  actually  secured  by 
the  first  patent.  The  subject  of  both  patents  is  the  same  in- 
vention, and  the  object  of  both  patents  is  to  secure  rights  in  the 
same.  This  is  the  only  object  in  both.  A  less  right  is,  or 
may  be,  secured  in  the  invention  by  the  first  patent.  A  greater 
right  is,  or  may  be,  secured  to  the  same  invention  by  the  re- 
issued patent.  It  is  objected,  if  the  person  to  whom  the  pat- 
entee has  passed  his  interest  in  a  part  of  the  patent,  can  hold 
the  right  so  passed  under  such  patent,  after  the  same  has  been 
surrendered  by  the  patentee  and  a  reissued  one  obtained,  and 
the  patentee  at  the  same  time  can  hold  the  rights  not  so  passed 
to  such  person,  under  and  by  virtue  of  the  reissued  patent,  that 
one  right  to  an  invention  may  exist  in  one  person  in  one  part  of 
the  United  States,  and  a  diff^erent  right  to  the  same  invention 
may  exist  in  another  person,  in  a  diff'erent  part  of  the  United 
States :  the  one  right  evidenced  by  one  patent,  with  the  transfer 
of  the  rights  therein,  and  the  other  right  evidenced  by  another 
patent ;  that  there  would  be  two  or  more  patents  to  secure  the 
difi^erent  rights  which  different  persons  might  have  to  the  one 
whole  invention,  and  that  this  would  not  be  in  accordance  with 
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the  patent  laws  of  the  United  States,  but  directly  opposed  to  the 
same ;  that  such  laws  authorize  only  one  patent  for  one  whole 
invention. 

The  object  of  a  patent  is  to  secure  rights  to  an  invention 
throughout  the  whole  United  States.  We  can  discover  no 
good  reason  why  a  portion  of  the  whole  invention,  for  a  par- 
ticular portion  of  the  United  States,  may  not  be  secured  by  one 
patent,  and  the  remaining  portion  of  the  invention,  or  what  is 
claimed  in  it,  for  the  residue  of  the  United  States,  be  secured 
by  another  patent.  These  two  patents  would  in  effect  consti- 
tute together  but  one  patent  for  the  whole  invention  for  the 
whole  United  States.  Two  patents  for  separate  parts,  the -sep- 
arate parts  together,  comprehending  only  the  whole,  would  in 
effect  be  but  one  patent  for  the  whole ;  no  more  than  two  sep- 
arate deeds,  for  two  separate  sections  of  one  whole  lot  of  land 
would  be  in  effect  more  than  one  deed  for  the  whole  lot.  No 
more  would  be  secured  by  the  two  patents,  than  is  authorized 
by  law  to  be  secured,  or  than  could  be  secured,  by  one.  The 
two,  in  effect,  would  constitute  but  one. 

The  patent  laws  of  the  United  States  expressly  authorize 
different  claims  of  right  to  the  same  invention  to  be  secured  to 
different  fractional  or  territorial  owners  or  claimants.  By  sec- 
tion 7  of  the  patent  law  of  1837,  it  is  among  other  things 
provided,  that  when  any  patentee  shall  have,  through  inadvert- 
ence, accident  or  mistake,  made  his  specification  of  claim  too 
broad,  claiming  more  than  that  of  which  he  was  the  original 
or  first  inventor,  some  material  and  substantial  part  of  the 
thing  patented  being  truly  his  own,  that  the  owner  of  a  sec- 
tional interest  in  the  patent,  may  make  disclaimer  of  such  parts 
of  the  thing  patented,  as  he  shall  not  claim  to  hold  by  virtue  of 
the  patent  and  transfer  to  him,  stating  therein  the  extent  of  his 
interest  in  the  patent.  Which  disclaimer  shall  thereafter  be 
taken  and  considered  as  a  part  of  the  original  specification  to 
the  extent  of  the  interest  which  may  be  possessed  in  the  patent 
by  the  disclaimant,  and  by  those  claiming  by  or  under  him,  and 
to  no  greater  extent.  The  patentee  may  not  wish  to  make  a 
disclaimer.  He  is  authorized  to  do  it,  but  is  not  compelled  to 
do  it.     If  he  do^s  not  dp  it^  his  patent  may  be  yoid  fpf  claiqi^ 
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ing  too  much.  The  owner  of  a  sectional  interest,  however, 
can  make  a  disclaimer  for  his  sectional  interest,  which  is  to  be 
taken  as  a  part  of  the  original  specification,  for  the  section 
owned  by  him,  and  no  greater  extent.  After  such  disclaimer  a 
different  claim  of  right  is  secured  to  the  disclaimant,  the  owner 
of  a  sectional  interest,  from  what  is  purported  to  be  secured  to 
the  patentee,  the  owner  of  the  remaining  interest;  differ- 
ent claims  of  right  in  the  same  invention  are  secured  to 
different  sectional  owners ;  there  are  two  specifications  for  the 
same  invention,  one  making  one  claim  or  right  to  an  invention, 
for  one  section  of  country,  and  the  other  making  another  and 
different  claim  of  right  to  the  same  invention,  for  another  sec- 
tion of  country.  In  effect  it  makes  two  patents  out  of  one,  one 
securing  a  claim  of  right  to  one  person,  and  the  other  securing 
a  different  claim  of  right  to  another  person.  This  is  expressly 
authorized  by  the  patent  law. 

It  is  to  be  inferred  from  the  case  of  fVoodworth^  et  aU  v.  Stont^ 
3jStory,  749,  that  Judge  Story  was  of  the  opinion  already  indi- 
cated. That  case  was  upon  the  familar  Woodworth  patent. 
The  original  patent  was  granted  to  the  inventor  for  fourteen 
years  from  the  27th  day  of  December,  1828.  It  was  subse- 
quently renewed  by  the  Commissioner,  in  favor  of  the  adminis- 
trator of  the  inventor  for  seven  years  from  the  27th  day  of 
December,  1842.  It  was  further  extended  by  act  of  Congress 
for  seven  years  from  the  27th  day  of  December,  1849.  ^^ 
the  8th  day  of  July,  1845,  the  administrator  surrendered  the 
patent  and  obtained  a  reissued  one.  The  history  of  the  patent, 
as  appears  by  various  reports,  in  which  the  rights  of  parties 
under  it  were  in  controversy,  shows,  that  previous  to  the  sur- 
render and  reissue,  various  and  important  rights  under  the  original 
patent  had  been  transferred  to  various  persons  in  different  parts 
of  the  United  States.  The  supplemental  bill  was  upon  the 
reissued  patent,  and  one  to  whom  a  right  previous  to  the  sur- 
render had  been  passed,  in  a  territory  in  which  the  claimed 
violation  took  place,  was  made  a  party  with  the  administrator. 
No  one  had  joined  in  the  surrender  with  the  administrator. 
Exception  was  taken  that  the  surrender  and  reissue  were 
invalid,  that  the  owner  of  the  territorial  right,   who,  with  the 
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administrator,  was  made  a  party  to  the  bill,  had  not  joined  the 
administrator  in  the  surrender.  The  supplemental  bill,  which 
was  founded  upon  the  sufficiency  of  the  surrender  and  the  reis- 
sued patent,  was  sustained.  The  Judge  holding  that,  by  becom- 
ing a  party  to  the  supplemental  bill,  such  owner  of  a  territorial 
right  ratified  the  surrender.  The  reports  of  other  cases  show 
that  when  this  case  was  before  Judge  Story,  he  knew  that  there 
were  other  persons,  in  various  parts  of  the  United  States,  who 
had  rights  under  the  original  patent,  and  who  had  not  joined  in 
the  surrender,  and  whose  rights  would  be  affected  by  the  sur- 
render, against  their  consent,  if  they  should  not  agree  to  it,  pro- 
vided he  held  the  surrender  good,  and  provided,  also,  they  could 
not  hold  under  old  patent. 

When,  therefore,  he  held  the  surrender  good  and  valid,  and 
decided  that  "  it  was  not  in  the  power  of  the  patentee,  by  a  sur- 
render of  his  patent,  to  affect  the  rights  of  third  persons,  to 
whom  he  had  previously  passed  his  interest,  in  the  whole  or  a 
part  of  the  patent,  without  their  consent,"  he  must  have  been 
of  the  opinion  that  notwithstanding  such  surrender  and  reissue, 
such  third  persons  could  hold  under  the  old  patent,  if  they 
should  choose,  for  otherwise  their  rights  would  be  injuriously 
affected  without  their  consent. 

With  this  view  of  the  case,  the  exception  taken  by  the 
defendant  to  the  sufficiency  of  the  complainants'  bill,  must  be 
overruled. 

In  THIS  opinion,  Judge  Nelson  concurs. 


Richard  Imlay 


vs. 

The  Norwhich  and  Worcester  Railroad  Company. 

In  Equity. 

When  a  patent  ezpirei  after  the  filing  of  the  bill,  and  before  final  hearing,  to  that 
injunction  could  not  be  decreed;  He/d:  That  the  accouqt  an^  otl^er  relief,  tough t 
hj  the  bill,  might  nerertheleat  be  granted. 
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Patents  are  to  be  construed  liberally,  and  not  to  be  subjected  to  a  strict  and  rigid  inter- 
pretation. The  rights  secured  are  to  be  protected  against  any  substantial  violation. 
Formal  and  subtle  differences  are  to  be  disregarded. 

When,  in  two  devices,  the  end  to  be  accomplished  is  the  same,  and  the  substantial 
means  to  accomplish  the  end  are  the  same,  the  two  devices  are  identical,  though 
one  may  accomplish  the  end  more  effectually  than  the  other. 

The  plaintiff  had  invented  a  meant  of  connecting  car-bodies  with  the  trucks,  consisting 
solely  of  two  cylindrical  plates,  affording  vertical,  horizontal,  and  lateral  support. 
The  defendants  used  two  cylindrical  plates  for  the  same  purpose,  but  also  used  as 
a  means  of  connection,  a  common  king-bolt  and  side  bearings,  so  that  the  cylin- 
drical plates  were  only  used  in  certain  contingencies.  Held:  That  it  was  not 
necessary  that  the  devices  of  the  plaintiff  should  be  the  only  essential  means  by 
which  the  support  was  afforded,  and  that  the  defendants  could  not  escape  the 
charge  of  infringement,  by  adding  something  to  the  means  patented. 

(Before  Ingersoll,  J.,  District  of  Connecticut,  October,  1858.) 

This  was  a  bill  in  equity  to  restrain  the  defendants  from 
infringing  a  patent  for  an  ^^  improvement  in  the  mode  and  means 
of  supporting  the  bodies  of  railroad  cars  and  carriages,  and  con- 
necting them  with  the  truck,"  granted  to  complainant,  September 
21,  1837,  and  extended  for  seven  years  from  September  21, 
1 85 1.     The  claim  of  the  patent  was  as  follows  : 

**  What  I  claim  as  my  invention  is  the  application  of  the  vibrating  cylinder-plates, 
as  set  forth  in  the  specification,  whereby  to  support  all  kinds  of  eight-wheeled  railroad 
carriage-bodies  upon  springs,  or  in  any  other  form  or  sise,  whereby  the  same  principle 
is  used  to  obtain  the  same  object.' 


*» 


The  nature  of  the  improvement  and  the  device  used  by  the 
defendants,  are  fully  explained  in  the  opinion  of  the  Court. 

R,  J  Ingersoll  znA  Geo.  Gifford  iov  complainant. 

Edmund  Perkins  and  R.  S.  Baldwin  for  defendants. 

Ingersoll,  J. 

The  bill  of  complaint  sets  forth,  that  the  complainant  was 
the  original  and  first  inventor  of  a  new  and  useful  improvement 
in  the  mode  and  means  of  supporting  the  bodies  of  railroad  cars 
and  carriages,  and  connecting  them  with  the  truck,  and  that  on 
the  21st  day  of  September,  1837,  a  patent  was  granted,  to 
secure  the  same  to  him  for  the  period  of  fourteen  years.  It 
also   sets   forth  that  on  or  about  the  first  day  of  September, 


1 
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1 85 1,  the  said  patent  was  extended  for  seven  years  from  the  21st 
day  of  September,  1851. 

That  the  defendants,  without  the  license  of  the  complainant, 
had  been  using,  and  at  the  time  of  the  filing  of  the  bill,  were 
using,  the  improvement  patented,  on  a  large  number  of  cars 
running  on  their  road,  between  Worcester,  in  the  State  of 
Massachusetts,  and  Allyn  Point,  and  New  London,  and  Nor- 
wich, in  the  State  of  Connecticut.  The  bill  prays  for  an 
injunction,  for  an  account,  and  for  other  relief. 

The  extended  patent  has  now  expired.  It  was  in  force,  how- 
ever, when  the  bill  was  filed. 

Exception  has  been  taken  by  the  defendants,  that,  as  an 
injunction  can  not  now  be  ordered,  that  the  account  and  the 
Other  relief  sought  by  the  bill  can  not  be  granted ;  that  the 
ordering  the  account,  and  the  granting  the  other  relief,  are 
ancillary  to  the  granting  of  the  injunction,  and  that  an  account 
can  not  be  ordered,  unless  an  injunction  is  also  ordered.  The 
Patent  Act  of  1836,  in  the  17th  section  thereof,  provides  that 
all  actions,  suits,  controversies,  and  cases  arising  under  any 
law  of  the  United  States,  granting  or  confirming  to  inventors 
the  exclusive  right  to  their  inventions  or  discoveries,  shall 
be  originally  cognizable,  as  well  in  equity  as  at  law,  by  the 
Circuit  Courts  of  the  United  States.  And  it  has  already  been 
expressly  decided  by  Judge  Grier,  in  a  case  tried  before  him, 
on  the  Sickles  patent  (Sickles  v.  Gloucester  Manufacturing  Co,^ 
ante  p.  222),  where,  between  the  time  of  filing  the  bill  and  the 
hearing,  the  patent  had  expired,  that  an  account  could  be 
ordered,  and  other  relief  granted,  though,  on  account  of  the 
expiration  of  the  patent,  an  injunction  to  restrain  the  further  use 
could  not  issue. 

The  validity  of  the  patent  is  not  questioned  by  the  defend- 
ants. They  admit  that  the  thing  patented  was  new  and  useful ; 
that  the  patent  secured  to  Imlay  that  which  it  purported  to 
secure  to  him.  That  part  of  the  bill,  only,  is  denied,  which 
charges  that  the  defendants  are  using  and  had  used  the  device, 
the  exclusive  right  to  use  which  was  secured  to  Imlay  by  the 
patent. 

Two  questions,  therefore,  are  presented  for  determination : 
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I.  What  does  the  patent  purport  to  secure  to  Imlay  ?  II. 
What  do  the  defendants  use  ?  And  having  determined  these 
two  questions,  then  this  further  question  will  be  presented :  Is 
the  device  used  by  the  defendants,  or  any  one  of  the  devices  used 
by  them,  substantially  like  the  device  or  invention  secured  to 
Imlay,  or  any  substantial  portion  of  the  same  ? 

The  invention  of  Imlay  was  designed  to  afford  a  new  and 
improved  mode  of  supporting  the  bodies  of  eight-wheel  car 
carriages  upon  the  trucks  upon  which  they  are  placed  ;  to  sup- 
ply a  more  safe  and  useful  connection  between  the  truck  and 
the  carriage-body  than  had  before  been  known,  by  the  support 
which  the  invention  could  afford  to  such  connection  ;  to  more 
effectually,  usefully,  and  safely  unite  the  two — the  truck  and 
car-carriage — into  one,  for  the  use  for  which  the  car  was 
designed,  the  transportation  of  passengers  and  freight ;  to  effect- 
ually insure  the  safe-keeping  of  the  carriage  upon  the  truck, 
in  its  proper  position,  by  the  support  which  it  would  provide, 
while,  at  the  same  time,  it  would  enable  the  car,  composed  of 
the  carriage  and  trucks,  to  move  with  facility  and  ease,  upon 
the  track  of  the  road,  as  desired.  The  support  for  the  carriage- 
body  required,  was  a  support  while  the  car  was  in  motion. 
And  the  design  of  the  invention  was  to  give  such  suppoct,  to 
keep  the  carriage  on  the  truck  safely,  securely,  and  in  proper 
position  while  the  car  was  in  motion.  The  support  particularly 
required  was  a  longitudinal  ^and  lateral  support.  Without  a 
longitudinal  support,  there  would  be  no  sufficient  protection  for 
the  carriage  to  remain  on  the  truck  in  proper  position,  either  in 
the  forward  or  backward  movements  of  the  car,  especially  in 
the  case  of  a  collision,  or  when  it  should  meet  with  any 
obstruction.  Without  a  lateral  support,  there  would  be  no 
sufficient  safeguard  to  protect  the  carriage  from  being  thrown 
off",  or  turned  over  on  the  side.  A  vertical  support  was  also 
required. 

But  such  vertical  support  would  be  of  no  sufficient  use  in  a 
car  moving  at  a  rapid  rate  of  speed,  unless  there  was  both  a 
longitudinal  and  lateral  support.  And  the  object  of  the  pat- 
entee, in  the  invention  which  he  made,  and  which  he  described 
in  his  specification,  was  to   afford   support   and  protection  in 
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these  several  particulars.  And  by  such  invention,  any  move- 
ment was  allowed  in  turning  curves,  and  also  a  complete  rotary 
movement  if  desired. 

The  essential  means  used  to  accomplish  the  desired  result, 
and  to  afford  the  support  required  and  intended,  in  the  particulars 
above  stated,  are  two  cylindrical  plates,  one  placed  above  and 
within  the  other,  in  the  middle  of  the  car,  at  or  near  each  end 
of  the  car  ;  one  strongly  confined  and  fastened  to  the  carriage, 
the  other  strongly  confined  and  fastened  to  the  truck,  and  which 
cylindrical  plates,  being  so  applied,  the  one  entering  the  other 
to  a  sufficient  depth,  affords  the  support  desired  and  intended, 
without  the  aid  of  any  other  instrumentality. 

In  the  specification  is  described,  how,  by  these  means,  the 
required  support  in  the  particulars  above  named  is  given,  and 
the  desired  result  is  obtained,  without  any  aid  from  any  other 
instrumentality. 

And  the  description  is  intended  to  show  how,  by  these  means, 
the  support  in  the  particulars  above  named,  can  be  effectually 
afforded  ;  not  only  how  it  can  be  afforded  in  one  of  the  partic- 
ulars named,  but  in  all  of  them  ;  not  only  how  danger  is  guarded 
against,  and  safety  secured  from  the  vertical  pressure ;  but 
also  how,  from  the  longitudinal  and  lateral  pressure. 

A  hollow,  round,  cast-iron  bed-plate  is  made,  two  feet  in 
diameter,  more  or  less,  flat  upon  the  bottom,  and  of  sufficient 
thickness  for  strength,  to  support  the  weight  which  it  is  in- 
tended to  sustain. 

It  has  an  upright  rim,  projecting  upward  all  around  its  per- 
iphery, two  inches  high,  more  or  less,  and  about  one  inch  thick. 
The  bottom  of  this  bed-plate  is  turned  upon  the  inside,  flat  or 
level,  and  the  top  edge  of  the  rim  horizontal  and  true,  and  its 
inner  periphery  vertical  and  smooth.  A  top  plate  of  the  same 
diameter  is  made,  with  a  rim  projecting  downward,  of  nearly 
the  same  thickness  as  that  of  the  bed-plate  rim,  but  not  quite 
so  deep.  This  is  turned  into  the  exterior  rim,  so  as  to  make 
nearly  a  close  fit.  It  has  a  flange  projecting  sufficiently  to 
cover  the  exterior  rim  of  the  bed-plate,  the  under  side  of  which 
is  turned  smooth,  and  that  to  correspond  to  the  top  edge  of  the 
under  rim. 
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The  exterior  of  the  top  plate  is  made  convex,  projecting 
downward  from  the  rim,  toward  the  center,  and  about  one- 
sixteenth  of  an  inch  deeper  in  the  finish  than  the  rim  of  the 
bed-plate,  and  is  all  turned  smooth  upon  the  inside,  and  the 
center  is  made  to  bear  upon  the  center  of  the  bed-plate,  upon 
a  surface  of  four  inches  in  diameter,  more  or  less  ;  and  upon 
this  center  the  whole  weight  of  the  car-body  and  load  rests,  and 
at  the  same  time  allow  the  bed-plate  to  vibrate  or  revolve  un- 
der the  cap-plate  sufficiently  for  all  of  the  curves  and  crossings 
of  the  road,  or  to  make  an  entire  revolution,  if  desired.  The 
bed-plate  is  made  fast  upon  the  center  of  the  truck ;  the  cap- 
plate  is  made  fast  to  the  car-body. 

The  center  of  the  cap-plate  being  made  a  grain  deeper  than 
the  hight  of  the  exterior  rim,  the  flange  of  the  top-plate  is  left 
free  from  the  rim  of  the  bed-plate,  except  when  the  cap  is  out 
of  level,  at  which  time  the  rims  gripe  each  other,  and  thus 
prevent  its  being  tilted  out  of  the  bed. 

It  will  thus  be  seen  that  by  the  application  of  these  essential 
means,  as  described,  a  mode  of  supporting  eight-wheel  railroad 
car-carriages,  on  their  trucks,  was  adopted  ;  that  by  the  connec- 
tion made,  by  these  means,  a  support  was  given  to  the  carriage, 
to  keep  and  hold  it  in  its  proper  and  desired  position  on  the 
truck ;  that  the  support  and  protection  afforded  was  a  longitud- 
inal one,  when  the  car  was  moving  in  a  forward  or  backward 
direction,  or  when  by  collision  or  any  other  cause,  force  was 
applied  to  it,  longitudinally ;  a  lateral  one  when  turning  curves, 
or  when  the  car,  from  any  cause,  received  a  lateral  or  side  di- 
rection, and  a  vertical  one ;  that  a  vertical,  longitudinal,  and 
lateral  safeguard  against  danger  was  provided,  which  was  new 
and  useful.  And  the  patent  secured  to  the  patentee  the  exclus- 
ive right  (during  the  existence  of  the  patent)  to  the  use  and 
application  of  these  essential  means  described — two  cylinder 
plates,  male  and  female,  one  within  the  other,  and  acting  in 
combination,  one  attached  to  the  truck,  and  the  other  to  the 
car-carriage,  substantially  as  set  forth  in  the  specification, 
whereby  the  truck  and  carriage  are  combined,  to  give  support 
to   all   kinds   of    eight-wheeled    railroad    carriage-bodies,  upon 
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springs,  or  in  any  other  form  or  size,  whereby  the  same  essen- 
tial means  are  substantially  made  to  attain  the  same  object. 

The  devices  which  the  defendants  use  and  apply  to  connect 
their  car-carriages  with  the  trucks,  and  to  give  support  verti- 
cally, longitudinally,  and  laterally,  to  the  carriage  while  on  the 
truck,  and  to  keep  it  in  its  proper  position,  and  to  secure  it 
from  being  detached  from  the  truck,  and  to  enable  the  whole 
to  work  easily,  usefully,  safely,  and  securely,  are  the  ordinary 
king-bolt,  such  as  is  used  to  connect  the  carriage  to  the  for- 
ward wheels,  in  the  common  road  wagon,  connecting  the  car- 
riage with  the  truck,  and  passing  through  the  center  of  the  two 
cylinder  plates  hereinafter  mentioned;  side  bearings,  near  the 
sides  of  the  carriage,  resting  on  the  truck,  and  which  are  in- 
tended as  a  vertical  support  to  the  carriage,  and  two  cylindrical 
plates,  male  and  female,  one  within  the  other,  and  acting  in 
combination ;  one  strongly  attached  and  fastened  to  the  truck, 
and  the  other  strongly  attached  and  fastened  to  the  carriage  in 
the  middle  thereof,  and  at  or  near  each  end.  The  cylindrical 
plates,  used  by  the  defendants,  they  call  guard  collars^  for  the 
king- bolt. 

These  devices,  as  they  are  used  and  applied  on  the  railroad 
cars  of  the  defendants,  are  intended,  as  it  is  claimed,  to  be  so 
arranged  and  adjusted  that  the  whole  vertical  support  is  to  be 
afforded  by  the  side  bearings,  and  the  whole  longitudinal  and 
lateral  support  by  the  king-bolt,  or  the  king-bolt  and  side  bear- 
ings combined  ;  and  that  the  two  cylinder  plates  are  so  arranged 
and  applied  that  they  do  not  touch  each  other,  and  do  not, 
therefore,  afford  any  vertical,  longitudinal,  or  lateral  support  to 
the  carriage  while  on  the  trucks;  that  they  are  mere  guard 
collars,  useful  only  in  case  the  king-bolt  should  get  out  of  place, 
or  from  any  cause  should  not  perform  its  proper  functions,  to 
hold  together  in  their  proper  place  the  carriage  and  truck,  and 
to  give  to  the  carriage  the  necessary  longitudinal  and  lateral 
support. 

In  the  practical  opek^tion  of  the  devices,  as  applied  and  used 
by  the  defendants  on  their  cars,  it  frequently  occurs,  from  the 
wear  of  the  side  bearings,  or  from  the  manner  in  which  the 
devices  are  adjusted,  that  the  interior  of  the  top  of  the  cylin- 
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drical  plate,  which  projects  downward  into  the  cylindrical  bed- 
plate toward  its  bottom,  is  made  to  bear  upon  the  bottom  of  the 
bed-plate,  on  the  inside  thereof,  so  that  upon  it  the  weight  of 
the  car-body  and  load  rests,  either  wholly  or  in  part.  If,  for 
any  cause,  the  side  bearings  cease  to  afford  any  vertical  support, 
then  the  whole  vertical  support  is  afforded  by  the  cylindrical 
plates  ;  and  it  frequently  occurs,  from  the  wear  of  the  king- 
bolt, or  from  some  defect  in  it,  or  from  an  adjustment  of  the 
several  devices,  that  the  inner  cylindrical  plate  does  actually 
press  upon  the  outer  one,  on  the  inside,  both  longitudinally  and 
laterally }  and  thus,  by  the  mode  in  which  they  are  applied, 
they  do  actually  afford  a  longitudinal  and  lateral  support ;  and 
whenever,  from  any  cause,  the  king-bolt  and  side  bearings  be- 
come useless,  the  cylinder-plates,  as  applied,  are  the  only  essen- 
tial means  which  affbrd  the  entire  vertical,  longitudinal,  and 
lateral  support. 

But  I  do  not  dispose  of  the  case  upon  this  limited  view  taken 
of  it;  for  the  use  and  application  of  the  two  cylinder-plates, 
one  within  the  other,  as  defendants  claim  they  are  used  and 
applied  on  their  eight-wheeled  railroad  cars,  would  be  in  viola- 
tion of  the  rights  secured  to  the  complainant  by  his  patent. 
Such  use  and  application  would  give  substantial  support  to  the 
railroad  carriage,  and  would  be  the  use  and  application  of  the 
essential  means  discovered  by  and  patented  to  the  complainant, 
by  which  such  support  would  be  obtained.  It  is  not  necessary 
that  such  use  and  application  should  be  the  only  essential  means 
by  which  the  support  is  afforded,  to  make  such  use  and  applica- 
tion an  infringement  of  the  complainant's  patent.  If  it  were, 
all  patents  could  be  infringed  with  impunity,  by  adding  some- 
thing to  the  means  patented.  If  they  are  an  essential  means, 
though  other  means  are  used  in  connection  with  them  to  give 
the  required  support,  the  patent  has  been  infringed,  even  though 
the  object  or  result  to  be  secured  by  such  other  means  in  con- 
nection is  better  accomplished. 

The  application  of  the  cylinder -plates,  one  within  the  other, 
as  the  defendants  claim  they  are  applied  by  them,  is  for  some 
purpose.  Before  the  invention  of  the  complainant,  such  appli- 
cation to  railroad  cars  had  never  been  known. 
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And  the  general  use  of  such  application,  since  the  invention 
of  the  combination,  in  one  form  and  another,  to  all  eight- 
wheeled  railroad  cars,  on  most  if  not  all  the  railroads  in  the 
country,  shows  that  such  use  was,  and  is,  for  a  highly  useful 
purpose.  It  was,  and  is,  to  accomplish  a  desirable  result.  The 
defendants  say  that  the  cylinder-plates,  as  used  and  applied  by 
them,  are  merely  the  guard  collar  for  the  king-bolt,  which  king- 
bolt affords  the  longitudinal  and  lateral  support  to  the  carriage. 

Upon  this  hypothesis,  they  are  used  and  applied  as  an  aid  to 
the  support  afforded — ^as  an  essential  means  to  make  that  sup- 
port effectual — ^as  an  assistant  to  make  that  support  secure. 
And  it  has  already  been  shown  that  it  is  not  necessary  that  the 
way  in  which  they  are  applied  should  afford  the  sole  support 
rendered,  to  make  the  use  and  application  an  infringement  of 
the  patent.  They  are  means  used  the  more  effectually  and 
securely  to  keep  and  hold,  in  proper  position,  the  carriage  on  the 
truck.  The  object  of  support,  and  the  meaning  of  the  word, 
as  it  is  used  in  the  patent,  were  to  keep  and  hold  the  carriage 
safely  and  securely  in  such  proper  position.  And  the  devices 
used  by  the  defendants  are  for  that  purpose ;  none  of  them  are 
for  any  other  purpose.  The  cylinder-plates,  as  used  by  them, 
one  within  the  other,  are  for  that  purpose,  and  are  effective  in 
aid  of  the  accomplishment  of  such  purpose,  whether  called  a 
guard  collar  for  the  king  bolt,  or  called  by  any  other  name. 
Their  office  is  to  securely  and  safely  keep  and  hold,  without 
any  other  instrumentality,  the  carriage  in  its  proper  position  on 
the  truck,  whenever,  from  any  cause,  the  king-bolt  and  side 
bearings  are  inefficient  for  that  purpose.  When,  from  any 
cause,  the  king-bolt  and  side  bearings  do  not  perform  their 
office,  they  are  the  only  device  to  keep  the  carriage'  in  such 
proper  position,  and  to  afford  it  the  necessary  vertical,  longitud- 
inal, and  lateral  support.  And  it  is  not  necessary,  when  the 
cylinder-plates  have  been  used  and  applied,  as  they  have  been 
used  and  applied  by  the  defendants,  that  the  king-bolt  and  side 
bearings  should  be  inefficient  before  there  can  be  an  infringe- 
ment of  the  patent.  The  patent  may  be  violated,  though  the 
inner  cylindrical  plate  may  not  actually  press  upon  the  outer  one. 

Patents  are  to  be  construed  liberally,  and  are  not  t  o  be  sub- 
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ject  to  a  strict  and  rigid  interpretation.  The  rights  secured  are 
to  be  protected  against  any  substantial  violation.  Formal  and 
subtle  differences  are  to  be  disregarded. 

Where,  in  two  devices,  the  end  to  be  accomplished  is  the 
same,  and  the  substantial  means  to  accomplish  the  end  are  the 
same,  the  two  devices  are  identical,  though  one  may  accomplish 
the  end  more  effectually  than  the  other. 

With  this  view  of  the  case,  a  decree  must  be  in  favor  of  the 
complainant,  as  prayed  for,  except  as  to  that  part  of  the  prayer 
which  seeks  for  an  injunction  to  restrain  a  further  use.  As 
the  patent  has  now  expired,  an  injunction  against  a  further  use 
can  not  be  ordered. 


John  Stainthorp,  John  W.  Hunter,  and 

Stephen  Seguine 

vs. 

George  M.  Elkinton.     In  Equity. 

A  machine,  which,  if  used  after  the  gra<|t  of  letters  patent,  would  not  infringe  the 
combination  claimed  therein,  can  not  be  invoked  to  destroy  the  patent,  if  used 
before  it. 

Stainthorp*s  patent  for  '*  improvement  in  machines  for  making  candles  **  examined  and 
sustained. 

(  Before  Gaisa,  J.,  Eastern  District  of  Pennsylvania,  October,  1858.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ''improvement  in  machines  for 
making  candles,"  granted  to  John  Stainthorp,  March  6,  1855. 

The  claims  of  the  patent  were  as  follows : 

**  I.  The  employment  of  pistons  formed  at  their  upper  end  into  molds  for  the  tips 
of  candles,  in  combination  with  stationary  candle  molds,  to  throw  out  the  candles  in  a 
vertical  direction,  substantially  as  set  forth  in  the  specification. 

"  2.  The  combination  of  the  rack,  tip  bar,  and  clasps,  constructed  and  arranged^ 
lubsuncially  as,  and  for  the  purposes  described  in  the  specification." 

George  Harding  for  complainants. 
Theodore  Cuyler  for  defendant, 
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The  complainant  has  not  claimed  specifically  the  combina- 
tions of  pistons  with  stationary  molds  and  clasps  to  receive 
and  hold  the  candles  when  thrust  upward,  as  he  might  have 
done.  If  it  were  necessary  to  support  his  case,  the  Court  might 
find  precedents  for  evading,  by  a  liberal  construction,  the  posi- 
tive requirement  of  the  statute  that  the  patentee  "shall  specify 
and  point  out  the  part,  improvement,  or  combination,  which  he 
claims  as  his  own  invention."  But  I  prefer  a  decision  which 
will  not  make  a  dangerous  precedent  to  avoid  a  hard  case,  and 
this  more  especially  as  the  statute  provides  an  ample  remedy  for 
imperfect  specifications. 

The  infringement  of  the  first  claim  of  the  patent  is  not 
denied,  but  it  is  contended  that  the  complainant  is  not  the  first 
inventor  of  the  combination  claimed  thereinr. 

This  claim  is  for  the  employment  of  pistons  formed  at  their 
upper  ends  into  molds  for  the  tips  of  candles,  in  combination 
with  stationary  molds  to  throw  out  the  candles  in  a  vertical 
direction. 

The  defendants  have  entirely  failed  to  prove  that  this  com- 
bination of  devices  was  ever  used  before  complainants'  patent. 

Short  made  some  abortive  experiments  to  perfect  a  machine, 
by  which  candles  might  be  pushed  out  of  the  molds  ;  but  like 
his  numerous  other  attempts  at  invention,  it  was  abandoned  as 
worthless,  after  filing  a  caveat. 

It  required  no  very  great  inventive  powers  to  discover  that 
candles  might  be  pushed  out  of  a  mold  as  well  as  pulled  out ; 
that  they  might  be  popped  by  an  impulse  from  beneath  as  well 
as  by  a  pressure  from  above;  or  that,  if  candles  were  not  to  be 
drawn  out  by  the  wick,  the  popping  process,  if  at  all  necessary, 
could  be  produced  by  the  first  impact  of  the  piston  from 
beneath. 

The  patentee  does  not  claim  to  be  the  first  who  conceived 
the  idea  of  pushing  a  candle  out  of  the  mold  by  a  piston ;  but 
he  has  succeeded  in  inventing  a  labor-saving  machine  of  great 
practical  value,  by  a  combination  of  devices  \  using  a  hollow 
piston  with  a  mold  for  the  tip,  in  combination  with  stationary 
molds.      Short   had    some    idea  of   a   machine    to   push   the 
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candles  out  of  cylindrical  glass  molds,  but  never  perfected  an 
invention  containing  the  combination  of  devices  claimed  in  this 
patent. 

Hewitt  only  started  or  popped  his  candles  by  an  impact  from 
beneath,  and  then  drew  them  out  by  hand,  lifting  them  by  the 
wick. 

Morgan's  machine  used  a  piston,  but  not  in  combination  with 
tips  and  stationary  molds. 

None  of  these  abandoned  experiments  or  machines  would 
infringe  the  combination  of  devices  claimed  in  this  patent,  if 
used,  nor  can  they  be  invoked  to  destroy  it. 

Let  a  decree  be  entered  according  to  the  prayer  of  the  bill. 


William  H.  Johnson 

vs. 

James  E.  Root. 

In  determining  what  it  is  that  the  plaintiff  has  secured  to  him  by  his  patent  from  the 
Government,  the  Court  looks,  in  the  first  place,  at  what  is  called,  technically, 
**  the  claim,**  which  is  the  summing  up  at  the  close  of  the  patent  or  specificatton 
preceding* 

In  construing  the  claim,  the  Court  takes  into  view  the  whole  of  what  precedes  it  in  the 
specification,  and  also  such  extraneous  facts,  presented  by  the  evidence,  as  may  aid 
in  giving  a  construction  to  the  patent,  particularly  the  documents  firom  the 
Patent  Office  which  have  preceded  the  granting  of  the  patent  itself. 

The  legal  right  of  the  patentee,  is  that  which  is  secured  to  him  by  his  patent ;  and  if 
he  has  invented  any  thing  else  meritorious  or  otherwise,  still,  if  it  is  not  embraced 
in  the  patent,  he  can  maintain  no  suit  upon  it. 

If  the  defendant  uses  the  plaintifTs  patented  invention,  that  which  is  secured  to  him  by 
his  patent,  then  he  infiringes,  whatever  else  he  may  use,  or  whatever  else  he  may 
have  added  to  it. 

In  considering  the  opinion  of  an  expert,  it  is  proper  to  take  into  view,  his  ability,  his 
knowledge  of  the  art  or  profession  in  which  he  is  engaged ;  the  fairness  with  which 
he  expresses  an  opinion ;  the  impartiality  of  that  opinion  and  the  reasons  which 
he  assigns  for  it. 
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If  one  machine  which  is  alleged  to  be  an  infringement  of  another  produces  a  diflferent 
result,  or,  in  other  words,  is  of  greater  utility  than  the  preceding  machine,  it  may 
be  some  evidence  of  a  substantial  difference  between  them;  and  the  utility  of  the 
one  over  the  other  may  be  so  great,  as  to  be  satis^ctoiy  evidence  that  some  new 
principle  is  involved. 

The  term  *<  equivalents  **  as  used  in  patent  cases,  has  two  meanings.  The  one  relates 
to  the  results  that  are  produced,  and  the  other  to  the  mechanism  by  which  those 
results  are  produced. 

A  mechanical  equivalent,  as  generally  understood,  is  when  one  thing  may  be  adopted 
instead  of  another,  by  a  person  skilled  in  the  art,  from  his  knowledge  of  the  art. 

The  invention  need  not  be  of  any  high  degree  of  utility— >if  it  is  of  any  practical  util- 
ity— although  of  a  very  low  degree,  yet  it  may  be  said  to  be  perfected  in  the  eye  of 
the  law. 

It  is  not  sufficient  that  some  part,  incorporated  into  an  invention  should  have  been 
perfected,  so  that  it  did  not  require  further  alteration,  unless  that  part  could  be  a 
machine,  so  as  to  be  of  some  practical  utility. 

The  caveat  is  not  conclusive  evidence  that  the  invention  is  part  perfected ;  a  person 
may  choose  to  file  a  caveat  while  he  is  going  on  and  making  improvements  upon 
an  invention  which  he  has  already  completed,  so  as  to  be  of  practical  utility. 

If  the  invention  was  perfected,  or,  if  not  perfected,  if  the  inventor  used  reasonable  dili- 
gence to  perfect  it,  then  he  had  a  right  to  have  it  incorporated  into  his  patent,  and 
to  supenede  those  that  had  intervened  between  his  first  invention  or  discovery  and 
his  subsequent  taking  out  of  his  patent. 

If  he  had  not  perfiected  it,  and  did  not  use  due  diligence  to  carry  it  into  ef)«ct,  and  in 
the  mean  time,  before  he  got  his  patent,  somebody  else  had  invented  and  used  and 
incorporated  into  a  practical,  useful  machine,  that  mode  of  feeding,  then  he  cculd 
not,  by  subsequent  patent,  appropriate  to  himself  what  was  thus  embraced  in  the 
former  machine  between  his  caveat  and  obtaining  of  his  patent. 

As  the  plaintifPs  patent  is  subsequent  to  the  use  of  the  defendant's  machine,  when  he 
would  carry  his  invention  forward  to  a  time  anterior  to  its  use  by  the  defendant,  he 
can  have  the  benefit  only  of  that  which  he  had  discovered  and  invented  prior  to 
the  time  when  defendant  used  it. 

(Before  Spkagus,  J.,  District  of  Massachusetts,  October,  1858.) 

This  was  an  action  on  the  case  tried  by  Judge  Sprague  and  a 
jury,  to  recover  damages  for  the  infringement  of  letters  patent 
for  an  ^^  improvement  in  sewing  machines,"  granted  to  plaintiff 
March  7,  1854,  and  reissued  February  96,  1856. 

The  claims  of  the  original  patent  were  as  follows : 

<<The  making  of  a  seam  with  a  single  thread  by  the  combination  of  a  single  thread 
Af,  forked  hook  iV,  and  expanding  lever  Di,  operating  substantially  in  the  manner  and 
for  the  purpose  herein  specified  ;    also  the  forming  or  making  of  ^  seam  from  a  single 
thread  by  the  running  of  a  loop  of  thread  through  the  material  to  be  sewed,  the  run 
ning  of  a  second  loop  through  the  material  and   putting  the  first  loop  through  the 
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second  j  the  running  of  a  third  loop  through  the  material  and  through  the  first  named 
loop,  the  carrying  of  a  fourth  loop  through  the  material  and  putting  the  third  through 
it,  and  so  on;  putting  the  first  loop  through  the  second  and  around  the  third,  the  third 
loop  through  the  fourth  and  around  the  fifth,  and  so  on,  forming  the  belaving  double- 
loop  stitch  herein  described  in  the  manner  set  forth ;  also,  the  feeding  of  the  material 
to  be  sewed  by  means  of  a  vibrating  needle,  by  which  the  material  is  moved  adong  as 
required  for  the  stitch,  substantially  in  the  manner  herein  specified." 

The  claims  of  the  reissued  patent  were  substantially  the  same 
as  those  of  the  original,  except  the  third,  which  was  as  follows  : 

"  3.  The  feeding  of  the  material  to  be  sewn  by  means  of  a  vibrating  piercing  instru- 
ment, whether  the  said  instrument  be  the  needle  itself  or  an  independent  instrument  in 
the  immediate  vicinity  thereof,  substantially  as  herein  described." 

The  controversy  was  upon  this  claim,  which,  it  was  alleged, 
was  infringed  by  the  defendant,  in  the  sale  of  what  is  known  as 
the  "Wheeler  &  Wilson"  machine  having  the  four-motion 
feed,  consisting  of  a  vibrating  bar  with  teeth  upon  its  upper  sur- 
face, to  move  the  cloth. 

jf,  C.  fVashburn  and  William  Whiting  for  plaintiff. 

Causten  Browne^  y,  E.  Maynadier  and  George  T.  Curtis  for 
defendant. 

Sprague,  J.,  charged  the  jury  as  follows  : 

It  is  the  duty  of  the  Court  to  decide  all  questions  of  law 
which  may  arise  in  the  progress  of  the  trial,  and  to  give  instruc- 
tions to  the  jury  on  those  questions.  It  is  the  province  and 
duty  of  the  jury  to  decide  all  questions  of  fact ;  and  any 
observations  that  the  Court  may  make  as  to  the  facts  in  the 
case  are  only  designed  to  aid  you  in  applying  the  law  to  the 
factSy  and  further^  perhaps,  to  aid  you,  as  far  as  the  Court  may, 
in  arriving  at  the  questions  which  you  are  to  decide,  and  the 
points  that  it  may  be  material  for  you  to  take  into  consideration, 
in  order  correctly  to  apply  the  law  which  shall  be  laid  down  to 
you.  And,  gentlemen,  in  a  case  which  has  occupied  so  great  a 
length  of  time,  where  the  evidence  has  been  so  multifarious, 
both  in  kind  and  in  detail,  it  may  be  of  some  importance,  if  we 
can,  to  disembarrass  the  case  of  considerations  not  in  con- 
troversy, and  questions  not  bearing,  directly  or  indirectly,  upon 
points  really  at  issue,  or  to  be  decided  by  the  jury.  I  shall  not 
go  into  details  of  the  evidence,  gentlemen.     That  is  for  your 
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consideration.  All  questions  of  the  force  and  effect  of  the 
testimony,  of  the  credit  which  you  shall  give  to  the  witnesses, 
of  the  facts  which  you  shall  consider  to  be  established,  of  infer- 
ences to  be  drawn  from  them,  are  matters  for  the  jury  alone. 
The  law  is  to  be  given  to  you  by  the  Court,  including  the  con- 
struction of  written  documents,  and  especially  of  the  plaintiff's 
patent,  depending,  sometimes,  however,  upon  the  technical  use 
of  terms,  if  there  be  such,  which  have  a  use  different  from  the 
usual  and  ordinary  acceptation  of  the  terms,  and  which  may  be 
matters  of  fact  for  the  jury. 

The  suit  is  by  Mr.  Johnson  against  Mr.  Root,  for  an  alleged 
infringement  of  a  patent.  The  patent  has  been  produced,  and 
is  prima  facte  evidence  of  the  right  of  the  plaintiff  to  all  that  is 
contained  in  it,  giving  it  its  true  and  proper  construction.  The 
defense  alleges  that,  in  the  first  place,  the  defendant  has  not 
infringed — that  is,  has  not  used  the  invention  which  is  secured 
to  the  plaintiff  by  his  patent.  (I  shall  employ  the  word  use^ 
gentlemen,  although,  in  strictness,  what  is  complained  of  is, 
that  the  defendant  has  sold  one  of  the  machines  embracing  the 
invention  of  the  plaintiff;  use  is  a  shorter  term,  and  I  shall, 
therefore,  employ  it.)  After  stating  that  he  has  not  used  the 
plaintiff's  invention,  as  secured  in  his  patent,  the  defendant 
says,  in  the  second  place,  that  if  the  machine  which  he  has 
sold  does  embrace  that  which  is  in  the  plaintiff's  patent,  then 
the  plaintiff's  patent  is  not  valid,  because  the  plaintiff  was  not 
the  first  inventor.  These,  gentlemen,  are  the  two  grounds  of 
defense,  and  the  two  general  questions  which  you  will  have  to 
determine.  First,  did  the  defendant  infringe  ?  and,  second,  if 
he  did,  was  the  plaintiff  the  first  inventor  of  that  which  the 
defendant  has  used  ? 

And  in  order,  gentlemen,  to  determine  the  question  which  I 
take  up  first,  because  it  was  the  first  presented  in  the  order  of 
the  trial,  in  order  to  determine  whether  the  defendant  has  used 
the  plaintiff's  invention,  as  secured  by  his  patent,  the  first  step 
is  to  ascertain,  as  clearly  as  you  may,  what  it  is  to  which  the 
plaintiff  has  a  right,  under  his  patent.  And  here  I  would 
observe  that  there  is  no  part  of  the  plaintiff's  patent  which  it  is 
alleged  the  defendant  has  infringed,  except  that  relating  to  the 
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feeding  of  the  material  to  be  sewed.  There  are  two  other 
things  embraced  in  his  patent,  relative  to  the  seam,  which, 
however,  you  have  no  occasion  to  trouble  yourself  about  in  the 
present  case,  unless  they  should,  in  any  degree,  throw  light 
upon  the  third  claim  of  his  patent — that  in  relation  to  the  feed. 
In  determining  what  it  is  that  the  plaintiff  has  secured  to  him 
by  his  patent  from  the  Government,  the  Court  looks,  in  the 
first  place,  at  what  is  called,  technically,  the  claim,  which  is 
the  summing  up,  at  the  close  of  the  patent,  or  specification 
preceding  ;  the  claim  being  in  the  terms :  *'  What  I  claim  to 
have  invented,  and  wish  to  secure  by  letters  patent,  is  — ,'*  and 
then  a  condensed  statement  of  what  he  wishes  to  have  secured 
to  him  by  his  patent.  But  in  construing  that,  we  take  into 
view  the  whole  of  what  precedes  it  in  the  specification, 
and  also  such  extraneous  facts  presented  by  the  evidence,  as 
may  aid  in  giving  the  true  construction  to  the  patent,  particu- 
larly the  documents  from  the  Patent  Office  which  have  pre- 
ceded the  granting  of  the  patent  itself.  Now,  that  third  claim 
is  for  this  :  "  The  feeding  of  the  material  to  be  sewed,  by 
means  of  a  vibrating,  piercing  instrument,  either  the  needle 
itself,  or  some  other  instrument  in  the  immediate  vicinity  thereof, 
substantially  as  herein  described."  It  is  upon  that  this  whole 
controversy  turns  ;  it  is  that  claim  which  embraces  all  the  right 
that  the  plaintiff  has.  I  say  all  the  legal  right.  And  here  I 
would  observe,  gentlemen,  that  the  evidence  and  the  argu- 
ments on  both  sides  have,  very  properly,  gone  into  the  inquiry, 
what  was  the  invention  ? — what  was  done  by  the  plaintiff  from 
one  time  to  another  ?  That  is  all  very  proper,  because  it  may 
aid  in  giving  a  construction  to  his  patent.  But  his  legal  right 
is  that  which  is  secured  to  him  by  his  patent ;  and  if  he  has 
invented  any  thing  else,  meritorious  or  otherwise,  still  if  it  is 
not  embraced  in  the  patent,  then  he  can  maintain  no  suit  upon 
it ;  he  is  necessarily  confined  to  that  which  is  granted  to  him 
by  the  deed  from  the  Government,  which  is  called  a  patent. 

Now,  in  the  first  place,  gentlemen,  this  is  not  a  patent  for  a 
result.  It  is  not  a  patent  for  an  abstract  idea,  or  an  abstract 
principle.  You  take  the  words  of  the  claim  itself  to  lead  you. 
The  object  to  be  obtained  is  the  feeding  of  the  material  to  be 
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sewed.  The  means  are,  a  vibrating,  piercing  instrument, 
either  the  needle  itself,  or  an  independent  instrument  in  the 
immediate  vicinity  thereof,  substantially  as  therein  described. 
Now,  this  patent  is  for  means — a  mechanism  to  accomplish  a 
certain  end.  The  first  thing,  then,  which  you  will  observe  is, 
what  is  secured  to  the  plaintifF.  In  looking  at  the  means  and 
mechanism  to  secure  the  end,  it  is,  in  the  first  place,  the  instru- 
ment— Si  vibrating,  piercing  instrument.  And,  to  call  your 
attention  further  to  what  things  are  in  controversy,  you  will 
observe  there  is  no  controversy  here  as  to  the  instrument  used 
by  the  plaintifF  and  defendant,  each  being  a  vibrating  instru- 
ment. There  is  no  controversy  that  it  is  used  in  the  imme- 
diate vicinity  of  the  needle,  and,  therefore,  I  shall,  for  the  sake 
of  brevity,  and  of  calling  the  attention  to  those  matters  which 
are  in  controversy — speak  of  it  as  the  piercing  instrument — the 
piercing  being  the  matter  in  controversy. 

The  patent  does  not  stop  there.  What  is  embraced  in  it, 
and  what  is  the  essential  part  of  it,  is  not  merely  the  feeding  of 
the  material  by  such  an  instrument,  but  it  is  the  instrument, 
followed  afterward  by  the  words,  *'  as  herein  described/*  Both 
these  are  essential  parts  of  this  patent. 

Upon  the  question  of  infringement,  then,  the  inquiry  is,  in 
the  first  place,  does  the  defendant,  for  the  purpose  of  feeding 
the  material,  use  substantially  the  same  instrument  therein 
described,  and  substantially  in  the  manner  therein  described  ? 
If  he  does  not  use  the  same  instrument — ^substantially  the  same 
instrument — and  when  I  leave  out  the  word  ^^substantial," 
you  will  always  understand  that  it  is  embraced — if  he  does  not 
use  substantially  the  same  instrument,  he  does  not  infringe.  If 
he  uses  the  same  instrument,  and  does  not  use  it  substantially 
in  the  manner  therein  described,  he  does  not  infringe ;  both  of 
those  going  to  constitute  the  invention  which  the  plaintifF  has 
secured  to  himself.  It  may  thus  appear,  gentlemen,  that  if 
the  defendant  takes  either  one  of  those  two,  he  takes  some- 
thing which  belongs  to  the  plaintiff,  and,  therefore,  infringes. 
But,  upon  the  construction  of  this  patent,  that  would  not  be  so. 
Because,  if  there  had  been,  before  this  patent,  a  use  of  the 
same  instrument,  but  not  used  iq  the  sanie  manner,  the  patent 
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would  be  good.  Therefore  it  is  somewhat  analogous — to  give 
a  mere  illustration  of  my  meaning — to  a  combination  of  two 
elements,  both  of  which  must  be  used,  in  order  to  constitute 
any  thing.     This  is  not  a  combination  of  two   elements  ;    I 

use  the  comparison  only  to  illustrate  the  idea  that  both  must  be 
used. 

Noiw,  in  inquiring  whether  the  defendant  uses  substantially 
the  same  instrument  as  that  described  in  the  patent,  and  sub- 
stantially in  the  same  manner,  you  will,  in  the  iirst  place, 
inquire  what  is  the  instrument  described  in  the  patent  ?  Well, 
gentlemen,  the  instruments  described  are  a  needle  and  an  awl, 
called  vibrating,  piercing  instruments — piercing  instruments — 
and  those  described  in  the  patent  are  the  needle  and  an  awl. 
Does  the  defendant  use  the  instrument  described  in  the  patent  ? 
That  is  a  question  of  fact  for  your  determination.  Then  the 
question  is,  does  the  defendant  use  the  instrument  of  the  plaintiff 
substantially  in  the  manner  described  in  the  patent  ?  The  instru- 
ment fox  feedings  as  described,  is  the  needle :  I  think  the  awl  is  not 
described  in  the  patent  as  feeding ;  it  is  introduced,  and  is  one 
of  the  instruments  named  in  the  patent,  but  is  not  described  in 
the  operation  of  feeding.  A  needle  being  placed,  with  proper 
mechanism,  perpendicularly,  with  the  point  downward,  the 
material  to  be  sewed  being  laid  on  a  table  beneath  the  needle, 
with  a  hole  in  the  table,  under  the  point  of  the  needle,  with  a 
slot,  so  as  to  allow  the  vibration  without  touching  the  table, 
then,  by  proper  mechanism,  a  force  is  applied  vertically  upon 
the  needle,  tending  to  drive  it  downward,  and  a  force  laterally 
applied  at  the  same  time,  the  needle  thus  receiving  these  two 
forces — the  one  perpendicular  downward,  the  other  lateral — a 
compound  motion,  as  described,  forcing  it  downward  through 
the  cloth,  as  I  shall  call  the  material  to  be  sewed,  the  needle 
perforating  the  cloth  and  going  through,  and  the  point  of  the 
needle  on  the  lower  surface  of  the  cloth,  moving  along  through, 
carrying  the  cloth  with  it  as  it  moves  along  .laterally,  and  then 
after  going  the  length  of  a  stitch,  rising,  disengaging  itself  from 
the  cloth,  and  then  returning  to  the  position  where  it  began,  in 
order  to  take  a  new  hold.  Now,  gentlemen,  you  will  observe 
that  this   produces  what  has  been  described  to  you,  without 
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controversy,  as  a  curvilinear  motion,  and  what  I  understand  to 
be  a  continuous  motion.  The  needle  is  described  as  going 
through  the  cloth.  (I  would  here  remark  that  the  needle  in 
the  plaintilPs  patent  has  two  functions,  the  one  that  of  forming 
the  stitch,  the  other  that  of  feeding  the  material  to  be  sewed, 
and  in  speaking  of  it,  you  will  understand  that  I  speak  of  the 
instrument  in  relation  to  its  function  as  a  feeding  instrument, 
unless  I  specify  otherwise,  and  am  intending  to  describe  it  to 
you  merely  as  it  is  described  in  the  operation  of  feeding.)  Now 
there  has  been  a  good  deal  of  controversy  here  as  to  the  hold- 
ing apparatus — whether  it  is,  or  is  not,  a  part  of  the  feeding 
mechanism.  Gentlemen,  so  far  as  the  holding  mechanism  has 
an  effect  upon  the  instrument  that  feeds,  so  far  is  it  to  be  taken 
into  consideration  in  determining  what  is  the  operation  of  the 
instrument  that  feeds.  If  it  modifies  or  changes  the  operation 
of  the  feeding  instrument,  you  will  take  it  into  account.  If  it 
changes  the  character  of  the  feeding  instrument,  you  will  take 
it  into  account  in  determining  what  is  that  character. .  There 
are  two  things,  gentlemen,  which — in  order  not  to  use  terms 
that  have  been  contended  for  on  the  one  side  or  the  other — I 
shall  call  adjuncts^  which  you  may  take  into  view  in  forming 
your  opinion  of  the  operation  of  the  feeding  instrument,  namely: 
the  table  and  pressure-foot,  as  described  in  the  plaintifPs  patent. 
For  I  am  now  to  lead  you  to  consider  what  is  the  plaintifFs 
patent,  as  to  the  operation  of  the  feeding  instrument.  One 
adjunct  is  the  table  upon  which  the  cloth  is  placed.  Now,  you 
will  observe  that  the  table  keeps  the  cloth  in  its  position,  so 
that  when  the  thrust  of  the  needle  is  made,  the  cloth  is  not 
carried  forward  by  the  force  of  the  needle,  it  being  kept  there 
by  the  table.  But  the  part  of  the  table  directly  under  the 
point  of  the  needle  has  been  removed,  so  that  there  is  nothing 
to  obstruct  the  downward  progress  of  the  needle,  and  the  needle 
goes  through  the  cloth  with  no  opposing  surface  against  the 
point.  The  other  adjunct  is  the  pressure-foot,  as  described  in 
the  plaintifPs  patent.  And  that,  as  I  understand  it,  is  a  surface 
of  metal,  which  is  pressed  downward  by  a  spring,  and  carried 
upward  by  a  mechanical  force  applied  to  the  bar.  As  described 
in  the  patent,  the  operation  is  this :  The  cloth  being  upon  the 
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table,  this  pressure-foot  is  placed  upon  the  cloth,  one  part  of 
the  cloth  being  directly  under  the  point  of  the  needle,  the 
pressure-foot  a  little  distance  from  it,  the  pressure-foot  keeping 
the  cloth  upon  the  table  until  the  needle  has  perforated  the 
cloth,  as  is  the  language  of  the  patent.  Then  the  pressure-foot 
is  raised  by  the  mechanism  which  effects  that,  to  allow  the 
cloth  to  be  carried  along  by  the  needle  in  being  fed,  to  allow 
the  formation  of  the  stitch.  When  the  needle  rises,  the 
pressure-foot  is  again  permitted  to  come  down,  by  the  action  of 
a  spring  on  the  top,  for  the  purpose  of  keeping  the  cloth  from 
following  the  needle  up  as  it  rises,  and  then  of  keeping  it  down 
upon  the  table  until  the  needle  shall  have  again  gone  down  and 
perforated  the  cloth,  and  then  it  is  relaxed  and  carried  upward,  to 
allow  the  cloth  to  pass.  And  as  the  description  is  afterward 
given,  the  cloth  is  carried  forward  by  the  needle,  and  moved  in 
feeding  after  perforation. 

That,  gentlemen,  I  believe  is  substantially  the  description  of 
the  mode  of  operation  of  the  feeding  instrument,  as  given  in 
the  plaintifPs  patent,  and  the  relation  that  these  two  things 
which  I  have  called  adjuncts  have  to  it ;  and  you  will  deter- 
mine how  far  they  modify  or  affect  the  motion  of  the  instru- 
ment. Now,  the  question  is,  whether  the  defendant  uses  in 
his  machine  this  mode,  or  has  the  same  mode  of  operation  of  a 
piercing  instrument.  In  the  first  place,  as  I  have  stated  it, 
does  the  defendant  use  substantially  the  same  instrument  as  that 
described  in  the  plaintifPs  as  the  feeding  instrument  ?  If  he 
does  not,  then  he  is  not  guilty  of  infringement.  If  he  does, 
then  the  question  is,  does  he  use  it  substantially  in  the  same 
manner,  substantially  in  the  same  mode  of  operation  ?  In  order 
to  determine  this  question,  gentlemen,  you  must,  of  course, 
ascertain  what  is  the  defendant's  machine,  so  far  as  relates  to 
the  feeding  apparatus.  A  comparison  being  required,  you  must, 
of  course,  understand  both,  in  order  to  make  the  comparison 
intelligible.  First,  then,  I  would  remark  that  if  the  defendant 
uses  the  plaintifPs  patented  invention — that  which  is  secured 
to  him  by  his  patent — then  he  infringes,  whatever  else  he  may 
use,  or  whatever  else  he  may  have  added  to  it.  If  he  has  taken 
that  which    belongs   to    the  plaintiff,  then  he   is   responsible, 


360  DISTRICT  OF    MASSACHUSETTS. 

Johnson  v.  Root. 

although  he  may  have  added  something  of  his  own.  If  he 
does  not  take  that  which  belongs  to  the  plaintiiF,  then  it  is 
wholly  immaterial,  in  this  suit,  what  he  takes,  or  from  whom 
he  derives  it. 

In  determining,  therefore,  as  I  have  observed,  whether  the 
defendant  uses  the  plaintifPs  patent  under  consideration,  you 
will  look  at  the  machine  which  has  been  produced.  And  here 
I  may  remark  that  there  has  been  a  vast  deal  of  evidence  of 
what  Wheeler  &  Wilson,  and  Grover  &  Baker,  and  many 
other  persons  use :  that  is  of  no  sort  of  consequence  in  the 
present  case,  anless  it  may  aid  you  in  determining  what  Mr. 
Root  used  after  the  grant  of  that  patent,  and  before  the  bring- 
ing of  this  action,  some  six  weeks.  One  machine  is  pro- 
duced, sold  by  Root  to  a  woman  by  the  name  of  Johnson,  who 
has  been  a  witness  upon  the  stand,  and  that  has  been  presented 
to  you. 

Now,  the  comparison  you  are  to  make  is  between  that 
machine  which  has  been  presented  and  the  plaintifPs  patent. 
And  all  the  other  matters  that  have  been  introduced  are  of  no 
sort  of  importance,  except  as  they  may  throw  light  upon  the 
question,  whether  that  machine  marked  ^^  K,"  embodies  what 
was  secured  to  the  plaintiff  in  his  patent.  And,  gentlemen, 
that  is  before  you.  It  has  been  described  to  you  so  often  on 
both  sides,  that  it  can  hardly  be  necessary  for  me  to  undertake 
to  describe  to  you  the  operation  of  that  machine.  You  have, 
then,  upon  the  first  question,  does  he  use  the  instrument — the 
bar  that  is  presented  to  you,  with  the  points  at  the  end,  or  with 
the  roughened  surface,  or  whatever  they  choose  to  call  them, 
for  I  do  not  designate  them  except  to  call  your  attention  to  the 
thing — is  that  substantially  the  instrument  described  in  the 
plaintifPs  patent  as  the  feeding  instrument  ? 

Then  as  to  its  mode  of  operation.  That  has  been  described 
to  you  in  various  ways — the  motion  upward  to  engage  with  the 
cloth :  lateral  to  carry  the  material  forward :  the  motion  to 
disengage,  and  the  motion  to  return  laterally  to  its  position 
again.  Then  as  to  the  adjuncts  generally.  There  is  a  pres- 
sure-foot, which,  as  I  understand  it,  goes  down  opposite  to  the 
point  of  the  feeding  instrument.     You  will  take  this  into  con- 
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sideration,  gentlemen,  as,  indeed,  you  will  all  other  relevant 
facts,  in  forming  your  judgment  as  to  their  being  substantially 
the  same  in  their  mode  of  operation. 

And  here  I  would  remark,  gentlemen — not  intending  to  go 
into  any  detail  of  the  evidence — ^that  you  have  several  classes  of 
evidence  to  which  to  turn  your  attention.  In  the  first  place, 
your  own  inspection  and  observation  of  the  defendant's  ma- 
chine, and  of  the  plaintiff's  machine,  as  illustrated  in  the 
model,  in  the  patent,  and  in  the  drawing,  as  a  means  of  forming 
your  judgment. 

In  the  next  place,  you  have  the  opinion  of  experts  to  aid  you 
in  forming  your  opinion  upon  the  subject.  Now,  gentlemen, 
with  respect  to  the  opinion  of  experts,  I  would  remark  that  in 
general,  in  the  trial  of  causes  in  court,  witnesses  testify  only  to 
facts,  the  jury  to  form  their  own  opinion  from  the  facts.  But 
there  are  various  classes  of  cases  which  depend  upon  the 
knowledge  of  a  peculiar  art  or  science  for  their  solution,  of  a 
particular  business,  requiring  a  peculiar  knowledge,  in  order  to 
form  a  satisfactory  judgment  of  the  question  involved  ;  and  in 
this  case  the  law  allows  testimony  to  be  given  by  those  skill- 
ful in  the  particular  art,  science,  or  profession,  and  permits 
them  to  give  their  opinions,  as  results  which  they  arrive  at  from 
an  examination  of  the  questions  of  fact  that  are  before  the 
jury.  And  you  have  in  this  case,  gentlemen,  three  experts 
on  each  side,  who  have  presented  their  opinions.  I  shall  not 
go  into  the  detail  of  their  opinions.  You  will,  of  course, 
see  that  you  are  not  bound  by  their  opinions.  You  must  form 
your  own  judgment,  at  last,  upon  this  and  upon  all  the  evi- 
dence that  you  have  in  the  cause.  They  are  introduced  only 
to  aid  you,  gentlemen.  You  will  rely  upon  them  so  far  as  you 
shall  think  proper  to  rely  upon  them.  You  will  consider  the 
opinion  of  experts,  and  will  take  into  view  the  same  things, 
probably,  that  you  would  in  considering  the  value  of  an  opinion 
of  a  professional  man — a  lawyer  or  physician — his  ability, 
his  knowledge  of  the  art  or  profession  in  which  he  is  engaged  *, 
the  fairness  with  which  he  expresses  an  opinion  ;  the  impar- 
tiality of  that  opinion,  and  all  those  considerations  which  go  to 
create  a  confidence  or  a  distrust  of  the  opinion  which  is  given. 
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You  will  take  into  consideration,  also,  the  reasons  that  may  be 
assigned  by  the  experts  for  their  opinions. 

You  have,  besides  these  opinions  of  the  experts,  another  spe- 
cies of  testimony  from  those  who  have  seen  the  actual  operation 
of  sewing  machines,  and  who  have  undertaken  to  give  you,  not 
as  matters  of  opinion,  but  as  matters  of  fact,  from  their  own 
observation,  what  they  see  to  be  the  effect  and  the  operation  of 
the  machines. 

There  is  another  species  of  evidence  that  has  been  introduced 
and  relied  upon,  that  is,  the  results  of  the  two  machines,  when 
you  come  to  compare  them,  which  may  sometimes  aid  you  in 
determining  whether  they  are  substantially  the  same.  Now,  if 
one  machine,  which  is  alleged  to  be  an  infringement  of  another, 
produces  a  different  result,  or,  in  other  words,  is  of  greater 
utility  than  the  preceding  machine,  it  may  be  some  evidence  of 
a  difference,  a  substantial  difference  between  them  ;  and  the 
utility  of  the  one  over  the  other  may  be  so  great  as  to  be  satis- 
factory evidence  that  some  new  principle  is  involved,  and  that 
it  is  not  substantially  the  same. 

This  is  sometimes  coupled,  too,  in  considering  the  evidence, 
with  the  mechanical   differences.     The   mechanical  differences 
may  be  sufficient  to  show  that  the  two  machines  are  not  sub- 
stantially the  same.     The  difference  of  result  and  utility  may 
be  so  great  as  to  be  satisfactory  to  the  jury.      They  may  be 
authorized  to  receive  it  as  satisfactory,  if  it  is  of  so  very  high  a 
nature.     And  it  may  be  that  neither  of  these  alone  would  be 
satisfactory,  yet  the  mechanical  difference  and  the  difference  of 
utility,  taken  together,  may  be  sufficient  to  satisfy  the  mind.     I 
call  your  attention,   gentlemen,   to  these  different    particulars, 
which  you  may  examine,  to  form  your  judgment  whether  the 
two  machines  are  substantially  the  same,  as  to  the  feeding  ap- 
paratus, such  as  I  have  explained  to  you,  and  embraced  in  the 
plaintifPs  patent.       In   the  question,   gentlemen,  whether  two 
things   are  substantially  the    same  or  not,  the  mind   naturally 
seeks  for  some  criterion  by  which,  as   far  as  practicable,  to  de- 
termine whether  they  are  substantially  the  same.     Now,  gen- 
tlemen,  I  do  not  mean  to  instruct  you  as  matter  of  law,  with 
respect  to  the  criterion  to  be  adopted.     The  suggestions  that  I 
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make  to  you  are  for  your  consideration,  such  as  are  often  made 
for  the  consideration  of  the  jury.  You  have  heard  a  good  deal 
said,  from  time  to  time,  in  the  course  of  the  trial,  of  one  thing 
in  the  one  machine  being  an  equivalent  for  another  thing  in 
the  other  machine,  or  of  several  particulars  in  the  one  being 
equivalent  to  several  particulars  in  the  other.  The  term 
^^  equivalent,"  gentlemen,  has  two  meanings,  as  used  in  this 
class  of  cases.  The  one  relates  to  the  results  that  are  produced, 
and  the  other  to  the  mechanism  by  which  those  results  are 
produced.  Two  things  may  be  equivalent,  that  is,  the  one 
equivalent  to  the  other,  as  producing  the  same  result,  when  they 
are  not  the  same  mechanical  means.  Mechanical  equivalents 
are  spoken  of  as  different  from  equivalents  that  merely  produce 
the  same  result.  A  mechanical  equivalent,  I  suppose,  as  gen- 
erally understood,  is  where  the  one  may  be  adopted  instead  of 
the  other,  by  a  person  skilled  in  the  art,  from  his  knowledge  of 
the  art.  Thus,  an  instrumentality  is  used  in  a  mechanism ; 
you  wish  to  produce  a  pressure  downward :  it  can  be  done 
by  a  spring,  or  it  can  be  done  by  a  weight.  A  machine  is  pre- 
sented to  a  person  conversant  with  machines.  He  sees  that  the 
force  applied  downward  in  the  one  before  him,  is  by  a  weight ; 
from  the  knowledge  of  his  art,  he  can  pass  at  once  to  another 
force,  the  spring,  to  press  it  downward  ;  and  those  are  mechan- 
ical equivalents.  But,  gentlemen,  there  may  be  equivalents  in 
producing  the  same  results,  each  of  which  is  an  independent 
matter  of  invention,  and  in  that  sense  they  are  not  mechanical 
equivalents.  To  illustrate  my  meaning,  suppose,  in  early  days, 
the  problem  was  to  get  water  from  a  well  to  the  surface  of  the 
earth.  One  man  takes  a  rope  made  of  grass,  and  draws  up  a 
pail  of  water;  another  would  see  that,  as  a  mechanical  equiv- 
alent, a  rope  of  hemp  would  accomplish  the  same  result.  But 
suppose  another  person  comes,  and  for  the  first  time  invents  a 
pump.  That  is  equivalent  in  the  result  of  bringing  the  water  to 
the  surface  of  the  ground  ;  in  that  respect  it  is  equivalent,  in 
producing  that  result,  to  hauling  it  up  by  a  rope ;  but  is  not  me- 
chanically equivalent ;  it  brings  into  operation,  as  you  know, 
very  different  powers  and  forces,  and  would  require  invention  to 
introduce  it. 
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Now,  gentlemen,  however  the  appearance  of  a  thing  may  be 
altered,  if  the  aspect,  the  form,  the  appearances  presented,  are 
changed  only  by  the  use  of  mechanical  equivalents,  then  it  is 
substantially  the  same  thing,  I  suppose.  That  is  to  say,  if  a 
person  has  an  invention,  in  which  he  is  called  upon,  by  the 
patent  law,  to  make  a  full  and  clear  description  of  the  thing  he 
has  invented,  if  another  person  looking  at  that,  can,  from  his 
knowledge  of  the  subject,  pass  to  the  other  thing  that  is  used, 
without  any  invention,  then  the  one  is  substantially  the  same  as 
the  other.  It  is  not  that  every  unskilled  person  shall  see  how 
they  pass ;  but  what  is  required  is,  that  it  shall  be  so  described 
that  those  skilled  and  competent  in  the  art,  those  who  under- 
stand it,  shall  be  able  (not  that  an  ingenious  man  can,  seeing 
the  new  machine,  sit  down  and  find  something  else  afterward, 
perhaps  aided  in  some  degree  by  that  in  inventing  something 
that  is  not  there,  but  whether,  with  a  competent  knowledge  of 
his  art,  he  will  be  able),  by  looking  at  that  with  care  and  exam- 
ining it,  to  see  that  it  may  be  done  in  a  different  mode,  in  a 
different  manner,  and  it  is  done  in  that  different  mode  or  that 
different  manner  by  the  use  of  the  knowledge  which  he  has  in 
the  art.  That  would  not  be  a  new  invention,  or  substantially 
differing  from  the  original.  But  if  he  is  obliged  to  go  to  inven- 
tion, then  he  has  a  right  to  the  benefits  of  whatever  he  thus 
invents;  and  if  his  invention  is  a  substitution  for  the  original 
invention,  then  it  is  not  substantially  the  same,  and  he  does  not 
use  it.  But  if  he  merely  invents  something  to  be  added  to  it, 
then  he  can  not  take  the  original  invention,  because  he  has 
made  something  distinct  to  add  to  it,  as  a  new  improvement. 

If,  gentlemen,  you  should  find  that  the  defendant  has  not 
infringed,  then  your  verdict  will  be  for  the  defendant.  And 
here  I  would  observe,  that  the  burden  of  proof  is  upon  the  plain- 
tiff, to  show  that  there  has  been  an  infringement.  If  you 
should  find  that  the  defendant  does  infringe,  then  you  will  pass 
on  to  the  other  inquiry,  namely,  the  question  of  priority.  Gen- 
tlemen, for  any  person  to  be  entitled  to  an  exclusive  right,  by 
virtue  of  a  patent,  he  must  be  the  first,  as  well  as  the  original 
inventor.  The  defendants  take  this  position,  gentlemen ;  that 
the  machine  which  they  use  does  not  infringe  i  but  that  if  it 


OCTOBER,   1858.  365 


Johnson  v.  Root. 


does  infringe,  then  the  plaintiff  was  not  the  first  inventor  of 
that  which  is  embraced  in  his  patent.  And  that  will  bring  you 
to  the  question  whether  the  plaintiff  was  the  first  inventor. 
His  patent   bears  date  March,  1854.     The  application  for  his 

patent  was  made  in  March,  1853.  ^^  ^^^^  ^^^^  ^^^7  ^^^  ^^ 
carry  back  his  right  by  the  introduction  of  his  patent. 

The  defendant  then  proceeds  to  introduce  evidence  upon 
this  question  of  priority  ;  and,  without  going  over  the  various 
matters  introduced — which  are  not  material — I  would  state  that, 
prior  to  1853,  ^bat  I  shall,  for  the  sake  of  discrimination,  call 
the  Wilson  feed  (not  meaning  to  go  further  as  to  that  than  to 
give  it  a  name),  had  been  used  by  Wilson,  and  embodied  in  a 
machine,  as  early,  I  believe,  as  185 1 — certainly  as  early  as  1852 
— ^and  a  model  of  it  was  deposited  in  the  Patent  Office,  embrac- 
ing the  mode  of  feed  that  is  in  the  Wilson  machine ;  and  it  is 
not  controverted  that  that  is  substantially  the  same  as  in  the 
machine  "  K,"  which,  it  is  alleged,  infringes  the  plaintifPs 
patent.  Thus,  gentlemen,  it  is  not  controverted,  as  I  under- 
stand, by  anybody,  that  what  was  used  by  the  defendant,  and  is 
now  complained  of,  was  known  and  used  in  the  machine  of 
Wilson  as  early  as  1852  ;  and  that  this  supersedes  the  plaintifPs 
patent,  unless  the  plaintiff  can  carry  it  forward  to  an  anterior 
date — before  1852.  The  question  then  is,  upon  this  point  of 
priority,  whether  the  plaintiff  does,  by  his  evidence,  carry  his 
invention,  so  far  as  relates  to  the  feed  embraced  in  his  patent, 
to  a  date  prior  to  that  of  Wilson.  And  here  he  relies  upon  the 
caveat  of  1848,  and  the  red  model  in  which  that  invention  was 
exhibited.  It  is  not  contended,  gentlemen,  that  any  thing  was 
done  between  the  autumn  of  1848  and  the  use  by  Wilson,  in 
his  machine,  of  1852,  of  the  feed  used  by  the  defendant,  except 
what  is  shown  by  the  caveat^  and  the  model  of  1848. 

Then,  gentlemen,  your  inquiry  is  this :  Was  the  caveat  of 
1848,  as  illustrated  by  the  red  model,  the  invention  which  is 
embraced  in  the  plaintif{]*s  patent  ?  and  then,  if  it  it,  is  the 
plaintiff  entitled  to  it  ?  These  are  the  various  questions  that 
are  involved.  This  brings  you  to  the  question  of  what  that 
caveat  of  1848  was.  You  will  examine  th^t,  and  see  what  it 
describes.     Yo  u  have  the  model  of  it  before  you  i  and  I  do  net 
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intend  any  thing  more  than  merely  to  call  your  attention  to  the 
subject  at  present,  and  shall  go  into  no  particular  description  of  it. 
The  first  question  is :  Was  that  perfected  ? — it  being  objected 
that  it  was  not  perfected  by  Mr.  Johnson  in  1848,  nor  until 
about  the  time  that  he  took  out  the  patent,  or  made  his  applica- 
tion for  a  patent.  Now,  gentlemen,  if  it  was  not  perfected 
then,  another  inquiry  would  arise  upon  the  question,  whether 
he  would  be  entitled  afterward  to  put  it  into  his  patent ;  and 
that  is,  whether  he  had  invented  the  feeding  mechanism,  and 
was  using  due  diligence  to  perfect  it  ?  Was  it  perfected  ?  It  is 
not,  gentlemen,  merely  the  question  whether  the  feeding  appara- 
tus, looked  at  as  a  distinct  and  separable  matter,  was  perfected, 
but  whether,  in  connection  with  the  machine  or  invention 
which  he  was  making,  the  whole  was  perfected  within  the  eye 
of  the  law.  And  here  you  will  observe,  too,  that  by  being  per- 
fected^ in  the  eye  of  the  law,  it  is  not  meant  that  it  should  be 
carried  to  a  point  where  there  could  not  be  any  subsequent 
improvement — that  it  should  have  been  made  then  as  good  as 
it  could  possibly  be  made,  as  a  practicable  machine,  but  that 
the  invention  should  be  completed  so  as  to  be  of  some  practical 
utility.  It  need  not  be  of  any  high  degree — if  it  \s  of  any  prac- 
tical utility — although  of  a  very  low  degree — and  has  been 
completed  so  as  to  be  of  practical  utility,  and  considered  as 
completed,  then  it  may  be  said  to  be  perfected  in  the  eye  of  the 
law. 

Now,  gentlemen,  I  have  observed  to  you  that  it  is  not  suffi- 
cient that  some  part  incorporated  into  an  invention  should  have 
been  thus  perfected,  so  that  it  did  not  require  further  alteration 
unless  that  part  could  be  a  machine,  so  as  to  be  of  some  prac- 
tical utility.  It  would  not  be  sufficient.  It  must  be  embodied 
and  connected  with  a  machine  which,  as  a  whole,  taking  that 
part,  must  be  of  some  practical  utility,  in  order  to  prevent  other 
people,  coming  afterward,  from  having  the  benefit  of  an  inven- 
tion which  embraces  that,  and  perfects  a  machine  that  renders 
that  useful.  For  it  may  often  happen  that  a  person  in  pursuit 
of  an  invention  goes  a  certain  distance,  makes  certain  parts  of 
an  invention,  but  fails  of  arriving  at  any  practically  useful  result, 
and  the  whole  falls  to  the  ground.     Somebody  else  comes  after- 
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ward  and  takes  up  the  invention,  and  may  incorporate  into  his 
invention  something  found  by  somebody  before ;  but  if  that 
somebody  has  never  perfected  that  part,  in  the  eye  of  the  law, 
as  I  have  explained  to  you,  the  second  is  not  to  be  prevented 
from  having  the  benefit  of  that  which  has  been  left  without 
practical  fruit. 

Now,  gentlemen,  was  that  perfected  ?  That  is  a  question  of 
fact,  upon  the  evidence,  for  you  to  determine.  In  the  first 
place,  you  will  look  at  the  caveat  in  which  it  is  described.  It  is 
contended,  on  the  part  of  the  defendants,  that  the  caveat  itself 
is  conclusive  evidence  that  that  invention  was  not  perfected. 
You  will  observe  that  the  application  which  is  in  the  caveat 
before  you,  made  to  the  Patent  Office  by  Mr.  Johnson,  for  leave 
to  file  a  caveat^  sets  forth  that  he  has  made  a  certain  new  and 
useful  improvement  in  the  sewing  machine,  and  that  he  is  then 
making  experiments  to  perfect  it,  and  asks  leave  to  file  a 
caveat  to  secure  it.  The  defendant  insists  that  that  application 
is  of  itself  conclusive  evidence  that  he  has  not  perfected  it. 
We  will  look  at  it,  gentlemen,  and  see.  I  do  not  instruct  you 
that  it  is  conclusive  evidence ;  but  it  is  evidence  for  you  to  take 
into  view,  in  connection  with  the  other  evidence,  and  in  con- 
nection with  the  other  parts  of  the  same  instrument,  in  which 
he  begins  by  saying  that  he  has  made  a  new  and  useful  inven- 
tion in  the  sewing  machine.  Now,  gentlemen,  although  a  cav- 
eat is  understood  to  be,  and  in  this  instance  is,  filed  in  order  to 
allow  the  party  to  perfect  his  machine,  yet  if,  in  point  of  fact, 
the  invention  had  been  perfected,  in  the  eye  of  the  law,  as  I 
have  explained  to  you,  then,  if  you  are  satisfied  of  that  from 
the  evidence,  you  may  deem  it,  for  the  purposes  of  this  trial^  as 
perfected.  Or  it  may  happen  that  a  person  may  choose  to  file 
a  caveat  while  he  is  going  on  and  making  improvements  upon 
an  invention  which  he  has  already  completed,  so  as  to  be  of 
practical  utility.  Therefore,  gentlemen,  I  would  say  to  you, 
that  you  will  take  into  consideration  the  declaration  of  the 
plaintiff  himself,  in  the  application,  that  he  had  made  a  new  and 
useful  improvement  in  sewing  machines,  and  the  further  dec- 
laration, that  he  is  making  experiments  in  order  to  perfect  his 
invention,  and  the  subsequent  declaration  that  he  has  made  a 
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new  and  useful  improvement  in  sewing  machines,  and  the  other 
evidence  in  relation  to  the  case — that  is,  what  is  described  in 
the  caveat  and  the  model  which  was  made  in  1848 — and  see  if 
that  exhibits  to  you  a  perfected  machine ;  and  then  such  fur- 
ther evidence  as  you  have,  as,  of  the  actual  operation  of  the 
machine  that  will  be  before  you. 

Now,  gentlemen,  if  he  had  perfected  it,  then  he  had  a  right 
to  embrace  it  in  a  patent  that  he  should  afterward  take  out.  If 
he  had  not  perfected  it,  then  another  question  will  arise,  and 
that  is,  had  he  invented  the  feeding  mechanism  at  that  time,  and 
did  he  use  diligence  to  perfect  that  and  put  it  into  a  perfect 
machine,  so  as  to  make  it  of  some  practical  utility  ?  In  consid- 
ering this  question  of  reasonable  diligence,  it  is  not  sufficient  to 
answer  that  he  used  diligence  in  relation  to  some  other  inven- 
tion or  machine.  The  question  is :  Did  he  use  diligence  in 
perfecting  that  invention  which  he  has  made  of  the  feeding 
apparatus  ?  And  in  considering  that,  gentlemen,  you  will  take 
into  consideration  the  evidence  in  the  case.  Soon  after  he  filed 
his  caveat^  which  I  think  was  early  in  November,  1848,  it  ap- 
pears that,  on  his  return  from  Washington,  he  wrote  a  letter  to 
Mr.  Elliot,  his  agent,  and  in  that  letter  he  spoke  of  an  improve- 
ment in  the  use  of  the  needle,  as  I  understand  it,  for  the  form- 
ing of  the  stitch,  which  he  thought  he  had  made  since  he  left 
Washington.  This  letter  was  in  the  latter  part  of  November, 
1848,  if  I  recollect  right.  I  do  not  understand  that  that  makes 
an  allusion  to  any  improvement  in  relation  to  the  feed  appara* 
tus ;  it  is  only  that  he  dispenses  with  the  carrying  of  one  of  the 
needles  through  the  cloth ;  and  in  that  letter  he  remarks  that 
he  thinks  this  will  be  an  improvement  as  to  the  forming  of  the 
stitch,  and  that  the  only  inconvenience  is,  that  it  will  require  a 
different  mode  of  feed,  by  ceasing  to  apply  the  power  directly 
to  the  cloth,  and  applying  it  to  the  clamp,  or  other  instrument- 
ality, that  is  to  carry  the  cloth  through  with  it.  The  mode 
often  explained  to  you,  of  the  feeding,  by  the  caveat^  before  the 
supplementary  letter,  was  by  carrying  the  needles  on  each  side, 
the  cloth  being  held  in  a  circular  clamp.  The  other  clamp  had 
nothing  to  do  with  this,  because  that  carried  the  cloth  with  it. 
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the  needle  carried  the  cloth   along,  and   the  cloth  carried  the 
clamp  along  with  it,  by  the  motion  of  the  needle. 

Now,  in  considering  the  question  of  diligence  you  will  look 
at  the  facts,  and  say  whether  he  did  use  diligence  up  to  the 
time  of  obtaining  his  patent,  in  perfecting  any  machine  in 
which  could  be  incorporated  his  feeding  mechanism,  as  before. 
And  in  that  you  will  consider  the  length  of  time,  and  whether 
he  had  left  that  and  deserted  it  for  something  else  ]  and  in  that 
case  you  will  consider  what  that  something  else  was  ;  whether  he 
left  it  for  the  purpose  of  relinquishing,  abandoning  its  pursuit, 
so  that  he  did  not  use  all  reasonable  diligence,  and  left  it  until 
after  he  had  seen  the  machine  of  Wilson  in  the  Patent  Office, 
which  he  did  in  1852,  and  also  in  Mr.  Potter's  hands,  at  the 
hotel.  You  will  take  into  consideration  all  the  other  facts  and 
circumstances — what  Mr.  Johnson  was  doing — what  diligence 
he  used,  and  form  your  opinion  whether  he  used  due  diligence 
to  perfect  that  as  a  feeding  mechanism,  and  make  it  of  any 
practical  utility. 

If,  gentlemen,  the  invention  was  perfected,  as  I  have  already 
said,  or,  if  not  perfected,  if  Mr.  Johnson  used  reasonable  dili* 
gence  to  perfect  it,  then  he  had  a  right  to  have  it  incorporated 
into  his  patent,  and  to  supersede  those  that  had  intervened  be- 
tween his  first  invention  or  discovery  and  the  subsequent  tak- 
ing out  of  his  patent.  If  he  had  not  perfected  it,  and  did  not 
use  due  diligence  to  carry  it  into  effect,  and,  in  the  mean  time, 
before  he  got  his  patent,  somebody  else  had  invented  and  used, 
and  incorporated  into  a  practical,  useful  machine,  that  mode  of 
feeding,  then  he  could  not,  by  subsequent  patent,  appropriate  to 
himself  what  was  thus  embraced  in  the  former  machine,  be- 
tween his  caveat  and  the  obtaining  of  his  patent. 

I  have  said,  gentlemen,  that  he  could  incorporate  it  into  his 
patent  under  those  circumstances,  if  he  had  complied  with 
either  of  those  requisites.  The  next  question  is  (if  you  shall 
find  that  he  could)  whether  he  did  incorporate  it  into  his  patent, 
and  how  far  it  is  embraced  in  his  patent.  For,  if  he  did  invent 
it,  and  had  a  right  to  a  patent  for  it,  if  he  did  not  take  a  pat- 
ent for  it,  then  he  has  no  exclusive  right,  and  can  not  prevent 
other  persons   from  a  use  of  it ;  it  is  only  for   what  he  ha$ 
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patented  that  he  has  an  exclusive  right.  You  will,  then,  look  at 
the  patent — at  the  true  construction  of  it,  and  see  how  far  the 
patent  is  the  same  with  the  invention  in  the  caveat  of  1848; 
how  far  one  is  embodied  in  the  other. 

You  will  observe  here,  gentlemen,  that  in  the  caveat  of  1848, 
nothing  is  said  of  an  awl ;  that  was  not  introduced  until  the 
patent  of  1853,  ^^  ^  ^^^''  ^^'^  ^^  ^^^  ^^^  application  was  made 
at  that  time.  The  feeding  was  by  means  of  a  needle,  as  de- 
scribed. And  here  again,  gentle;nen,  you  observe  that  the 
needles  in  that  had  two  functions.  So  far  as  is  material  in  the 
present  inquiry,  we  are  to  regard  only  the  function  of  feeding. 
I  believe,  gentlemen,  that  was  performed  by  the  material  being 
held  in  the  circular  clamp — I  say  the  circular  clamp,  because  the 
straight  clamp  was  fed  in  a  different  mode,  and  not  by  the 
needles,  and  therefore  I  need  not  dwell  upon  that  for  a  mo- 
ment ;  the  needle  feed  was  effected  by  putting  the  material  ipto 
the  clamp,  by  which  it  was  held,  and  then  the  needles  passing 
through  one  on  the  one  side,  and  the  other  on  the  other, 
and  each  needle  successively  carrying  the  cloth  forward  the 
length  of  the  stitch ;  the  needles  going  through  the  cloth,  each 
of  them,  then  the  feeding  needle  carrying  it  along,  then  drawn 
out  of  the  cloth  and  returning  to  the  place  at  which  it  began. 

Now,  gentlemen,  if  the  plaintiff  has  embraced  that,  and  so 
far  as  he  has  embraced  that  in  his  patent,  he  would  have  a  right 
to  it,  under  the  conditions,  and  complying  with  the  requisites,  I 
have  stated  to  you.  Then  the  question  would  arise,  does  the 
defendant  infringe  that — for  it  may  happen  (I  do  not  say  it  did  ; 
that  is  a  matter  entirely  for  your  consideration)  that  the  patent 
of  the  plaintiff  may  be  in  some  respects  different  from  the  in- 
vention as  developed  in  the  caveat  of  1848.  Now,  as  the 
plaintiff's  patent  is  subsequent  to  the  use  of  the  defendant's 
machine  by  Wilson  and  others,  when  he  would  carry  his  inven- 
tion forward  to  a  time  anterior  to  its  use  by  Wilson  and  others, 
he  could  have  the  benefit  only  of  that  which  he  had  discovered 
and  invented  prior  to  1852,  when  Wilson  used  it.  The  ques- 
tion then  is,  does  the  defendant  infringe  the  invention  of  1848, 
as  incorporated  into  the  patent  of  Mr.  Johnson  of  1854  ?  Here, 
gentleqfien^  you  will  have  to  make  the  same  comparison ;  and 
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you  will  observe  that  the  question  of  the  law  is  here  out 
of  view.  Whether  that  was  a  substantial  change  or  variation 
from  the  caveat  or  not,  it  is  out  of  view  here  ;  because  it  was 
not  in  that  caveat — the  needles  only  were  there.  Then  the 
inquiry  is,  upon  the  same  principles  that  I  have  already  pre- 
sented to  you  from  the  beginning,  upon  the  question  of  in- 
fringement ;  does  the  defendant,  in  the  machine  "  K,"  use  the 
invention  of  feeding,  being  described  in  that  as  a  needle,  and 
the  mode  of  operation  described  as  in  the  caveat^  and  in  the 
red  machine?  That  is  the  question.  If  he  does  not  so  infringe, 
if  the  plaintiff  had  no  right  to  have  it  in  his  patent,  and  has  it 
in  his  patent,  or  has  it  not  in  his  patent,  then  he  is  not  guilty. 

If  you  find  for  the  plaintiff,  gentlemen,  another  question  will 
arise,  and  that  is  the  amount  of  damages.  That  I  hardly  think 
it  necessary  to  discuss  at  all.  If  the  defendant  has  taken  what 
belongs  to  the  plaintiflF,  and  used  it  wrongfully,  you  will  give 
to  the  plaintiff  some  damages.  No  large  amount  is  asked  by 
the  plaintiff,  and  there  is  no  controversy  upon  that  point.  The 
great  inquiry  is,  as  stated  by  the  counsel,  the  question  of  right. 
The  only  evidence  directly  to  the  point  is,  that  no  machine, 
here  introduced,  has  been  sold  ;  and  there  is  no  direct  evidence 
that  Mr.  Root  sold  any  other  machine  than  this  one,  embracing 
the  plaintiff's  invention.  There  is  some  evidence,  I  believe, 
from  Mr.  Howe,  that  Mr.  Root  sold  some  other  machines,  but 
Mr.  Howe  does  not  undertake  to  say,  as  I  understand,  whether 
they  embraced  this  feed-motion.  Perhaps  he  did,  but  the 
plaintiff's  counsel,  in  his  closing  remarks,  asked  only  for  two  or 
three  hundred  dollars,  and  I  do  not  think  it  necessary  to  spend 
time  examining  that  point.  You  will  consider  it,  and  act  ac- 
cording to  your  judgment,  if  you  should  come  to  that  question. 
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Martin    Bell 

vs. 
Hiram  G.  Daniels  and   Cyrus    Newi^irk. 

A  patentee  ii  not  controlled  by  the  title  of  his  patent,  but  the  patent,  the  specification 
ind  the  drawings  are  all  to  be  examined,  and  are  all  to  have  a  fair  and  liberal 
construction  in  determining  the  nature  and  extent  of  the  invention. 

A  patent  can  not  be  valid  for  a  principle  merely,  but  must  be  for  the  application  of  the 
principle  to  some  practical  and  useful  purpose. 

The  patent  raises  the  presumption  of  utility,  and  the  jury  are  not  to  conclude  that 
there  is  no  utility  in  an  improvement  because  of  its  apparent  simplicity,  nor  from 
the  f4ct  that  it  may  not  be  the  best  mode  of  effecting  the  reiult.  This  last  con- 
sideration would  affect  the  value  of  the  patent,  but  not  its  talidity. 

Others  may  hate  made  suggestions  to  the  patentee  as  to  the  possibility  of  making  the 
improvement  subsequently  patented )  they  may  have  thought  upon  the  subject 
and  made  experiments  with  reference  tu  it,  but  unless  their  experiments  resulted 
in  discovery,  such  approaches  to  invention  would  be  no  bar  to  the  granting  of  a 
patent  to  one,  who  succeeded  in  making  the  discovery  and  perfecting  it. 

An  abandonment  or  dedication  to  the  public  of  an  Invention  may  be  made  as  well  after 
patent  granted  as  before ;  but  when  the  patent  has  actually  been  granted,  it  would 
undoubtedly  require  a  strong  case  to  prove  abandonment. 

The  effect  of  a  caveat  is  to  protect  the  claim  of  an  inventor  firom  all  interfering  appli- 
cations made  within  one  year  after  its  filing,  by  requiring  the  ofllice  to  notify  him 
of  such  applications,  that  he  may  resist  the  interference  if  he  chooses.  But,  if, 
during  the  time  which  elapses  between  the  filing  of  his  caveat  and  his  application^ 
he  allows  his  invention  to  go  into  public  use,  his  caveat  will  not  protect  him* 

B.  made  application  for  a  patent  in  January,  1838.  Some  objections  were  made  by 
the  office,  and,  finally,  an  amended  specification  was  filed  in  March,  1840,  upon 
which  the  patent  issued.  There  was  no  evidence  that  the  patentee  withdrew  or 
abandoned  his  application  of  1838.  Held:  That  the  two  years  during  which 
the  invention  might  be  used  before  the  application  without  working  abandon- 
ment, must  be  dated  back  fi'om  January,  1838. 

There  is  no  infringenient  of  a  patent  for  a  combination,  unless  all  the  euential  parts  of 
the  combinition  are  substantially  imitated. 

There  is  no  unbending  or  unyielding  rule  of  damages,  but  the  rule  generally  recognized 
as  the  true  one,  is  to  give,  as  damages,  the  amount  of  profits  saved  to  the  defend- 
ants by  the  unlawful  use  of  the  plaintifi:**s  invention. 

(Qefbre  LeayitTi  J.|  Southern  District  of  Ohio.  Nov^nibfr^  ^^5^0 
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This  was  an  action  on  the  case  tried  by  7"dgc  Leavitt  and  a 
jury,  to  recover  damages  for  the  alleged  infringement  of  letters 
patent  for  an  ''improvement  in  the  mode  of  applying  the  waste 
heat  of  blast  furnaces  to  steam  boilers,"  granted  to  plaintiff, 
June  10,  1840.  In  the  apparatus  described  in  the  specification 
the  boilers  stood  on  the  stack  by  the  side  of  the  tunnel  head, 
with  which  they  were  connected  by  a  short  flue.  The  heat 
and  gas  passed  by  this  flue  to  the  end  of  the  boiler  nearest  the 
tunnel  head,  thence  to  the  end  of  the  boiler,  thence  back  under 
the  other  boiler  (the  boilers  being  separated  by  a  brick  partition 
wall  dividing  the  fire-bed  longitudinally),  and  so  out  through  a 
chimney. 

The  claim  of  the  patentee  was  as  follows : 

**  The  arrangement  of  iiues  and  their  necessary  appendages  by  which  the  flame  and 
gat  escaping  from  the  tunnel  head  are  applied  to  the  boilers  for  the  creation  of  steam.** 

In  the  defendants'  apparatus,  the  two  boilers,  having  one 
common  flue  or  fire-bed  without  partition,  were  placed  directly 
over  the  tunnel-head,  the  gas  striking  them  at  one  end,  passing 
under  both  together  to  the  opposite  end,  and  thence  out  through 
a  chimney.  This  apparatus  was  used  for  four  hundred  and 
thirty-nine  working  days  before  the  expiration  of  plaintiff's 
patent. 

In  relation  to  the  history  of  the  invention,  it  appeared  in  evi- 
dence, that  the  boilers  had  been  put  up  in  various  places  during 
the  years  1836  and  1837.  That  the  plaintiff  commenced  exper- 
imenting as  early  as  1 834,  and  continued  to  experiment  until 
January,  1837,  when  he  filed  a  caveat.  In  January,  1838,  he 
filed  his  specifications,  and  made  his  application  for  a  patent,  but, 
having  claimed  the  ''application  of  the  waste  heat  to  boilers  in 
any  manner,"  instead  of  the  mode  which  he  had  invented  and 
described,  his  patent  was  rejected.  He  filed  another  specification 
(without  withdrawing  the  first  application),  in  which  the  same 
machine  was  described,  but  with  a  different  claim.  This  was 
filed  in  March,  1840,  and  on  June  10,  1840,  the  patent  issued. 

<7.  M.  Lee  and  S.  S.  Fislur  for  plaintiff. 

C.  Fox  and  H.  H.  Hunter  for  defendants. 
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Leavitt,  J.,  charged  the  jury  as  follows :  * 

The  claim  in  this  case  is  for  the  infringement  of  a  patent 
right.  The  defendants  have  plead  the  general  issue,  and  filed  a 
notice  setting  up  the  various  defenses  upon  which  they  rely. 
The  first  of  these  denies  the  validity  of  the  patent  on  its  face, 
and  is  a  question  for  the  consideration  of  the  Court.  The 
patent  is  for  "a  new  and  useful  improvement  in  the  mode  of 
applying  the  waste  heat  of  blast  furnaces  to  steam  boilers.'* 
The  plaintiff  is  not  controlled  by  his  title,  but  the  patent,  speci- 
fication, and  drawings  are  all  to  be  examined,  and  are  all  to  have 
a  fair  and  liberal  construction,  in  determining  the  nature  and 
extent  of  the  invention.  The  statute  requires  that  the  patentee 
shall  describe  his  invention  in  such  clear,  full,  and  exact  terms 
as  shall  enable  any  person  skilled  in  the  art  to  which  it  relates 
to  construct  or  apply  the  invention.  The  defendants  insist  that 
these  specifications  are  defective  for  uncertainty  and  ambiguity, 
because  they  do  not  state  what  are  the  ^^ necessary  appendages" 
to  the  flues,  and,  because  the  claim  is  for  the  application  of 
heat  to  boilers  to  produce  steam,  or  merely  a  claim  for  a  prin- 
ciple. The  plaintiff,  in  his  specification,  describes  his  improve- 
ment as  ^^  consisting  in  the  manner  of  applying  the  waste  heat 
of  furnaces  to  the  generation  of  steam  in  steam  boilers,"  and 
alleges  that  the  object  of  his  specification  is  to  afford  practical 
directions  for  the  use  of  his  improvement. 

In  his  summing  up,  or  conclusion,  to  which  we  must  look,  in 
order  to  determine  precisely  what  the  patentee  claims  as  his 
invention,  we  find  that  his  claim  is  for  ^^the  arrangement  of 
flues  and  their  necessary  appendages,  by  which  the  flame  and 
gas  escaping  from  the  tunnel-head  are  applied  to  the  boilers  for 
the  creation  of  steam."  The  Court  has  had  occasion  to  con- 
strue this  specification  and  claim  in  a  former  trial.  In  the  case 
referred  to,  a  motion  for  a  new  trial  was  fully  argued.  Judge 
McLean  being  present.  Both  judges  held,  that  the  words, 
^^arrangement  of  flues  and  their  necessary  appendages,"  as  used 
by  the  patentee,  were  equivalent  to  a  combination  of  mechanical 
structures  producing  the  result  stated.  It  is  true  that  a  patent 
can  not  be  valid  for  a  principle  merely,  but  must  be  for  the 
application  of  a  principle  to  some  practical  and  useful  purposes ; 
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but  in  this  case,  it  is  not  claimed  as  a  discovery  that  heated  air 
applied  to  a  boiler  will  make  steam,  but  that  the  mode  of  apply- 
ing the  heated  air  of  a  furnace  in  a  way  to  save  fuel  and  labor 
has  been  discovered,  the  invention  patented  consisting  in  the 
contrivances  by  which  the  hot  air  is  applied.  These  contriv- 
ances, as  described  in  the  specification,  are  called  flues  and  their 
appendages,  and  consist  of:  i.  The  mode  by  which  the  heated 
air  passes  from  the  top  of  the  stack  into  the  flues.  2.  The 
mode  of  bringing  the  heated  air  in  contact  with  the  boilers, 
which  is  by  means  of  a  flue  passing  under  one  boiler  and  then 
under  the  other,  and  escaping  through  an  outlet  at  the  end  of 
the  boilers  at  which  it  entered,  and,  3.  The  position  or  arrange- 
ment of  the  boilers.  Neither  the  boilers,  the  flues,  nor  any  of 
the  appendages  are  new,  but  the  claim  is,  that  the  combination 
of  the  whole  is  new  and  useful.  And  there  would  seem  to  be 
no  doubt,  that  this  is  a  patentable  combination,  including  the 
application  of  principles,  not  separately  claimed  to  be  new,  to 
the  production  of  a  new  and  useful  result. 

Upon  the  question  of  utility,  it  may  be  remarked  as  a  famil- 
iar principle  that  the  patent  raises  the  presumption  of  utility, 
yet  the  defendants  may  show,  in  order  to  defeat  the  patent, 
that  the  invention  is  worthless,  though,  if  it  appears  that  it  is  in 
any  degree  useful,  the  patent  will  be  sustained.  The  plaintiff 
has  offered  proof  by  Dr.  Fisher  and  Mr,  Foster  of  the  utility  of 
this  mode  of  heating  boilers,  and  it  will  be  for  the  jury  to  say, 
from  this  and  all  the  testimony,  whether  his  invention  is,  in 
fact,  of  any  value.  In  doing  this,  they  are  not  to  conclude  that 
there  is  no  utility  in  the  improvement  from  its  apparent  simplic- 
ity, nor  from  the  fact  that  it  may  not  be  the  best  mode  of  effect- 
ing the  result.  This  last  consideration  would  affect  the  value  of 
the  patent,  but  not  its  validity.  As  to  the  novelty  and  original- 
ity of  the  improvement  patented,  the  Court  will  again  remark, 
that  the  patent  itself  raises  a  presumption  in  favor  of  both. 
The  statute,  however,  requires  that  the  invention  shall  be  new, 
and  if  the  defendants  can  show  that  it  was  known  or  in  use 
prior  to  the  patentees'  application  for  a  patent,  the  plaintiff  can 
not  recover.  This  defense  is  set  up  in  the  present  case.  It  is 
not  claimed  indeed  that  the  combination  as  such,  is  not  new ; 
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that  is,  that  it  was  ever  before  applied  to  produce  the  result 
claimed  for  it ;  but  it  is  insisted  by  the  defendants,  that  the  in- 
vention is  not  new  and  original,  because  heated  air  has  been 
before  applied  to  other  purposes.  The  test  of  novelty,  as 
applied  to  a  combination,  seems  to  be,  whether  the  application 
of  heated  air,  by  such  means  and  appliances  as  the  plaintiff 
claims  to  have  invented,  has  been  before  known  as  an  agent  for 
raising  steam  in  boilers,  for  as  already  stated,  this  is  a  principle 
of  the  plaintiff's  invention,  and  the  fact  that  heated  air  had 
been  before  used  in  a  different  way  and  for  a  different  purpose, 
would  not  be  within  this  principle  and  would  not  defeat  the 
pag^nt  for  want  of  novelty.  In  this  connection,  I  remark,  that 
it  is  no  evidence  of  such  a  prior  knowledge  of  the  invention  as 
will  defeat  the  patent,  that  other  persons  have  made  suggestions 
to  the  patentee  as  to  the  possibility  of  making  the  improvement 
subsequently  patented.  Others  may  have  thought  upon  the  sub- 
ject, and  made  experiments  with  reference  to  it ;  but  unless 
they  accomplished  the  object,  unless  their  experiments  resulted 
in  discovery,  such  approaches  to  it  would  be  no  bar  to  the 
granting  of  a  patent  to  one  who  was  successful  in  making  the 
discovery  and  perfecting  it. 

But  it  is  claimed,  that  if  the  plaintiff  was  the  inventor  of  a 
patentable  subject,  there  is  evidence  of  a  prior  public  use  of  hrs 
invention  which  invalidates  his  patent,  and  that  such  prior  use 
was  under  the  authority,  and  by  the  concurrence  of  the  plain- 
tiff. The  statute  provides  that  if  the  patented  structure  or  im- 
provement has  been  in  public  use,  or  on  sale,  for  two  years  prior 
to  the  application  for  a  patent,  with  the  consent  and  allowance 
of  the  patentee,  the  patent  shall  be  void,  and  whether  there  was  or 
was  not  such  prior  use,  will  be  a  question  of  fact  for  the  jury.  In 
the  present  case,  the  witness.  Spear,  says  that,  in  1837,  he  put 
up  boilers  for  his  father-in-law,  on  the  plan  of  Bell's  patent,  in 
Huntington  county,  Pennsylvania,  with  the  knowledge  of  Bell, 
and  with  his  consent.  £.  Soden  states  that,  in  1836  or  1837, 
his  brother,  by  the  consent  of  plaintiff,  put  up  boilers  in  Ten- 
nessee. James  Bell  states  that  the  boilers  put  up  by  Spear  were 
put  up  under  the  supervision  of  the  patentee,  and  for  the  pur- 
pose of  further  experiments.     It  will  not  be  necessary  lo  decide 
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whether  this  was  a  public  use  of  the  invention,  within  the 
meaning  of  the  statute,  if  the  jury  are  satisfied  that  such  use 
was  not  more  than  two  years  before  the  date  of  Bell's  applica- 
tion for  a  patent.  It  appears  that  in  January,  1837,  the  plain- 
tffF  filed  a  caveat  m  the  Patent  Office;  and  on  January  26, 
1838,  he  filed  his  application.  Upon  this  application,  the  Patent 
Office  refused  to  issue  a  patent.  It  was  amended  in  March, 
1840,  and  on  June  10,  1840,  the  patent  issued. 

The  effect  of  the  taveat  is  to  protect  the  claim  of  an  inventor 
from  all  interfering  applications  made  within  one  year  after  its 
filing,  by  requiring  the  office  to  notify  him  of  such  applica- 
tions, that  he  may  resist  the  interference  if  he  chooses.  But 
if,  during  the  time  which  elapses  between  the  filing  of  his  cav' 
eai^  and  his  application,  he  allows  liis  invention  to  go  into  public 
use,  his  caveat  will  not  protect  him.  The  only  question  upon 
this  point,  therefore,  for  the  jury,  will  be  whether  the  boilers 
put  up  by  Spear  and  Soden  were  put  up  less  than  two  years 
before  the  date  of  BelTs  application.  If  so,  they  are  within 
the  exception  of  the  statute,  and  the  defense,  that  the  invention 
had  been  in  public  use  two  years  prior  to  the  application  fails. 
It  is,  however,  insisted  by  the  defense  that  the  application  made 
by  the  plaintiff,  in  January,  1838,  can  not  protect  him  from  the 
legal  effect  of  allowing  his  improvement  to  go  into  public  use, 
for  the  reason  that  the  Patent  Office  rejected  that  applicaticn  ; 
that  therefore  it  must  be  regarded  as  a  nullity,  and  that  the  ap- 
plication for  the  patent  must  be  dated  from  March,  1840,  and 
not  from  January,  1838.  This  question  is  decided  by  section 
seven  of  the  act  of  1836.  That  section  provides  that  when 
a  patent  is  refused,  the  application  shall  still  be  in  force,  unless 
the  applicant,  in  a  manner  pointed  out,  elects  to  withdraw  it. 
In  this  case.  Bell  made  no  such  election ;  but  he  filed  an  amend- 
ed specification  in  1840,  under  which  the  patent  issued.  This 
amendment  of  the  original  specification,  having  been  provided 
for  by  the  section  above  referred  to,  the  Court  has  no  difficulty 
in  holding  that  the  application  of  the  plaintiff  must  date  from 
January,  1838. 

The  question  of  abandonment  has  been  raised  in  this  case, 
and  it  will  be  the  duty  of  ihe  Jury  to  pass  upon  \U    II  an 
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inventor,  by  his  actions  and  consent,  shows  that  he  has  made  a 
dedication  of  his  invention  to  the  public,  he  can  not  afterward 
disavow  such  a  dedication,  and  obtain  a  patent ;  and  therefore, 
if  the  jury  are  satisfied,  from  the  evidence,  that  this  patentee  has 
permitted  his  invention  to  go  into  public  use,  without  objection, 
and  without  taking  any  steps  to  vindicate  his  rights,  he  will  be 
viewed  as  having  given  his  improvement  to  the  public,  and 
will  not  be  permitted  afterward  to  resume  it.  "  This  abandon- 
ment, or  dedication  to  the  public,  may  be  made  as  well  after 
patent  granted  as  before ;  but,  where  the  patent  has  actually  been 
granted,  it  would  undoubtedly  require  a  strong  case  to  prove 
abandonment. 

The  doctrine  of  the  law  upon  this  and  the  preceding  points 
may  be  briefly  stated  thus :  that  if  the  jury  find  that  the  inven- 
tion was  used  by  others,  or  even  by  one  person,  with  the  con- 
sent or  allowance  of  the  inventor,  publicly,  and  for  more  than 
two  years  before  the  application  for  a  patent ;  or  if  they  find 
that  it  was  publicly  used  for  a  long  period  by  the  inventor  him- 
self, not  in  the  way  of  experiment,  but  for  gain,  in  either  case 
the  patent  is  void. 

If  the  jury  shall  be  satisfied  that  this  is  a  patentable  inven- 
tion, that  it  is  new  and  useful,  and  has  not  been  abandoned,  or 
permitted  to  go  into  public  use  more  than  two  years  before  the 
application,  they  will  then  inquire  whether  the  defendants  have 
infringed  the  plaintiff's  patent.  This  is  a  question  of  fact,  for 
the  jury.  It  must  be  proved  by  the  plaintiff,  for  the  burden 
of  proof  is  upon  him,  and  to  sustain  his  case  he  must  prove 
that  the  defendants  have  either  used  his  invention,  or  something 
substantially  like  it.  To  this  end,  he  has  introduced  two 
witnesses — Dr.  Fisher  and  Mr.  Foster — both  of  whom  testify 
that  the  two  structures  are  substantially  the  same.  The  jury- 
will,  however,  be  guided  by  all  the  evidence  in  the  case,  as  well 
the  examination  of  the  models  and  drawings,  and  of  the  patent 
itself,  as  by  the  testimony  of  the  experts  whose  opinions  have 
been  laid  before  them.  The  Court  has  already  stated  that  it 
regards  the  claim  of  the  plaintiff,  as  set  forth  in  his  specifica- 
tion, as  being,  substantially,  a  claim  for  a  combination  of  known 
mechanical  structures,  to  produce  a  new  and  useful  result.     The 
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defendants  contend  that  they  have  not  used  all  of  the  parts  of 
this  combination,  and  therefore  insist  that  they  are  not  liable  for 
an  infringement.  It  is  undoubtedly  true  that  the  use  of  one  or 
more  parts  of  a  combination  is  not  an  infringement,  and  if  the 
defendants  have  not  used  all  the  flues  or  appendages  claimed  by 
the  patentee,  they  have  not  infringed.  If  the  specification  re- 
quires a  flue  for  conducting  the  heat  from  the  tunnel-head  to 
the  boilers,  and  the  jury  find  that  the  defendants  have  not  used 
such  a  lateral  flue,  or  any  thing  equivalent  to  it,  then  there  is  no 
infringement,  for  the  patentee  can  not  abandon  any  part  of  his 
improvement,  which  he  claims  in  his  specification  as  material. 
If  he  has  claimed  the  lateral  flues  as  a  material  part  of  his  in- 
vention, he  is  not  now  at  liberty  to  say  that  it  is  no  part  of  his 
patent.  In  this  specification,  the  plaintiff  describes  also  the 
flues  under  the  boilers,  formed  by  a  division  wall ;  the  defend- 
ants use  no  such  division  wall,  but  the  heat  passes  under  both 
boilers  at  the  same  time.  The  defendants,  therefore,  insist  that 
they  do  not  use  the  plaintiff's  arrangement  of  flues,  and  that 
there  are  in  fact  no  flues  in  their  structure.  It  will  be  for  the 
jury  to  say  whether  this  constitutes  a  substantial  difference  in 
the  two  machines  i  if  so,  the  defendants  have  not  infringed. 
As  has  been  before  remarked,  they  must  use  substantially  all 
the  parts  of  the  plaintiff's  combination,  in  order  to  be  guilty  of 
an  infringement  of  his  patent.  If  they  do  this:  if  they  include 
in  their  contrivance,  substantially,  all  the  principles  of.  the 
plaintiffs  combination,  it  will  be  no  defense  that  the  structure 
used  by  them  is  better  in  its  effects  than  that  patented  by  the 
plaintiff.  If  the  jury  believe  that  none  of  the  foregoing  de- 
fenses are  sustained,  and  that  the  defendants  have  infringed, 
they  will  then  inquire  what  damages  the  plaintiflF  shall  receive. 
This  is  wholly  within  the  discretion  of  the  jury,  though  no 
claim  is  made  in  the  present  case  for  any  thing  beyond  compen- 
satory damages.  There  is  no  unbending,  or  unyielding  rule  of 
damages,  though  that  usually  recognized  as  the  true  rule  has 
been  to  give  to  the  plaintiff,  as  damages,  the  amount  of  profits 
which  the  defendants  have  derived  from  the  use  of  the  plain- 
tiflF's  improvement,  not  the  amount  which  they  might  have 
realized,  or  which  they  made  from  the  use  of  improvements 
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Other  than  those  of  the  patentee,  but  what  they  actually  did 
make  by  the  use  of  the  machine  as  patented.  In  this  case,  it  is 
claimed  by  the  plaintiff,  that  the  jury  have  the  data  for  ascer- 
taining the  defendants'  profits,  in  the  value  of  the  coal  saved 
by  the  use  of  the  plaintiff's  invention.  This  would  seem  to  be  a 
satisfactory  basis.  The  furnace  was  run  four  hundred  and  thirty- 
nine  days.  The  witnesses  diflPer  greatly  as  to  the  quantity  of  coal 
that  would  be  required  to  make  the  necessary  steam  by  the  old 
method,  but  it  will  be  for  the  jury  to  say  what  the  quantity  should 
be.  As  before  remarked,  the  whole  subject  of  damages  is  with 
them,  and  they  will  give  such  an  amount  as  in  their  judgment 
seems  proper,  under  the  evidence.  There  are  no  doubt  cases  in 
which  the  license  price  may  be  a  criterion,  but  there  are  few  in- 
stances^ in  my  judgment,  in  which,  where  his  invention  is  pirated, 
the  patentee  ought  to  be  concluded  by  a  former  offer  to  sell. 


Martin  Bell 

vs. 

Addison  McCullough,  James  Lampton, 
William  H.  Lampton,  et  al. 

If  a  parcy  obtains  a  license  Arom  a  patentee  to  use  his  invention,  but  neglects  to  pay 
the  price  for  a  long  time,  and  finally,  when  prosecuted,  abandons  his  license,  or 
while  relying  upon  it,  defends  also  upon  other  grounds,  the  license  will  be  for- 
feited, and  he  will  be  liable  as  an  infringer. 

A  paper  purporting  to  be  an  assignment  of  an  expired  patent  is  void  as  an  assignmentf 
/        though  it  may  be  enforced  as  a  power  of  attorney. 

The  object  of  the  provision,  which  permits  the  Court  to  tfeble  the  verdict  found  by  the 
jury,  is  to  remunerate  patentees  who  are  compelled  to  sustain  their  patents  agaiiyt 
wanton  and  persevering  infringers,  and  was  not  intended  to  include  mere  collec- 
tion suits  brought  upon  an  expired  patent. 

(  Before  Lkavitt,  J.,  Southern  District  of  Ohio,  November,  1858.) 

This  was  an  action  on  the  case  tried  by  Judge  Lbavitt  and  a 
jury.  The  suit  was  brought  to  recover  damages  for  the 
infriogement  of  the  patent  of  Martin  Bell,  more  partipuUdy 
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referred  to  in  the  report  of  the  case  of  Bell  v.  Daniels^  p.  372. 
The  defendants  insisted  that  the  plaintifF  could  not  recover  : 

1.  Because  the  defendants  did  not  infringe  the  plaintifPs 
patent. 

2.  Because  some  ten  years  before  the  expiration  of  plain- 
tifPs patent,  one  Foster,  an  agent  of  the  patentee,  had  put  up 
the  apparatus  for  the  defendants,  for  an  agreed  price,  which  was 
to  include  the  license  fee,  but  which  fee  the  defendants  had 
neglected  to  pay. 

3.  Because  since  the  expiration  of  the  patent,  the  patentee 
had  assigned  the  same  to  one  Christian  Shunk,  for  whose  bene- 
fit the  present  suit  was  brought. 

G.  M.  Lee  and  5.  5.  Fiiher  for  plaintifF. 

haac  C*  Collins  and  yohn  fV.  Herron  fpr  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows: 

1.  As  to  the  alleged  verbal  license  from  Foster,  the  agent 
of  Bell,  to  the  defendants,  the  Court  will  remark,  that  the  con- 
tract of  license  is  like  every  other  contract,  and  depends  upon  a 
fair  construction  of  the  acts  of  the  parties,  of  which  acts  the 
jury  are  to  judge  ;  but,  if  even  a  party  originally  obtains  a 
license  from  a  patentee  to  use  his  invention,  but  neglects  to  pay 
his  license  price  for  a  long  time,  and,  finally,  when  prosecuted, 
abandons  his  license,  or,  while  relying  upon  it,  defends  also 
upon  other  grounds,  the  license  will  be  forfeited,  and  he  will  be 
liable  as  an  infringer. 

2.  As  to  the  paper  produced  in  evidence  and  claimed  to  be 
an  assignment  to  Christian  Shunk,  executed  and  delivered  by 
Bell  after  the  expiration  of  his  patent,  the  Court  instructs  you 
that  the  patent,  after  it  expired,  was  a  mere  ^^  chose  in  action," 
and  all  that  the  patentee  sought  to  convey  was  his  right  to  col- 
lect, by  suit,  or  otherwise,  the  damages  which  had  accrued 
during  the  lifetime  of  the  patent.  Such  a  right  was  not  assign- 
able, and  the  paper  offered  in  evidence,  so  far  as  it  purports  to 
be  an  assignment,  is  void,  although  it  may  be  good  as  a  power 
of  attorney  authorizing  the  asiMgnee  to  collect  for  infringe- 
ments. 
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The  jury  found  a  verdict  for  plaintiff  with  $200  damages. 

The  plaintiff's  counsel  subsequently  moved  the  Court  to 
treble  the  damages  under  the  provisions  of  section  14  of  the 
act  of  July  4,  1836. 

Leavitt,  J, 

The  provision  contained  in  section  14  of  the  act  of  1836, 
under  which  this  motion  is  made,  is  as  follows  :  "  That  when- 
ever, in  any  action  for  damages  for  making,  using,  or  selling  the 
thing  whereof  the  exclusive  right  is  secured  by  any  patent  here- 
tofore granted,  a  verdict  shall  be  rendered  for  the  plaintiff  in 
such  action,  it  will  be  in  the  power  of  the  Court  to  render 
judgment  for  any  sum  above  the  amount  found  by  such  verdict 
as  the  actual  damages  sustained  by  the  plaintiff,  not  exceeding 
three  times  the  amount  thereof,  according  to  the  circumstances 
of  the  case  with  costs,"  etc. 

The  object  of  this  provision  was  to  remunerate  patentees 
who  were  compelled  to  sustain  their  patents  against  wanton  and 
persevering  infringers.  There  may  be,  and  doubtless  are,  cases 
in  which  the  discretion  vested  in  the  Court  for  this  purpose 
should  be  exercised,  but,  it  would  hardly  seem,  that  the  spirit  of 
the  act  was  intended  to  include  suits  brought  upon  an 
expired  patent,  which  are  merely  cases  of  collection,  the  sole 
object  being  the  recovery  of  damages. 

The  motion  is  therefore  overruled. 


Orlando  B.  Potter  and  Nathaniel  Wheeler 

vs. 
Goodrich  Holland.     In  Equity. 

The  patent  is  prima  facte  evidence  that  the  several  grants  of  right  contained  in  it  are 
valid ;  that  the  several  things,  methods,  and  devices  contained  in  it  are  new ;  that 
they  were  useful ;  that  they  required  invention,  and  that  they  were  the  invention 
of  the  patentee.  And  this  prima  faeie  evidence  must  have  full  effect,  unless  it 
is  rebutted  by  sufficient  countervailing  evidence. 
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In  considering  the  questions  that  are  raised  against  the  validity  of  a  patent,  it  should  be 
borne  in  mind  that  patents  are  to  be  construed  liberally ;  that  they  are  not  to  be 
subjected  to  a  rigid  interpretation,  and  that  it  is  to  be  presumed  the  Commissioner 
has  done  his  duty,  and  not  granted  a  patent  where  he  ought  not  to  have  granted 
one. 

The  validity  of  the  grant  is  not  to  be  determined  by  the  amount  of  invention  that  was 
required.  If  the  device  is  new ;  if  it  is  useful ;  if  it  had  not  been  known  before, 
there  is  a  sufficient  amount  of  invention  to  authorize  a  patent. 

The  power  and  duty  of  granting  a  new  patent  for  an  original  invention,  when  a  law- 
ful surrender  of  the  old  patent  has  been  made,  are,  by  law,  expressly  confided  to 
the  Commissioner. 

The  decision  that  the  reissued  patent  is  for  the  same  invention  originally  discovered, 
and  intended  by  the  patentee  to  be  secured  by  the  original  patent,  has  been  con- 
fided, by  the  law,  to  the  judgment  of  the  Commissioner.  The  Court  must  take 
that  decision  as  a  lawful  exercise  of  his  authority.  It  is  not  re-examinable  unless 
it  is  apparent  on  the  face  of  the  patent  that  the  Commissioner  has  exceeded  his 
authority,  or  unless  there  is  a  clear  repugnancy  between  the  old  and  the  new 
patents,  or  unless  the  new  one  has  been  obtained  by  collusion  between  the  Com- 
missioner and  the  patentee. 

Wilson  invented  a  new  mechanical  automatic  feed,  which  caused  the  cloth  to  be 
sewed  to  progress  with  a  regular,  intermittent  motion,  and  to  which  the  cloth  was 
not  attached.  It  was  a  new  mechanical  automatic  feed.  It  was  an  improvement 
on  an  old  feed  only  in  that  sense,  that  any  new  and  useful  mechanical  device,  to 
accomplish  a  given  object,  is  an  improvement  on  all  other  known  mechanical 
devices  to  accomplish  the  same  object. 

It  was  not  something  in  aid  of  the  old  mode,  and  to  make  the  use  of  the  old  mode 
better.  It  dispensed  with  and  discarded  the  old  modes,  and  substituted  in  their 
place,  other  means,  to  accomplish  a  useful  result.  It  was  not  an  addition  to  any 
old  mode,  to  be  used  in  conjunction  with  such  old  mode,  and  to  make  such  old 
mode  better  and  more  eflfectual. 

In  the  trials  at  law,  the  validity  of  the  patents  was  not  contended,  though  such  validity 
was  threatened  ;  and  the  judgments  were  obtained  without  collusion.  He/ J:  That 
under  the  circumstances,  the  evidence  is  strong  in  favor  of  the  complainant's 
rights. 

To  authorize  an  injunction,  it  is  not  necessary  that  all  the  grants  of  right  in  a  patent 
should  have  been  infringed.     All  that  is  required  is  that  some  of  them  should 
have  been. 

(Before  Ingcrsoll,  J.,  District  of  Connecticut,  December,  1858.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain 
the  alleged  infringement  of  letters  patent,  for  an  "  improvement 
in  sewing  machines/'  granted  to  Allen  B.  Wilson,  November 
12,  1850.     The  original  patent  was  surrendered  and  reissued 
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January  22,  1856,  in  two  divisions  or  patents,  designated  as 
Reissue  Nos.  345,  and  346.  Reissue  345  was  surrendered  and 
reissued  December  9,  1856,  the  last  reissue  being  designated  as 
Reissue  No.  414.  A  question  relating  to  the  validity  of  these 
reissues  were  argued  in  September,  1858,  and  the  opinion  of  the 
Court  is  reported  in  Potter  v.  Holland^  p.  327.  The  claims' of 
the  original  patent  of  1850,  were  as  follows : 

<*  What  I  claim,  etc.,  is  forming  a  stitch  by  each  throw  of  the  shuttle  and  corres- 
ponding motion  of  the  needle;  that  is  to  say  :  making  one  stitch  at  each  forward,  and 
another  at  each  backward  motion  of  the  shuttle,  both  constructed,  arranged,  and 
operating  as  herein  described,  or  in  any  other  mode  substantially  the  same. 

''Second.  I  cbim  the  combination  of  the  gliding  bar,  Q,  the  plate,  r,  the  feeding- 
plate,  V,  the  spring,  W,  the  screw,  r,  the  lever,  R,  and  the  clamping  plate,  T,  for 
holding  and  feeding  the  cloth  to  the  needle,  and  regulating  the  length  of  the  stitch, 
in  the  manner  herein  described,  or  in  any  way  substantially  the  same." 

The  claim    of  Reissue    345,  afterward  surrendered,  was  as 
follows : 

''What  I  claim  is  forming  a  stitch  by  each  throw  of  the  shuttle  and  corresponding 
motion  of  the  needle ;  that  is  to  say :  making  one  stitch  at  each  forward,  and  another 
at  each  backward  motion  of  the  shuttle,  both  constructed,  and  arranged,  and  operated  as 
herein  described,  or  in  any  other  mode  substantially  the  same.** 

The  claims  of  Reissue  346  were  as  follows  : 

"  What  I  claim  is,  the  method  of  causing  the  cloth  or  material  to  be  sewed  in  a 
sewing  machine,  to  progress  regularly  by  the  joint  action  of  the  surfaces  between  which 
it  is  clamped,  and  which  act  in  conjunction,  substantially  in  the  manner  and  for  the 
purpose  herein  specified. 

"  2d.  I  claim  holding  the  cloth  or  other  material  at  rest  by  the  needle,  or  its  equiva- 
lent, in  combination  with  the  method  of  causing  it  to  progress  regularly,  the  whole 
substantially  as  herein  set  forth. 

"  3d.  I  claim  arranging  feeding  surfaces,  substantially  such  as  are  herein  specified,  in 
such  relation  to  the  needle  as  herein  set  forth  that  they,  or  one  of  them,  shall  perform 
the  oflice  of  stripoing  the  cloth  or  material  from  the  needle  as  it  rises  or  recedes  from 
it,  as  herein  described. 

"  4th.  I  claim  so  mounting  and  attaching  one  of  the  feeding  surfaces  to  some  other 
part  of  the  machine,  that  it  may  be  removed  or  drawn  away  from  the  other  surface 
at  ph  ai  jre,  substantially  in  the  manner  and  to  eflfect  the  objects  herein  set  forth.** 

The  claims  of  Reissue  414,  obtained  by  surrender  of  Reissue 
345,  were  as  follows : 

"  I  claim  ;  ist.  The  combination  in  a  single  machine,  of  these  three  following 
elements,  namely :  a  table,  or  platform,  to  support  the  material  to  be  sewed,  holding  it 
for  the  action  of  the  needle,  and  presenting  it  properly  to  the  grasp  of  the  feeding 
apparatus ;  a  sewing  machine  proper,  consisting  of  a  needle  and  shuttle,  or  their  equiv- 
alentSf  and  a  mechanical  feed  automatic  and  causing  the  cloth  to  progress  regularly,  by 
a  feeding  mechanism,  to  which  the  cloth  is  not  attached,  and  so  grasping  the  cloth 
that  it  may  be  turned  and  twisted  by  the  hand  o{  an  operator,  such  twisting  not  inter- 
fering with  rhe  regular  progression  of  the  cloth  ;  and  the  whole  being  constructed  and 
acting  together,  and  in  combination  with  each  other,  substantially  in  the  manner  and 
for  the  purposes  herein  specified. 
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'*  2d.  I  cUim  moving  a  shuttle,  so  shaped  and  held  by  its  race,  that  jaws  may 
embrace  it,  by  means  of  two  jaws,  which  are  alternately  in  contact  with  the  shuttle, 
and  are  constructed  and  move  substantially  in  the  manner  herein  set  forth,  making  and 
breaking  their  contact  without  any  aid  from  cams  or  springs,  or  the  equivalents  of  such 
devices. 

*'  And,  lastly,  I  claim  a  double-pointed  shuttle,  substantially  such  as  is  herein  speci- 
fied, in  combination  with  jaws  for  driving  it,  substantially  such  as  are  described, 
whereby  the  shuttle  may  be  thrown  alternately  from  opposite  directions,  through  loops, 
without  practically  disturbing  the  loop-thread." 

The  feeding  device  described  by  Wilson,  consisted  of  a  bar 
beneath  the  table,  having,  upon  the  upper  side  of  one  vibrating 
end,  serrations,  or  roughened  projections,  resembling,  somewhat, 
a  shoemaker's  rasp.  A  slot  in  the  table  permitted  these  projec- 
tions to  rise  slightly  above  its  surface,  so  that  cloth  laid  upon 
it  would  be  caught  by  the  projections  and  carried  forward  with 
each  forward  movement  of  the  bar.  To  afford  resistance,  and 
enable  the  serrations  to  seize  the  cloth,  a  plate  pressed  upon 
the  cloth  from  above,  kept  in  place  by  a  spring,  and  this  plate 
or  presser,  and  the  roughened  bar,  constituted  the  ^^two  feeding 
surfaces,"  which  were  the  principal  features  of  the  patent. 
The  teeth  upon  the  bar  projected  forward,  so  that  they  caught 
the  cloth  when  moving  in  that  direction,  but  slipped  under  it 
without  moving  it,  when  drawn  backward ;  a  result  which  was 
facilitated  by  the  descent  of  the  needle  through  the  cloth  sim- 
ultaneously with  the  retraction  of  the  feed-bar. 

R.  S.  Baldwin,  R.  J.  ^  C.  R.  Ingirsoll,  and  Geo.  Gifford  for 
complainants. 

James  T,  Brady  and  Edward  N,  Dickerson  for  defendant. 

Ingersoll,  J, 

The  complainants  are  assignees  of  two  patents  originally 
granted  to  A.  B.  Wilson,  one  No.  346,  and  bearing  date  Jan- 
uary 22,  1856 ;  the  other  No.  414,  and  bearing  date  Decem- 
ber 9,  of  the  same  year.  They  both  relate  to  sewing  machines, 
and  granted  certain  rights  for  fourteen  years,  from  November 
12,  1850.  The  bill  of  complaint  is  brought  to  restrain  the 
defendant,  by  injunction,  from  infringing  upon  the  rights 
granted  by  such  patents,  and  now  secured  to  the  complainants 
by  assignment  from  the  patentee.  Whatever  invention  Wilson 
had  secured  to  him  is  now  the  property  of  the  complainants. 
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Prior  to  the  invention  of  Wilson,  the  cloth  to  be  sewed  in  a 
sewing  machine  had  been  fed  by  various  devices.  In  some  of 
the  machines  known,  the  material  to  be  sewed  was  advanced 
under  the  needle  by  the  hand  of  the  operator.  In  other  ma- 
chines, the  material  was  secured  upon  a  baster-plate  or  frame, 
by  means  of  nippers  or  pins,  or  some  suitable  contrivance,  and 
this  plate  received  a  regular  progressive  motion  through  the 
agency  of  suitable  machinery.  In  the  former  machine,  there 
was  no  security  for  any  regularity  of  stitch ;  but,  by  it,  curved 
seams  could  be  sewed.  In  the  latter,  there  was  a  regularity  of 
stitch,  but  the  baster-plate  hampered  the  free  motion  of  the 
cloth,  prevented  its  being  turned,  and  reduced  the  capabilities 
of  the  machine,  and  prevented  it  from  sewing  seams  of  any 
considerable  degree  of  curvature.  To  obviate  the  objections 
to  the  old  modes,  Wilson  made  his  invention.  The  feed  be- 
tween his  surfaces  is  not  effected  by  a  continuous  intermittent 
motion  of  the  surfaces  forward,  but  is  effected  by  the  recipro- 
cating intermittent  motion  of  one  of  them  in  conjunction  with 
the  pressure  made  by  the  other  one.  He  dispensed  with  the 
baster-plate  or  baster,  and  by  the  instrumentalities  which  he 
adopted,  a  regularity  of  stitch  is  secured  ;  the  cloth  is  not  ham- 
pered by  the  baster-plate,  and  seams  can  be  formed  of  almost 
all  degrees  of  curvature.  And  by  his  invention  the  difficulties 
and  objections  incident  both  to  a  hand-feed  and  that  derived 
from  the  baster-plate  are  obviated,  while,  at  the  same  time,  the 
good  features  of  both  are  retained.  A  regularity  of  stitch  and 
the  sewing  of  curves  are  secured.  Surfaces,  as  before  used  and 
applied,  could  not  be  used  and  applied  to  cloth,  so  as  to  sew 
seams  of  any  considerable  degree  of  curvature.  By  his  de- 
vices as  contrived,  the  cloth,  while  held  between  the  surfaces, 
can  be  turned  and  twisted  so  as  to  sew  curved  seams,  it  being 
grasped  qnly  in  a  small  portion  of  its  surface  by  the  feeding 
clamps. 

The  patent  No.  346  purports  to  be  for  the  invention  of  a 
new  and  useful  method  of  feeding  the  cloth  or  material  to  be 
sewed  in  the  machines  for  sewing,  and  it  purports  to  grant  to 
Wilson  and  his  assigns,  the  exclusive  right  for  fourteen  years 
froni  Noveniber  12,  i85q.     i.  Tq  the  method  described  in  the 
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specification  of  causing  the  cloth  or  material  to  be  sewed  in  a 
sewing  machine,  to  progress  regularly  by  the  joint  action  of 
the  surfaces  between  which  it  is  clasped,  and  which  act  in  con- 
junction, substantially  in  the  manner  and  for  the  purposes  in 
the  specification  mentioned ;  which  manner  was  a  regular  inter- 
mittent progress  of  the  cloth,  by  the  means  .described,  so  that 
the  cloth,  while  grasped  by  the  surfaces,  could  be  turned  as  it 
had  before  been  turned,  when  the  cloth  had  been  advanced  by 
the  hand  of  the  operator,  and  which  purpose  was  to  secure  a 
regularity  of  stitch,  and  also  that  seams  might  be  sewed  of  any 
considerable  degree  of  curvature.  2.  To  the  method  of  hold- 
ing the  cloth  or  other  material  at  rest  by  the  needle,  as  de- 
scribed in  the  specification,  or  its  equivalent,  in  combination 
with  the  method  of  causing  it  to  progress  regularly,  as  in  the 
patent  is  set  forth.  3.  The  mode  of  arranging  feeding-sur- 
faces substantially  as  in  the  specification  set  forth,  in  such 
relation  to  the  needle,  that  they,  the  feeding-surfaces,  or  one 
of  them,  shall  perform  the  office  of  stripping  the  cloth  or 
material  from  the  needle  as  it  rises  or  recedes  from  it.  4. 
The  mode  of  mounting  and  attaching  one  of  the  feeding-sur- 
faces to  some  other  part  of  the  machine  as  described,  so  that 
it  may  be  removed  or  drawn  away  from  the  other  surface  at 
pleasure,  to  effect  the  objects  in  the  specification  set  forth. 

The  patent  is  prima  facie  evidence  that  the  several  grants  of 
right  contained  in  it  were  valid,  that  the  several  things,  methods 
and  devices  granted  were  new,  that  they  were  useful,  that  they 
required  invention,  and  that  they  were  the  invention  of  Wilson. 
And  this  prima  facie  evidence  must  have  full  effect,  unless  it  is 
rebutted  by  countervailing  evidence. 

The  invention  described  in  patent  No.  414,  purported  to  be 
certain  new  and  useful  improvements  in  machinery  for  sewing 
seams.  And  among  other  things  it  purported  to  grant  to  Wil- 
son the  exclusive  right  for  fourteen  years,  from  November  12, 
1850,  to  the  combination,  in  a  single  machine,  of  the  three 
following  elements,  namely,  a  table  or  platform  to  support  the 
material  to  be  sewed,  holding  it  for  the  action  of  the  needle, 
and  presenting  it  properly  to  the  grasp  of  the  feeding  apparatus ; 
a  sewing  mechanism  proper,  consisting  of  a  needle  and  shuttle, 
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or  their  equivalents,  and  a  mechanical  feed  automatic,  causing 
the  cloth  to  progress  regularly,  to  which  the  cloth  is  not  at- 
tached, and  so  grasping  the  cloth  that  it  may  be  turned  and 
twisted  by  the  hand  of  an  operator,  such  twisting  not  inter- 
fering with  the  regular  progression  of  the  cloth,  and  the  whole 
being  constructed  and  acting  together,  and  in  combination  with 
each  other,  substantially  in  the  manner  and  for  the  purposes  in 
the  specification  set  forth. 

This  patent  is  also  prima  facie  evidence  that  the  grants  of 
right  contained  in  it  were  valid  ;  that  the  improved  combination 
which  the  patent  purported  to  secure,  was  new  and  useful ; 
that  it  required  invention,  and  that  Wilson  was  the  inventor  of 
the  same. 

The  patents  upon  which  this  bill  of  complaint  is  founded  are 
reissued  ones,  the  original  one,  which  was  surrendered,  having 
been  granted  on  November,  12,  1850,  and  the  question  of  the 
validity  of  the  surrender  has  been  heretofore  argued  and  de- 
termined. 

The  13th  section  of  the  Patent  Act  of  1836  provides,  that 
whenever  any  patent  shall  be  inoperatve  or  invalid  by  reason 
of  a  defective  or  insufficient  description  or  specification,  or  by 
reason  of  the  patentee  claiming  in  his  specification,  as  his  own 
invention,  more  than  he  had  a  right  to  claim  as  new,  if  the  error 
shall  have  arisen  by  inadvertency,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention,  it  shall  be  the 
duty  of  the  Commissioner,  upon  the  surrender  of  the  old 
patent,  and  the  payment  of  the  further  duty  of  fifteen  dollars, 
to  cause  a  new  patent  to  be  issued  to  the  inventor  for  the  same 
invention,  for  the  residue  of  the  period  then  unexpired,  for 
which  the  original  patent  was  granted,  in  accordance  with  the 
patentee's  correct  specification  and  description. 

The  power  and  duty  of  granting  a  new  patent  for  the  original 
invention,  when  a  lawful  surrender  of  the  old  patent  has  been 
made,  are  by  law  expressly  confided  to  the  Commissioner.  The 
decision  made  by  him  in  this  case  is,  that  the  reissued  patents 
are  for  the  same  invention,  originally  discovered  and  intended 
by  the  patentee  to  be  secured  by  the  original  patent.  That 
decision  the  la^y  has  confided  tq  hx^  judgn^ent.      The  Court 
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must  take  that  decision  as  a  lawful  exercise  of  his  authority. 
It  is  not  re-examinable  here  unless  it  is  apparent  upon  the 
face  of  the  patent  that  the  Commissioner  has  exceeded  his  au- 
thority, or  unless  there  is  a  clear  repugnancy  between  the  old 
and  the  new  patents,  or  unless  the  new  one  has  been  obtained 
by  collusion  between  the  Commissioner  and  the  patentee ; 
fVoodworth  v.  Stone^  3  Story,  749.  It  is  not  apparent  upon  the 
face  of  either  of  the  reissued  patents,  that  the  Commissioner,  in 
granting  the  same,  has  exceeded  his  authority ;  neither  does 
there  appear  to  be  any  clear  repugnancy  between  the  old  patent 
and  the  new  ones ;  nor  is  there  any  satisfactory  evidence  to 
show  that  either  of  the  new  patents  was  obtained  by  collusion 
between  the  Commissioner  and  the  patentee.  The  exception, 
therefore,  taken  by  the  defendants,  that  the  invention  secured  by 
the  reissued  patents  was  not  the  invention  of  the  patentee  when 
the  original  patent  was  granted,  and  was  not  intended  by  him  to 
be  secured  by  that  patent,  must  fail. 

The  grants  of  right,  therefore,  in  the  reissued  patents  con- 
tained, must  be  considered  valid  grants  of  right  entitled  to  pro- 
tection, unless  it  appears  upon  the  face  of  the  patents  that  they 
are  invalid,  or  unless  the  prima  facie  evidence  which  the  patents 
afford,  that  the  several  things,  method,  and  devices  patented, 
were  new  and  useful,  that  they  required  invention,  and  were 
the  invention  of  Wilson,  has  been  destroyed  by  sufficient  coun- 
tervailing testimony. 

What  is  patented  by  the  patent  No.  414  is  a  sewing  machine, 
having  in  combination,  the  three  elements  above  described ; 
namely,  a  toble  or  platform  to  support  the  material  to  be  sewed 
in  the  manner  stated ;  a  sewing  mechanism  proper,  as  described, 
and  a  mechanical  feed  automatic,  as  described.  The  only  ele- 
ment that  is  claimed  to  be  new  is  the  mechanical  feed  auto- 
matic, by  which  the  cloth  is  made  to  progress  regularly  to  be 
sewed,  and  to  which  the  cloth  is  not  attached. 

It  is  insisted  by  the  defendant,  that  before  the  invention  of 
Wilson,  a  sewing  machine,  having  in  combination  the  three 
elements  of  a  table  or  platform  to  support  the  material  to  be 
sewed  ;  a  sewing  apparatus  and  a  feed  motion,  by  which  the 
cloth  was  made  to  progress  to  be  sewed,  was  known  and  in 
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public  use.  And  this  being  so,  it  is  claimed  that  if  Wilson  did 
invent  a  new  mechanical  automatic  feed,  entirely  unlike  any 
feed  motion  before  known,  except  only  in  its  being  a  feed  mo- 
tion, that  he  could  not  by  the  patent  law  have  patented  to  him 
the  combination  in  a  single  machine  of  the  elements  of  the 
table  or  platform  to  support  the  material  to  be  sewed  and  the 
sewing  machanism,  which  constituted  two  of  the  elements  of 
the  old  combination,  and  the  new  mechanical  automatic  feed 
invented,  but  that  he  could  only  have  patented  to  him  an  im- 
provement on  the  old  feed  motion  by  which  the  old  combination 
would  be  made  more  useful ;  and  that  a  patent  for  such  a  new 
combination  as  is  patented,  is  void. 

'*  He  who  discovers  that  a  certain  useful  result  will  be  pro- 
duced in  any  art,  machine,  manufacture,  or  composition  of 
matter,  by  the  use  of  certain  means,  is  entitled  to  a  patent  for 
it,  provided  he  specifies  the  means  he  uses,  in  a  manner  so  full 
and  exact,  that  any  one  skilled  in  the  science  to  which  it  apper- 
tains, can,  by  using  the  means  he  specifies,  without  any  addition 
to  or  subtraction  from  them,  produce  precisely  the  result  he 
describes.  And  if  this  can  not  be  done  by  the  means  he  de- 
scribes, the  patent  is  void.  And  if  it  can  be  done,  then  the 
patent  confers  on  him  the  exclusive  right  to  use  the  means  he 
specifies  to  produce  the  result  or  eflFect  he  describes,  and  nothing 
more.'*      0*ReiIly^  et  al  v.  Morse^  15  How.  119. 

Wilson  invented  a  new  mechanical  automatic  feed,  which 
caused  the  cloth  to  be  sewed  to  progress  with  a  regular,  inter- 
mittent motion,  and  to  which  the  cloth  was  not  attached.  It 
was  new,  never  having  before  been  known.  It  was  a  new  me- 
chanical automatic  feed.  It  was  an  improvement  on  the  old 
feed  only  in  that  sense,  that  any  new  and  useful  mechanical 
device,  to  accomplish  a  given  object,  is  an  improvement  on  all 
other  known  mechanical  devices  to  accomplish  the  same  object. 
It  was  not  something  in  aid  of  the  old  mode,  and  to  make  the 
use  of  an  old  mode  better.  It  dispensed  with  and  discarded 
the  old  modes,  and  substituted  in  their  place  other  means  to 
accomplish  a  useful  result.  It  was  not  an  addition  to  any  old 
mode,  to  be  used  in  conjunction  with  such  old  mode,  and  to 
make  such  old  mode  better  and  more  effectual.     If  it  had  been, 
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then  there  would  have  been  force  in  the  exception  taken  by  the 
defendant  to  the  patent  now  under  consideration.  Barrett^  et 
al,  V.  Hall^  et  al.^  I  Mason,  447. 

Having  discovered  such  new  mechanical  automatic  feed, 
which  was  to  be  used  independent  of  all  other  feeds,  and  not 
in  conjunction  with,  or  in  aid  of,  or  in  addition  to,  any  old 
mode,  he  discovered,  that  by  the  use  of  the  means  by  which  it 
was  accomplished,  in  combination  with  a  table  or  platform  to 
support  the  material  to  be  sewed  in  the  manner  stated,  and  a 
sewing  mechanism  proper  as  described,  that  a  new  machine 
would  be  produced  which  would  accomplish  a  certain  useful 
result.  By  the  combination  of  these  means  in  a  machine,  the 
elements  of  which  were  partly  old  and  partly  new,  such  useful 
result  was  produced.  And  if  Wilson  made  this  discovery,  and 
it  was  new,  the  patent  which  purports  to  confer  on  him  the 
exclusive  right  to  use  these  means  in  combination  in  a  machine 
to  produce  such  useful  result,  must  be  valid.  And  it  was  his 
discovery,  and  it  was  new,  unless  the  old  combination  of  a 
table  or  platform  to  support  the  material  to  be  sewed,  and  a 
sewing  apparatus  and  some  kind  of  a  feed  motion,  which  caused 
the  cloth  to  be  sewed  to  progress,  was  a  combination  of  the 
same  means. 

If  Wilson's  new  mechanical  automatic  feed  was  but  an  im- 
provement on  the  old  feed,  and  to  be  used  in  conjunction  with 

or  in  aid  of,  or  in  additition  to  the  old  feed,  then  his  combination 
would  include  the  old  one  ;  then  his  combination  would  be  the 
old  combination,  with  an  improvement  of  one  of  the  old  ele- 
ments composing  the  old  combination  added  to  it ;  then  there 
would  be  a  combination  of  the  same  means,  in  what  was 
patented  to  him,  that  existed  in  the  old  mode,  with  something 
in  addition,  to  improve  one  element  of  the  combination  of  the 
old  means  used.  But  it  has  been  already  shown,  that  Wilson's 
new  mechanical  automatic  feed  was  not  to  be  used  in  conjunc- 
tion with,  or  in  aid  of,  or  in  addition  to  the  old  feed,  that  it 
was  not  merely  an  improvement  on  the  old  feed,  but  that  it  was 
independent  of  it,  that  it  dispensed  with  it,  that  it  discarded  it, 
that  it  was  an  entire  new  device,  and  not  something  added  to 
an  old  device.     The  old  mode  was  not  a  combination  including 
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all  feed  devices,  known  and  unknown,  but  only  of  certain 
known  devices,  acting  in  a  particular  way.  And  as  Wilson's 
mechanical  automatic  feed  is  not  used  in  conjunction  with,  or  in 
aid  of,  or  in  addition  to  the  old  feed,  which  made  one  of  the  ele- 
ments of  the  old  combination,  but  is  a  new  and  independent  ele- 
ment in  the  combination  patented  to  him,  and  not  an  improve- 
ment merely  in  one  of  the  elements  of  the  old  combination,  it 
must  be  held  that  a  machine  containing  the  combination  of  ele- 
ments patented  to  him,  is  a  new  and  different  machine  from  a 
machine  containing  the  combination  of  old  elements,  known  be- 
fore his  invention,  and  not  an  improvement  merely  on  such  ma- 
chine containing  such  combination  of  old  elements. 

The  exception,  therefore,  taken  by  the  defendant  to  the  va- 
lidity of  the  patent  No.  414,  must  be  overruled. 

As  has  already  been  shown,  there  are  four  several  claims  and 
grants  of  right  in  the  patent  No.  346.  The  defendant  admits 
that  the  second  claim  by  itself  is  a  valid  claim.  But  it  is  in- 
sisted that  that  is  vitiated  by  the  patentee  making,  in  the  same 
patent,  and  joining  with  it,  invalid  claims  of  right.  And  excep- 
tion is  taken  to  the  three  other  claims.  It  is  urged  that  each  of 
the  three  other  claims  is  invalid. 

In  considering  the  questions  that  have  been  raised  against  the 
validity  of  the  patent,  it  should  be  borne  in  mind  that  patents  are 
to  be  construed  liberally ;  that  they  are  not  to  be  subjected  to  a 
rigid  interpretation,  and  that  it  is  to  be  presumed  that  the  Com- 
missioner has  done  his  duty,  and  not  granted  a  patent  when  he 
ought  not  to  have  granted  one. 

In  regard  to  the  Arst  claim,  the  ground  taken  is,  that  the 
cloth,  or  material  to  be  sewed,  will  not  progress  regularly 
merely  by  the  joint  instrumentality  of  the  surfaces,  between 
which  it  is  clasped  ;  that  in  order  to  make  it  progress  regularly, 
the  aid  of  the  needle,  or  some  other  instrumentality,  is  required, 
that,  therefore,  no  useful  result  is  produced  by  the  use  of  the 
means  in  the  claim  specified,  and  that  a  patent  for  the  same  is 
invalid.  It  appears  by  the  operation  of  the  devices  patented  to 
Wilson,  when  they  are  properly  adjusted,  that  the  cloth,  or 
material  to  be  sewed,  will  progress,  or  go  forward  regularly,  as 
claimed,  by  the  joint  instrumentality  of  the  surfaces  between 
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which  it  is  clasped,  without  the  aid  or  assistance  of  any  other 
instrumentality,  and  be  ready  after  it  has  progressed  and  gone 
forward  as  desired,  to  be  acted  upon  by  the  needle,  for  the 
purpose  of  being  sewed. 

The  instrumentality  of  the  needle  is  not  required  to  make 
the  cloth  progress,  or  go  forward.  It  is  a  security,  however, 
that  the  cloth  shall  be  kept  stationary  after  it  has  progressed  and 
gone  forward,  while  one  of  the  surfaces,  by  whose  instrument- 
ality the  cloth  is  made  to  advance,  is  receding,  preparatory  to 
another  progress  of  the  cloth  forward  as  desired,  by  the  joint 
instrumentality  of  the  same  two  surfaces  between  which  the 
cloth  is  clasped.  The  way  in  which  the  cloth  is  made  to 
progress  regularly  by  the  instrumentality  of  the  two  feeding 
surfaces,  without  the  aid  of  the  needle,  is  pointed  out  in  the 
specification.  To  effect  this  operation,  the  lower  feeding  sur- 
face is  roughened  by  small  teeth,  like  saw-teeth,  which,  when 
moved  in  one  direction,  slip  under  the  cloth,  without  moving  it, 
but  when  moved  in  the  other  direction,  catch  the  material  on 
the  points  of  the  roughened  surface,  and  force  it  to  traverse 
along  with  the  surface.  When  the  devices  are  properly  ad- 
justed, this  is  accomplished.  The  use  of  the  means,  therefore, 
in  the  claim  specified,  does  produce  a  useful  result. 

It  is  insisted  that  the  third  grant  of  right  in  the  patent 
No.  346,  is  not  for  any  new  means  to  accomplish  a  useful 
result.  Prior  to  the  invention  of  Wilson,  a  stripper  had 
been  known  and  used.  He  did  not  invent  the  stripper. 
He  does  not  pretend  to  have  invented  it.  He  claims  to  have 
invented  a  new  mechanical  automatic  feed,  and  to  have  in- 
vested one  of  the  feeding-surfaces,  in  his  new  mechanical  auto- 
matic feed,  with  the  additional  power  or  function  of  stripping 
the  cloth  from  the  needle,  which  function  in  a  feed  surface 
was  not  before  known.  And  if  his  mechanical  automatic  feed 
(the  instrumentalities  by  which  the  feed  was  effected  being  the 
surfaces  acting  as  described)  was  new,  and  if  before  his  inven- 
tion, one  of  the  feed-surfaces  had  not  been  used  as  a  stripper, 
then  it  will  necessarily  follow  that  the  grant  made  to  him  of 
his  peculiar  mode  of  arranging  his  feeding-surfaces,  as  in  the 
specification  set  forth,  in  such  relation  to  the  needle,  that  one 
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of  them,  in  addition  to  performing  the  office  of  causing,  with 
the  aid  of  the  other  surface,  the  cloth  or  material  to  be  sewed 
to  progress  regularly,  shall  perform  the  additional  office  of 
stripping  the  cloth  or  material  from  the  needle,  as  it  rises  or 
recedes  from  it,  was  new,  although  a  stripper,  distinct  and 
independent  of  the  feed-surfaces,  was  well  known  before,  and 
was  therefore  old.  The  peculiarity  of  the  invention  was,  that 
one  of  the  feed-surfaces  was  used  as  a  feed-surface  and  also  as 
a  stripper ;  that  it  acted  in  this  twofold  capacity ;  that  it  has 
this  double  character.  The  defendant  insists  that  the  stripper 
which  he  uses  is  one  which  has  long  been  known,  and  in  use 
prior  to  the  invention  of  Wilson.  That  may  be  so  ;  and  if  it  is 
so,  it  will  have  its  proper  effect  when  the  question  of  fact, 
whether  the  defendant  has  infringed  on  the  third  grant  of  right 
to  Wilson,  comes  to  be  considered.  The  question  now  under 
consideration  is,  whether  the  thitd  grant  of  right  in  the  patent 
contained  is  invalid — not  whether  the  defendant  has  infringed 
upon  that  grant  of  right. 

The  grant  of  right  was  the  mode  of  arranging  feeding-sur- 
faces as  pointed  out,  so  that  they,  or  one  of  them,  in  addition 
to  the  office  which  they  performed  of  acting  as  a  feeder,  should 
also  perform  the  office  of  a  stripper.  This  was  new ;  it  was 
not  before  known.  The  grant  of  right,  therefore,  was  valid  ; 
which  grant  of  right,  however,  will  not  prevent  the  defendant 
from  using  any  stripper  which  was  known  and  in  use  prior  to 
the  invention  of  Wilson. 

It  is  insisted,  also,  that  the  fourth  grant  of  right  in  this  same 
patent  is  invalid,  for  the  alleged  reason  that  that  which  is 
granted  required  no  invention.  The  patent  is  prima  facie 
evidence  that  what  is  granted  did  require  invention.  The 
validity  of  the  grant  is  not  to  be  determined  by  the  amount  of 
invention  that  was  required.  If  the  device  is  new  ;  if  it  is 
useful ;  if  it  had  not  been  known  before,  there  is  a  sufficient 
amount  of  inveniton  to  authorize  a  patent.  Curtis  on  Pat.  5, 
note  I.  It  has  already  been  shown  that  the  method  described 
in  the  specification,  of  causing  the  cloth  or  material  to  be 
sewed  to  progress  regularly  by  the  joint  instrumentality  of  the 
surfaces  between  which  it  is  clasped  for  the  purpose  specified 
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was  useful,  and  did  require  invention.  It  follows,  therefore, 
that  the  action  of  the  surfaces,  as  described  in  the  patent,  was 
useful,  and  required  invention.  If  the  action,  therefore,  of  the 
surfaces,  as  described  in  the  patent,  was  useful,  and  required 
invention,  it  follows  that  something  added  to  the  surfaces,  by 
which  their  action  would  be  facilitated,  and  be  made  more 
perfect  and  useful,  was  also  useful ;  and  if  so,  there  was  suffi- 
cient invention  to  authorize  a  patent. 

The  fourth  claim  is  for  so  mounting  and  attaching  one  of  the 
surfaces,  in  a  particular  manner,  that  the  action  of  both  of  the 
surfaces  may  be  more  effectual  and  perfect,  and  useful,  than 
such  action  would  be  without  having  one  of  the  surfaces  so 
mounted  and  attached. 

If,  therefore,  the  means,  namely,  the  feeding-surfaces,  which, 
by  the  device  in  the  fourth  claim  mentioned,  to  be  made 
more  useful,  were  new  and  useful  without  such  device,  it 
follows  that  the  device  which  made  them  more  useful,  accom- 
plished a  new  and  useful  result,  and  was  therefore  a  new  and 
useful  device.  And  if  it  was  new  as  well  as  useful,  there  was 
sufficient  invention  to  authorize  a  patent.  The  exception, 
therefore,  taken  by  the  defendant  to  the  fourth  claim  must  be 
overruled. 

The  evidence,  to  support  the  complainants'  rights,  is  the 
issuing  of  the  patents — the  quiet  enjoyment  under  them,  for  a 
considerable  time ;  several  judgments  at  law,  as  well  as  decrees 
in  equity,  in  which  parties  have  already  been  enjoined,  and  the 
affidavits  of  several  persons  qualified  to  know,  who  testify  that 
the  invention  was  new.  No  patent  is  issued  without  an  exam- 
ination at  the  Patent  Office,  by  persons  skilled  in  the  subject, 
into  the  specification,  and  the  subject  and  extent  of  the 
claims.  The  Commissioner  is  intrusted  by  law  with  the  power 
and  duty  of  granting  patents  for  new  and  useful  inventions. 
He  is  authorized  to  grant  a  patent  only  for  a  new  and  useful 
invention  or  improvement,  and  it  is  to  be  presumed  that  he  has 
performed  his  duty  when  he  has  not  neglected  or  disregarded 
it.  Under  these  circumstances,  the  patent,  when  issued,  affords 
prima  facte  evidence  of  the  novelty  and  utility  of  the  invention 
patented,  which  prima  facie  evidence  is  sufficient  to  establish 
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such  novelty  and  utility,  unless  it  is  rebutted  by  countervailing 
testimony. 

It  is  charged  in  the  bill  that  the  public  for  a  long  time 
acquiesced  in  the  validity  of  the  invention  by  Wilson.  This 
charge  is  not  sufficiently  met  by  the  defendant.  There  have 
been  several  suits  at  law  on  the  patents,  in  which  verdicts  and 
judgments  have  been  obtained  by  the  complainants.  It  is  true, 
when  the  trials  were  had,  the  validity  of  the  patents  was  not 
contested,  though  such  validity  was  threatened. 

The  judgments  were  obtained  without  collusion.  Under 
these  circumstances,  the  evidence  is  strong  in  favor  of  the 
complainants'  rights.  Orr  v.  LittUfield^  i  W.  and  M.  13. 
There  have  also  been  suits  in  equity,  in  which  parties  have 
already  been  enjoined  against  the  use  of  the  invention  patented 
to  Wilson.  The  whole  subject  was  also  investigated  by  the 
Commissioner  of  Patents,  and  determined  in  favor  of  the 
patentee,  on  a  question  of  interference  had  before  him.  In 
addition  thereto  the  evidence  of  witnesses  well  qualified  to 
know,  is  strong  in  favor  of  the  novelty  of  the  invention.  The 
strong  case  thus  made  out  is  not  shaken  by  the  evidence  relied 
on  by  the  defendant.  The  various  inventions  relied  on  .by  him, 
as  shown  by  the  models  introduced  before  the  Court,  appear  to 
be  different  from  the  invention  of  Wilson.  There  are  three 
claimed  inventions  relied  on  by  the  defendant  as  being  prior 
to  that  of  Wilson,  where  there  have  been  no  models  pro- 
duced before  the  Court,  namely — what  have  been  called  the 
Serrill  invention,  the  Carpenter  invention,  and  the  Watson 
invention.  The  evidence  to  establish  the  identity  of  these 
claimed  inventions,  or  either  of  them,  with  that  of  Wilson's,  is 
not  sufficient  to  destroy  or  impair  the  strong  case  made  out  on 
the  part  of  the  complainants.  It  must  be  held,  therefore,  that 
the  inventions  patented  to  Wilson  were  new  and  useful,  and 
that  his  patents  are  valid  patents. 

A  machine  of  the  defendants  has  been  produced  in  Court. 
Having  determined  what  the  grants  of  right  were  to  Wilson, 
it  is  easy  to  determine,  from  the  operation  of  the  machine 
produced,  aided  by  the  testimony  of  witnesses  who  have  been 
examined  on  the  question  of  infringement,  whether  the  devices 
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in  that  machine  interfere  with  any  of  the  grants  of  right 
so  secured  to  Wilson  and  his  assignees.  It  has  the  contriv- 
ances and  peculiarities  which  constitute  the  prominent  features 
of  the  Wilson  invention.  In  particular,  it  has  substantially 
the  method  described  in  the  specification  of  Wilson,  of  causing 
the  cloth  or  material  to  be  sewed  to  progress  regularly  by 
the  joint  instrumentality  of  the  feeding-surfaces  as  described, 
between  which  it  is  clasped,  and  which  act  in  conjunction  in 
the  manner  and  for  the  purposes  in  said  specification  specified. 
It  has  substantially  the  method  of  holding  the  cloth  or  other 
material  at  rest  by  the  needle,  as  described  in  combination 
with  the  method  of  causing  it  to  progress  regularly.  It 
has  the  substantial  means  used  by  Wilson,  and  described  by 
him  in  his  specifications.  To  authorize  an  injunction,  it  is  not 
necessary  that  all  the  grants  of  right  to  Wilson  should  have 
been  infringed.  All  that  is  required  is  that  some  of  them 
should  have  been.  I  do  not,  therefore,  go  into  the  question  of 
fact,  whether  the  defendant  has  used  any  other  stripper  except 
such  as  was  known  or  used  as  a  stripper  prior  to  the  invention 
of  Wilson. 

In  the  patent  No.  346,  there  are  four  several  grants  of 
right.  Three  of  them  are  irrespective  of  any  stripping 
operation.  The  patent  may  be  violated  without  determ- 
ining what  particular  kind  of  stripper  has  been  used  by  the 
defendant. 

With  this  view  of  the  case,  an  injunction  must  issue  as 
prayed  for. 


James  B.  Cahoon  and  D.  H.  Furbish 

vs. 
Aaron  Ring. 

The  patent,  inclading  the  specification  and  drawings.  Is  prima  fade  evidence  that 
the  patentee  is  the  original  inventor  of  the  improvements  described  in  his 
several  claims,  and  the  burden  of  proof  is  upon  the  defendant  to  show  a  prior 
invention. 
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The  improvement  covered  by  the  first  claim  of  Cahoon *8  patent  consists  of  a  tubular 
chamber  or  discharger  rotating  rapidly  on  a  horizontal  axis,  so  that  its  outer  edge 
will  be  in  a  plane  vertical  or  nearly  vertical  to  the  horizon,  and  perpendicular  to 
the  line  of  travel  of  the  machine,  and  operating,  by  the  cengrifogal  force  generated 
by  the  revolution  of  the  chamber  or  discharger,  to  throw  out  the  seed  in  a  plane 
of  discharge  that  is  vertical  or  nearly  vertical  to  the  horizon,  and  perpendicular  to 
the  line  of  travel  of  the  machine. 

Although  the  specifications  and  drawings  describe  a  particular  apparatus  for  giving 
motion  to  the  centrifugal  discharger  and  the  stirrer  described  in  the  patent,  etc., 
yet,  the  means  so  described  do  not  constitute  any  part  of  the  invention  as  described 
in  the  claims  of  the  patent,  and  the  invention  would  be  the  same,  though  other 
convenient  and  efficient  means  were  substituted  and  used  for  that  purpose. 

If  discharging  seed  in  vertical  planes,  in  the  manner  and  by  the  means  described  by 
Cahoon,  was  a  new  and  useful,  or  a  different  and  better  mode  of  sowing  seed  broad- 
cast, and  Cahoon  was  the  first  person  to  invent  and  adopt  an  apparatus  so  as  to 
accomplish  that  method  of  sowing,  then  prior  machines,  for  discharging  seed  in 
sowing  broadcast,  invented,  constructed,  and  designed  to  throw  out  seed  in  hori- 
zontal planes ;  but  which,  by  having  certain  changes  and  modifications  made  in 
their  construction  and  arrangement,  could  be  adapted  to  the  discharge  of  seed  in 
vertical  planes ;  do  not,  in  their  original  form  and  unchanged,  embody  the  prin- 
ciple and  mode  of  operation  of  Cahoon *s  invention. 

Although  models  may  have  been  made,  capable  of  operating  for  the  purpose  of  experi- 
ments, yet,  unless  a  machine  or  machines,  capable  of  being  used  for  actual  agri- 
cultural purposes,  was  made  prior  to  Cahoon *s  invention,  such  alleged  invention 
never  was  completed,  and  can  not  affect  the  validity  of  Cahoon*s  patent. 

The  question  is,  was  the  alleged  prior  machine  completed  and  reduced  to  practice,  in 
contradistinction  to  an  experimental  machine,  and  unless  it  appear  that  such 
machine  was  actually  used  as  a  seed-sower  in  sowing  seed  for  agricultural  pur- 
poses, the  jury  are  warranted  in  presuming  that  it  was  a  mere  experiment  which 
would  not  invalidate  the  plaintif}*s  patent,  provided  the  patentee  was  an  original 
inventor. 

If  such  alleged  prior  machine  was  never  made  public,  but  was  used  for  no  purpose 
except  for  private  experiments,  and  if  it  was  broken  up  prior  to  the  application  of 
the  plaintiff  for  his  patent,  and  its  materials  us<*d  for  other  purposes,  and  its 
essential  parts  lost,  and  the  invention  forgotten  or  abandoned,  such  an  invention 
and  use  would  not  invalidate  the  plainriflTs  patent. 

As  a  single  specimen  only  of  an  alleged  prior  machine  was  made,  whether  capable  of 
use,  or  actually  used,  the  party  making  it  for  the  purpose  of  testing  its  operation, 
if  the  jury  find  that  the  same  was  kept  in  the  maker*s  own  possession,  fi'om  the 
knowledge  of  the  public,  and  was  subsequently  broken  up,  and  that  its  construc- 
tion was  only  recalled  to  the  memory  of  the  maker  by  the  pending  suit,  and 
when  so  recalled,  the  essential  parts  of  the  machine  did  not  exist,  the  existence  of 
such  prior  machine,  although  it  may  have  embodied  all  of  the  improvements 
made  by  a  subsequent  inventor,  will  not  invalidate  the  patent  of  such  subsequent 
inventor,  if  he  were  an  original  inventor. 
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Any  machine  constructed  by  the  patentee  or  those  claiming  under  him,  though  dif- 
fering in  form  and  proportions  from  that  described  in  the  patent,  is  as  much 
within  the  protection  of  the  patent  as  the  structure  therein  described ;  provided,  it 
is  of  sufficient  size,  and  has  the  proper  proportions  to  accomplish  the  requisite 
work,  and  actually  accomplishes  it  substantially  by  the  same  means,  and  substan- 
tially in  the  same  way. 

By  an  "equivalent,**  is  meant  something  that  does  the  same  thing  in  substantially  the 
same  way. 

If  the  defendant*s  machine  does  not  contain  the  combination,  or  the  equivalent  for 
each  member  of  the  combination,  acting,  when  so  combined,  substantially  in  the 
manner  set  forth  in  the  plaintiflr*s  patent,  there  is  no  infringement. 

The  true  test  of  similarity  or  difference,  whether  as  to  shape,  form  or  names,  is  to  look 
at  the  mode  of  operation,  or  the  way  the  parts  work,  and  at  the  result,  consid- 
ering more  particularly  those  portions  of  a  given  part  which  really  do  the  work, 
so  as  not  to  attach  too  much  importance  to  those  other  portions  of  the  same  part 
which  are  only  used  as  a  convenient  method  of  construction. 

One  thing  may  be  a  little  longer  or  a  little  shorter  than  another;  or  it  may  look  a 
little  better  or  a  little  worse ;  and  yet  the  two  may  be  substantially  the  same. 

Trial  by  jury,  though  an  inestimable  right,  is  not  a  trial  without  a  Court.  It  is  as 
much  the  duty  of  the  Court  to  determine  the  questions  raised  as  to  the  admissi- 
bility of  evidence,  as  it  is  that  of  the  jury  to  determine  its  weight  after  it  is 
received. 

(  Before  Clifford,  J.,  District  of  Maine,  Februaray,  1859.) 

This  was  an  issue  to  a  jury,  out  of  Chancery,  tried  before 
Mr.  Justice  Clifford.  A  bill  in  equity  had  been  filed  by  the 
complainants  to  restrain  the  defendants  from  infringing  letters 
patent  for  an  improvement  in  seeding  machines,  for  sowing 
seed,  grain,  and  fertilizing  material,  broadcast,  granted  to  Charles 
W.  Cahoon,  September  i,  1857,  assigned  to  complainants  and 
reissued  May  11,  1858.  The  defendant  having  answered,  deny- 
ing novelty  and  infringement,  issues  of  fact  were  formed  for  a 
jury  by  the  District  Judge,  the  order  for  the  trial  of  which  is 
recited  in  the  charge. 

The  claims  of  the  reissued  patent  were  as  follows : 

*<  I  claim,  first,  the  employmeht  of  a  tubular  chamber  or  discharger,  rotating  rapidly 
in  a  horizontal  position,  so  that  its  outer  edge  or  periphery  will  be  on  a  plane  vertical 
or  nearly  vertical  to  the  horizon,  and  thereby  communicating  a  centrifugal  motion  to 
the  grain,  seed,  etc.,  away  from  the  center  of  a  circle  whose  plane  is  .thus  vertical  or 
nearly  vertical  to  the  horizon. 

**  ad.  The  employment  of  a  funnel-shaped  discharging  chamber  for  the  purpose,  and 
rotating  in  the  position  above  described,  having  spiral  flanches,  or  their  equivalents, 
inserted  therein,  and  operating  to  arrest  the  too  direct  flow  of  grain  or  seed,  etc., 
through  the  discharger,  and  retaining  it  therein  until  the  necessary  centrifugal  force  is 
communicated  to  it  beifbre  it  leaves  the  discharger,  as  above  described. 
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"  3d.  The  combrnadon  and  use  of  the  above-described  and  above-claimed  tubular 
or  funnel-shaped  discharging  chamber,  rotating  in  the  position  above  described,  with 
the  disk,  H,  placed  and  operating  in  the  manner  above  described. 

'*  4th.  The  combination  and  use  of  the  above-described  and  above-claimed  tubular 
or  funnel-shaped  discharging  chamber,  rotating  in  the  position  above  described,  whether 
with  or  without  the  use  of  the  disk,  H,  with  a  hopper  constructed  of  any  proper 
material,  and  fitted  with  the  slide,  B,  and  rock-shaft,  c,  with  teeth,  </,  attached,  or 
their  equivalents,  and  operating  substantially  in  the  manner  above  described,  to  feed  the 
grain,  seed,  etc.,  into  the  discharging  chamber.** 

Edward  Fox  and  George  T,  Curtis  for  complainants. 
G.  F,  Shepley  and  William  Whiting  for  defendant. 

Clifford,  J.,  charged  the  jury  as  follows  : 

Much  time  has  been  spent  in  this  controversy,  and  it  is  very 
desirable,  that,  so  far  as  it  depends  upon  your  verdict,  it  should 
now  be  settled  upon  correct  principles  of  law,  and  according  to 
the  evidence  in  the  case.  Both  parties  appear  to  regard  it  as 
one  of  importance,  and  I  think  you  ought  so  far  to  concur  with 
them  as  to  give  to  each  question,  presented  for  your  determina- 
tion, a  careful  and  deliberate  consideration. 

One  or  two  explanations  respecting  the  proceedings  in  the 
suit  may  enable  you  more  fully  to  understand  and  comprehend 
the  exact  nature  of  the  duty  you  have  to  perform.  The  ques- 
tions presented  to  you  have  respect  to  a  suit  in  equity,  pending 
in  the  Circuit  Court,  for  this  District,  on  the  equity  side  of  the 
Court.  That  proceeding  was  instituted  by  the  present  plain- 
tiffs against  the  present  defendant.  Their  bill  of  complaint 
was  filed  June  14,  1858.  They  allege  in  the  bill,  among  other 
things,  that  Charles  W.  Cahoon,  being  the  original  and  first 
inventor  of  a  new  and  useful  ^^improvement  in  seeding  ma- 
chines for  sowing  seed,  grain,  and  fertilizing  material  broadcast," 
not  known  or  used  before  his  application  for  a  patent,  Sep- 
tember I,  1857,  obtained  letters  patent  therefor.  Those  letters 
patent,  they  allege,  were  assigned  to  James  B.  Cahoon,  on 
September  26,  1857,  who,  on  December  i,  1857,  assigned 
one-half  part  thereof  to  the  other  plaintiff.  They  also  allege 
that  the  letters  patent  being  inoperative  or  invalid  on  account 
of  a  defective  and  insufficient  description  of  the  original  inven- 
tion, were  duly  surrendered,  and  that  such  proceedings  were 
had  that,  on  May  11,  1858,  the  new  letters  patent  were  duly 
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issued  to  these  complainants,  with  a  corrected  description  or 
specification  thereto  annexed.  One  of  the  necessary  allegations 
of  the  bill  is,  that  Charles  W.  Cahoon  is  the  first  and  original 
inventor  of  the  new  and  useful  improvements  therein  described. 

In  the  charging  part  of  the  bill  it  is  alleged  that  the  respond- 
ent, in  violation  of  the  exclusive  rights  of  the  plaintiffs  hath, 
since  the  date  of  the  reissued  patent,  and  without  license  from 
them,  made,  used,  and  sold  large  quantities  of  machines  sub- 
stantially and  in  principle  embracing,  in  construction  and  mode 
of  operation,  a  part  of  the  invention  therein  before  described. 

On  September  6,  1858,  the  defendant  filed  his  answer  to  the 
bill  of  complainants.  In  his  answer,  he  denies  that  Charles  W. 
Cahoon  was  the  first  and  original  inventor  of  the  improve- 
ments described  and  claimed,  either  in  the  original  or  reissued 
letters  patent,  and  alleges  that  the  invention  so  claimed,  or  a 
material  or  substantial  part  thereof,  was  well  known  and  in 
public  use  in  the  United  States  prior  to  the  alleged  invention 
by  Charles  W.  Cahoon.  He  further  denies  that  he  has  used 
or  sold  any  "seeding  machines"  containing  any  improvement, 
or  alleged  improvement,  by  the  complainants,  as  embraced 
within  the  terms  of  their  letters  patent,  and  he  therefore  denies 
that  he  has  infringed  upon  the  said  right  and  privilege  claimed, 
as  aforesaid,  whether  said  right  and  privilege  be  or  be  not  valid. 
Further  answering,  he  says,  that  he  is  the  first  and  original 
inventor  of  an  "improved  seeding '^  machine;  and  that  on 
March  2,  1857,  letters  patent  duly  issued,  whereby  was  secured 
to  him,  said  Ring,  the  full  and  exclusive  right  and  liberty  of 
making,  using,  vending,  etc.,  the  said  improvement  described 
in  the  specification  and  claim  of  his  letters  patent,  and  that  in 
pursuance  thereof  he  has  made  and  sold  a  few  machines  for 
seeding,  made  in  strict  accordance  with  the  description  con- 
tained in  his  said  specification,  which  machines  he  claims  a  full 
and  perfect  right  to  make  and  vend.  Among  other  proceed- 
ings in  the  suit  not  necessary  to  be  mentioned,  issues  of  fact 
were  ordered  to  be  tried  at  law,  by  an  order  passed  on  Novem- 
ber 19,  1858.     That  order  reads,  as  follows: 

*'This  cause  having  been  opened,  by  reading  the  bill,  answer, 
and  general  replication,  and  it  appearing  by  the  answer,  that  the 

^7 
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validity  of  the  letters  patent  held  by  the  complainants  is  denied 
by  the  respondent,  and  also,  that  the  respondent  denies  that 
he  has  infringed  the  same,  it  is  therefore:  Ordered^  by  the 
Court,  That  the  parties  do  proceed  to  the  trial  of  the  following 
issues,  to  the  jury,  to  wit : 

First.  Whether  the  said  Charles  W.  Cahoon,  at  the  date  of 
his  original  application  for  letters  patent,  for  an  improvement  in 
machines  for  sowing  seed  and  fertilizing  materials  broadcast, 
to  wit :  on  May  14,  1857,  was  the  original  and  first  inventor  of 
all  the  improvements :  or  any,  and  which  of  them,  described 
and  claimed  in  the  speciRcation  annexed  to  the  reissued  letters 
patent,  bearing  date  May  11,  1858. 

Second,  Whether  the  said  respondent,  without  the  license  of 
the  complainants,  has,  since  the  date  of  the  reissued  letters  pat- 
ent, made,  used,  or  sold  any  machine,  infringing  the  claims,  or 
any,  and  which  of  them  embraced  in  the  specification  annexed 
to  the  said  reissued  letters  patent. 

And  it  is  further  Ordered^  That,  on  the  trial  of  the  said 
issues,  the  complainants  shall  be  plaintifl^s,  as  in  an  action  at 
law,  and  the  respondent  shall  be  defendant,  and  that  the  same 
be  tried  in  this  Court,  on  the  15th  day  of  February,  1859. 

AsHUR  Ware,  District  Judged 

Your  attention  will  be  chiefly  drawn  to  the  questions  pre- 
sented for  your  determination  in  that  order. 

They  are  two,  and  should  be  separately  considered  and  de- 
cided. Under  the  first  issue  you  are  instructed  that  it  is  your 
duty  to  inquire  and  ascertain  whether  Charles  W.  Cahoon  was 
the  original  and  first  inventor  of  the  several  improvements  in 
machines  for  sowing  seed  broadcast,  claimed  in  the  letters 
patent,  reissued  to  the  plaintifl^s  :  or,  in  other  words,  you  are  to 
inquire  and  ascertain  whether  any  one  else,  prior  to  the  inven- 
tion by  Cahoon,  had  invented  those  improvements,  or  any  of 
them,  and  if  any,  which  of  them.  To  maintain  the  issue  on 
their  part,  the  plaintifl^s  have  introduced  the  reissued  letters 
patent  bearing  date  May  11,  1858,  together  with  the  specifi- 
cation and  drawings  annexed  to  the  same.  They  have  also 
introduced  a  niodel  and  proof,  tending  to  show,  that,  in  all  sub- 
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stantial  respects,  it  is  the  same  as  the  original  model  of  the 
machine  now  in  the  Patent  Office.  You  are  instructed  that 
the  patent  including  the  specification  and  drawings,  is  prima 
facie  evidence  that  Charles  W.  Cahoon  is  the  original  inventor 
of  the  several  improvements  described  in  the  respective  claims 
of  his  patent,  and  that  the  burden  of  proof  is  upon  the  de- 
fendant to  show  a  prior  invention,  and  if  he  has  not,  to  your 
satisfaction,  then  your  finding  under  the  first  issue  should  be 
for  the  plaintiffs.  Evidence,  however,  has  been  introduced  on 
both  sides,  and  it  becomes  your  duty  to  determine  the  point  in 
view  of  all  the  facts  and  circumstances  in  the  case ;  but  in 
weighing  the  testimony  you  will  bear  in  mind  that  the  burden 
of  proof  on  this  branch  of  the  case  is  upon  the  defendant,  to 
prove  that  some  other  person  is  the  prior  inventor  of  the  im- 
provements, or  some  one  of  them,  described  in  the  Cahoon 
patent,  and  if  not  of  all  those  improvements,  that  the  patent  is 
valid  for  the  residue.  In  considering  this  question,  as  well  as 
the  one  arising  under  the  second  issue,  it  becomes  necessary 
that  you  should  know  and  carefully  observe  what  those  im- 
provements are.  That  question  must  be  determined  by  the 
Court,  as  a  question  of  law,  arising  upon  the  construction  of 
the  patent,  including  the  specification  and  drawings. 

You  are  accordingly  instructed  that  the  improvement  covered 
by  the  first  claim,  is  as  follows :  It  consists  of  a  tubular  cham- 
ber, or  discharger,  rotating  rapidly  on  a  horizontal  axis,  so  that 
its  outer  edge  will  be  in  a  plane  vertical,  or  nearly  vertical,  to 
the  horizon,  and  perpendicular  to  the  line  of  travel  of  the 
machine,  and  operating,  by  the  centrifugal  force  generated  byf 
the  revolution  of  the  chamber,  or  discharger,  to  throw  out  the 
seed  in  a  plane  of  discharge,  that  is  vertical,  or  nearly  vertical, 
to  the  horizon,  and  perpendicular  to  the  line  of  travel  of  the 
machine.  It  also  becomes  necessary  to  define  the  meaning  of 
the  term  or  phrase,  "tubular  chamber  or  discharger,*'  as  used 
in  this  claim  of  the  patent,  and  on  this  point,  you  are  instructed 
that,  when  taken  in  connection  with  the  context  of  the  specifi- 
cation and  drawings,  as  it  must  be,  it  means  a  hollow  discharger, 
whose  diameter  is  larger  at  the  place  of  discharge  than  at  the 
place  of  entrance  of  the  seed,  which  being  placed  and  operated 
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on  a  horizontal  shaft,  so  as  to  bring  its  outer  edge  into  the 
described  position,  will,  by  the  centrifugal  force,  generated  by 
its  revolution,  throw  out  the  seed  broadcast  in  a  plane  vertical, 
or  nearly  vertical  to  the  horizon.  The  plane  in  which  the  seed 
is  to  be  thrown  out,  and  which  is  required  by  the  terms  of  the 
claim  to  be  vertical  or  nearly  vertical  to  the  horizon,  is  the 
plane  of  discharge  of  the  seed,  marked  by  the  position  of  the 
outer  edge  or  periphery  of  the  discharger,  and  not  the  plane  or 
planes  through  which  the  seed  moves  after  it  has  left  the  dis- 
charger in  its  progress  through  the  air  and  until  it  reaches  the 
ground,  and  such  plane  of  discharge  is  vertical  or  nearly  ver- 
tical to  the  horizon,  within  the  meaning  of  the  patent,  when  it 
is  substantially  the  opposite  of  a  horizontal  plane,  it  being  the 
obvious  and  clearly-to-be-inferred  purpose  of  the  inventor  to 
make  an  apparatus  which  should  operate  in  discharging  seed  in 
a  plane  as  nearly  the  reverse  of  a  horizontal  plane,  as  can  in 
practice  be  attained. 

I  will  now  call  your  attention  to  the  second  improvement 
described  in  the  patent,  which  is  the  one  covered  by  the  second 
claim. 

It  consists  of  a  funnel,  or  conical-shaped  discharging  chamber, 
having  flanches,  or  their  equivalents,  inserted  therein,  and  op- 
erating by  arresting  the  seed  on  its  passage  from  the  conducting 
tube  leading  from  the  hopper,  to  prevent  the  seed  from  dropping 
upon  the  ground,  and  by  assisting  to  carry  it  around  the  axis  of 
revolution,  to  impart  to  it  the  necessary  degree  of  centrifugal 
force,  in  a  shorter  space  of  time  than  the  surface  of  the  dis- 
charger alone  could  impart  to  it ;  such  discharger,  so  provided 
with  flanches  or  their  equivalents  thus  operating,  being  rapidly 
rotated  on  a  horizontal  shaft,  and  by  means  of  the  centrifugal 
force  thus  generated  and  the  position  of  the  outer  edge  of  the 
discharger,  throwing  out  the  seed  in  a  plane  vertical,  or  nearly 
vertical  to  the  horizon.  You  are  also  instructed  that  the  ex- 
pression, ^^funnel-shaped  discharging  chamber,"  in  this  claim, 
defines  the  same  thing  as  the  words,  ^^  tubular  chamber  or  dis- 
charger,'* in  the  first  claim,  and  means  a  conical  chamber,  or  one 
whose  diameter  is  larger  at  the  place  of  discharge  than  its 
dian^eter  \s  ^t  the  place  of  the  entrance  of  the  seed  j  and  pro- 
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vided  it  has  that  condition  of  a  funnel  or  conical  chamber,  and 
will,  with  the  aid  of  the  flanches  or  their  equivalents,  when  op- 
erated in  the  described  position,  do  the  work  described  in  the 
patent,  it  is  immaterial  whether  the  cone  of  the  chamber  be 
regular  or  irregular,  or  longer  or  shorter  from  its  apex  to  its 
base.  In  this  connection  you  are  instructed  that  the  flanches, 
or  their  equivalents^  described  in  this  claim,  embrace  any  device 
which,  by  being  placed  so  as  to  operate  in  the  discharge  of  the 
seed  to  prevent  its  falling  directly  upon  the  ground  in  its  pas- 
sage through  the  discharger,  and  to  carry  it  round  the  axis  of 
revolution  of  the  discharger,  and  thus  to  accelerate  its  centri- 
fugal force,  will  produce  the  operation  and  perform  the  duty 
effected  by  the  flanches  particularly  described  in  the  patent,  and 
shown  in  the  drawings.  That  all  the  conditions  and  limitations 
of  this  claim  in  respect  to  the  position  in  which  the  discharger 
is  to  be  operated  and  the  plane  of  discharge  of  the  seed,  are  the 
same  as  those  of  the  first  claim. 

Your  attention  will  now  be  drawn  to  the  third  improvement, 
which  is  the  one  covered  by  the  third  claim.  It  is  obvious  that 
the  words,  ^^  tubular  or  funnel-shaped  discharging  chamber," 
which  are  the  words  of  the  claim,  define  the  same  thing  as  the 
words,  ^^  tubular  chamber  or  discharger,"  as  used  in  the  first 
claim,  and  mean  the  same  as  the  ^^  funnel-shaped  discharging 
chamber,"  described  in  the  second  claim.  The  third  improve- 
ment consists  of  a  disk  or  piece  of  metal,  or  its  equivalent, 
placed  in  front  of,  and  combined  with  a  centrifugal  discharger, 
arranged  in  the  position  and  operating  to  sow  seed  in  the  manner 
explained  in  the  first  and  second  claims  \  the  use  of  such  disk 
being  to  prevent  the  entrance  of  currents  of  air  into  the  dis- 
charger, which  might  interfere  with  the  proper  distribution  of 
the  seed  by  blowing  it  out  of  the  proper  position  while  it  is  still 
in  the  chamber ;  and  by  ^^  equivalents  of  this  disk,"  are  meant 
any  pieces  or  single  piece  of  metal,  whatever  may  be  their 
shape,  or  in  whatever  manner  attached  to  the  apparatus,  so  long 
as  they  are  properly  shaped  and  properly  attached,  in  such  a 
way  as  to  produce  the  effects,  or  substantially  the  same  effects, 
in  substantially  the  same  way,  as  are  produced   by  the  round 
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flat  piece  of  metal,  represented  in  the  drawings  of  the  Cahoon 
patent. 

It  will  only  be  necessary  for  you  to  examine  the  fourth 
improvement,  when  considering  and  determining  the  questions 
involved  and  presented  for  your  determination  on  the  first  issue. 
That  improvement  is  the  one  covered  by  the  fourth  claim  in 
the  patent  and  consists  of  a  hopper  of  some  kind  or  other, 
whose  office  is  to  hold  a  supply  of  seed,  and  deliver  it  to  a 
discharging  chamber,  rotating  rapidly  in  the  position  before 
explained,  and  acting  to  sow  seed  in  a  plane  of  discharge,  as 
before  pointed  out,  when  the  hopper  is  combined  with  such  a 
centrifugal  discharging  chamber,  and  with  a  stirrer  arranged  in 
the  hopper  and  acting  to  stir  the  groin,  and  also  with  a  gate 
at  the  mouth  of  the  hopper,  by  means  of  which  the  opening  at 
the  small  end  of  the  hopper  can  be  enlarged  or  diminished,  so 
as  to  regulate  the  quantity  of  grain  that  will  pass  out  of  the 
hopper,  and  consequently  the  quantity  of  seed  that  will  be 
sown  by  the  centrifugal  discharger  in  any  determined  period  of 
time.  The  improvement  specified  in  this  claim,  is  one  that  is 
claimed  when  the  disk  or  its  equivalent  is  used,  or  when  it  is  not 
used. 

Some  reference  has  been  made  to  the  motive  power  of  the 
machine  or  machines  of  the  plaintiffs,  and  upon  that  subject 
you  are  instructed  that  although  the  specification  and  drawings 
describe  a  particular  apparatus  for  giving  motion  to  the  centri- 
fugal discharger  and  the  stirrer  described  in  the  patent,  and  also 
an  apparatus  for  supporting  and  moving  the  machine  when  in 
actual  use,  yet  that  the  means  so  described  for  giving  motion 
either  to  the  discharger  or  to  the  machine  itself,  do  not  consti- 
tute any  part  of  the  invention  as  described  in  the  claims  of  the 
patent,  and  that  the  invention  would  be  the  same,  though  other 
convenient  and  efficient  means  were  substituted  and  used  for 
that  purpose  ;  and  this  remark  applies  as  well  to  the  means  em- 
ployed to  transport  the  machine  when  in  actual  use,  as  to  those 
used  for  giving  motion  to  the  discharger  and  the  stirrer. 

Guided  by  these  principles  as  to  the  construction  of  the 
patent,  you  will  proceed  to  consider  and  determine  the  several 
questions  presented  in  the  first  issue,  and  upon  that  subject  you 
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are  instructed  that  in  order  to  invalidate  the  several  claims 
embraced  in  the  letters  patent,  the  defendant  must  show  that 
some  one,  prior  to  Cahoon's  invention  of  the  several  improve- 
ments claimed,  had  invented  a  machine  for  sowing  seed  broad- 
cast, containing  the  several  improvements  above  described,  or 
some  of  them,  and  the  patent  is  valid  for  such  of  the  several 
improvements  above  described  as  are  not  shown  to  have  been 
invented  by  some  one  else,  prior  to  the  invention  by  Cahoon. 
On  this  point,  you  are  further  instructed  that  in  order  that  any 
of  the  models  or  machines  introduced  by  the  defendant  should 
be  sufficient  to  invalidate  the  patent  of  Cahoon,  it  must  be 
shown  to  your  satisfaction  that  such  model  or  machine  is  an 
apparatus  which  discharges  the  seed  in  a  vertical  plane  of  dis- 
charge, perpendicular  or  nearly  perpendicular  to  the  line  of 
travel  of  the  machine,  through  the  agency  of  centrifugal  force, 
and  by  means  of  an  apparatus  constructed,  arranged,  and 
operating  substantially  as  the  Cahoon  apparatus  does,  which  has 
already  been  described,  as  claimed  in  his  patent. 

It  is  insisted  on  the  part  of  the  defendant  to  the  effect  that 
an  apparatus  for  discharging  seed  in  sowing  broadcast,  though 
invented,  constructed,  and  designed  to  throw  out  the  seed  in 
horizontal  planes,  and  adapted  to  produce  and  accomplish  that 
mode  of  operation,  yet  if  such  apparatus,  by  having  certain 
changes  and  modifications  made  in  its  construction  and  arrange- 
ment, could  be  adapted  to  the  discharge  of  seed  in  vertical 
planes,  that  then  such  apparatus,  while  in  its  original  form,  and 
unchanged  in  its  structure  and  organization,  embodies  the 
principles  and  mode  of  operation  of  the  structure  and  invention 
described  in  the  Cahoon  specification.  It  is  impossible  for  me 
to  concur  in  that  proposition. 

On  the  contrary,  I  instruct  you  that  if  you  shall  find  that 
discharging  seed  in  vertical  planes,  in  the  manner  and  by  the 
means  described  in  the  Cahoon  specification  is  a  new  and  use- 
ful, or  different  and  better  mode  of  sowing  seed  broadcast,  and 
that  Cahoon,  as  claimed  in  his  patent,  was  the  first  person  to 
invent  and  adopt  an  apparatus  so  as  to  accomplish  that  method 
of  sowing,  such  prior  horizontal  machines  can  not  invalidate 
his  patent*     This  last  instruction  is  applicable  to  all  the  evi- 
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dence  in  the  case  respecting  the  several  models  or  machines, 
arranged  and  designed  for  discharging  seed  in  horizontal  planes, 
by  centrifugal  force,  and  revolving  on  vertical  axes. 

Two  of  these  machines,  namely,  the  S.  S.  Hogle  and  Glendy 
Moody  machines,  ought  also  to  be  considered  by  you  in  another 
point  of  view,  which  I  will  now  proceed  to  state.  In  respect 
to  those  machines,  you  are  instructed  to  inquire  whether  either 
of  those  persons  made  an  operating  machine,  or  whether  they 
only  made  models  or  drawings,  from  which  machines  might  be 
constructed.  If  the  latter  only  were  made,  and  although  such 
models  might  be  capable  of  operation  for  the  purpose  of  experi- 
ments, yet,  unless  it  is  proved  to  your  satisfaction  that  a  machine 
or  machines,  capable  of  being  used  for  actual  agricultural  pur- 
poses, was  or  were  made  prior  to  Gaboon's  invention,  then,  as  a 
matter  of  law,  I  instruct  you  that  such  alleged  inventions  never 
were  completed,  and  can  not  affect  the  validity  of  Gaboon's 
patent. 

One  other  model  or  machine  introduced  by  the  defendant 
remains  to  be  considered.  It  is  the  vertical  model  or  machine 
of  Gurtis  O.  Luce,  which,  he  says,  he  made  in  the  early  part 
of  February,  1856,  while  he  was  sick,  at  his  own  house,  in 
Freeport,  in  the  State  of  Illinois.  Several  questions  arise 
respecting  that  model,  which  it  is  important  you  should  con- 
sider and  determine,  in  view  of  the  rules  of  law  applicable  to 
this  part  of  the  case.  It  is  insisted,  in  the  first  place,  by  the 
counsel  for  the  plaintiffs,  that  this  model  or  machine  never  had 
such  an  existence  as  would  anticipate  the  invention  of  Gaboon, 
or  invalidate  the  claims  in  his  patent. 

In  the  second  place,  he  insists  that  it  was  constructed  merely 
as  an  experimental  machine,  and  that  it  was  subsequently 
broken  up  and  the  materials  used  for  other  purposes,  and  that 
its  essential  parts  were  lost,  and  that  the  supposed  invention 
was  abandoned.  Both  of  these  questions  must  be  determined 
by  you  from  the  evidence  under  the  rules  of  law  which  I  will 
presently  state. 

In  considering  the  first  question,  that  is,  whether  the  model 
or  machine  had  such  an  existence  as  would  anticipate  the  Ga- 
boon invention  or  iii validate  the  claims,  in  bis  pajtent^  jou  wjll 
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inquire  in  the  first  place  and  determine  from  the  evidence, 
whether  it  was  made  and  completed  prior  to  the  invention  of 
Cahoon  ;  and  in  the  second  place,  whethei  in  point  of  fact  it 
was  a  machine,  embodying  the  improvements,  and  which  of 
them,  claimed  by  Cahoon,  as  above  described  ;  and  if  you  find 
that  it  was  not  made  and  completed  prior  to  the  iavention  of 
Cahoon,  or  if  so  made  and  completed,  that  it  does  not  embody 
any  of  the  said  improvements  as  already  defined,  then  you  are 
instructed  that  it  can  not  have  the  effect  to  anticipate  the  Ca- 
hoon invention  or  to  invalidate  the  claims  set  forth  in  his  patent. 
Should  you  find  that  it  was  made  and  completed  prior  to  the 
Cahoon  invention,  and  that  it  does  embody  the  improvements 
in  the  Cahoon  patent,  as  already  defined  and  explained,  you 
will  then  inquire  whether  it  was,  in  point  of  fact,  a  machine 
completed  and  reduced  to  practice  in  contradistinction  to  an 
experimental  machine,  or  a  machine  made  by  the  supposed 
inventor,  in  the  prosecution  of  experiments  and  inquiries,  and 
that  unless  it  appears  to  your  satisfaction  that  such  machine 
was  actually  used  as  a  seed-sower  in  sowing  seed  for  agricul- 
tural purposes,  you  are  warranted  in  presuming  that  it  was  a 
mere  experiment,  and  if  so»  you  are  instructed  that  it  would  not 
invalidate  the  plaintifPs  patent,  provided  Cahoon  was  an  orig- 
inal inventor  of  his  improvements  without  knowledge  of  that 
machine,  and  did  not  derive  any  of  them  from  Luce. 

It  is  insisted  by  the  defendant,  in  answer  to  the  several  pro- 
positions of  the  plaintiff  now  under  consideration,  that  Cahoon 
can  not  be  regarded  as  the  original  and  first  inventor  of  the 
improvements  claimed  in  his  specification,  if  it  appears  that  a 
model,  or  machine,  like  the  one  now  introduced,  was  made  and 
completed  by  Luce  in  Februray,  1856,  even  though  it  also 
appears  that  it  was  broken  up^  its  materials  used  for  other  pur- 
poses prior  to  the  invention  of  Cahoon,  the  essential  parts  of  it 
lost,  and  the  invention  abandoned.  His  argument  proceeds  upoii 
the  ground  that  no  one  can  be  the  original  and  first  inventor  of 
a  thing  once  constructed,  so  long  as  the  remembrance  of  the 
thing  remains  in  the  mind,  or  can  be  called  to  the  recollection 
of  any  one  still  living,  who.  had.  previous  knowledge,  of  its 
cxistencei 
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A  patent  is  authorized  by  the  sixth  section  of  the  act  of  Con- 
gress of  July  4,  1856,  where  the  party  has  discovered,  or 
invented  a  new  and  useful  improvement,  not  known  or  used  by 
others  before  his  discovery,  or  invention.  By  the  fifteenth 
section,  it  is  provided,  that  if  it  appears  on  the  trial  of  an  action, 
brought  for  the  infringement  of  a  patent,  that  the  patentee  was 
not  the  original,  or  first  inventor,  or  discoverer  of  the  thing 
patented,  the  verdict  shall  be  for  the  defendant.  Those  par- 
ticular words,  if  construed  literally,  would  afford  some  coun- 
tenance to  the  argument  of  the  defendant.  That  construction, 
however,  has  been  denied  by  the  Supreme  Court,  upon  the 
ground,  that  it  would  not  carry  into  eflfect  the  intention  of  the 
legislature. 

Another  clause  of  the  fifteenth  section  of  the  same  act  pro- 
vides, that  if  the  patentee  believed  himself  to  be  the  first  in- 
ventor, the  patent  shall  not  be  void  on  account  of  the  invention, 
or  discovery,  having  been  known  or  used  in  any  foreign  coun- 
try, it  not  appearing  that  it  had  been  patented,  or  described  in 
any  printed  publication. 

In  the  case  thus  provided  for,  the  party  who  invents,  is  not, 
strictly  speaking,  the  first  and  original  inventor ;  but  the  law  in 
such  a  case,  says  Chief  Justice  Taney,  in  Gaylordy  et  aU  v. 
Wilder y  10  How.  477,  assumes  that  the  improvement  may  have 
been  known  and  used  before  his  discovery.  Nevertheless,  his 
patent  in  that  case  is  valid  if  he  discovered  it  by  the  eflfbrts  of 
his  own  genius,  and  believed  himself  to  be  the  original  inventor; 
and  the  Court  go  on  to  say,  that  the  clause  in  question  quali- 
fies the  words,  before  used,  and  shows  that  by  knowledge  and 
use,  the  legislature  meant  knowledge  and  use  accesssible  to  the 
public. 

You  are  accordingly  instructed  to  inquire  and  determine, 
from  the  evidence,  whether  Luce  made  his  alleged  invention  of 
the  vertical  machine  public,  and  if  he  did  not,  but  had  used  it 
for  no  purpose,  except  simply  for  his  own  private  experiments, 
and  if  it  had  been  broken  up  prior  to  May  14,  1857,  ^^^  '^^ 
materials  used  for  other  purposes,  and  its  essential  parts  lost, 
and  the  invention  forgotten,  or  abandoned,  such  invention  and 
use  would  be  no  obstacle  to  the  taking  out  of  a  patent  by 
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Cahoon,  or  those  claiming  under  him,  and  the  model  or  machine, 
now  in  evidence,  on  that  state  of  facts,  would  not  invalidate  the 
Cahoon  patent,  if  he  was  an  original  inventor  of  his  improve- 
ments, without  any  knowledge  of  said  machine,  and  did  not  de- 
rive any  of  them  from  Luce.  Upon  this  same  subject,  you  are 
also  instructed,  that  as  a  single  specimen  only  of  such  a  ma- 
chine was  made,  whether  capable  of  use,  and  whether  actually 
used,  or  not,  by  the  party  making  it,  for  the  purpose  of  testing 
its  operation,  if  you  find,  from  the  evidence,  that  the  same  was 
kept  in  his  own  possession,  from  the  knowledge  of  the  public, 
and  was  subsequently  broken  up  and  its  materials  used  for  other 
purposes,  or  that  the  substantial  parts  of  it  were  finally  lost, 
prior  to  May  14,  1857,  and  that  its  construction  was  only  re- 
called to  the  memory  of  the  maker,  by  the  present  controversy, 
and  when  so  recalled,  that  the  essential  parts  of  the  machine 
did  not  exist,  so  that  the  public  could  not  derive  the  knowledge 
of  it  from  the  machine  itself,  but  only  from  the  memory  of  the 
alleged  inventor,  the  existence  of  such  prior  machine  will  not 
invalidate  the  patent,  under  consideration,  even  if  the  invention 
of  Cahoon  was  subsequent  in  date,  and  although  such  machine 
may  have  embodied  all  the  improvements  subsequently  invented 
by  Cahoon,  if  he  was  an  original  inventor  of  his  improvements, 
without  knowledge  of  such  machine,  and  did  not  derive  any  of 
them  from  Luce. 

In  view  of  the  rules  of  law,  as  you  have  received  them  from 
the  Court,  you  will  proceed  to  examine  all  the  models,  or  ma- 
chines, introduced  by  the  defendants  on  this  branch  of  the  case, 
and  compare  them  with  the  improvements  described  in  the 
Cahoon  patent,  as  already  construed  and  defined,  and  with  the 
machine  introduced  by  the  plaintiff  so  far  as  they  are  con- 
structed and  arranged  in  substantial  conformity  to  the  principles 
and  mode  of  operation,  therein  claimed  and  described.  Differ- 
ence in  size  and  proportions,  so  long  as  the  construction,  ar- 
rangement, principles  and  mode  of  operation,  are  substantially 
the  same,  is  entirely  immaterial.  Any  machine  gotten  up  by  the 
patentee,  or  those  claiming  under  him,  whose  construction, 
arrangement,  principles  and  mode  of  operation,  are  substantially 
the  same  as  the  one  described  in  the  specification,  though  dif- 
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fering  in  size  and  proportions,  is  as  much  within  the  protection 
of  the  patent,  as  the  structure  therein  described,  provided  it  is 
of  sufficient  size,  and  has  the  proper  proportions  to  accomplish 
the  requisite  work,  and  actually  accomplishes  it,  substantially 
by  the  same  means  and  substantially  in  the  same  way.  Ac- 
cording to  the  testimony  of  Curtis  O.  Luce,  his  model  of  the 
vertical  machine  was  made  in  February,  1856,  as  before  re- 
marked, while  he  was  residing  at  Freeport,  in  the  State  of 
Illinois,  and  it  was  in  that  State  that  all  his  experiments  with  it 
were  made.  He  says,  tha^t  the  model  in  evidence  is  the  iden- 
tical machine  he  made  except  the  distributing  wheel  and  the 
hopper,  and  he  thinks  the  wheel  and  the  hopper,  now  on  the 
model,  are  substantially  the  same  as  the  ones  he  originally  con- 
structed. The  wheel  was  built  by  one  Taylor,  under  his 
directions,  for  which  he  paid  him  a  half  dollar.  He  does  not 
say  who  built  the  motive  power,  but  does  say  that  he  had  it  on 
hand,  and  that  it  was  built,  before  he  was  sick,  for  another  pur- 
pose. 

It  is  a  vertical  model,  constructed  and  arranged  on  a  hori- 
zontal axis,  and  the  witness  says  it  was  intended  for  rapid  revo- 
lution. He  used  it  more  or  less  in  a  shop,  thirty  or  forty  by 
sixty  feet,  from  the  middle  of  February,  1856,  to  April  of 
that  year,  and  occasionally  afterward,  to  show  its   operation  to 

friends. 

The  cast,  as  he  says,  was  about  thirty  feet — ^that  is,  fifteen 

feet  on  each  side  of  the  line  of  travel — ^and  the  witness  says 
that  he  has  operated  the  machine,  once  with  the  wheel  and 
hopper  now  on  it,  which  were  constructed  at  Westbrook,  in 
this  State,  at  the  request  of  the  defendant,  since  the  commence- 
ment of  this  trial.  Only  one  person,  he  says,  knew  of  his 
invention,  and  that  was  John  Taylor,  who  made  the  original 
seed-wheel,  and  assigns  the  reasons  why  he  kept  it  secret,  which 
need  not  be  repeated,  as  they  must  be  within  your  recollection. 
He  thinks  it  was  a  practical  machine,  and  says  he  used  it  to 
sow  seed  in  the  shop,  a  good  many  times,  but  did  not  make  any 
experiments  with  it  in  the  field  at  Freeport^  for  the  reason  that 
from  February  to  April,  there  was  snow  on  the  ground,  and  no 
other   machine  waa  made   for-  use^     T4ie  brass-  part  of  the 
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machine,  he  says,  was  made  for  another  purpose,  but  was  not 
completed,  and  he  finished  it  up,  and  thinks  he  added  the  axis. 
Afterward  he  removed  from  Freeport,  in  the  State  of  Illinois, 
to  Brandon,  in  the  State  of  Vermont,  where  he  now  resides. 
When  he  moved,  he  says  he  took  the  machine  apart — that  is, 
he  took  off  the  hopper  and  wheel — ^and  put  the  whole  machine, 
thus  separated,  into  his  tool-chest.  Shortly  after  he  made  this 
model,  he  says  he  made  another  in  a  different  form  ;  that  is,  the 
horizontal  machine,  which  is  also  introduced  by  the  defendant. 
He  went  to  New  York  the  last  of  April,  1856,  and  while  there, 
had  a  conversation  with  Messrs.  Munn  &  Co.,  patent  solicitors, 
and,  he  says,  he  explained  to  Mr.  Munn  the  operation  of  both 
machines.  His  invention  for  the  horse-power  machine  was 
patented,  and  his  right  of  the  same,  within  the  territory  of  New 
England  and  the  city  of  New  York,  he  has  sold  to  Nourse  & 
Mason. 

On  his  own  account,  he  has  made  thirty-nine  of  his  horse- 
power machines  since  he  has  resided  in  Brandon,  and  has  five 
more  under  way.  You  will  recollect  the  fact,  that  the  horse- 
power machine  is  constructed  on  a  vertical  axis,  and  that  the 
wheels  revolve  in  a  horizontal  plane  of  discharge.  His  vertical 
or  upright  machine  was  never  patented,  and  only  one  specimen 
of  it  was  made,  namely,  the  one  already  introduced,  which  was 
carried  to  Brandon,  in  the  State  of  Vermont,  in  his  tool-chest. 
His  chest  was  kept  in  a  closet,  or  in  some  other  small  apartment 
in  his  house ;  and  he  says  that  his  boy,  a  small  lad,  used  to  take 
out  the  machine  and  play  with  it,  and,  as  he  supposes,  lost  it. 
When  he  last  saw  it,  he  does  not  remember  whether  or  not  it 
was  all  together,  or  where  it  was  at  that  time,  he  can  not  tell. 
He  was  twice  visited  by  the  defendant  during  the  last  fall,  and 
at  one  of  these  interviews  he  says  that  the  defendant,  in  a  con- 
versation about  machines,  inquired  how  he  came  to  get  up  one, 
and  in  that  conversation,  the  witness  thinks,  he  referred  to  the 
vertical  machine.  At  that  time,  he  says,  he  did  not  know 
whether  he  could  find  it  or  not,  but  upon  looking,  he  found  the 
brass  part  in  a  box,  in  his  house.  He  showed  it  to  the  defend- 
ant. It  then  had  neither  hopper  nor  wheel  y  those,  as  before 
remarked,  bad  been   lost,  an4   the  pe\v   ones,  now  exhibited. 
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have  been  made  by  the  witness,  at  the  request  of  the  defendant, 
since  the  adjournment  of  the  case,  in  June  last.  When  he 
went  to  New  York,  he  says  the  only  model  he  had  with  him, 
was  the  one  for  the  horse-power  machine,  and  which  is  now  in 
the  Patent  Office. 

He  says  he  had  no  drawings,  but  that  he  explained  what  he 
had  made,  and  wanted  to  claim  both  principles,  but  that  Munn 
told  him  it  was  unnecessary ;  that  if  he  obtained  a  patent  for 
cfne  of  the  principles,  he  could  use  the  machine  either  way. 
Evidence  has  been  introduced  to  affect  the  credit  of  this  wit- 
ness, and  it  is  proper  that  you  should  take  that  testimony  into 
consideration,  and  determine  for  yourselves  how  far  you  can 
rely  upon  his  statements.  His  deposition  taken  de  bene  esse^ 
under  the  Act  of  Congress,  at  the  request  of  the  plaintiflFs,  has 
been  introduced  to  contradict  the  witness.  In  that  deposition, 
he  says  :  ^^  I  gave  a  description  of  the  machine  that  I  patented, 
and  also,  the  first  machine  I  made,  for  which  I  did  not  apply 
for  a  patent,  and  which  was  a  hand-sower,  with  one  wheel, 
vertical  upon  a  horizontal  shaft  ;  the  grain  passed  into  a  tube  or 
wheel,  closed  in  front,  and  was  thrown  out  vertically  through 
apertures  formed  for  that  purpose,  something  like  a  water- 
wheel.  I  never  made  but  one  machine  of  that  kind  ;  there 
was  nothing  inside  the  machine  to  stir  the  grain.  That  machine 
was  taken  apart,  and  some  of  the  materials  used  for  other 
purposes." 

Anson  A.  Nicholson  has  also  been  called  as  a  witness  for 
the  plaintiff,  and  testifies  to  certain  declarations  made  by  Luce, 
on  two  occasions,  which  are  introduced  for  the  purpose  of  con- 
tradicting him.     All  these  matters  are  for  your  consideration. 

On  the  side  of  the  defendant,  the  witness.  Luce,  was  re- 
called, by  consent,  and  his  explanations  are  also  before  you. 

It  is  for  you  to  determine  upon  the  whole  evidence,  what 
degree  of  credit,  if  any,  you  can  safely  give  to  the  statements 
of  the  witness. 

Other  machines  are  also  introduced  by  the  defendant,  as 
having  a  tendency  to  show  that  Charles  W.  Cahoon  is  not  the 
original  and  first  inventor  of  the  improvements  described  in  his 
patent.    Among  the  number,  is  the  machine  of  Glendy  Moody, 
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which,  I  believe,  is  before  you  in  two  or  three  forms.  He 
was  called  as  a  witness,  and  his  testimony  has  been  reviewed 
by  the  counsel  on  both  sides,  and  need  not  be  repeated.  Like 
the  horse  power  machine  of  Luce,  those  models  are  constructed 
and  arranged  on  a  vertical  axis,  and  it  will  be  for  you  to  deter- 
mine whether  they  were  not  evidently  constructed,  arranged, 
and  designed,  to  discharge  seed  in  a  horizontal  plane  of 
discharge. 

In  such  machines,  the  seed-wheel  revolves  in  a  horizontal 
plane*,  and,  so  far  as  position  is  concerned,  they  are  the  oppo- 
site of  the  Cahoon  machine,  as  it  is  described  in  his  specifi- 
cation. 

Moody  applied  for  a  patent,  and  his  application  was  rejected, 
on  April  23,  1846.  S.  S.  Hogle's  machine  is  the  last  in  the 
series  introduced  by  the  defendant.  Its  history  is  derived 
chiefly  from  the  testimony  of  Henry  D.  Lathrop.  He  was  a 
workman  in  the  employ  of  S.  S.  Hogle,  who  resided  in  Bed- 
ford, in  the  State  of  Ohio,  at  the  time  the  machine  was  made. 
Models  of  this  machine,  in  two  or  more  forms,  are  in  the  case. 
In  all  of  them,  the  seed-wheel,  or  discharger,  is  constructed 
upon  a  vertical  axis,  and  revolves  in  a  manner  to  discharge  the 
seed  in  a  horizontal  plane  of  discharge.  Drawings  of  a  vertical 
or  upright  machine,  made  with  chalk,  are  mentioned  by  the 
witness,  Lathrop,  in  the  course  of  his  testimony,  which  have 
been  the  subject  of  remark  by  counsel  on  both  sides.  It  seems 
they  were  made,  and  presently  effaced  to  give  place  to  others  of 
an  experimental  character.  No  such  model  was  ever  made, 
and  of  course  none  such  could  have  been  used.  All  the  remark 
I  think  it  my  duty  to  make  respecting  those  drawings,  if  such 
they  may  be  called,  is,  that  such  testimony  is  entitled  to  very 
little  weight,  if  any,  in  the  determination  of  the  questions  under 
consideration. 

Experts  have  been  examined  upon  both  sides,  respecting  the 
differences  and  similarities  of  the  several  models,  as  compared 
with  the  several  improvements,  described  in  the  plaintiffs' 
patent.  Their  opinions  are  evidence  for  your  consideration, 
and  it  is  within  your  province  to  determine  what  credence  the 
testimony  ought  to  receive.     Three  such  witnesses  have  been 
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examined  by  the  plaintiffs,  and  two  by  the  defendant.  Differ- 
ences are  observable  in  their  testimony,  and  these  differences 
have  been  very  fully  considered,  and  discussed  by  the  counsel 
for  the  respective  parties.  All  I  desire  to  say  further  on  this 
branch  of  the  case  is  to  remind  you  that  the  burden  of  proof  on 
the  several  questions  presented  on  this  issue,  is  upon  the  de- 
fendant; and  I  think  you  ought  to  give  the  matter  a  very 
deliberate  consideration,  before  you  reach  the  conclusion  upon 
this  evidence,  that  Charles  W.  Gaboon  was  not  the  original  and 
first  inventor  of  the  improvements  described  in  his  patent,  as 
they  have  already  been  defined  by  the  Court. 

Should  you  find  that  he  is  not  the  original  or  first  inventor  of 
any  of  the  improvements  so  described  and  defined,  then  your 
verdict  should  be  for  the  defendant,  on  all  the  questions  in- 
volved in  both  issues.  Want  of  novelty  renders  the  patent 
invalid,  and  of  course  there  can  be  no  infringement  of  a  right 
which  has  no  existence.  On  the  other  hand,  should  you 
come  to  the  conclusion  that  Charles  W.  Gaboon  was  the 
original  and  first  inventor  of  the  improvements  in  his  patent  as 
described  and  defined,  you  will  then  proceed  to  the  consideration 
of  the  questions  presented  in  the  second  issue.  At  this  point,  it 
becomes  necessary  to  make  a  brief  reference  to  the  pleadings 
in  the  suit. 

It  is  charged  in  the  bill  of  complaint,  that  the  respondent,  in 
violation  of  the  exclusive  rights  of  the  complainants,  hath, 
since  the  date  of  the  reissued  letters  patent,  and  without  license 
from  them,  made,  used,  and  sold  large  quantities  of  machines, 
substantially,  and  in  principle,  embracing  in  construction  and 
mode  of  operation,  a  certain  feature  of  the  invention  described 
in  the  plaintiffs'  patent.  In  effect,  the  answer  denies  that  the 
defendant  has  made  any  machine,  which  in  principle  embraces, 
in  construction  and  mode  of  operation,  any  feature  of  the 
Gaboon  invention.  It  admits,  however,  that  the  defendant  has 
made  a  few  machines  for  seeding,  in  strict  accordance  with  the 
description  contained  in  his  specification.  Considering  the 
answer,  in  connection  with  the  bill,  as  it  must  be  considered, 
the  effect  is,  that  the  defendant  has  conclusively  admitted  that  he 
did  make  a  few  of  his  own  machines  after  the  date  of  the 


FEBRUARY,    1 859.  4I7 


Cahoon  t.  Ring. 


reissued  patent,  and  before  the  time  when  the  bill  in  this  case 
was  filed.  But  he  does  not  admit  that  the  machines  he  so 
made,  infringe  the  improvements  defined  and  described  in  the 
Cahoon  patent.  On  the  contrary,  he  alleges  and  claims  a  full 
and  perfect  right  to  make  and  vend  such  machines. 

These  remarks  will  be  sufficient  to  show  you  the  exact 
nature  of  the  question.  It  is,  whether  the  machines  made  by 
the  defendant,  and  admitted  in  the  answer,  do  or  do  not  infringe 
the  improvements,  and  which  of  them,  in  the  plaintiffs'  patent, 
as  already  defined  and  described.  In  other  words,  the  defend* 
ant  admits  that  he  has  made  a  few  machines  according  to  his 
own  patent,  but  denies  that  those  machines  as  made,  constitute 
an  infringement  of  the  claims  in  the  plaintiffs'  specification,  and 
relies  upon  his  own  patent  to  justify  his  acts  in  making  the 
machines.  On  the  question  of  infringement  as  thus  explained, 
the  burden  of  proof  is  upon  the  plaintiffs,  to  show  to  your  sat- 
isfaction that  the  machines  of  the  defendant,  which  it  is 
admitted  he  made,  do  infringe  some  one  or  all  of  the  claims  of 
the  patent  under  which  they  derive  their  title.  Whether  they 
do  so  or  not,  is  a  question  of  fact,  to  be  determined  by  you 
from  all  the  evidence  in  the  case,  under  the  rules  of  law,  which 
I  will  now  proceed  to  state. 

Your  attention  will  first  be  directed  to  the  several  improve- 
ments of  the  plaintiffs*  patent,  in  the  order  in  which  they  stand 
in  the  specification,  and  as  they  have  already  been  construed 
and  defined. 

Commencing  with  the  first  improvement,  you  are  instructed 
to  find  that  the  defendant's  machine  infringes  the  first  claim  of 
the  plaintiffs'  patent,  as  already  construed,  if  you  find  that 
his  machine  contains  a  tubular  chamber  or  discharger,  having 
the  position  of  its  axis,  and  of  the  plane  of  discharge,  substan- 
tially the  same  as  embraced  in  the  plaintiffs'  first  claim,  as 
already  defined,  and  operating  to  sow  seed  in  substantially  the 
same  way :  that  is  to  say,  by  centrifugal  force,  in  a  vertical 
plane  of  discharge  perpendicular  to  the  line  of  progress  of  th  e 
machine ;  by  receiving  the  seed  near  its  center  ;  by  transferring 
it  to  the  periphery  or  outside,  and  during  such  passage  of  the 
seed,  giving  to  it  cei^trjfugal  force ;  and  finally  discharging  the 
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seed  from  the  part  of  the  discharger  furthest  from  its  axis,  in  a 
vertical  plane  of  discharge ;  and,  you  will  also  find  that  the 
machine  of  the  defendant  infringes  this  claim,  as  already  defined 
and  explained,  if  you  find  in  this  machine  a  substantial  equiva- 
lent of  a  discharger,  arranged  and  operating  substantially  in  the 
way  and  by  the  means  just  pointed  out  and  described  ;  and  by 
^^  an  equivalent,"  is  meant  something  that  does  substantially  the 
same  thing  in  substantially  the  same  way.  But  if  you  do  not 
find  that  the  defendant's  machine  contains  a  discharger,  operat- 
ing and  arranged  as  has  just  been  described,  or  a  substantial 
equivalent  for  it,  then,  so  far  as  this  claim  is  concerned,  you 
will  find  that  the  defendant's  machine  does  not  infringe. 

Whether  your  finding  on  this  point  is  for  the  plaintiffs  or  for 
the  defendant,  you  will  then  proceed  to  consider  the  question 
of  infringement,  so  far  as  regards  the  second  improvement  in 
the  plaintiffs'  patent ;  and  you  are  instructed  to  find  that  the 
machine  of  the  defendant  infringes  the  second  claim  in  the 
defendant's  patent,  as  already  defined,  if  you  find  in  his  ma- 
chine a  centrifugal  discharger,  or  its  equivalent  in  arrangement 
and  manner  and  means  of  operating,  as  described,  in  combina- 
tion with  flanches,  or  the  equivalents  thereof,  as  described  in 
the  plaintiffs*  patent,  the  office  of  the  flanches  or  their  equiva- 
lents being  to  strike  against  the  seed  after  it  has  entered  the 
discharging-chamber,  and  carry  the  seed  round  in  front  of  the 
flanches,  thus  imparting  to  the  seed  centrifugal  motion  more 
rapidly  than  it  would  be  by  the  discharging  chamber  alone,  and 
preventing  the  seed  from  falling  to  the  ground  before  it  acquires 
centrifugal  force ;  and,  if  you  do  not  find  in  the  defendant's 
machine,  substamially  this  combination,  or  the  equivalent  of  it 
in  all  its  parts,  in  substance  and  reality,  you  are  to  find  that  the 
machine  of  the  defendant  does  not  infringe  this  second  claim. 

Irrespective  of  what  your  finding  may  be  on  the  first  and 
second  claims,  you  will  then  proceed  to  consider  the  question 
of  infringement,  so  far  as  regards  the  third  claim  of  the  plain- 
tiffs' patent  as  already  construed  and  defined ;  and  on  this 
point  you  are  instructed  to  find  that  the  machine  of  the  defend- 
ant infringes  this  claim,  if  you  find  in  the  defendant's  machine 
a  disk,  or  the  eqi^ivalent  thereof  cqoibined  with  a  centrifugal 
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discharger,  or  tubular  or  funnel-shaped  discharging- chamber,  or 
the  substantial  equivalent  thereof,  arranged  and  operating  as  has 
been  explained  in  reference  to  the  plaintiffs'  first  claim,  the 
work  performed  by  this  disk  being  to  prevent  currents  of  air 
from  blowing  into  the  discharging-chamber,  and  interfering  with 
the  proper  arrangement,  and  consequently  with  the  proper  dis- 
tribution of  the  seed  ;  and  if  you  do  not  find  in  the  defendant's 
machine,  this  combination  or  the  equivalent  for  each  member 
of  the  combination  acting  when  so  combined,  substantially  in 
the  manner  set  forth  in  the  plaintiffs'  patent,  as  already  defined, 
then  you  are  to  find  that  the  machine  of  the  defendant  does  not 
infringe  this  third  claim. 

No  instructions  will  be  given  you  under  the  second  issue,  in 
respect  to  the  fourth  claim,  as  it  is  not  contended  by  the  coun- 
sel for  the  plaintiffs,  that  the  machine  of  the  defendant,  in  any 
manner,  infringes  the  fourth  improvement  in  the  plaintiffs' 
patent. 

These  are  all  the  instructions  I  propose  to  give  you,  upon  the 
matters  involved  in  the  issue  now  under  consideration,  except 
to  lay  down  certain  rules,  by  which  you  ought  to  be  guided  and 
governed  in  comparing  these  machines,  or  the  several  devices, 
or  elements  of  which  they  are  composed.  With  a  view  of 
doing  justice  to  both  parties,  and  as  matter  of  law,  I  instruct 
you,  that  in  determining  the  several  questions  of  infringement, 
you  are  not  to  judge  about  similarities,  or  differences,  by  the 
names  of  things ;  but  are  to  look  to  the  machines,  or  their 
several  devices,  or  elements,  in  the  light  of  what  they  do,  or 
what  office  or  function  they  perform,  and  how  they  perform  it ; 
and  to  find  that  a  thing  is  substantially  the  sam^  as  another,  if  it 
perform  substantially  the  same  function,  or  office,  in  the  same 
way,  to  attain  the  same  result ;  and  that  things  are  substantially 
different,  when  they  perform  different  duties,  or  in  a  different 
way,  or  produce  a  different  result.  For  the  same  reason,  you 
are  not  to  judge  about  similarities,  or  differences,  merely  be- 
cause things  arc  apparently  the  same,  or  a  different  shape,  or 
form ;  but  the  true  test  of  similarity,  or  difference,  in  making 
the  comparison,  is  the  same  in  regard  to  shape,  or  form,  as  in 
regard  to  names :  and  in  both  cases,  you  must  look  at  the  mode 
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of  operation,  or  the  way  the  parts  work,  and  at  the  result,  as 
well  as  at  the  means  by  which  the  result  is  attained.  In  all 
your  inquiries  about  the  mode  of  operation,  of  either  machine, 
you  are  to  inquire  about,  and  consider  more  particularly,  those 
portions  of  a  given  part,  which  really  do  the  work,  so  as  not  to 
attach  too  much  importance  to  the  other  portions  of  the  same 
part,  which  are  only  used  as  a  convenient  method  of  construct- 
ing the  entire  part  under  consideration.  You  will  regard  the 
substantial  equivalent  of  a  thing,  as  being  the  same  as  the 
thing  itself,  so  that,  if  two  machines  do  the  same  work,  in  sub- 
stantially the  same  way,  and  accomplish  substantially  the  same 
result,  they  are  the  same,  and  so  if  parts  of  the  two  machines 
do  the  same  work,  in  substantially  the  same  way,  and  accom- 
plish substantially  the  same  result,  those  parts  are  the  same 
although  they  may  differ  in  name,  form,  or  shape ;  but,  in  both 
cases,  if  the  two  things  perform  different  work,  or  in  a  way 
substantially  different,  or  do  not  accomplish  substantially  the 
same  result,  then  they  are  substantially  different. 

Slight  differences  in  degree  can  not  be  regarded  as  of  weight 
in  determining  a  question  of  substantial  similarity,  or  substan- 
tial difference.  One  thing  may  be  a  little  longer,  or  a  little 
shorter  than  another,  or  it  may  work  a  little  better,  or  a  little 
worse,  and  yet  the  two  may  be  substantially  the  same ;  and 
whether  they  arc  so,  or  not,  and  whether  the  difference  in  de- 
gree is  sufficient  to  constitute  a  substantial  difference  in  the 
thing,  or  not,  are  questions  for  your  determination.  Mere 
difference  in  degree,  however,  when  properly  applied  to  the 
facts  of  the  case,  in  comparing  these  machines,  or  the  several 
devices,  or  elements,  of  which  they  are  composed,  is  entitled 
to  very  little  weight. 

Several  days  have  been  spent  upon  this  branch  of  the  case, 
in  the  examination  of  the  experts,  called  on  the  one  side,  and 
the  other;  and  every  point  arising  out  of  their  testimony,  so  far 
as  it  is  applicable  to  a  comparison  of  these  machines,  or  their 
several  devices,  has  been  fully  argued,  by  the  counsel  on  both 
sides.  In  view  of  all  the  circumstances,  I  do  not  think  it  expe- 
dient, or  necessary  that  I  should  attempt  to  repeat  the  testi- 
mony.    "Xht   experts  have  not   only  given  th^ir   opii)iqns  on 
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questions,  but  have  very  fully  stated  the  reasons,  on  which 
their  opinions  are  founded,  and  both  their  opinions,  and  the 
reasons  given  for  them,  have  been  fully  discussed  at  the  bar. 
Those  called  by  the  plaintiffs  have  stated  to  you,  In  very  strong 
terms,  that  in  principle  and  mode  of  operation,  the  two  machines 
are  substantially  the  same.  One,  at  least,  of  those  called  by  the 
defendant,  is  equally  positive  that  they  are  substantially  differ* 
ent,  and  whether  the  other  ought  to  be  regarded,  as  having 
expressed  an  equally  confident  opinion  in  the  same  direction,  or 
not,  is  a  question  for  your  consideration,  as  you  understand  it. 
It  is  your  duty,  to  consider  and  weigh  all  the  testimony  in  the 
case,  whether  offered  by  the  plaintiffs,  or  the  defendant,  and  to 
give  it  such  weight,  as,  in  your  judgment,  ft  is  entitled  to  re- 
ceive. 

Several  witnesses  were  called  and  examined  by  the  plaintiffs, 
to  prove  certain  declarations  made  by  the  defendant,  during  the 
negotiations  for  an  agency  which  at  one  time,  it  seems,  both  the 
defendant  and  patentee,  as  well  as  one  of  the  plaintiffs,  sup- 
posed he  would  have  for  the  sale  of  the  plaintiff's  machine,  in 
one  of  the  Western  States. 

Other  declarations  of  the  defendant  are  also  in  testimony, 
which  appear  to  have  been  made  about  the  time,  or  shortly  after 
those  negotiations  were  broken  off.  Those  made  during  the 
negotiations  were  offered  as  tending  to  prove  that  the  defend* 
ant  then  had  the  opportunity  and  facilities  for  becoming  ac- 
quainted with  the  construction  and  mode  of  operation  of  the 
plaintiffs'  machine,  b^rore  his  own  invention  was  made.  Those 
declarations  should  be  considered  in  connection  with  the  ex- 
planations made,  in  this  trial,  by  the  defendant  when  he  was 
called  and  examined  as  a  witness  upon  the  stand.  One  of  the 
declarations,  apparently  falling  within  the  second  class,  appears 
to  stand  upon  a  different  footing.  William  R.  Sawyer  testifies 
to  the  effect  that  he  asked  the  defendant  one  day,  if  he  were 
going  out  West  to  sell  machines  for  one  of  the  plaintiffs.  The 
defendant  said:  ''No,  he  was  going  to  have  one  of  his  own," 
and  added,  "he  had  seen  all  he  wanted  to  see."  It  is  your 
province  to  determine,  what  the  defendant  meant  when  he  said, 
"he  had  seen  all  he  wanted  to  see/'  and  you  will  give  the 
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remark,  if  you  believe  the  defendant  made  it,  just  such  weight 
as  you  think  it  is  entitled  to  receive.  Witnesses  have  also  been 
called  on  both  sides,  as  to  the  operation  of  the  plaintiffs'  ma- 
chine in  the  held.  That  testimony  was  admitted,  merely  as 
explanatory  of  the  operations  of  the  machine,  and  it  is  your 
duty  to  consider  it  only  in  that  point  of  view.  You  will  not 
omit  to  compare  the  machines,  as  they  are  described  in  the 
respective  patents,  and  you  should  decide  the  several  questions 
presented  in  this  issue,  in  view  of  all  the  evidence  in  the  case, 
applicable  thereto,  giving  all  due  consideration  to  the  arguments 
of  the  counsel,  on  the  one  side,  and  the  other,  and  to  the  sug- 
gestions of  the  Court. 

Evidence  not  in  the  case,  you  can  not  and  ought  not  to  con- 
sider. Trial  by  jury,  though  an  inestimable  right,  is  not  a  trial 
without  a  Court,  and  it  is  not  so  regarded,  either  by  the  Con- 
stitution of  the  United  States,  or  by  the  laws  of  Congress.  It 
is  as  much  the  duty  of  the  Court  to  determine  the  questions 
raised,  as  to  the  admissibility  of  evidence,  as  it  is  that  of  the 
jury  to  determine  its  weight  after  it  is  received.  It  is  the  im- 
perative duty  of  the  Court  to  rule  out  testimony,  which  in  law 
is  not  admissible ;  and  should  the  Court  omit  to  perform  that 
duty  when  objection  is  seasonably  made,  it  would  afford  ground 
of  exception  ;  and  if  subsequently  found  to  be  materially  objec- 
tionable, would  make  it  necessary  to  grant  a  new  trial ;  and  if 
not  so  corrected,  the  judgment  of  the  Court,  in  ordinary  pro- 
ceedings, might  be  reversed  on  appeal,  if  in  equity,  or  by  writ 
of  error  if  it  were  a  proceeding  at  law.  You  will  take  it,  there- 
fore, to  be  law,  for  the  purposes  of  this  trial,  that  all  testimony 
offered  in  this  case,  and  not  admitted,  was  properly  rejected, 
and  you  will  give  it  no  consideration  whatever.  All  the  ques- 
tions raised  will  hereafter  be  reviewed,  in  due  from  of  law,  and 
if  any  substantial  error  has  been  committed,  it  will  be  corrected. 
Errors  of  the  Court  can  not  be  corrected  by  the  jury,  and 
should  the  jury  assume  that  province,  it  might,  and  in  many 
cases  probably  would,  lead  to  still  greater  errors,  for  which, 
under  our  system  of  jurisprudence,  there  is  no  adequate  remedy. 
All  the  evidence  in  this  case  is  for  your  consideration,  and  it 
is  your  imperative  duty  not  to  consider  any  matter  of  evidence 
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not  admitted,  and  consequently  not  in  the  case.  Both  parties 
desire  that  you  should  be  able  to  reach  a  conclusion  upon  all 
the  questions  presented  for  your  consideration,  and  I  think  you 
ought  to  employ  your  best  endeavors  in  that  behalf,  to  gratify 
their  wishes. 

Parties  having  controversies  in  this  court,  as  in  other  similar 
tribunals,  have  a  right  to  expect  that  justice  shall  be  adminis- 
tered according  to  law,  and  so  far  as  the  performance  of  my 
duty  is  concerned,  it  is  my  fervent  wish,  and  shall  be  my  most 
earnest  endeavor  in  that  behalf,  that  they  shall  not  be  disap- 
pointed. You  have  been  sworn  to  try  these  issues,  according  to 
the  law  and  the  evidence  given  you,  and  if  you  do  so,  your 
duty  will  be  rightfully  performed,  and  it  can  not  be  rightfully 
performed  in  any  other  way. 

The  jtJRY  found  the  following  special  verdict : 

^^Upon  the  first  of  the  said  issues,  the  jury  find  that  Charles 
W.  Cahoon,  at  the  date  of  his  original  application  for  letters 
patent,  for  an  improvement  in  machines  for  sowing  seed  and 
fertilizing  material  broadcast,  to  wit:  On  the  fourteenth  day 
of  May,  A.  D.  1857,  ^^^  ^^^  original  and  first  inventor  of  all 
and  each  of  the  improvements  described  and  claimed  in  the 
specification  annexed  to  the  reissued  letters  patent,  bearing  date 
of  May  II,  A.  D.  1858. 

^^  Upon  the  second  of  the  said  issues,  the  jury  find,  that  said 
Aaron  Ring,  without  the  license  of  the  complainants,  has,  since 
the  date  of  the  reissued  letters  patent,  made  machines  infringing 
the  first  claim  embraced  in  the  specification  annexed  to  the  said 
reissued  letters  patent.  And  the  jury  further  find  that  the  de- 
fendant has  not  made,  since  the  date  of  the  reissued  letters  pat- 
ent aforesaid,  any  machine  or  machines  infringing  the  second 
or  third  claims  embraced  in  the  specification  annexed  to  the  said 
reissued  letters  patent,  and  that  the  machines  described  in  his 
letters  patent,  do  not  infringe  said  second  and  third  claims. 

Edwin  Clark,  Foreman.' 
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Horace  H.  Day,  Alexander  Hay,  and 

Charles  Goodyear 

vs. 

William    H.  Cary,  Samuel    E.  Howard,  and 
Henry  Sanger.      In  Equity. 

Where  certain  terms  are  used  in  a  grant  which  have  a  well-known  general  meaning, 
then,  in  the  interpretation  of  such  grant,  such  well-lcnown  general  meaning  must 
be  given  to  the  terms  used,  unless  it  appears  that  some  other  or  different  meaning 
was  intended  by  them. 

It  is  not  to  be  presumed  that  a  grantor  intended  to  grant  more  than  he  has  a  right  to 
grant,  or  that  a  grantee  intends  to  receive,  by  way  of  grant,  that  to  which  he  hat 
a  full  right  without  a  grant* 

In  giving  an  interpretation  to  a  particular  clause  in  a  deed,  we  must  look  to  every  part 
of  it  and  not  only  to  the  granting  clause,  In  order  to  ascertain  whether  such  inter- 
pretation is  the  true  one. 

O.  covenanted  in  a  license  to  ti,  that  he  would  not  grant  to  any  other  person  a  right 
or  license  to  do  what  he  had  granted  to  N.  a  license  to  do.  Held :  That  this  waa 
a  grant  of  an  exclusive  right. 

Extraneous  facts  are  all  proper  to  aid  the  Court  in  ascertaining  what  a  deed  really  means 
when  there  are  difficulties  in  interpreting  the  language  in  consequence  of  ambigu<« 
ities  in  the  terms  used.  But  when  there  are  no  such  ambiguities,  such  evidence  is 
not  resorted  to.  When  there  are  no  difficulties  in  interpreting  the  language  Uteif 
the  deeds  must  speak  for  themselves. 

In  the  deeda  from  Goodyear  to  Day,  the  terms  '*  shirred  or  corrugated  goods,**  mead 
goods  manufactured  under  and  in  accordance  with  the  "  shirred  goods  **  patent 
issued  to  Charles  Goodyear,  March  9,  1844,  and  do  not  refef  to  or  include  elastic 
or  woven  rubber  goods  not  manufactured  in  accordance  with  said  patent* 

In  these  deeds  the  term  **  renewal  **  is  synonymous  with  "  extension,**  and  does  not 
mean  **  reissue.** 

(Before  iNGBaaoLL,  J.,  Southern  District  of  New  York,  February,  1859.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain 
the defiendants  from  infringing  upon  letters  patent  for  ^^improve- 
ments in  the  manufacture  of  India  rubber/'  granted  to  Charles 
Goodyear,  June  15,  1844,  reissued   December  25,  1849,  ^^^ 
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extended  for  seven  years  from  June  15,  1858,  in  so  far  as  said 
letters  patent  covered  the  manufacture  of  shirred,  corrugated  or 
elastic  rubber  goods,  the  exclusive  right  of  making  and  vending 
which,  it  was  insisted  by  complainants  Day  and  Hay,  had  been 
granted  to  them,  by  Charles  Goodyear,  by  a  number  of  convey- 
ances and  agreements  which  had  been  made  between  themselves 
and  Goodyear, 

In  the  first  of  these,  dated  October  29,  1846,  Goodyear,  after 
reciting  his  patents  of  June  15,  1844,  March  9,  1844,  and  Feb- 
ruary 24,  1839,  covenants,  among  other  things,  as  follows: 

**  First,  That  he,  the  said  Charles  Goodyear,  hath  granted,  bargained,  sold,  assigned, 
transferred,  and  set  over,  and  doth  hereby  grant,  bargain,  sell,  assign,  transfer,  and  set 
over  tn  the  said  Horace  H.  Day,  his  executors,  administrators,  and  assigns — 

I.  The  full,  absolute,  and  exclusive  right,  license  and  privilege,* to  make,  use  and 
vend  shirred  or  corrugated  goods,  to  use  in  the  manufacture  thereof  all  or  any  of  the 
machinery  or  improvements  mentioned  and  described  in  and  secured  by  all  or  any  of 
said  letters  patent,  and  also  to  use,  in  the  manufacture  of  such  shirred  or  corrugated 
goods,  all  or  any  of  the  compounds,  fabrics  or  ingredients,  and  methods  of  preparing 
such  compounds,  fabrics,  or  ingredients,  mentioned  or  described  in  and  claimed  by  said 
letters  pitent,  for  and  during  the  unexpired  term  of  said  letters  patent  above  enumer^ 
atedy  and  of  all  renewals  or  extensions  of  the  same.** 

A  subsequent  agreement,  dated  December  5,  1846,  was,  in 
full,  as  follows : 

*'ff^Aereas,  I,  Charles  Goodyear,  of  New  Haven,  in  the  State  of  Connecticut,  am 
the  holder  and  owner  of  four  several  letters  patent  granted  by  the  United  States  of 
America,  to  wit:  One  bearing  date  of  February  24,  1839,  two  bearing  d^ite  of  March 
9,  1844,  and  one  bearing  date  of  June  15,  1844,  and  possess  the  sole  and  exclusive 
right  to  the  same  as  far  as  relates  to  the  use  of  all  or  any  of  the  patented  articles  in  the 
preparing  and  manufacturing  shirred  or  corrugated  goods,  except  three  several  Itcensei 
for  the  same,  which  are  simultaneously  here#ith  to  be  assigned  to  Horace  H.  Day, 
hereinafter  named,  to  be  cancelled ; 

*^ji!fiJ  whereas,  I  have  agreed  to  assign  to  said  Horace  H.  Day,  of  Jersey  Qty,  the 
sole  and  exclusive  right  to  make,  vend,  and  sell  to  others  to  be  used,  shirred  or  corru-* 
gated  goods  :  Now  Yhis  Inocnturi  witnesseth.  That  for  and  in  consideration  of  the 
sum  of  five  thousand  dollars^  to  me  in  hand  paid  by  the  said  Horace  H.  Day,  the 
receipt  whrreof  is  hereby  acknowledged,  and  th^  said  Day  forever  released  firom  the 
same)  and  In  considerarion  of  the  conditions  hereinafter  contained,  by  said  Day  to  be 
performed,  I  have  assigned,  sold,  and  set  over,  and  do  hereby  assign,  sell  and  set  over, 
to  the  said  Horace  H.  Day,  his  executors,  administrators,  and  assigns,  the  sole  and  ex- 
clusive right,  license,  and  privilege,  for  the  whole  of  the  United  States,  to  use  the 
machinery  in  said  above  recited  patents  described,  and  to  make  and  vend  the  shirred  or 
corrugated  goods  in  said  patents  mentioned,  and  to  use  in  the  preparation  thereof,  and 
also  in  the  preparation  and  manufacture  of  India  rubber  hose,  patent  boats,  Griffiths* 
patent  cotton-floaters,  and  Day*s  patent  chairs  and  settees,  the  compounds  and  fabrics 
in  said  letters  patent  described,  for  and  during  the  term  of  said  letters  patent,  and  of 
all  renewals  and  extensions  thereof.  And  the  said  Charlei  Goodyear  does  in  like  man« 
ner,  and  for  the  conside  ation  aforesaid,  give  and  grant  to  the  said  Horace  H.  Day,  the 
full  and  exclusive  right,  license,  and  privilege,  to  use  in  the  manufacure  of  such 
•hifrwl  M  corrugated  goods,  all  improvementt  itt  the  compoaidon  or  fabrics  or  ma- 
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chinery  aforesaid,  or  new  composition,  fabrics,  or  machinery  made  or  to  be  made  by 
said  Goodyear,  or  for  which  said  Oaodyear  now  holds  patents,  or  may  obtain  or  hold 
patents,  by  grant,  purchase,  or  otherwise,  for  and  during  and  until  the  expiration  of  the 
patents,  an  exclusive  right  whereunder  is  above  assigned,  and  of  all  renewals  and  exten- 
sions thereof.  And  the  said  Horace  H.  Day,  in  consideration  of  the  premises,  prom- 
ises and  agrees  to  and  with  said  Charles  Goodyear,  Co  pay  him  a  tariff  or  duty  of  three 
cents  per  square  yard  on  all  shirred  or  corrugated  goods  that  may  be  made  by  him,  and 
also  to  stamp  every  article  made  by  him  under  this  license  with  the  name  of  said 
Gwiudyear,  and  the  dates  of  his  patents,  according  to  law. 

In  witness  whereof,  the  said  parties  to  these  presents  have  hereunto  set  their  hands 
and  seals,  this  fifth  day  of  December,  one  thousand  eight  hundred  and  forty-six. 

Charles  Goodyear,         [ 
Horace  H.  Day. 
Sealed  and  delivered  in  the  't 
presence  of  j 

James  Bishop, 

Edgae  S.  Van  Winkle.** 


[  L.  8.  1 
[  L.  S.  ] 


And  on  May  24,  1858,  after  the  reissue,  Goodyear  executed 
the  following  conveyance : 

**  In  consideration  of  the  sum  of  one  dollar  and  other  valuable  considerations  received 
and  to  be  received  by  me  from  Horace  H.  Day,  as  hereinafter  provided,  I  hereby  sell, 
license,  and  convey,  and  do  hereby  agree  to  confirm  the  same  within  three  months 
from  the  1 5th  day  of  June  next,  by  such  further  full  and  proper  deed  of  conveyance 
as  he  may  deem  necessary,  the  full,  absolute,  and  exclusive  license,  right,  and  privilege 
to  make,  use,  and  vend  my  invention  of  vulcanized  rubber,  as  described  and  patented 
in  the  reissued  patent  granted  to  me  on  December  25,  a.  d.  1849,  for  the  present  and 
all  extended  or  renewed  terms  of  said  patent,  as  the  same  may  or  can  be  used  in  the 
manufacture  of  all  braided,  woven,  cemented,  or  sewed  fabrics,  or  such  as  are  or  can  be 
covered  or  protected  on  one  or  both  sides  with  substances  other  than  rubber,  and  in  all 
smooth,  elastic,  shirred  goods;  and  also  to  make  and  aell  India  rubber  threads  of  vul- 
canized rubber,  and  all  threads  or  sheets  of  rubber  which  are  or  can  be  made  or  fin- 
ished by  union  with  or  to  be  covered  by  fibrous  substances.  And  I  hereby  authorize 
and  empower  the  said  Day  to  use  my  name  to  prosecute  and  defend  the  rights  and  priv- 
ileges hereby  granted,  provided  the  same  be  done  without  expense  to  me;  and  the  in- 
strument confirming  this  conveyance  shall  contain  a  proper  and  sufficient  power  of 
attorney  for  such  purpose.  And  the  terms  and  conditions  upon  which  this  license  shall 
be  held  and  enjoyed,  as  to  bonuses,  not  exceeding  in  the  whole  the  sum  of  thirty 
thousand  dollars,  and  The  tariffs  not  exceeding  five  cents  a  pound  on  the  product,  shall 
be  fixed  and  determined  by  Nathaniel  Hayward  and  Thomas  A.  Jenckes,  whose  award 
in  the  premises  shall  be  final,  and  shall  be  made  within  three  months  firum  the  15th  day 
of  June  next. 

And  to  the  faithful  performance  of  all  the  covenants  and  agreements  aforesaid,  I 
hereby  bind  myself  and  my  legal  representatives. 

In  testimony  whereof,  I  have  hereunto  set  my  hand  and  seal,  this  the  twenty-fourth 
day  of  May,  a.  d.  1858. 

Charles  Goodyear.         [  l.  s.  ] 
Signed,  sealed  and  delivered    "t^ 

in  presence  of  / 

Gilbert  Sweet, 
Feeo*k  C.  Wagner." 

Letters  patent  had  been  granted  to  Charles  Goodyear,  March 
9,  1844,  for  a  new  and  useful  manufacture  of  India  rubber 
goodS)   called    by    him   ^^  corrugated   or   shirred   India   rubber 
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goods/'  The  patent  of  June  15,  1844,  was  for  a  particular 
preparation  of  India  rubber  known  as  "  vulcanized  rubber," 
which  might  be  applied  to  India  rubber  goods  of  every  descrip- 
tion. If  the  right  to  use  this  preparation  of  rubber,  in  the 
grant  from  Goodyear  to  complainants,  was  limited  to  goods 
manufactured  under  the  patent  of  March  9,  1844,  there  was  no 
infringement.  But  if  the  terms  "  shirred  or  corrugated  goods," 
in  these  grants  included,  as  well,  elastic  or  woven  goods  of 
every  description,  then  the  defendants  were  violating  the  rights 
of  complainants. 

Blatchford^  Seward  ^   Griswoid^  and  JB.   R,  Curtis  for  com- 
plainants. 

E,  N.  Dicker  son  ^  James  T.  Brady  and  George  Gifford  for  de- 
fendants. 

Ingersoll,  J. 

The  present  application  for  a  preliminary  injunction  is  in  the 
names  of  Charles  Goodyear,  Horace  H.  Day,  and  Alexander 
Hay.  Goodyear  has  no  interest  in  common  with  the  other 
complainants.  He  is  but  a  nominal  party.  The  real  parties  in 
interest  are  Day  and  Hay.  The  complainants  seek  to  enjoin 
the  defendants  from  making,  using,  or  vending  any  shirred  or 
corrugated,  or  elastic  India  rubber  goods,  containing  India 
rubber,  vulcanized  by  being  subjected  to  the  action  of  a  high 
degree  of  artificial  heat,  in  connection  with,  or  in  the  presence 
of,  sulphur  in  some  form,  or  containing  any  of  the  inventions  or 
improvements  secured  by  what  is  commonly  called  Goodyear's 
Vulcanizing  Patent,  first  issued  June  15,  1844;  and  afterward 
reissued  December  25,  1849,  ^^^  subsequently  extended  for 
seven  years  from  June  15,  1858,  the  exclusive  right  to  make, 
use,  and  vend  which  goods,  the  said  complainants'  claim  was 
vested  in  them  by  grants  and  licenses  from  Goodyear,  the  pat- 
entee. 

The  first  of  the  original  deeds,  containing  the  grants  of  right, 
were  executed  by  Goodyear  and  Day,  October  29,  1846. 
Another,  called  ^  articles  additional  or  supplemental "  to  those 
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contained  in  the  first-mentioned  deed,  was  executed  November 
5th  of  the  same  year.  Another,  a  "  memorandum  of  agree- 
ment," auxiliary  to  the  last- mentioned  deeds,  was  executed  on 
the  same  sth  day  of  November.  Another  was  executed  De- 
cember 5,  of  the  same  year,  and  another  May  24,  1858. 

The  first  question  to  which  our  attention  is  directed  is,  what 
did  the  parties  to  these  several  deeds  mean  and  understand  by 
the  terms  used  in  the  grants  of  right  in  the  deeds  referred  to, 
viz :  ''  shirred  or  corrugated  goods,"  The  rights  of  the  com- 
plainants under  these  deeds,  or  either  of  them,  depend  upon  the 
determination  of  this  question.  The  goods  which  the  defend- 
ants sell  are  elastic  woven  rubber  goods,  threads  of  vulcanized 
India  rubber,  prepared  according  to  Goodyear's  patent  of  June 
15,  1844  (which  has  been  extended  for  seven  years  from  June 
15,  1858),  forming  a  part  of  the  warps.  Selling  or  making 
such  elastic  or  woven  goods  without  a  license  is  an  infringe- 
ment of  the  last- mentioned  patent.  And  if  such  elastic  woven 
goods  were  intended,  by  the  parties  to  the  deeds  made  in  1846, 
to  be  included  in  the  terms  ^^  shirred  or  corrugated  goods,"  as 
used  in  the  grants  of  right,  in  either  of  those  deeds,  then  it  fol- 
lows that  what  the  defendants  are  doing  is  in  violation  ^of  the 
rights  of  the  complainants.  Day  and  Hay. 

Where  certain  terms  are  used  in  a  grant  which  have  a  well- 
known  general  meaning,  then,  in  the  interpretation  of  such 
grant,  such  well-known  general  meaning  must  be  given  to  the 
terms  used,  unless  it  appears  that  some  other  or  diiTerent  mean- 
ing'was  intended  by  them.  The  parties  differ  as  to  what  was  the 
general  or  well-known  meaning  of  the  terms  *'  shirred  or  corru- 
gated goods,"  as  used  in  the  grant,  and  numerous  affidavits  have 
been  introduced  to  prove  what  their  well-known  general  mean- 
ing was  when  the  deeds  of  1846  were  executed. 

It  will  not  be  necessary,  however,  to  pay  any  particular 
attention  to  these  affidavits,  if  it  appear  clearly  from  the  deeds 
themselves  what  the  meaning  was  which  the  parties  to  the 
deeds  intended  should  be  applied  to  these  terms.  The  defend- 
ants insist  that  this  does  appear  clearly  from  the  deeds,  and  that 
the  meaning  of  the  terms  ^^  shirred  or  corrugated  goods,"  used 
in  the  grant,  was  only  goods  described  in   or  patented   by,  what 
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is  called  the  shirred  goods  patent  of  Goodyear,  issued  March  9, 
1844. 

To  a  just  determination  of  the 'question  now  under  consid- 
eration, it  is  necessary  to  notice  particularly  the  several  patents 
of  Goodyear,  which  are  referred  to  in  the  deed  executed  by  him 
and  Day,  October  29,  1846.  On  October  30,  1840,  a  patent 
had  been  obtained  by  Dupont  &  Hyatt,  for  a  new  and  useful 
improvement  in  the  manufacture  of  gaiter  boots,  by  the  intro- 
duction of  gum-lastic  gores.  On  November  7,  1848,  a  patent 
was  obtained  by  Richard  Solis,  for  a  new  and  useful  improve- 
ment of  elastic  cloth — it  was  called  elastic  cloth — not  "shirred 
or  corrugated"  cloth.  On  February  24,  1839,  a  patent  was 
obtained  by  Goodyear  for  improvements  in  the  mode  of  prepar- 
ing caoutchouc  or  India  rubber,  for  the  manu&cture  of  various 
articles.  On  March  9,  1844,  a  patent  was  obtained  by  him 
for  a  new  and  useful  manufacture  of  goods,  which  he,  in  his 
patent,  denominated  "  shirred  or  corrugated  India  rubber  goods."' 
The  goods  so  manufactured  and  denominated  were  elastic. 
The  elastic  goods  which  Goodyear  manufactured  according  to 
his  patent,  and  to  which  he  thus  gave  the  name  of  *^  corrugated 
or  shirred  India  rubber  goods,"  by  which  name  they  have  ever 
since  been  generally  known,  were  formed  *'  by  the  stretching  of 
strips  or  threads  of  India  rubber  to  such  extent  as  may  be 
desired,  and  covering  the  strips  or  threads  on  opposite  sides 
with  laminae  of  cloth,  leather,  or  any  other  suitable  material, 
which  laminae  were  united  to  each  other,  and  to  the  strips  or 
threads,  by  means  of  India  rubber  cement,  the  same  being 
effected  so  as  to  produce  manufactured  articles  substantially  as 
in  the  specification  is  set  forth,  which  would,  by  the  contraction 
of  the  strips  or  threads  of  India  rubber,  become  corrugated,  so 
as  to  form  distinct  plaits  between  them,  and  present  a  corded 
appearance,  and  will  also  possess  a  degree  of  elasticity  limited 
by  the  non-elastic  material  which  constituted  one  or  both  of  the 
laminae.^'  The  elastic  goods  manufactured  according  to  the 
Solis  patent,  were  in  that  patent  called  and  known  as  elastic 
cloth,  and  not  ^^  shirred  or  corrugated  India  rubber  goods." 
No  one  had,  however,  a  right  to  use,  without  his  consent,  in  the 
manufacture  of  other  kinds  of  elastic  India  rubber  goods,  the 
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particular  kind  or  preparation  of  India  rubber  which  had  been 
or  should  be  patented  to  him.  So  far  as  Goodyear]  was  con- 
cerned, every  one  had  a  right  to  manufacture  all  kinds  of 
India  rubber  elastic  goods,  except  such  as  were  described  in  his 
patent  of  March  9,  1844,  provided  they  did  not  use  any  par- 
ticular preparation  of  India  rubber  patented  to  him. 

On  the  same  9th  of  March,  1844,  ^  patent  was  granted  to 
Goodyear  for  a  new  and  useful  manner  of  constructing  a 
machine  for  manufacturing  the  ^^  corrugated  or  shirred  India 
rubber  goods,"  mentioned  and  described  in  the  before-mentioned 
specification,  which  described  the  nature  of  what  he  denomi- 
nated ^^  corrugated  or  shirred  India  rubber  goods.'' 

That  name  he  had  given  to  the  particular  kind  of  elastic 
goods  manufactured  according  to  that  patent.  And  on 
June  15,  1844,  ^  patent  was  granted  to  him  for  new 
and  useful  improvements  in  the  manner  of  preparing  fabrics  of 
caoutchouc  or  India  rubber. 

On  August  12,  1845,  Goodyear  gave  to  Hutchinson  & 
Runyon,  and  also  to  Ford  &  Co.,  a  free  license  to  ^^  manufuc- 
ture,  use,  and  vend  shirred  or  corrugated  goods  of  every  de- 
scription." And  in  the  month  of  September  of  the  same  year, 
he  gave  to  Onderdonk  &  Letson  **  a  concurrent  right,  together 
with  and  in  connection  with,  or  separate  from,  Hutchinson  & 
Runyon  and  Ford  &  Co.,  and  the  said  Charles  Goodyear  and 
his  associates,  a  free  license  to  manufacture,  use  and  vend 
shirred  or  corrugated  goods  of  every  description,  in  so  far  as  the 
said  Charles  Goodyear  may  have  any  rights  or  privileges. 

The  agreement  of  October  29,  1846,  between  Goodyear  and 
Day,  was  executed  by  both  parties  under  their  hands  and  seals. 
After  reciting  that  Goodyear  owned  and  controlled  all  the 
rights  and  privileges  granted  to  him  by  the  four  before-men- 
tioned patents  in  his  favor,  so  far  as  such  rights  and  privileges 
relate  to  the  manufacturing  of  shirred  or  corrugated  India 
rubber  goods,  and  the  use  of  the  machines  or  improvements  for 
the  manufacturing  of  such  goods,  and  the  making  and  use  of 
his  patented  gum  or  compound,  in  the  manufacture  of  such 
goods,  excepting  the  licenses  of  Hutchinson  &  Runyon,  Ford 
&  Co.,  and  Onderdonk  &  Letson,  above-mentioned,  Goodyear 
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grants,  sells,  and  assigns  to  Day,  ^^the  full,  absolute,  and 
exclusive  right,  license,  and  privilege  to  make,  use,  and  vend 
shirred  or  corrugated  goods ;  to  use  in  the  manufacture  thereof 
all  or  any  of  the  machinery,  or  improvements  mentioned  and 
described  in  and  secured  by  all  or  any  of  said  letters  patent ; 
and  also  to  use  in  the  manufacture  of  such  shirred  or  corru- 
gated goods  all  or  any  of  the  compounds,  fabrics  or  ingredients, 
and  methods  of  preparing  such  compounds,  fabrics  or  ingre- 
dients mentioned  in  and  claimed  by  said  letters  patent,  for  and 
during  the  said  unexpired  term  of  said  letters  patent  above 
enumerated,  and  of  all  renewals  and  extensions  of  the  same." 
He  also  grants  to  Day  ^^  the  like  full,  absolute  and  exclusive 
right,  license,  and  privilege,  for  the  like  terms  and  periods,  to 
use  all  or  any  of  the  machinery,  composition,  or  fabrics 
patented  by  said  Goodyear,  or  which  he  shall  obtain  patents  for 
in  the  manufacture  of  India  rubber  hose,  of  the  kind  patented 
by  said  Day,  air-beds  and  air-pillows  of  all  kinds.  Day's  patent 
boat,  Griffith's  patent  cotton- floater,  and  Day's  patent  chairs 
and  settees.** 

The  extent  of  the  first  mentioned  grant  depends  upon  the 
meaning  of  the  terms  "  shirred  or  corrugated  goods,"  as  used  in 
the  granting  clause  of  the  deed,  and  as  understood  by  the  par- 
ties to  it  when  the  grant  was  made  by  Goodyear  and  accepted  by  , 
Day.  That  meaning  must  be  gathered  from  the  grant  itself  in 
the  deed  contained,  if  from  it  the  true  and  clear  meaning  can 
be  ascertained.  That  meaning  depends  upon  the  construction 
of  the  deed  itself — for  deeds  must  speak  for  themselves  when 
they  are  able  to  speak  clearly  and  understandingly. 

The  recital  to  the  deed  was  made  for  the  purpose  of  showing 
what  was  to  be  the  subject  of  the  grant.  Goodyear  states,  as 
we  have  seen,  that  he  owns  the  rights  secured  in  the  four 
patents  enumerated,  so  far  as  such  rights  relate  to  the  manu- 
facture of  *' shirred  or  corrugated  India  rubber  goods,"  which 
were  one  subject  of  the  grant,  except  the  three  licenses  named, 
which  were  for  "  shirred  or  corrugated  goods."  At  that  time 
the  whole  right  to  use  the  vulcanized  rubber  in  the  manufacture 
of  all  elastic  woven  goods  and  elastic  cloth,  except  the  ^^  shirred 
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or  corrugated  goods,'*  made  according  to  the  patent  of  March 
9,  1844,  was  in  the  Naugatuck  India  Rubber  Company. 

The  first  suggestion  that  occurs  upon  reading  the  recital  is 
this :  if  Goodyear  had  intended  that  the  grant  should  compre- 
hend the  exclusive  right  to  use  his  vulcanized  rubber,  and  his 
other  preparations  in  the  manufacture  of  elastic  woven  goods 
and  all  wrinkled  or  corrugated  cloth,  whether  made  according 
to  the  shirred  goods  patent  or  not,  under  the  name  of  *' shirred 
or  corrugated  goods,"  he  would  have  expressly  included  this 
right  in  the  exceptions  which  he  made.  For  it  was  well 
known  to  him  that  the  right  as  to  woven  goods  was  in  that 
company. 

It  should  be  borne  in  mind  that  Goodyear  had  no  exclusive 
right  to  manufacture  any  kind  of  elastic  India  rubber  cloth,  ex- 
cept such  as  was  manufactured  according  to  the  patent  of 
March  9,  1844,  ^^^  called  ^^  shirred  or  corrugated  India  rubber 
goods,"  though  he  had  an  exclusive  right  to  a  certain  kind  of 
prepared  or  cured  India  rubber,  which  could  not  be  used  by  any 
one,  in  the  manufacture  of  any  kind  of  elastic  cloth,  without  his 
permission.  So  far  as  Goodyear  was  concerned,  all  kinds  of 
India  rubber  elastic  goods,  or  elastic  cloths,  by  whatever  name 
known — except  the  particular  kind  of  India  rubber  cloth  made 
according  to  his  patent  of  March  9,  1844,  ^"^  ^^  which  he  had 
an  exclusive  right — could  be  made  by  any  one,  unless  the  one 
making  it  should  use,  in  the  manufacture  of  it,  the  particular 
kind  or  preparation  of  India  rubber  material,  patented  to  him. 
It  is  not  to  be  presumed  that  a  grantor  intends  to  grant  more 
than  he  has  a  right  to  grant,  or  that  a  grantee  intends  to  receive 
by  way  of  grant,  that  to  which  he  has  a  full  right  without  a  grant. 

The  grant  of  right  contained  in  the  granting  clause  of  the 
deed  of  October  29,  1846,  was  of  an  exclusive  right,  which,  at 
the  time,  was  vested  in  Goodyear,  and  not  of  any  thing  to  which 
Day  had  a  right  without  such  grant.  It  was  of  the  exclusive 
right  which  Goodyear  then  had  to  make  ^^  shirred  or  corrugated 
goods,"  with  the  license  and  privilege  to  do  certain  things  which 
would  make  that  exclusive  right  more  valuable ;  which  certain 
things  were,  the  use,  in  the  manufacture  of  the  "shirred  or 
corrugated  goods,"  to  which  the  exclusive  right  had  been  con- 
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veyed,  of  any  of  the  machinery  or  improvements  mentioned  and 
described  in  and  secured  by  any  of  the  letters  patent ;  and  the 
use  also,  in  the  manufacture  of  such  ^^  shirred  or  corrugated 
goods,**  to  which  an  exclusive  right  had  been  conveyed,  of  any 
of  the  compounds,  fabrics,  or  ingredients  mentioned  or  described 
in  said  letters  patent. 

The  terms  of  the  grant,  therefore,  taken  in  connection  with 
the  recitals  in  the  preamble,  without  a  resort  to  the  subsequent 
portions  of  the  deed  to  aid  in  their  interpretation,  import  that 
what  was  granted  was  the  exclusive  right  which  Goodyear  had, 
by  virtue  of  his  patent  of  March  9,  1844,  ^o  make  "shirred  or 
corrugated  goods,"  with  the  license  and  privilege  to  use,  in  the 
exercise  and  enjoyment  of  such  exclusive  right  granted,  certain 
other  rights  secured  to  him,  to  make  that  exclusive  right  more 
valuable.  This  was  the  extent  of  the  grant,  as  it  appears  from 
the  language  of  the  granting  clause.  This  was  what  the  par- 
ties meant  by  the  terms  which  they  use.  So  far  as  it  respects 
''shirred  or  corrugated  goods,^'  that  was  the  extent  of  the  grant. 
The  other  patents  of  Goodyear  were  to  be  used  only  in  the 
manufacture  of  the  "shirred  or  corrugated  goods,'*  secured  by 
the  patent  of  March  9,  1844.  There  was  no  right  given  to  use 
Goodyear's  preparations  and  improvements  in  India  rubber,  no 
right  to  use  the  vulcanized  rubber  in  the  manufacture  of  any 
elastic  articles,  or  elastic  goods,  or  elastic  cloths,  except  the 
"shirred  or  corrugated  goods*'  made  according  to  the  shirred 
goods  patent. 

But,  in  giving  an  interpretation  to  a  particular  clause  of  a 
deed,  we  must  look  to  every  part  of  it,  in  order  to  ascertain 
whether  such  interpretation  is  the  true  one;  to  see  if  in  this 
deed  any  more  extended  and  enlarged  meaning  can  be  given  to 
the  terms  "shirred  or  corrugated  goods,'*  and  used  in  the  grant- 
ing clause,  than  we  have  already  given  to  those  terms,  by  the 
consideration  of  such  granting  clause,  taken  in  connection  only 
with  the  recitals  in  the  preamble  contained. 

The  deed  contains  several  covenants  on  the  part  of  Good- 
year.    One  is  "that  said  Goodyear  will  not  hereafter  grant  any 
right,  license,  or  agreement  to  any  person  or  persons,  bodies 
politic  or  corporate,  to  manufacture,  vend,  or  use  corrugated  or 
28 
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shirred  goods,  or  to  build,  use,  or  vend  any  of  the  aforesaid 
machinery,  or  to  use  any  of  his  compounds  in  the  manufacture 
of  "shirred  or  corrugated  goods,"  and  will  not  himself  manufac- 
ture or  import  any  corrugated  or  shirred  goods ;  and  in  case  of 
a  violation  of  this  section  (of  the  deed),  then  the  covenants  of 
said  Day,  hereinafter  contained,  shall  not  be  binding  on  said 
Day."  The  covenants  of  Day  here  referred  to  were,  that  he 
would  pay  tariffs  and  do  other  acts.  It  is  claimed  that  this  cove- 
nant is  inconsistent  with  the  construction  already  put  on  the 
granting  clause,  and  consistent  only  with  the  construction  given 
to  it  by  the  complainants. 

This  covenant  was  entered  into  for  the  purpose  of  relieving 
Day  from  the  obligation  of  his  covenants,  in  case  Goodyear 
should  do  certain  things,  the  doing  of  which  would  be  in  viola- 
tion of  the  right  granted.  It  was  designed  more  effectually  to 
secure  Day,  in  the  .exclusive  right  granted.  The  terms 
'*  shirred  or  corrugated  goods "  are  used  three  several  times  in 
this  covenant.  It  is  insisted  that,  as  used  in  the  two  last  in- 
stances, their  meaning  is  different  from  that  intended  for  them 
as  used  in  the  first  part  of  the  covenant ;  that  in  the  last  two 
instances  they  mean  "shirred  or  corrugated  goods'*  made  in  a 
different  manner  from  those  manufactured  according  to  the  pat- 
ent of  March  9,  1844;  ^^^^  ^^^Y  incan  all  India  rubber  goods 
when  made  by  combining  threads  or  strands  of  vulcanized  rub- 
ber with  some  textile  material ;  and  that  .such  latter  goods  were 
comprehended  in  the  terms  "shirred  or  corrugated  goods." 

It  is  admitted  that  the  meaning  of  the  terms  as  used  in  the 
first  part  of  the  covenant  is  "shirred  or  corrugated  goods," 
made  according  to  the  patent  of  March  9,  1844..  The  argu- 
ment is  that  the  first  part  of  the  covenant  is,  that  Goodyear 
would  not  license  any  one  to  make  corrugated  goods  according 
to  his  patent ;  that  that  was  sufficient  to  protect  Day  in  the  use  of 
the  vulcanized  rubber  in  manufacturing  according  to  that  patent, 
and  that  the  latter  portion  of  the  covenant  was  intended  to  pre- 
vent Goodyear  from  licensing  any  one  to  use  his  vulcanized 
rubber  and  compounds  in  the  manufacture  of  other  kinds  of 
India  rubber  goods  made  by  combining  threads  or  strands  of 
India  rubber  with  soti^e  textile  niateri^l, 
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After  the  most  attentive  consideration,  we  can  not  discover 
anything  in  this  covenant  inconsistent  with  the  construction 
which  we  have  put  upon  the  granting  clause.  All  its  provis- 
ions are  consistent  with  such  construction.  There  are  in  the 
covenant  four  several  stipulations  on  the  part  of  Goodyear. 

First.  That  he  will  not  grant  any  right  or  license,  to  any 
one,  to  manufacture,  vend,  or  use  "shirred  or  corrugated 
goods."  This  confessedly  refers  to  the  exclusive  right,  which, 
at  the  time  the  deed  was  executed,  Goodyear  had  to  the 
** shirred  or  corrugated  goods"  made  according  to  his  patent  of 
March  g,  1844. 

Second.  That  he  will  not  grant  any  right  or  license  to  any 
one  to  build  or  use  any  of  the  machinery  mentioned  in  the 
granting  clause.  There  was  no  machinery  mentioned  or  allu- 
ded to,  except  the  machinery  used  to  make  "  shirred  or  corru- 
gated goods,"  according  to  the  shirred  goods  patent.  This 
stipulation  also  confessedly  refers  to  the  goods  made  according 
to  that  patent. 

Third,  That  he  will  not  grant,  to  any  one  the  right  to  use 
any  of  his  compounds  in  the  manufacture  of  "  shirred  or  corru- 
gated goods."  The  assignment  of  the  right  to  make  "shirred 
or  corrugated  goods,"  according  to  the  patent  of  March  9, 
1844,  did  not  carry  with  it  any  new  right  secured  by  the  patent 
of  June  15,  1844.  The  rights  secured  by  the  latter  patent 
were  distinct  from,  and  independent  of,  any  rights  secured  by 
the  former.  The  first  stipulation  had  reference  to  the  former 
patent,  and  the  former  patent  only.  In  that  stipulation  the  use 
of  the  latter  patent  was  not  included.  The  object  of  the  par- 
ties was,  as  is  confessed,  to  secure  to  Day,  the  grantee  of  the 
former  patent,  in  the  manufacture  of  the  goods  secured  by  that 
patent,  the  further  exclusive  right  to  use  the  latter  patent. 
And  the  intent  of  the  parties  in  making  this  latter  stipulation 
was  to  secure  that  object.  There  is  nothing  in  this  stipulation 
to  show  that  it  had  reference  to  any  other  object. 

Fourth.  That  he  (Goodyear)  would  not  manufacture  or  im- 
port any  corrugated  or  shirred  goods.  There  is  nothing  in  this 
stipulation  to  show  that  these  terms  were  used  in  any  different 
sense  than  that  given  to  them  in  the  other  stipulation.     To 
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apply  them  in  this  stipulation  as  meaning  elastic  woven  goods, 
would  lead  to  this  result :  If  Goodyear  should  manufacture  or 
import  elastic  woven  goods,  composed  of  threads  or  strands  of 
common  gum,  which  everybody  has  a  right  to  manufacture 
and  import,  and  which  never  were  a  subject  of  controversy 
before  the  settlement  which  resulted  in  the  grant  in  question, 
then  all  the  covenants  which  Day  had  entered  into  would  be 
discharged. 

Another  covenant  on  the  part  of  Goodyear  is,  "that  Horace 
H.  Day,  his  representatives  and  assigns,  shall  have  and  enjoy 
the  like  full,  free,  and  exclusive  right,  license,  and  privilege  to 
make  and  use,  in  the  manufacture  of  shirred  or  corrugated 
goods,  any  improvements  made,  or  to  be  made,  by  said  Good- 
year, or  of  which  he,  his  representatives  or  assigns,  may  become 
the  holders  or  owners,  for  which  patents  have  been  or  shall  be 
obtained,  which  relate  to  shirred  or  corrugated  goods,  or  the 
machinery  for  preparing  or  making  the  same,  or  the  composi- 
tion, stuff,  or  fabric  of  which  they  may  be  composed,  or  the 
machinery  for  preparing  or  finishing  such  composition,  stuff,  or 
fabric;  and  also  the  right  to  use  such  composition,  stuff,  or  fab- 
ric in  the  manufacture  of  all  the  other  articles  in  the  grants 
above  enumerated."  And  it  is  claimed  that  the  provisions  in 
this  covenant  are  also  inconsistent  with  the  views  we  have 
already  taken  of  the  rights  granted  to  Day. 

The  subject-matter  of  the  grant  in  the  first  clause  was  an 
existing  thing,  to  which  Goodyear  had  an  exclusive  right,  and 
certain  rights  to  other  existing  things,  the  use  of  which  would 
make  the  enjoyment  of  the  grant  more  valuable.  The  provis- 
ion as  to  the  future  inventions,  improvements,  or  patents  of 
Goodyear,  secured  to  Day,  the  use  of  them  only,  as  to  the 
shirred  or  corrugated  India  rubber  goods,  and  the  hose,  air-beds, 
air-pillows.  Day's  patent  boat,  and  Grifnth's  cotton-floater. 

After  a  full  and  careful  consideration  of  this  covenant,  we 
can  discover  nothing  in  it  inconsistent  with  the  construction 
put  upon  the  granting  clause.  By  the  "shirred  or  corrugated 
goods"  mentioned  in  this  covenant,  are  meant  the  "shirred  or 
corrugated  goods"  to  which  Goodyear  had  an  exclusive  right; 
such  as  were  made  according  to  the  patent  of  March  9,  1844; 
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and  the  "  composition,  stuff,  or  fabric  "  mentioned,  refers  to  the 
material  of  which  "  corrugated  goods,"  made  according  to  that 
patent,  might  be  composed. 

The  first  covenant  on  the  part  of  Day  is,  that  he  will  pay  to 
Goodyear  a  tariff  of  three  cents  per  square  yard  for  all  shirred 
or  corrugated  goods  to  be  made  or  used- by  him  during  the  terms 
of  said  patents  (the  four,  mentioned  in -the  recital  to  the  deeds), 
or  any  of  them,  or  of  any  renewal  or  extension  thereof,  or  of 
any  new  patent  taken  out  on  the  surrender  of  an  old  one.  Then 
follows  the  stipulation  :  ^^  It  being  understood  and  agreed  by  the 
parties  that  all  shirred  or  corrugated  goods  of  any  kind,  made  or 
used  by  said  Day,  or  his  assigns,  shall  be  considered  as  made  and 
used  under  this  agreement,  and  subject  to  said  tariff  or  assess- 
ment ;  excepting  from  the  operation  of  this  clause,  however,  all 
shirred  or  corrugated  goods  made  with  strands  or  threads  of  na- 
tive or  common  gum,  when  such  goods  may  be  manufactured 
by  said  Day  for  the  purpose  of  competing  with  such  goods:  and 
when  so  made  by  him  for  such  purpose,  he  shall  not  be  liable 
to  pay  any  duty  or  assessment  thereon." 

In  order  to  put  a  proper  construction  upon  the  stipulations 
contained  in  this  covenant,  and  to  understand  their  true  mean- 
ing, they  should  be  considered  in  connection  with  a  covenant 
on  the  part  of  Goodyear,  in  which  he  agrees  that  he  *'  will,  at 
his  own  expense  and  cost,  prosecute  all  and  every  person,  or 
persons,  or  bodies  corporate,  who  shall  infringe  to  the  injury  of 
said  Day,  in  the  use  of  the  privileges  hereby  granted  and  con- 
veyed, all  or  any  of  the  patents  above  enumerated  or  referred 
to,  by  the  manufacture  or  sale  of  shirred  or  corrugated  goods : 
and  that  he  will,  with  all  due  diligence,  carry  on  such  prosecu- 
tions to  final  judgment  against  each  and  every  violator  of  the 
same,  or  until  it  shall  be  judicially  and  beyond  appeal  decided 
that  said  patents  so  violated  as  aforesaid  are  not  valid  in  law."  . 

It  is  claimed  by  the  complainants  that  this  covenant  on  the 
part  of  Day,  when  taken  in  connection  with  this  latter  covenant 
on  the  part  of  Goodyear,  clearly  shows  that  the  parties  were 
dealing  with  woven  goods,  or  some  species  of  goods  not  made 
under  Goodyear's  shirred  goods  patent ;  particularly  when 
those  two  covenants  are  considered  in  connection  with  another 
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covenant  wherein  it  is  mutually  agreed  that  in  the  event  of  any 
other  person  manufacturing  or  importing,  or  selling  shirred  or 
corrugated  goods,  except  such  shirred  goods  as  are  made  with 
strands  or  threads  of  native  or  common  gum,  such  as  is  gen- 
erally used  by  woven-suspender  makers,  and  thereby  materially 
impairing  the  profits  which  would  accrue  to  Day  when  in  the 
exclusive  enjoyment  of  the  privileges  granted,  that  then  the 
tariffs  agreed  to  be  paid  are  to  cease. 

There  was  granted  the  right  to  at  least  two  kinds  of  shirred 
or  corrugated  goods. 

1st.  The  right  to  make  such  goods  according  to  the  Good- 
year patent,  when  the  strands  or  threads  of  rubber  were  of 
native  or  common  gum.  And,  2d.  The  right  to  make  such 
goods  according  to  such  patent,  with  the  additional  right  to  use, 
in  the  making  of  them,  strands  or  threads  of  vulcanized  rubber, 
prepared  according  to  the  patent  of  June  15,  1844.  There  was 
also  an  additional  right  to  use  the  patented  machine  to  make 
such  goods.  These,  the  defendants  claim,  were  all  the  rights 
conveyed  by  the  first  granting  clause. 

At  the  time  of  the  grant,  India  rubber  woven  elastic  goods, 
with  strands  or  threads  of  common  rubber,  and  which  the  com- 
plainants claim  were  included  under  the  name  of  ^^  shirred  or 
corrugated  goods/'  could  be  made  without  infringing  on  the 
patent  of  March  9,  1844..  The  exclusive  right  to  make  said 
woven  goods  was  not  in  Goodyear  to  grant.  The  right  was  in 
the  public. 

From  the  covenants  last  above  recited,  it  appears — First, 
that  Day  was  to  pay  tariffs  on  all  *'  shirred  or  corrugated  goods  " 
included  in  the  grant,  or  attempted  to  be  included ;  second, 
that  Goodyear  was  to  protect  Day  in  the  enjoyment  of  all  rights 
which  had  been  secured  to  him  by  patent  and  granted  to  Day,  and 
if  he  did  not,  his  right  to  tariffs  on  all  goods  made  should  cease  ; 
third,  that  some  time  during  the  continuance  of  the  grant,  it 
might  so  happen  that  Goodyear  would  not  have  it  in  his  power  to 
protect  Day  in  the  exclusive  right  to  manufacture  a  kind  of 
^^  shirred  or  corrugated  goods,''  which  were  composed  of  threads 
of  common  rubber,  and  upon  which  Day  had  agreed  to  pay  tariffs : 
fourth,  that  in  the  latter  event.  Day  was  to  protect  himself,  and 
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that  when  be  did  so  protect  himself  by  the  manufacture  of  such 
goods  to  compete  with  the  like  kind  of  goods  in  the  market,  he 
should  not  pay  tariffs  on  such  goods  so  made  for  such  purpose, 
although  he  should  continue  to  pay  tariffs  on  the  other  kinds  of 
goods  made  in  pursuance  of  the  grant. 

Taking  the  stipulations  in  these  several  agreements  in  con- 
nection with  each  other,  it  is  argued  by  the  complainants  that 
the  parties  were  treating  about  other  goods,  under  the  name  of 
"  shirred  or  corrugated  goods,"  than  such  as  were  made  accord- 
ing to  the  Goodyear  patent ;  that  Goodyear  could  protect  Day 
by  suits  and  by  injunctions,  so  that  he  could  have  the  monopoly 
in  the  market  of  such  goods  as  were  made  according  to  the 
patent;  and  as,  during  the  period  of  the  grant,  it  might  so  hap- 
pen that  there  would  be  a  kind  of  ^'shirred  or  corrugated 
goods"  made  of  threads  or  strands  of  common  rubber,  upon 
which  Day  was  to  pay  tariffs,  brought  into  the  market,  which 
would  not  be  in  violation  of  the  patent  of  Goodyear  of  March 
9,  1844,  against  which  Day  could  not  be  protected  by  Good- 
year, but  could  only  be  protected,  if  protected  at  all,  by  compe- 
tition, that  such  kind  of  goods  were,  therefore,  different  from 
goods  made  according  to  GDodyear's  patent :  that  they  were 
woven  goods,  or  elastic  rubber  goods,  composed  of  strands  or 
threads  of  rubber,  however  made ;  and  that,  by  the  undsrstand- 
ing  of  the  parties,  as  shown  in  the  deed,  the  dsed  was  intended 
to  secure  to  Day  the  privilege  of  making  this  latter  kind  of 
goods  under  the  name  of  "  shirred  or  corrugated  goods,"  with 
the  exclusive  right  to  use,  in  the  making  of  the  same,  the  vul- 
canized rubber  patent,  as  well  as  the  right  to  manufacture 
according  to  the  shirred  goods  patent. 

The  argument  is  plausible,  and,  if  sound,  would  tend  strongly 
to  show,  that  the  view  we  have  taken  of  the  rights  conveyed  by 
the  granting  clause,  is  too  limited. 

The  deed  now  under  consideration  was  executed  after  a  long 
conflict  between  the  parties,  as  to  the  rights  which  were  secured 
to  Goodyear  by  his  patents.  The  stipulations  contained  in  it 
were  entered  into  (Day  recognizing  the  rights  of  Gjodyear  in 
the  matters  in  controversy),  with  a  view  to  a  settlement  of  the 
controversy,  and  to  transfer  to  Day  certain  rights  which  Good- 
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year  had  by  virtue  of  his  patents.  The  right  to  make  elastic 
India  rubber  cloth,  composed  of  threads  or  strands  of  common 
rubber,  by  whatever  name  called,  when  the  same  was  not  made 
according  to  Goodyear's  patent  of  March  9,  1844,  had  not 
been  in  controversy.  There  was  nothing  to  settle  about  that 
right.  Day  had  as  much  right  in  this  respect  as  Goodyear  had. 
The  argument  assumes,  that,  for  the  making  of  this  kind  of 
goods,  to  manufacture  which  Day  had  as  much  right  as  Good- 
year, Day  agreed  to  pay  a  tariff;  that  the  goods  thus  manufac- 
tured therefore  shall  be  considered  as  being  manufactured  under 
the  deed,  by  the  name  of  "  shirred  or  corrugated  goods,"  and 
as  such,  liable  to  pay  a  tariflF,  except  when  they  might  be  man- 
ufactured by  Day  for  competing  with  such  goods  thrown  into 
the  market  by  others. 

The  grants  under  the  deed  were  for  the  longest  period  during 
which  any  of  the  four  patents  was  to  continue,  and  for  the 
additional  time  that  any  of  them  might  be  extended.  Day  was 
to  have  the  benefit  of  all  or  any  of  them,  and  was  to  pay  the 
tariffs  as  agreed,  so  long  as  he  had  the  benefit  of  any  one  of  the 
patents,  though  the  others  had  expired  by  lapse  of  time  and 
had  not  been  extended.  The  tariff  was  to  be  paid  in  considera- 
tion of  benefits  received  and  enjoyed  ;  and  the  argument  of  the 
complainants  leads  to  this  result :  if  the  shirred  goods  patent 
had  been  extended,  and  the  vulcanized  patent  had  not  been, 
then  if  Day  did  what  anybody  else  had  a  right  to  do  without 
any  permission  of  Goodyear,  viz.,  to  make  elastic  woven  goods, 
or  any  kind  of  elastic  India  rubber  goods  or  elastic  rubber  cloths 
(provided  it  was  not  made  according  to  the  shirred  goods 
patent),  with  threads  or  strands  either  of  common  rubber  or 
vulcanized  rubber,  he  would  be  obliged  to  pay  the  tariff.  Pro- 
tection to  Day  in  the  rights  for  which  he  was  to  pay  tariffs, 
was  one  great  object  of  the  deed.  He  could  not,  in  the  case 
supposed,  be  protected  by  Goodyear,  for  the  making  of  such 
goods  would  not  be  in  violation  of  any  patent.  And  he  could 
not  protect  himself  by  competition,  so  as  to  avoid  the  payment 
of  the  tariff,  as  it  respects  the  goods  made  with  strands  or 
threads  of  vulcanized  rubber,  for  the  stipulation  in  regard  to 
protection  by  competition  is  limited  to  such  goods  as  are  made 
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''  with  Strands  or  threads  of  native  or  common  gum."  He 
would,  therefore,  be  obliged  to  pay  tariffs,  although  he  was  not 
protected  by  Goodyear,  and  was  without  the  power  of  saving 
himself  from  the  payment  of  such  tariffs,  by  manufacturing  for 
the  purpose  of  competing  with  such  goods. 

A  more  satisfactory  construction  can  be  put  upon  the  stipu- 
lations in  the  covenants  just  referred  to — one  that  will  make 
such  covenants  entirely  consistent  with  the  views  already  taken 
of  the  rights  conveyed  by  the  granting  clause,  and  inconsistent 
with  the  views  taken  of  such  clause  by  the  complainants.  The 
parties  were  providing  in  the  stipulations  not  only  for  a  state  of 
things  which  might  exist  during  the  then  existing  patents,  but 
also  for  a  state  of  things  which  might  exist  when  one  of  them 
should  be  extended  and  the  others  have  expired ;  when  the 
vulcanized  patent  might  be  extended  and  the  shirred  goods  patent 
have  expired,  and  also  when  the  shirred  goods  patent  might  be 
extended  and  the  vulcanized  patent  might  expire. 

They  contemplated  a  state  of  things  which  at  present  exists, 
when  the  vulcanized  patent  has  been  extended,  and  when  all 
the  other  patents  have  expired.  This  being  the  state  of  things, 
the  shirred  goods  patent  having  expired,  every  one  now  has  a 
right  to  make  "shirred  or  corrugated  goods,*'  composed  of 
"  threads  or  strands  of  native  or  common  gum."  But  no  one 
except  Day  has  a  right  to  make  such  goods  of  "  threads  or 
strands  "  of  vulcanized  rubber  prepared  according  to  Goodyear's 
patent  of  June  15,  1844.  Now  there  is  a  state  of  things  which 
the  parties  forsaw  when  they  executed  the  deed  and  incorpo- 
rated in  it  the  above  covenants,  and  which  they,  by  said  cove- 
nants, provide  for.  Day  has  now  an  exclusive  right  to  make 
*•*'  shirred  or  corrugated  goods,"  according  to  the  directions 
given  in  the  patent  of  March  9,  1844,  when  the  rubber  strands 
or  threads  are  composed  of  the  vulcanized  rubber ;  and  Good- 
year having  a  patent  for  the  vulcanized  rubber,  must  protect 
him  in  that  right ;  if  he  does  not,  the  obligation  on  the  part  of 
Day  to  pay  the  tariff  ceases.  Day  holds  now  no  exclusive 
right  to  make  shirred  goods  according  to  Goodyear's  patent, 
with  "  threads  or  strands  of  native  or  common  gum,"  but  has 
a  right  to  make  such  goods  in  common  with  any  one  else ;  and 
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he  is  obliged  to  pay  tariffs  for  making  such  goods  ^^  with  native 
or  common  gum,"  during  the  existence  of  the  extended  vulcan- 
ized patent,  for  he  so  contracted  by  the  deed,  unless,  in  the  lan- 
guage of  the  deed,  ^^  such  goods  be  manufactured  by  said  Day 
for  the  purpose  of  competing  with  such  goods,  and  when  so 
made  by  him  for  such  purpose  he  shall  not  be  liable  to  pay  any 
duty  or  assessment  thereon."  The  vulcanized  patent  is  now 
in  existence.  Day  can  now  be  protected  by  Goodyear,  when 
that  patent  is  violated  by  the  use  of  vulcanized  rubber  in  the 
manufacture  of  "  shirred  or  corrugated  goods."  The  shirred 
goods  patent  has  expired.  When  such  goods  are  now  made 
with  ^^  threads  or  strands  of  native  or  common  gum,''  Day  can 
not  be  protected  by  Goodyear  against  the  manufacture  of  such 
goods.  But  if  he  makes  such  goods  for  ^^  the  purpose  of  com- 
peting with  the  same  goods,"  in  the  market  according  to  the 
stipulations  in  the  deed  above  referred  to,  he  is  not  liable  to  the 
payment  of  tariffs  thereon. 

On  November  5,  1846,  there  were  "articles  of  agreement" 
entered  into  between  the  parties,  under  their  hands  and  seals, 
additional  or  supplemental  to  the  articles  in  the  first  deed, 
which  articles  in  the  first  deed  were  to  be  construed  and  gov- 
erned by  the  articles  in  the  deed  of  the  said  5th  of  November, 
wherein  they  differed  or  were  inconsistent,  but  in  all  other 
respects  the  first  deed  was  to  remain  in  full  force.  By  the 
deed  of  November  5,  it  was  stipulated  that  Goodyear  should 
procure  and  cause  to  be  assigned  to  Day  to  be  canceled,  the 
three  several  licenses  to  Hutchinson  &  Runyon,  to  Ford  & 
Co.,  and  to  Onderdonk  &  Letson,  which,  by  the  first  deed,  he 
was  excused  from  doing. 

And  there  is  a  stipulation  that  the  reassignment  of  said  three 
licenses  to  Day  should  be  a  condition  precedent  to  the  perform- 
ance of  any  part  of  the  covenants  by  him. 

In  these  last-mentioned  articles  there  is  also  a  covenant  by 
Day,  that  while  Goodyear  protects  him.  Day,  "  in  the  exclusive 
right  to  manufacture  and  vend  shirred  or  corrugated  goods,"  he, 
Day,  will  refrain  from  doing  certain  things  therein  mentioned, 
thereby  showing   that  what   the   parties   meant  by   the  terms 

shirred  or  corrugated  goods/'  was  the  exclusive  right  which 
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Goodyear  had  to  manufacture  and  vend  such  goods,  under  his 
patent,  referred  to  in  the  recitals  of  the  deed  first  executed ;  for 
Goodyear  could  not  protect  Day  in  such  exclusive  right  unless 
he  had  in  him  such  exclusive  right. 

The  second  deed,  executed  by  the  parties  on  November  5, 
1846,  was  entitled  ^^  memorandum  of  agreement,"  and  was  to  be 
auxiliary  to  the  two  other  deeds  before  mentioned.  It  contained 
a  stipulation  for  ^^  a  release  from  the  Naugatuck  Company  of  the 
right  or  license  to  make  any  articles  which  by  said  before-men- 
tioned agreements  Day  is  licensed  to  make."  After  Goodyear 
had  obtained  his  vulcanized  patent,  namely  on  June  15,  1844, 
by  a  deed  executed  between  him  and  the  Naugatuck  India 
Rubber  Company,  dated  July  18,  1844,  for  certain  considera- 
tions in  the  deed  named,  he  granted  unto  said  Company  the  full 
and  absolute  license  to  use  any  and  all  of  his  preparations  of 
India  Rubber,  and  improvements  in  the  preparation  of  India 
rubber,  for  manufacturing  cloths  or  any  other  article  of  mer- 
chandise, or  any  articles  to  which  the  same  may  be  applicable, 
for  and  during  the  unexpired  term  or  terms  of  any  patent  or 
patents  or  renewals  of  patents  owned  by  him,  or  in  which  he 
may  have  an  interest,  issued  or  to  be  issued.  This  absolute  and 
full  license  to  the  Naugatuck  Company  was  also  an  exclusive 
one,  Goodyear  covenanting  that  he  would  not  grant  to  any 
other  person  a  right  or  license  to  do  what  he  had  granted  to  the 
Naugatuck  Company  a  license  to  do.  There  was  reserved, 
however,  to  Goodyear,  the  right  after  July  20,  1844,  to  sell  for 
a  stipulated  sum  or  price  in  gross  the  exclusive  right  of  making, 
using,  and  vending  his  said  preparations  and  improvements  for 
any  specific  purpose ;  provided  that  before  such  sale  the  Nau- 
gatuck Company  should  have  the  pre-emptive  right  to  become 
the  purchasers,  at  and  for  such  stipulated  price  or  sum  in  gross. 

Before  this  deed  to  the  Naugatuck  Company,  namely.  May 
24,  1844,  which  was  prior  to  the  issuing  of  the  vulcanized 
patent,  Goodyear  had  assigned  to  D.  L.  Suydam  the  two 
patents  for  shirred  goods — the  patent  for  the  manufacture,  and 
the  patent  for  the  machinery.  This  assignment  was  only  for 
the  time  the  patent  had  to  run,  and  not  for  any  extended  term. 
The  right  acquired   by   Suydam,  under  this  assignment,  was 
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conveyed  back  to   Goodyear  by   deed   bearing  date   May   lO, 
1845. 

There  were  certain  exceptions  in  the  deed  of  Goodyear  to 
the  Naugatuck  Company,  which  limited  the  operation  of  the 
grant  of  "  the  use  of  any  and  all  of  his  (Goodyear' s)  preparations 
of  India  rubber  and  improvements  in  the  preparation  of  India 
rubber  for  manufacturing  cloths  or  any  other  article  of  mer- 
chandise, or  any  article  to  which  the  same  may  be  applicable/' 
to  such  articles  as  were  not  excepted.  These  exceptions  were, 
of  the  right  to  use  said  improvements  in  the  manufacture  of 
"  napped  cloths,  coats,  capes,  mittens,  and  gloves,"  which  were 
excepted  during  the  whole  period  of  the  grant.  The  right  to 
use  such  preparation  in  the  manufacture  of  India  rubber  shoes, 
which  was  excepted  for  a  specific  time.  After  the  expiration 
of  such  specific  time,  the  right  to  use  said  preparation  in  the 
manufacture  of  such  shoes  was  to  be  in  the  Naugatuck  Com- 
pany. The  right  to  use  the  preparation  of  vulcanized  rubber 
in  the  manufacture  of  shirred  goods,  made  according  to  the 
shirred  goods  patent  of  Goodyear,  was  also  excepted  so  long  as 
Suydam  had  the  exclusive  right  to  manufacture  such  goods. 
This  latter  exception  is  as  follows:  ^^And  whereas,  the  said 
Goodyear  has  heretofore  sold  to  D.  L.  Suydam,  of  New  York 
City,  the  right  to  manufacture  shirred  goods,  the  said  right  is 
hereby  excepted  from  the  operation  of  this  instrument,  in  addi- 
tion to  the  exceptions  above  named.*' 

By  this  deed  the  Naugatuck  Company  had  no  exclusive  right 
to  any  of  the  cloths  or  other  articles  to  be  manufactured, 
whether  the  cloth  was  "shirred  or  corrugated"  or  not,  unless 
Goodyear's  preparation  and  improvements  of  India  rubber  were 
used  in  such  manufacture.  They  had  by  the  grant  an  exclusive 
right  and  license  to  the  use  of  the  preparation  and  improvements 
of  India  rubber  in  any  article  to  which  the  same  was  applied, 
with  certain  exceptions. 

It  is  important  that  it  should  be  understood  what  rights  the 
Naugatuck  Company  obtained  by  virtue  of  this  deed,  in  order 
that  we  may  understand  what  Goodyear  and  Day  meant  should 
be  done  when  they  provided,  in  the  deed  entitled  "  memoran- 
dum of  agreement,"  that  '^a  release  from  the  Naugatuck  Com- 


FEBRUARY,    1 8  59.  445 


Day  V.  Gary. 


pany  of  the  right  or  license  to  make  any  articles  which  by  said 
before-mentioned  agreement  Day  is  licensed  to  make,  shall  be 
obtained  and  assigned  to  said  Day,  simultaneously  with  the  exe- 
cution of  said  articles.  This  is  important,  as  the  complainants 
claim  that  it  appears  from  the  covenant  in  the  ^^  memorandum 
of  agreement"  referred  to,  in  reference  to  a  release  from  the 
Naugatuck  Company,  and  the  manner  in  which  it  was  executed, 
that  a  more  extended  meaning  should  be  given  to  the  term 
"  shirred  or  corrugated  goods,"  than  has  been  given  to  them, 
when  considering  the  granting  clause  of  the  deed  first  executed 
by  the  parties. 

It  should  be  borne  in  mind,  that  in  that  deed,  Goodyear,  in 
addition  to  the  rights  which  he  granted  to  Day,  in  reference  to 
**  shirred  and  corrugated  goods,"  also  granted  him  the  exclusive 
right,  license,  and  privilege  to  use  his  compositions  and  fabrics, 
secured  to  him  (Goodyear)  by  his  vulcanized  patent  *'in  the 
manufacture  of  India  rubber  hose,  of  the  kind  patented  by  said 
Day,  air-beds  and  air-pillows  of  all  kinds.  Day's  patent  boat, 
Griffith's  patent  cotton-floater,  and  Day's  patent  chairs  and 
settees."  At  that  time  the  exclusive  right  to  use  Goodyear's 
vulcanized  rubber  and  preparations  and  improvements,  patented, 
in  the  manufacture  of  these  articles  was  in  the  Naugatuck 
Company.  Consequently,  this  latter  right  conveyed  to  Day 
would  be  of  little,  if  of  any,  avail,  unless  a  release  was  obtained 
from  the  Naugatuck  Company.  Goodyear,  therefore,  in  that 
original  deed,  after  having  made  the  grants  contained  in  it, 
covenanted  that  he  would  at  his  own  cost  and  expense  repur- 
chase and  cancel  all  assignments  and  licenses  which  had  before 
been  made  by  him  touching  the  rights  granted,  except  the  three 
licenses  to  Hutchinson  &  Runyon,  to  Ford  &  Co.,  and  to 
Onderdonk  &  Letson,  so  that  Day  should  have  the  full  benefit 
of  the  grant. 

By  that  covenant  (although  the  name  of  the  Naugatuck 
Company  is  not  mentioned),  he,  in  effect,  stipulated  that  he 
would  obtain  from  that  company  a  release  of  the  right  which 
they  had  to  use  his  patented  preparation  and  improvements  in 
making  any  of  the  articles  which  Day  was  licensed  to  make. 
The  covenant  in  the  **  memorandum  of  agreement "  was  not 
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more  extensive  than  the  covenant  of  the  original  deed.  It  did 
not  require  Goodyear  to  obtain  of  the  Naugatuck  Company  as 
much  as  he  was  required  to  obtain  by  the  covenant  in  the 
original  deed.  By  the  covenant  in  the  original  deed,  Goodyear 
obligates  himself  to  obtain  from  the  Naugatuck  Company  the 
right  which  they  had  to  use  his  vulcanized  rubber  in  the  manu- 
facture of  "air-beds  aud  air-pillows."  By  the  '* articles  of 
agreement,"  executed  November  5,  1846,  the  grant,  so  far  as 
it  respects  "  air-beds  and  air- pillows,"  was  annulled.  And  the 
principal  object  which  the  parties  had  in  view  in  entering  into 
the  stipulation  referred  to  in  the  "  memorandum  of  agreement," 
must  have  been,  so  to  limit  the  duty  which  Goodyear  was  under 
by  his  covenant  in  the  first  deed,  as  to  free  him  from  the  obli- 
gation to  procure  a  release  from  the  Naugatuck  Company  of 
the  right  to  use  vulcanized  rubber  in  the  manufacture  of  '*  air- 
beds and  air-pillows."  There  is  nothing  in  either  of  these 
covenants  to  show  what  was  meant  by  the  parties,  by  the  terms 
'*  shirred  or  corrugated  goods." 

But  it  is  insisted  by  the  complainants,  that  these  covenants 
should  be  taken  in  connection  with  the  release  and  assignment 
executed  by  the  Naugatuck  Company  to  Goodyear,  of  a  license 
to  use  his  preparations  and  improvements,  his  vulcanized  rub- 
ber in  the  manufacture  of  corrugated  goods,  which  license  so 
released  and  reassigned,  was,  at  a  subsequent  period,  transferred 
to  Day  to  be  canceled,  and  was  by  Goodyear  and  Day  canceled. 
The  release  was  executed  by  the  Naugatuck  Company  on 
December  7,  1846,  after  all  the  deeds  relating  to  the  grants  to 
Day  were  finished  and  completed  by  delivery.  After  it  was 
delivered  by  the  Company  to  Goodyear,  it  was  by  him  deliv- 
ered to  Day  on  February  19,  1847. 

The  evidence  derived  from  this  release  to  Goodyear,  to  show 
what  was  meant  by  the  term  "  shirred  or  corrugated  goods,"  as 
used  in  the  deed  of  grant,  is  extraneous  from  the  deed.  It  is 
evidence  subsequent  to  the  execution  of  the  deed,  to  show  what 
the  parties  then  admitted  was  the  import  and  meaning  of  the 
terms  "  shirred  or  corrugated  goods,"  at  the  time  they  were 
used  in  the  deed. 

This  evidence  is  legitimate  for  this  purpose,  as  other  acts  and 


FEBRUARY,    I  859.  447 


Day  V.  Gary. 


admission  of  the  parties  which  took  place  subsequent  to  the 
execution  of  the  deed,  such  as  the  facts  that  Day  never  paid 
tariffs  for  the  manufacture  of  any  corrugated  goods,  except 
such  as  were  made  according  to  the  patent  of  March  9,  1844; 
that  Goodyear  always  collected  tariffs  for  woven  goods  manu- 
factured by  other  parties,  and  the  numerous  other  acts  and 
admissions  testified  to  in  the  many  affidavits  which  have  been 
produced,  which  go  to  show  that,  when  the  deeds  were  exe- 
cuted, the  parties  understood  by  the  term  "  shirred  or  corru- 
gated goods,"  only  such  goods  as  were  made  according  to  the 
shirred  goods  patent.  These  extraneous  facts  are  all  proper  to 
aid  the  Court  in  ascertaining  what  the  deeds  really  mean,  when 
there  are  difficulties  in  interpreting  their  language,  in  conse- 
quence of  ambiguities  in  the  terms  used.  But  when  there  are 
no  such  ambiguities  such  evidence  is  not  resorted  to.  When 
there  are  no  difficulties  in  interpreting  the  language  used,  the 
deeds  must  speak  for  themselves. 

But  we  feel  disposed,  in  order  to  see  whether  there  is 
anythi.ng  in  the  release  from  the  Naugatuck  Company  incon- 
sistent with  the  construction  we  have  given  to  the  granting 
clause  of  the  deed,  to  consider  the  release  separate  and  distinct 
from  the  other  acts  and  admissions  of  the  parties,  which  took 
place  subsequent  to  the  execution  of  the  deed,  and  as  if  it  formed 
a  part  of  the  deed  ;  and  looking  at  it  so  separate  and  distinct, 
and  as  if  it  were  a  part  of  the  deed,  we  will  give  it  our 
attention. 

The  release  of  the  Naugatuck  Company  reassigned  and 
transferred  to  Goodyear  all  the  right,  license,  and  privilege 
which  the  company  had,  claimed^  or  possessed,  under  the  in- 
denture of  July  18,  1844,  or  by  any  other  means  whatsoever, 
^^  to  use  in  the  preparation  of  any  shirred  or  corrugated  goods, 
or  of  India  rubber  pipe,  such  as  is  used  by  Horace  H.  Day  in 
his  patent  hose.  Day's  patent  life-chair  and  settee,  and  Griffith's 
patent  cotton-floater,  and  Day's  patent  boat,  any  of  the  im- 
provements by  said  Goodyear  claimed  by  any  patent  whatever, 
or  of  which  he  may  be  the  inventor  or  possessor ;  and  also  any 
right  which,  by  the  means  aforesaid,  or  otherwise  howsoever^  the 
said  Naugatuck  India  Rubber  Company  may  have  to  nianufacture 
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shirred  or  corrugated  goods,  or  said  India  rubber  pipe,  such 
as  is  used  by  Horace  H.  Day  in  his  patent  hose,  Day's  patent 
life-chair  and  settee,  and  Griffith's  patent  cotton-floater,  and 
Day*s  patent  boat." 

The  argument  is  that  this  release,  made  in  pursuance  of  the 
requirements  of  the  covenant  in  the  deed  contained,  purported 
to  transfer  to  Goodyear  a  right  which  the  company  then  had, 
"to  use  in  the  preparation  of  any  shirred  or  corrugated  goods*' 
any  of  the  improvements  of  Goodyear  claimed  by  any  patents ; 
also  any  right  which  they  have,  either  by  such  means,  or  others 
wise^  to  manufacture  "  shirred  or  corrugated  goods ;"  that  the 
company,  then,  had  no  right  either  to  use  in  the  preparation  of 
the  shirred  goods,  made  according  to  the  patent  of  March  9, 
1844,  any  of  the  improvements  of  Goodyear,  claimed  by  patent, 
or  to  manufacture  such  goods  according  to  said  patent ;  and 
that,  therefore,  the  right  purported  to  be  reassigned  was  some 
other  right ;  and  that  such  other  right  was  the  right  to  use  said 
improvements  of  Goodyear,  claimed  by  patent,  in  the  manufac- 
ture of  elastic  rubber  goods,  or  articles  not  made  according  to 
the  patent  of  March  9,  1844,  which  right  then  was  in  the 
Naugatuck  Company,  and  that  elastic-woven  rubber  goods  were 
included  in,  and  covered  by,  the  terms  "  shirred  or  corrugated 
goods." 

It  is  apparent,  from  the  indenture  entered  into  on  July 
18,  1844,  between  Goodyear  and  the  Naugatuck  Company,  that 
the  object  of  Goodyear  was  to  divest  himself  of  all 
right  which  he  then  had  to  use  any  and  all  its  prepara- 
tions of  "  India  rubber,  and  improvements  in  the  prepara- 
tion of  India  rubber,  for  manufacturing  cloths  or  any  other 
articles  of  merchandise,  or  any  article  to  which  the  same  may  be 
applicable,  for  and  during  the  unexpired  term  of  all  patents 
issued  to  him,  bearing  any  date  whatsoever,  and  for  and  during 
the  unexpired  term  of  any  other  patent  or  patents,  or  renewals 
of  patents,  owned  by  him,  or  in  which  he  may  have  an  interest," 
and  to  vest  the  whole  right  he  then  had  to  such  use  in  the 
Naugatuck  Company.  His  object  was  to  give  up  all  right  to 
such  use,  and  substitute  the  Naugatuck  Company  in  his  place, 
they  performing  certain  things  as  a  consideration  for  such  sub- 
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stitution.  This  being  the  object  of  both  parties  to  the  in- 
denture, as  is  manifest  from  the  indenture  itself,  such  a  con- 
struction should  be  put  upon  the  instrument  as  will  carry  out 
that  object. 

The  exceptions  in  the  indenture  in  favor  of  third  persons,  by 
which  the  operation  of  the  general  term  of  the  grant  is  some- 
what limited,  were  not  made  for  the  purpose  of  reserving  in 
Goodyear  any  portion  of  the  right  granted,  and  which,  without 
such  exception,  would  seem  to  be  included  in  the  general  terms 
of  the  grant.  The  general  terms  of  the  grant  arc  "a  full 
AND  ABSOLUTE  LICENSE  to  use  the  thing  granted  for  manufac- 
turing cloths  or  any  other  artick  of  merchandise,  or  any  article 
to  which  the  same  may  be  applicable."  Goodyear  gave  the 
company  the  right  to  use  vulcanized  rubber  in  the  manufacture 
of  cloth  and  any  article  to  which  it  was  applicable;  and  as  it 
was  applicable  to  his  patented  shirred  goods,  under  the  description 
of  "cloths,"  and  also  under  the  description  of  "articles  of  mer- 
chandise," etc.,  he  thereby  gave  the  Naugatuck  Company  a 
right  to  use  threads  or  strands  of  vulcanized  rubber  in  the  man- 
ufacture of  his  patented  shirred  goods.  But  this  they  could  not 
do  so  long  as  Suydam  had  the  rights  granted  to  him  ;  so  long  as 
his  grant  was  in  force.  He  had  the  exclusive  right  to  manu- 
facture *'  shirred  or  corrugated  goods,"  according  to  the  patent 
of  March  9,  1844,  for  the  unexpired  term  or  that  patent,  with 
the  privilege  to  use,  for  said  unexpired  term,  Goodyear's  other 
improvements  in  such  manufacture. 

But  this  did  not  include  the  whole  right  which  Goodyear 
had  in  the  use  of  his  vulcanized  rubber  in  the  manufacture  of 
the  goods  made  according  to  the  shirred  goods  patent.  A  val- 
uable right  still  remained  in  him.  It  is  necessary,  therefore,  to 
look  at  the  exception,  to  see  if  that  right  was  reserved  to  him, 
for  if  it  were  not  so  reserved,  it  passed  to  the  company  by  the 
terms  of  the  grant. 

That  exception  we  here  again  extract:  "  And,  whereas,  the 
said  Goodyear  has  heretofore  sold  to  D.  L.  Suydam,  of  New 
York  City,  the  right  to  manufacture  shirred  goods,  the  said 
right  is  hereby  excepted  from  the  operation  of  the  instrument, 
in  addition  to  the  exceptions  above  mentioned."     Nothing  is 
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here  reserved  in  Goodyear.  Something  is  excepted  in  favor  of 
Suydam.  The  "  said  right "  is  hereby  "  excepted."  What  is 
the  "  said  right "  which  is  so  excepted  from  the  operation  of 
the  general  terms  in  the  granting  clause?  The  "said  right" 
which  Goodyear  has  heretofore  sold  to  D.  L.  Suydam,  and 
nothing  more.  It  is,  therefore,  in  this  connection,  necessary  to 
see  what  was  sold  to  Suvdam,  and  when  we  have  ascertained 
that,  we  shall  know  what  was  the  limitation  and  exception  to 
the  general  terms  of  the  granting  claus^e. 

We  have  already  shown  what  was  sold  to  Suydam.  His 
rights  under  the  grant  from  Goodyear  would  expire  on  the  9th 
day  of  March,  1858.     They  could  continue  no  longer. 

The  grant  to  Day  was  for  the  unexpired  term  of  any  of  the 
patents  enumerated,  and  for  all  renewals  and  extensions  of  the 
same.  It  was,  therefore,  at  all  events,  to  continue  until  the 
15th  day  of  June,  1858;  and,  as  the  vulcanized  patent  has  been 
extended,  the  term  of  the  expiration  of  the  grant  is  not  until 
the  15th  day  of  June,  1865.  The  grant  to  the  Naugatuck 
Company  was  also  for  and  during  the  unexpired  term  of  all 
patents  issued  to  Goodyear,  bearing  any  date  whatsoever,  or 
owned  by  him,  or  in  which  he  may  have  an  interest,  whether 
issued  or  to  be  issued,  and  for  any  extensions  of  the  same.  It 
is  claimed  by  the  complainants  that  the  grant  in  the  Naugatuck 
Company  was  not  for  any  extended  term.  When  we  come  to 
the  consideration  of  another  point  made  in  the  case,  it  will  be 
shown  that  this  grant  carried  the  extended  term. 

The  defendants  claim  that  when  Suydam,  on  the  loih  of 
May,  1845,  reconveyed  to  Goodyear  the  right  which  he  had, 
Goodyear  received  the  reconveyance  in  trust  for  the  Nauga- 
tuck Company,  and  that,  from  that  time,  the  right  of  the  com- 
pany to  use  the  vulcanized  rubber  in  the  manufacture  of 
"shirred  goods,"  made  according  to  the  shirred  goods  patent, 
commenced  and  was  vested.  But  the  necessities  of  the  case  do 
not  require  a  determination  of  the  latter  question. 

From  what  has  been  made  to  appear,  it  is  manifest,  that  at 
the  time  of  the  release  executed  by  the  Naugatuck  Company, 
they  had  a  right  to  the  use  of  the  vulcanized  rubber  "in  the 
manufacture  of  such  shirred  or  corrugated  goods  as  should  be 
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made  according  to  the  shirred  goods  patent,  after  March  9, 
1858,"  which  right  was  important  to  Day  to  have  canceled,  in 
order  that  he  might  have  the  full  benefit  of  his  extension  grant, 
and  that  the  release  was  obtained  from  and  executed  by  the 
Naugatuck  Company,  with  the  view,  among  other  things,  that 
they  might  be  divested  of  this  particular  right,  and  that  the  same 
might  be  canceled,  so  that  Day  should  have  the  full  benefit  of 
his  grant. 

In  the  investigation  of  the  question  submitted  for  decision, 
we  have  had  occasion  to  examine  with  much  particularity  eight 
several  deeds  executed  by  Goodyear,  namely:  the  deed  to  the 
Naugatuck  Company,  to  Hutchinson  &  Runyon,  to  Ford  & 
Co.,  to  Onderdonk  &  Letson,  and  the  four  deeds  to  Day — the 
one  to  the  Naugatuck  Company  having  been  executed  after 
Goodyear  was  divested  of  the  right  which  he  granted  to  Suydam 
to  make  "shirred  or  corrugated  goods,"  and  the  remaining  seven 
having  been  executed  after  he  was  reinvested  in  the  right  which 
he  had  so  granted  to  Suydam.  When  the  deed  to  the  Nauga- 
tuck Company  was  executed,  he  had  a  right  to  convey  to  them 
the  exclusive  right  and  privilege  he  thereby  granted.  The 
terms  used  in  the  deed  did  carry  that  exclusive  privilege ;  and 
they  were  sufficient  to  carry  the  whole  and  exclusive  privilege 
to  use  such  preparations  in  the  manufacture  of  corrugated  goods 
or  cloths  made  after  his  shirred  goods  patent,  and  would  have 
carried  such  whole  privilege  if  a  prior  right  had  not  been  out- 
standing in  favor  of  Suydam ;  therefore,  the  exception  in  the 
deed.  And  the  question  forcibly  suggests  itself  to  the  mind, 
why,  if  Goodyear  intended,  in  the  deeds  to  Hutchinson  & 
Runyon,  to  Ford  &  Co.,  to  Onderdonk  ic  Letson,  and  to  Day, 
to  convey  a  license  to  use  vulcanized  rubber  in  the  manufacture 
of  elastic  woven  rubber  goods,  he  did  not  use  the  terms  which 
he  used  in  the  deed  to  the  Naugatuck  Company,  instead  of 
using  the  terms  *'  shirred  or  corrugated  goods  ? "  The  reason 
is  obvious.  It  is  because  he  had  no  right  to  convey  a  license 
to  use  his  vulcanized  rubber  in  the  manufacture  of  elastic  woven 
goods,  the  entire  and  exclusive  right  to  them  being  in  the  Nau- 
gatuck Company.  But  as  at  the  dates  of  these  several  deeds,  he 
had  the  right  to  the  ^^ shirred  and  corrugated  goods"  granted  to 
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Suydam,  with  the  right  to  use,  in  the  manufacture  of  such  goods, 
his  preparations.  The  rights  granted  to  Suydam,  having  been 
conveyed  back  to  him,  he  intended,  in  these  seven  deeds,  to 
grant  them  a  new  extension.  This  was  all  the  right  granted  so 
far  as  it  respects  "shirred  or  corrugated  goods."  The  licenses 
to  Hutchinson  &  Runyon,  Ford  &  Co.,  and  Onderdonk  Sc 
Letson,  were  free  licenses  to  be  enjoyed  connectedly  or  sepa- 
rately. The  grant  to  Day  of  October  29,  1846,  was  of  an  ex- 
clusive right,  but  subject  to  the  right  previously  granted  to  the 
last-named  firms ;  which  last-mentioned  rights,  by  the  articles 
of  agreement  entered  into  on  November  5,  1856,  were  by 
Goodyear  to  be  canceled;  as  a  condition  precedent  to  the  right 
to  hold  Day  to  the  covenants  which  he  had  entered  into. 

If  there  were  any  doubt  as  to  the  meaning  of  the  terms  in 
question,  as  understood  by  the  parties  at  the  time  the  agreement 
of  October  29,  1846,  was  entered  into,  and  as  used  by  them  in 
that  agreement,  such  doubt  would  be  removed  by  a  considera- 
tion of  the  deed  of  the  5th  of  December,  of  the  same  year. 
This  last-mentioned  agreement  was  executed  by  both  Goodyear 
and  Day,  under  their  hands  and  seals.  It  was  made  ^after  the 
several  free  licenses,  which  had,  in  the  year  1845,  been  execu- 
ted to  Hutchinson  &  Runyon,  to  Ford  &  Co.,  and  to  Onder- 
donk &  Letson,  were  delivered  up  to  be  canceled,  and  the  very 
day  they  were  canceled,  at  a  time  when,  after  the  cancellation, 
there  were  no  outstanding  licenses  in  favor  of  any  one  of  them 
to  manufacture  "shirred  or  corrugated  goods,"  according  to  the 
patent  of  March  9,  1844,  the  grant  to  Suydam  before  then  hav- 
ing been  reassigned  to  Goodyear. 

It  appears  expressly  by  the  first  deed  executed  on  the  5th  of 
November,  1846,  and  entitled,  "articles  of  agreement,"  that 
such  articles  were  to  be  additional  or  supplemental  to  the  arti- 
cles entered  into  on  the  29th  of  October,  of  the  same  year, 
which  articles,  in  the  deed  of  the  earlier  date,  were  to  be  con- 
strued and  governed  by  the  provisions  in  the  subsequent  "arti- 
cles of  agreement,"  wherein  they  might  differ  or  be  inconsist- 
ent ;  but  in  all  other  respects  were  to  remain  in  full  force. 
And  it  appears  expressly,  by  the  second  deed  of  the  said  5th  of 
Novca)ber^  and   entitled   "  menioraqdum   qf  agreement,''  that 
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it  was  to  be  auxiliary  to  the  two  preceding  deeds.  And  it  is 
to  be  inferred  that  this  deed  of  the  5th  of  December  was  exe- 
cuted for  the  same  purposes  for  which  the  two  deeds  of  the  5th 
of  November  were  executed.  It  was  made  for  some  purpose, 
and  if  it  were  not  made  to  place  the  subject  of  the  grant  beyond 
all  doubt  and  dispute,  it  is  difficult  to  conceive  of  a  reason  why 
it  was  made ;  for  in  it,  there  are  no  additional  grants  made,  and 
no  additional  covenants  on  the  part  of  Goodyear  ;  and  by  it, 
Goodyear  was  not  absolved  from ^ any  of  the  covenants  which 
he  had  previously  made.  Day  entered  into  no  new  covenant, 
and  was  not  absolved  from  any  of  the  obligations  of  the  cove- 
nants previously  entered  into. 

The  agreement  of  the  5th  of  December  recited,  that  Good- 
year was  the  owner  of  the  four  several  patents  already  men- 
tioned, and  possessed  the  sole  and  exclusive  right  to  the  sam:  so 
far  as  relates  to  the  use  of  all  or  any  of  the  patented  articles, 
in  the  preparing  and  manufacturing  shirred  or  corrugated  goods, 
except  the  three  said  several  licenses  for  the  same,  which  were 
simultaneously  therewith  to  be  assigned  to  Day  to  be  canceled. 
It  also  recited,  that  Goodyear  had  agreed  to  assign  to  Dsy  the 
^^  sole  and  exclusive  right  to  make,  vend,  and  sell  to  others, 
shirred  or  corrugated  goods."  This  is  its  exact  language,  and 
is  substantially  the  same  as  that  used  in  the  granting  clause  of 
the  deed  of  the  29th  of  October,  1846. 

The  object  of  this  deed  of  the  5th  of  December,  was  to  ful- 
fill and  carry  into  full  execution  the  agreement  which  Good- 
year had  before  made,  to  assign  to  Day  the  ^^  exclusive  right  to 
make,  vend,  and  sell  to  others  to  be  used,  shirred  or  corrugated 
goods."  Goodyear,  in  full  execution  of  the  agreement  recited, 
granted  and  assigned  to  Day,  and  Day  accepted,  the  sole  and 
exclusive  right,  license  and  privilege  for  the  whole  of  the  United 
States,  to  use  the  machinery  in  any  of  the  recited  patents  de- 
scribed, and  to  make  and  vend  the  shirred  or  corrugated  goods 
in  said  patents  mentioned^  znA  io  use  in  the  preparation  thereof 
(namely,  in  the  preparation  of  the  shirred  goods  mentioned  in 
the  patent)^  the  compounds  and  fabrics  in  the  letters  patent 
described,  for  and  during  the  term  of  the  patent,  and  of  any  ex- 
tension thereof;  and  an  exclusive  license  to  use  in  the  manu- 
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facture  of  the  shirred  gooc's  specified,  all  improvements  in  the 
composition,  fabrics  or  machinery  mentioned  or  made,  or  to  be 
made,  and  for  which  Goodyear  then  held,  or  might  hereafter  hold 
patents.  It  is  clear  that  the  only  exclusive  right  to  make  ^^  shirred 
or  corrugated  goods,"  granted  and  assigned  by  this  deed,  was  the 
exclusive  right  to  make  such  goods  as  are  described  in  the  pat- 
ents of  March  9,  1844.  The  language  of  the  grant  is,  "the 
shirred  or  corrugated  gaods  in  said  patents  mentioned."  "  There 
were  no  shirred  or  corrugated  goods  "  mentioned  in  any  patent 
except  the  patent  of  March  9,  1844.  The  parties  considered 
that  a  grant  to  make  ^'  shirred  or  corrugated  goods  "  according 
to  the  patent  of  March  9,  1844,  was  a  complete  fulfillment  of 
an  agreement  to  assign  the  exclusive  right  to  "  shirred  or  corru- 
gated goods."  It  is  very  plain  that  the  meaning  of  the  terms 
^^  shirred  or  corrugated  goods,"  as  understood  and  used  by  the 
parties  to  this  deed,  was  the  elastic  rubber  goods  manufactured  ac- 
cording to  the  patent  of  March  9,  1844,  and  in  that  patent  de- 
nominated ^^  corrugated  or  shirred  India  rubber  goods,"  and 
that  no  other  kind  of  elastic  goods  was  meant  by  the  use  of 
these  terms. 

But,  before  leaving  this  part  of  the  case,  it  should  be  noticed, 
that  the  general  conduct  of  the  parties  has  been  in  accordance 
with  the  views  taken  by  the  Court  of  the  agreements  of  1846, 
and  above  set  forth.  Day,  until  a  comparatively  recent  period 
(the  fall  of  the  year  1856),  never  made  any  claim  that  this 
grant  of  right  to  "  shirred  or  corrugated  goods  "  included  any- 
thing more,  or  the  right  to  any  other,  than  the  shirred  or  cor- 
rugated goods,  patented  by  the  patent  of  March  9,  1844,  with 
the  further  right  to  use,  in  the  manufacture  of  the  same,  the 
other  patents.  It  is  true,  that  for  a  long  period,  he  was  in 
conflict  with  Goodyear,  denying  the  validity  of  Goodyear's 
patent,  the  validity  of  which,  under  his  hand  and  seal,  he  had 
acknowledged ;  and  denying,  also,  the  obligation  or  binding 
force  of  the  covenants  which  he  had  entered  into.  During  that 
conflict  he  was  manufacturing  the  "shirred  and  corrugated 
goods,"  after  the  manner  of  the  patent  of  March  9,  1844,  and 
was  using,  in  such  manufacture,  the  prepared  India  rubber, 
patented   to   Goodyear.      He   was   also   manufacturing  elastic 
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woven  rubber  goods,  not  made  according  to  the  shirred  goods 
patent,  using  in  such  manufacture  Goodyear's  prepared  India 
rubber.  The  open  conflict  between  Goodyear  and  Day  termin- 
ated in  September,  1852.  The  decision  of  the  Court  in  New 
Jersey  brought  it  to  an  end.  That  decision  was  that  the  pat- 
ents of  Goodyear  were  valid  ;  that  Day  was  bound  by  his  cov- 
enants; that  Day  had  no  right  to  any  use  of  the  Goodyear 
patents,  except  what  he  acquired  by  virtue  of  the  agreements 
between  him  and  Goodyear  executed  in  1846.  Immediately 
atter  that  decision,  Day  abandoned  the  manufacture  of  elastic 
woven  rubber  goods,  and  sold  out  his  looms  for  weaving  the 
same.  Soon  after  he  transferred  to  the  Congress  Rubber  Com- 
pany all  the  rights  which  he  had  to  make  ^^  shirred  or  corru- 
gated goods,"  which  right  subsequently  became  revested  in 
him.  And  at  no  time  from  the  decision  of  the  Court  in  New 
Jersey,  until  the  fall  of  1856,  did  he  or  the  Congress  Rubber 
Company,  which  succeeded  to  all  his  rights,  make  any  claim 
that  Goodyear  had  transferred  to  him  any  other  right  than  the 
right  to  make  the  "  shirred  or  corrugated  goods "  described  and 
mentioned  in  the  paterit  of  March  9,  1844,  though,  during  that 
period,  other  parties  were  making  and  selling  woven  elastic  goods 
containing  India  rubber,  cured  or  vulcanized  according  to 
Goodyear's  vulcanizing  patent,  to  compete  in  the  market  with 
the  ^^ shirred  or  corrugated  goods"  manufactured  according  to 
the  patent  of  March  9,  1844. 

The  deed  of  the  24th  day  of  May,  1858,  executed  by  Good- 
year, purported,  for  the  consideration  of  one  dollar,  and  other 
valuable  considerations,  received  and  to  be  received  by  him,  as 
in  said  deed  is  provided,  to  sell  and  convey  to  Day  (with  an 
agreement  to  confirm  the  same  within  three  months  from  the 
15th  of  June  then  next,  by  such  further  deed  of  conveyance 
as  said  Day  might  deem  necessary)^  the  full,  absolute,  and  ex- 
clusive license,  right  and  privilege  to  make,  use,  and  vend  his 
(Goodyear's)  invention  of  vulcanized  rubber  for  the  term  of 
the  then  existing  patents,  and  all  extended  or  renewed  terms  of 
said  patents  as  the  same  might  or  could  be  used  in  the  manu- 
facture of  all  braided,  woven,  cemented,  or  sewed  fabrics,  or 
such  as  could  be  covered,  or  protected  on  one  or  both  sides. 
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with  substances,  other  than  rubber,  and  in  all  smooth,  elastic 
shirred  goods.  And  it  was  provided  that  the  terms  and  condi- 
tions upon  which  the  license  was  to  be  held  and  enjoyed  as  to 
bonuses,  not  exceeding  in  the  whole  the  sum  of  $30,000,  and 
the  tariff  not  exceeding  five  cents  a  pound  on  the  product,  should 
be  fixed  and  determined  by  Nathaniel  Hayward  and  Thomas 
A.  Jenckes,  whose  award  in  the  premises  should  be  final,  and 
should  be  made  within  three  months  from  the  15th  of  June 
then  next. 

On  this  branch  of  the  case,  two  questions  are  submitted  for 
consideration. 

First.  Is  this  deed  sufficient  to  convey  the  equitable  right, 
which  it  purports  to  convey  (it  being  admitted  that  it  did  not 
purport  to  carry  any  legal  right),  Hayward  and  Jenckes  not  be- 
ing shown  to  have  acted  as  in  the  deed  is  stipulated,  provided  at 
the  time  it  was  executed  the  equitable  right  which  it  purports  to 
convey  was  vested  in  Goodyear  ? 

Second.  Was  the  equitable  right  which  the  deed  purported  to 
convey,  at  the  time  it  was  executed,  so  in  Goodyear,  that  he 
could,  without  the  concurrence  of  any  one  else,  in  equity  con- 
vey it?  If  either  of  these  questions  is  answered  in  the  negative, 
then  this  deed  can  have  no  effect  in  conveying  the  equitable 
right,  purporting  to  be  transferred. 

We  will  first  turn  our  attention  to  the  second  question. 

Goodyear  had  the  right  to  convey  what  the  deed  purported 
to  transfer,  unless  he  had,  prior  to  its  execution,  parted  with 
that  equitable  right.  It  is  claimed  by  the  defendant  that  before 
the  execution  of  this  deed,  Goodyear  did  part  with  such  right, 
to  the  Naugatuck  Company,  by  the  deed  to  them  heretofore 
mentioned.  It  is  also  claimed  that  he  parted  with  the  right  by 
other  deeds,  which  have  been  produced  in  evidence.  It  will  be 
sufficient  to  dispose  of  this  question  to  consider  only  the  deed 
to  the  Naugatuck  Company. 

That  deed  gave  the  right  which  it  transferred,  "  for  and  dur* 
ing  the  unexpired  term  of  all  patents  issued  to  him,  bearing  any 
date  whatsoever,  and  for  or  during  the  unexpired  term  or  terms 
of  any  other  patent  or  patents  or  renewals  of  patents  owned  by 
him,  or  in  which  he  may  have  an  interest,  issued  or  to  be  issued." 
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If  by  the  term  "renewed  "  is  meant  "  extended," and  if  the  term 
is  to  be  applied  to  patents  "issued  to  him/'  then  it  will  follow, 
especially  as  Day  had  full  knowledge  of  the  rights  granted  to 
the  Naugatuck  Company,  Goodyear  had  no  right  to  convey  what 
the  deed  of  the  24th  of  May  purported  to  convey,  and  that 
Day,  by  that  deed,  acquired  no  new  right  which  can  be  pro- 
tected in  a  Court  of  Equity. 

The  parties  appear  to  have  used  the  term  "  renewed "  as 
synonymous  with  the  term  "extended."  Thus,  in  the  deed  of 
the  24th  of  May,  1858,  the  grant  is,  the  use  of  the  invention 
of  vulcanized  rubber,  for  the  term  of  the  then  present  patent, 
"and  all  extended  or  renewed  terms  of  s^id  patent."  The  then 
present  patent  was  to  expire  within  twenty-two  days.  There 
was  an  application  then  pending  for  an  extension,  which  was 
afterward  granted.  It  is  evident  that  the  parties  did  not  intend, 
by  the  term  "  renewed,"  to  provide  for  the  reissue  of  the  then 
present  patent,  which  would  expire  on  the  15th  of  June,  but 
that  they  did  intend,  by  the  term  "renewed,"  the  "extended" 
patent  which  had  been  then  applied  for.  The  Patent  Office  also 
uses  the  term  "renew,"  as  synonymous  with  the  word  "extend.'' 
Hence,  in  the  extension  of  the  vulcanized  patent,  which  was 
made  on  the  14th  of  June,  1858,  the  language  of  the  Com- 
missioner is:  "I,  Joseph  Holt,  Commissioner  of  Patents,  by 
virtue  of  power  vested  in  me  by  the  said  acts  of  Congress,  do 
renew  and  extend  the  said  patent  for  the  term  of  seven  years 
from  and  after  the  expiration  of  the  first  term."  The  term 
"  renewal "  of  patents  was  used  in  the  grant  to  the  Naugatuck 
Company.  It  was  not  necessary  to  carry  the  right  to  a  re- 
issued patent,  for  said  right  would  be  carried  without  it.  Either 
this  term,  or  some  other  term,  synonymous  with  the  word 
*' extended,"  was  necessary  to  carry  the  right  in  an  extended 
patent ;  and  to  carry  such  latter  right  the  term  "  renewal "  was 
introduced  into  the  grant. 

The  case  of  Wilson  1;.  Rousseau  (4  Hdw.  646)  has  been 
referred  to,  to  show  that  the  term  "renewal"  should  not 
receive  the  construction  which  we  have  given  to  it.  The 
question  in  that  case  arose  upon  the^ construction  of  a  covenant 
executed  on  November   28,  1829,  that  in  the   case  of  "any 
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improvement  in  the  machinery,  or  alteration  or  renewal  of 
either  patent,  such  improvement,  aheration,  or  renewal  shall 
inure  to  the  benefit  of  the  respective  parties  interested.  At 
that  time  there  was  no  law  authorizing  an  extension  of  a  patent 
beyond  the  original  term  of  fourteen  years.  The  first  act  that 
authorized  an  extension  was  passed  in  July,  1832.  Subse- 
quent to  the  passing  of  this  act  and  the  act  of  1836,  the  patent 
was  extended :  and  the  question  was,  whether  the  extended 
patent  was  included  in  the  terms  of  the  covenant.  The  Court, 
in  giving  their  opinion,  use  the  term  ^^  renewal "  as  synonymous 
with  the  term  "extension,"  when  they  say  that  "at  the  time 
this  covenant  was  entered  into,  there  was  no  provision  in  the 
patent  laws  authorizing  an  extension  or  renewal  of  the  same 
beyond  the  original  term  of  fourteen  years.  The  first  act  pro- 
viding for  it  was  passed  in  July,  1832."  The  language  of  that 
act,  in  speaking  of  an  "  extension,"  is  "  to  prolong  or  renew  the 
term  of  a  patent."  And  the  language  of  the  i8th  section  of 
the  act  of  1836,  on  the  subject  of  the  "extension  of  a  patent" 
is,  "that  it  shall  be  the  duty  of  the  Commissioner  to  renew  and 
extend  the  patent."  The  Court  in  thit  case  was  *'  of  the 
opinion  that  the  covenant  in  question  should  be  construed  as 
having  been  entered  into  by  the  parties  with  reference  to  the 
known  and  existing  rights  and  privileges  secured  to  patentees 
under  the  general  system  of  the  government  established  for 
that  purpose ;"  that  the  covenant  was  entered  into  "  with 
reference  to  the  established  law  "  as  it  then  was  \  and  that  the 
parties  did  not  intend  to  provide  for  any  possible  change  that  might 
be  made  in  the  law.  The  Court,  therefore,  in  that  case,  gave  a 
construction  to  the  term  "  renewal,"  with  reference  to  the  law 
as  it  then  was,  there  being  at  that  time  no  law  with  reference 
to  the  renewal  or  extension  of  patents. 

It  is  claimed  also,  that  if  by  the  term  "renewed"  was 
meant  an  extended  patent,  it  yet  did  not  mean  the  extension  of 
a  patent  which  had  been  issued  to  Goodyear,  but  only  to  an 
extended  patent  which  was  owned  by  him^  without  being  issued 
to  him.  The  language  of  the  grant  is:  "For  and  during  the 
unexpired  term  of  all  patents  issued  to  him,  bearing  any  date 
whatsoever,  and  for  and  during  the  unexpired  term  or  terms  of 
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any  other  patent  or  renewals  of  patents  owned  by  him,  or  in 
which  he  may  have  an  interest,  issued  or  to  be  issued."  The 
grant  was  a  right  to  the  use  of  any  renewed  (or  extended) 
patents,  in  which  he  (Goodyear)  might  have  an  interest, 
whether  the  patent  which  might  be  renewed,  and  in  which  he 
might  have  an  interest  was  then  issued  or  might  thereafter  be 
issued.  In  this  point  of  view,  without  taking  any  other  view 
of  the  clause  in  question,  the  language  of  the  grant  is  broad 
enough  to  include  a  renewal  (or  extension)  of  a  patent  issued  to 
him:  for  ^^all  patents  in  which  he  might  have  an  interest," 
include  a  patent  issued  to  him. 

In  the  deed  to  the  Naugatuck  Company,  there  is  a  covenant 
by  Goodyear,  as  follows:  "And  the  said  Charles  Goodyear 
does  hereby,  for  himself,  his  heirs,  executors,  administrators, 
and  assigns,  covenant  and  agree  to  and  with  the  said  Naugatuck 
India  Rubber  Company,  not  to  make,  use,  or  vend,  or  to  grant 
to  any  other  person  or  company  whatever,  any  other  license  to 
make,  use,  or  vend  said  preparations  or  improvements  in  the 
preparation  of  India  rubber,  or  to  apply  the  same  to  any  of  the 
purposes  to  which  the  same  can  be  usefully  applied,  during  the 
continuance  of  the  license  hereinbefore  specified  and  granted  to 
the  Naugatuck  Company."  This  covenant  was  subject  to  cer- 
tain reservations. 

The  covenant  admits  that  the  rights  granted  by  the  license 
to  the  Naugatuck  Company  might  come  to  an  end,  before  the 
expiration  of  right  secured  to  Goodyear  by  patent,  when  Good- 
year would  be  permitted  to  go  on  and  make  grants.  And  it  is 
argued  that  if  the  license  granted  to  the  company  by  the  terms 
of  the  grant  was  to  continue  during  the  term  of  any  extended 
patent,  that  Goodyear  could  not  grant  a  right  to  use  "said 
preparations"  to  any  other  person  at  any  time;  that  there 
would  be  no  time  after  the  time  that  the  license  to  the  Nauga- 
tuck Company  was  to  continue,  when  grants  to  such  other 
persons  could  be  made  unless  such  a  construction  is  put  upon 
the  length  of  time  that  the  grant  to  the  company  is  to  be  en- 
joyed, as  will  limit  it  to  the  unexpired  terms  of  the  patents 
then  in  existence,  and  will  not  extend  it  for  the  term  of  a 
renewed  patent. 
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In  the  indenture  entered  into  between  Goodyear  and  the 
Naugatuck  Company,  there  are  several  covenants  on  the  part 
of  the  company,  which,  if  they  did  not  observe  and  perform, 
the  license  was  to  be  void  and  of  no  effect. 

It  is  expressly  provided  that  if  the  company  shall,  for  the 
term  of  one  year,  neglect  or  refuse,  or  be  unable  from  want  of 
means,  to  prosecute  the  business  contemplated,  or  to  stamp  the 
articles  manufactured,  so  that  the  object  of  the  instrument 
should  fail  for  said  term  of  one  year,  then  at  the  expiration  of 
the  year  the  license  shall  become  and  be  void,  and  of  no  effect, 
after  said  year.  When  it  thus  becomes  void,  and  of  no  effect, 
Goodyear  would  have  the  right  to  grant  licenses  to  use  ^^said 
preparations  or  improvements,"  named  in  the  covenant,  to 
whomsoever  he  pleased. 

When,  therefore,  the  deed  of  May  24,  1858,  was  executed, 
the  license  to  the  Naugatuck  Company  was  in  full  force. 
While  it  remained  in  full  force,  Goodyear  was  precluded  from 
the  right  to  make  such  a  license  as  the  last-mentioned  deed  to 
Day  purported  to  make.  He  had,  indeed,  the  right  to  sell  for 
a  stipulated  price,  or  sum  in  gross,  the  exclusive  right  of  mak* 
ing,  using,  and  vending,  said  preparations  or  improvements,  or  of 
applying  the  same,  to  or  for  any  specific  purpose  or  purposes, 
provided  that  before  the  sale  the  Naugatuck  Company  should 
have  the  right  to  become  the  purchaser  thereof  at  and  for  such 
price  or  sum  in  gross ;  and  such  sale  to  a  third  person  could 
not  be  made,  except  on  the  neglect  or  refusal,  as  aforesaid,  of 
the  Naugatuck  Company  to  become  the  purchasers  thereof. 
Goodyear  never  attempted  to  exercise  this  latter  right.  At 
the  time  the  deed  of  the  24th  of  May  was  executed,  the  Union 
Company  had  succeeded  to  all  the  rights  which  the  Naugatuck 
Company  had  acquired  from  Goodyear,  and  on  September  28, 
1858,  the  said  Union  Company,  for  the  consideration  of  the  sum 
of  thirty  thousand  dollars  paid  to  Goodyear,  and  of  certain  tariffs 
agreed  to  be  paid,  received  a  conveyance  from  him  of  a  full  and 
exclusive  license,  right,  and  privilege,  to  use  the  invention  of  vul- 
canized rubber,  originally  patented  June  15,  1844,  and  extended 
for  seven  years  from  the  15th  of  June,  1858,  in  the  manufacture 
of  ^^  all  braided,  woven,  cemented,  or  sewed  fobrics,  or  such  as 
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are  or  can  be  covered  or  protected,  on  one  or  both  sides,  with 
substances  other  than  rubber,  and  in  all  smooth,  clastic  shirred 
goods  ;  and  also  to  make  and  sell  India  rubber  threads  of  vul- 
canized rubber,  and  all  threads  or  sheets  of  rubber  which  are 
or  can  be  made  or  finished  by  union  with  or  are  to  be  covered 
by  fibrous  substances." 

Having  disposed  of  this  question,  the  necessities  of  the  case 
do  not  require  me  to  determine  the  other  questions,  whether  the 
deed  of  the  24th  of  May,  1858,  is  suflScient  to  convey  the 
equitable  right  which  it  purports  to  convey,  provided,  at  the 
time  it  was  executed,  such  equitable  right  was  vested  in  Good- 
year. And  this  opinion  has  already  been  so  extended  that  I 
must  avoid  the  discussion  of  any  questions  which  have  been 
presented,  the  determination  of  which  is  not  necessary  to  a 
just  disposition  of  the  case. 

From  these  views,  it  follows  that  the  motion  for  an  injunc- 
tion must  be  dismissed. 


John  C.  Morris 

vs. 

Silas  M.  Barrett  and  Jabez  M.  Waters. 

In  the  construction  of  a  patent,  the  patentee  is  not  to  be  confined  to  the  summing-up 
or  *'  claim/*  but  the  specification,  the  whole  specification,  and  the  drawings  may 
be  referred  to,  to  ascertain  the  extent  of  the  claim  of  the  invention,  or  the  proper 
meaning  of  expressions  used  in  the  "  claim." 

It  is  competent  for  the  patentee  to  embrace  two  improvements  on  the  same  machine 
in  the  same  patent,  and  if  the  defendant  has  used  both  or  either  of  the  improve- 
ments, there  is  infringement. 

M.  claimed  "the  clamps,  6  6,  to  prevent  end-expansion,  and  the  levers,  7  7,  work- 
ing on  fixed  fulcrums,"  to  prevent  the  wood  from  twisting.  He/d:  That  this  was 
not  a  claim  for  the  combination  of  clamps  and  levers,  but  for  two  diulnct  im- 
provements in  the  arc  of  bending  wood. 

A  kind  of  evidence  which  is  entitled  to  the  highest  credibility,  is  the  machines  them- 
selves, as  shown  by  the  models,  which,  like  figures,  can  not  lie. 

The  law  permits  the  opinion  of  men,  called  experts,  to  be  given  in  evidence,  to  de- 
termine questions  of  mechanical  difference  ;  and  when  such  men  are  qualified,  and 
firee  irom  bias,  their  testimony  is  entitled  to  great  respect. 
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If  the  same  result  is  produced  by  the  defendant  as  by  the  patentee,  but  by  means  sub- 
stantially diHVrent,  there  is  no  infiingement,  for  a  patent  is  not  granted  for  a  mere 
result ;  but  otherwise,  if  the  defendant  produces  the  result  by  contrivances  sub- 
stantially the  same  in  principle. 

(Before  Lkatxtt,  J.,  Southern  District  of  Ohio,  March,  1859.)  ^ 

This  was  an  action  on  the  case,  tried  before  Judge  Le.^vitt 
and  a  jury,  to  recover  damages  for  the  alleged  infringement  of 
letters  patent  for  an  "  improvement  in  wood-bending  machines," 
granted  to  plaintiff,  March  11,  1856. 

The  machine  consisted  of  a  stationary  form,  around  which 
timber  was  bent,  by  means  of  two  levers,  turning  upon  fixed 
fulcrums,  and  applied  near  the  end  of  the  timber.  The  timber 
to  be  bent  was  laid  upon  a  metallic  strap,  having  clamps  or 
abutments  attached  to  each  end,  which  embraced  the  ends  of 
the  wood,  and  prevented  any  stretching  of  the  fibers  during  the 
aqt  of  bending.  These  clamps  were  made  to  slide  upon  the 
levers  as  the  wood  Was  brought  around  the  form.  The  claims 
of  the  patent  were  as  follows  : 

**  I  claim  the  clamps,  6  6,  to  prevent  end-expansion,  and  the  levers,  7  7,  working 
on  fixed  fulcrums,  when  in  operation,  all  substantially  as,  and  for  the  purposes,  set 
fjrth  in  the  foregoing  specifications.** 

The  defendants  substituted  radial  arms  with  rollers  to  press 
upon  the  back  of  the  wood,  and  used  clamps  which  permitted  a 
partial  relaxation  or  stretching  of  the  fibers,  at  the  commence- 
ment of  the  bending  operation. 

G.  M,  Lee  and  S.  S.  Fisher  for  plaintiff. 

Bates  y  Scarborough  and  W,  B,  -  Caldwell  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows  : 

The  plaintifPs  patent  is  for  an  improvement  in  wood-bending 
machines,  minutely  described  in  the  patent  and  specifications. 
In  the  conclusion  or  summing-up,  he  says :  ^^  I  claim  the 
clamps,  6  6,  to  prevent  end-expansion,  and  the  levers,  7  7, 
working  on  fixed  fulcrums,  when  in  operation,  all  substantially 
as,  and  for  the  purposes,  set  forth  in  the  foregoing  specifications," 
The  practical  purpose  to  be  accomplished  by  these  improve- 
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ments  he  claims  to  be:  i.  The  clamps  to  prevent  end-expan- 
sions ;  and  2.  The  levers  working  upon  fixed  fulcrums  to  prevent 
the  wood  from  twisting.  It  was  claimed  in  argument  by 
defendants'  counsel,  that  the  plaintiff  was  confined,  in  constru- 
ing his  claim,  to  the  summing-up ;  but  the  doctrine  is  well 
settled  that  the  patent,  the  specifications,  the  whole  specifica- 
tions and  the  drawings,  may  be  referred  to  in  ascertaining  the 
extent  of  the  patentee*s  claim  ;  and  while  it  is  true  that  we 
are  to  look  at  the  summing-up  to  discover  what  parts  of  the 
machine  he  claims  to  have  invented,  still,  if  any  thing  is  needed 
to  enable  us  to  determine  the  proper  meaning  of  expressions 
used  in  the  "claim,"  we  must  refer  to  the  previous  portion  of 
the  specifications  for  such  explanations  as  may  be  necessary  to 
understand  the  office  and  purpose  of  that  which  is  claimed  as 
new. 

'  The  plaintifPs  claim  is  not  for  a  combination  but  for  two 
distinct  improvements  in  the  art  of  bending  wood.  It  is,  no 
doubt,  competent  for  a  patentee  to  embrace  two  improvements 
on  the  same  machine  in  the  same  patent ;  and  if,  in  the  present 
case,  the  defendants  have  used  both  or  either  of  the  improve- 
ments of  the  plaintiff,  they  have  infringed  his  patent. 

On  the  subject  of  the  identity  of  the  two  machines,  it  may  be 
remarked,  that  we  are  not  concluded  by  their  mere  form  or 
appearance.  The  question  is,  are  they  the  same  in  substance  ? 
Is  the  machine  used  by  the  defendants  a  mechanical  equivalent 
for  that  patented  by  the  plaintiff?  In  applying  these  principles 
to  the  facts  of  this  case,  the  jury  will  remember  that  there  is  a 
kind  of  evidence  which  is  entitled  to  the  highest  credibility,  and 
that  is  the  machines  themselves,  as  shown  by  the  models,  and 
which,  like  figures,  can  not  lie.  In  addition,  as  many  persons 
would  be  unable,  from  a  want  of  previous  knowledge  or  expe- 
rience, to  determine  these  questions  of  mechanical  difference, 
the  law  permits  the  opinions  of  men  called  experts,  to  be  given 
in  evidence;  and,  when  such  men  are  qualified  and  free  from 
bias,  their  testimony  is  entitled  to  great  respect.  The  follow- 
ing is  a  brief  summary  of  the  testimony  of  this  class  of  witnesses 
in  the  present  case : 
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Three  experts  were  examined  on  behalf  of  each  party. 
Those  for  the  plaintiff  testified  in  the  order  named: 

John  Byrne  says  that  he  has  been  for  several  years  engaged 
in  the  business  of  wood-bending.  He  describes  the  machines, 
and  gives  it  as  his  opinion  that  they  are  substantially  the  same 
in  principle. 

Finley  Latta  has  been  for  twenty  years  a  machinist.  He 
thinks  the  fuicrums  and  clamps  are  substantially  the  same  in 
both  ;  and  that  the  joint  in  defendants'  lever  is  a  mechanical 
equivalent  for  the  sliding  of  plaintifPs  clamp. 

Gardner  Lathrop  has  devoted  much  attention  to  practical  and 
theoretical  mechanics.  He  thinks  the  machines  are  the  same  in 
principle ;  that  the  clamps  are.the  same  in  both,  and  that  the 
jointed  lever  is  an  equivalent  for  the  sliding  clamp. 

On  behalf  of  the  defendants,  the  following  experts  testified: 

Orville  Mathers  says  that  the  two  structures  are  different  in 
principle ;  that  the  defendants'  have  no  fixed  fulcrum,  and  that 
they  do  not  prevent  the  expansions  of  the  wood. 

The  plaintiff  insists  that  the  statements  of  this  witness  should 
be  received  with  caution,  because  of  his  interest  in  the  subject- 
matter,  as  he  is  the  inventor  or  constructor  of  the  machine  used 
by  defendants. 

W.  S.  Rosecrans  gives  it  as  his  opinion  that  the  two  machines 
are  not  the  same  in  principle.  He  points  out  their  difference  of 
operation,  and  mentions  the  peculiarity  of  the  defendants'  ma- 
chine, that  it  would  bend  non-elastic  substances.  He  has  had 
much  experience  as  a  teacher  of  mechanics,  and  testified  with 
great  intelligence. 

George  H.  Knight  is  a  patent  agent,  and  is  acquainted  with 
mechanics.  He  says,  upon  an  examination  of  the  plaintifPs 
specifications,  that  the  machines  are  not  the  same  in  principle ; 
that  the  most  palpable  difference  between  them  is  the  entire 
absence  of  fixed  fuicrums  in  the  defendants'  machine.  He 
thinks  the  action  of  the  clamps  is  substantially  the  same  in 
both — that  both  are  intended  to  prevent  end-expansion. 

This  is  the  substance  of  the  testimony  of  the  experts  on  both 
sides.  The  jury  will  give  to  it  such  weight  in  their  judgment  as 
it  is  entitled  to,  and  if,  from  the  evidence,  they  believe  that  the 
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same  result  as  that  claimed  by  the  plaintiiF  is  produced  by  the 
defendants,  by  contrivances  substantially  different,  then  there 
is  no  infringement,  for  a  patent  is  not  granted  for  a  mere  result ; 
but  if  they  find  that  the  defendants  produce  this  result  by  con- 
trivances substantially  the  same  in  principle  as  those  used  by  the 
patentee,  they  will  find  a  verdict  for  the  plaintiff.  The  object 
of  the  action  is  not  so  much  to  obtain  damages  as  to  sustain  the 
patent.  There  is  nothing  in  the  case  to  call  for  exemplary  dam- 
ages, but  if  the  jury  find  the  plaintiff  entitled  to  a  verdict,  it 
would  be  competent  for  them  to  give  him  an  amount  that  would 
compensate  him  for  the  actual  damage  sustained  by  reason  of 
the  infringement. 

The  Jury  found  a  verdict  tor  the  plaintiff,  with  $125  dam- 
ages. 


Alexander  B.  Latta 
vs. 

Abel  Shawk. 


The  defendant  plead  the  general  issue,  and  gave  notice  under  section  15  of  the  Act  of 
July  4,  1836,  attacking  the  novelty  of  plaintifTs  patent.  He  also  filed  special 
pleas,  averring  prior  use  and  invention,  abandonment,  etc.  Upon  motion  the 
special  pleas  were  stricken  out. 

A  notice  that  a  prior  machine  was  used  at  <*  Cincinnati,"  ^  Covington,**  '<  Pittsburg,** 
*<iyayne  county,  Indiana,**  etc.,  is  not  sufficiently  specific,  and  does  not  lay  the 
foundation  for  the  introduction  of  proof. 

All  exclusive  rights  in  the  nature  of  patents  are  created,  and  must  be  controlled  by 
statutory  provisions,  and  it  must  appear  that  all  the  essential  requisites  of  the  law 
have  been  complied  with. 

It  is  no  defense,  in  an  action  for  the  infringement  of  a  combination,  to  show  that  the 
separate  elements  are  old  :  the  proof  must  go  to  the  novelty  of  the  whole  combi- 
nation as  a  unit. 

Experiments  made  by  the  patentee  with  an  abandoned  and  unsuccessful  machine,  in- 
vented by  another,  are  no  evidence  of  the  want  of  novelty  in  an  invention  sub- 
sequently reduced  to  practice. 

It  is  familiar  law  that  there  is  no  infringement  of  a  patent  for  a  combination,  unless 
the  defendant  uses  all  the  parts  of  which  that  combination  is  composed.  But 
there  is  another  kind  of  combination  to  which  this  doctrine  does  not  apply,  and 
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that  is  where  the  combination  is  of  old  and  new  parts  of  a  machine.     In  such  a 
case,  the  defendant  infringes  if  he  takes  the  new  part  only. 

On  the  question  of  identity,  the  law  regards  substance  and  not  form,  and  the  real  ques- 
tion is,  whether  the  machine  used  by  the  defendants  is  in  prtnctpU  the  same  as 
that  patented   to  the  plaintiff. 

By  the  term  "principle"  of  a  machine  we  understand  its  mode  or  manner  of  operation 
and  hence  there  may  be  two  structures  widely  diflerent  in  appearance  or  dimen- 
sions, which  are  yet  identical  in  principle. 

(Before  Leatitt,  J.,  Southern  District  of  Ohio,  March,  1859.) 

This  was  an  action  on  the  case,  tried  before  Judge  Leavitt 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent,  for  an  "  improvement  in  steam  generators,"  granted  to 
the  plaintiff  April  10,  1855.  The  invention  consisted  of  a 
boiler  formed  of  a  coil,  or  series  of  continuous  tubes  into  which 
the  water  was  introduced  by  means  of  a  hand  pump,  as  soon  as 
the  fires  were  lighted,  so  that  water  might  be  thrown  upon  hot 
pipes,  and  be  instantaneously  converted  into  steam.  To  ascer- 
tain and  regulate  the  quantity  of  water  forced  into  the  boiler,  the 
feeding  apparatus  was  provided  with  ^^  an  open  water  box  "  to 
enable  the  engineer  to  see  the  water  in  its  passage  from  the  pump 
to  the  boiler.  The  defendant  used  the  coiled  tubular  boiler, 
and  the  hand  pump,  and  introduced  the  water  at  substantially 
the  same  time  as  the  plaintiff,  but  he  used  no  *'  open  water  box." 
There  was  a  check  valve  in  his  supply  pipe,  by  the  movements 
of  which  the  engineer  could  hear  the  water  as  it  passed  into  the 
tubes,  and  could  thus  regulate  its  supply.  The  claims  of  Lat- 
ta's  patent  were  as  follows : 

*'  1st.  Combining  a  steam  generator  or  boiler,  consisting  of  a  coil  of  tube,  with  a 
furnace,  in  such  a  manner  that  the  flame,  or  products  of  combustion,  shall  come  in 
immediate  contact  with  said  coil,  when  this  coil  is  combined  with  a  feed  apparatus  find 
gauges,  which  will  enable  the  engineer  to  inspect  constantly  the  supply  of  water,  see 
that  it  is  not  interrupted,  test  its  sufficiency,  and  regulate  it  at  pleasure,  according  to  the 
▼arying  demands  of  the  boiler,  or  close  the  dampers,  if  the  feed  should  be  interrupted, 
substantially  as  described. 

**  zd.  While  confining  the  admission  of  water  to  the  receiving  end  of  a  coiled  tube 
boiler,  limiting  the  quantity  therein,  and  the  supply  thereof,  to  the  quantity  demanded 
for  immediate  conversion  into  steam,  for  the  purpose  of  avoiding  the  weight  of  a  large 
quantity  of  water;  producing  the  steam  promptly,  saving  fuel,  and  preventing  the  water 
firom  being  thrown  out  of  the  tubes  by  the  steam  formed  in  the  lower  part  thereof  sub- 
stantially as  described. 

"  3d.  Causing  the  discharging  end  of  a  coiled  tube  generator  to  communicate  with 
and  discharge  itself  into  the  water-jacket,  while  all  other  communication  of  said  coi{ 
Vfith  said  yvater-jacket  is  avoided,  a^  described.** 
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The  defendant  had  given  notice  under  section  15  of  the 
Act  of  July  4,  1836,  attacking  the  novelty  of  the  plaintifPs 
patent.  He  also  filed  seven  special  pleas  averring  prior  inven- 
tion, use,  abandonment,  etc.  The  plaintiff  claimed  that  where 
notice  was  given  under  the  general  issue,  special  pleas  could  not 
be  filed,  and  that  in  any  event,  such  pleas  must  be  filed  thirty 
days  before  trial.  He  therefore  moved  to  strike  them  out,  re- 
ferring to  Wilder  V.  Gayler^  I  Blatch.  597. 

The  Court  (Leavitt,  J.)  granted  the  motion,  and  the  special 
pleas  were  stricken  out. 

At  a  later  stage  of  the  cause,  the  defendant  attempted  to  offer 
proof,  under  his  notice,  of  a  prior  use  of  the  thing  patented,  at 
Cincinnati  and  other  places.  The  defendant  had  given  notice 
that  he  would  prove  that  such  prior  use  was  known  to  Edward 
Shields,  John  Whetstone,  etc.,  of  Cincinnati,  and  that  the 
machines,  of  which  they  had  knowledge,  were  used  at  Cincin- 
nati, Covington,  Newport,  Pittsburg,  Philadelphia,  and  Wayne 
county,  Indiana.  The  plaintiff  objected  to  the  proof,  referring 
to  Silsby  V.  Foote^  14  How.  2 1 8,  on  the  ground  that  the  notice 
was  not  sufficiently  specific ;  and  that  it  should  have  specified  the 
street  or  factory,  where  the  structure  which  was  claimed  to  be 
the  same  as  that  patented  was  used,  or,  that  the  name  of  the 
owner  or  person  using  it  should  have  been  given  ;  that  ^^  Cin- 
cinnati," "  Pittsburg/'  etc.,  was  not  a  sufficient  compliance  with 
section  15  of  the  Act  of  July  4,  1836,  which  requires  the 
defendant  to  state  in  his  notice  of  special  matter  ^^  the  names 
and  places  of  residence  of  those  whom  he  intends  to  prove  to 
have  possessed  a  prior  knowledge  of  the  thing,  and  where  the 
same  had  been  used." 

The  Court  (Leavitt,  J.)  sustained  the  objection,  and  refused 
to  receive  any  evidenee  of  prior  use  by  the  persons,  or  at  the 
place  named  in  the  notice. 

J.  Taft^  A.  F.  Perry ^  G.  M.  Lee  and  S.  S.  Fisher  for  plaintiff. 

C.  D.  Coffin  for  defendant. 

Leavitt,  J.,  charged  the  jury  as  follows  : 

I  do  not  regard  it  as  a  matter  of  regret  that  so  much  time 
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has  been  occupied  in  the  investigation  of  this  case.  The  char- 
acter of  the  invention,  the  principles  involved,  and  its  import- 
ance to  the  parties,  demand  that  it  should  be  thoroughly  exam- 
ined. My  purpose  is  to  state  briefly  the  points  of  law,  and 
leave  you,  as  it  is  your  province,  to  pass  upon  the  facts.  These 
matters  of  fact  are  neither  numerous  nor  complicated,  and  I 
apprehend  you  will  have  no  difficulty  in  applying  the  law  to 
them.  The  validity  of  the  patent  as  a  patent  for  a  combination, 
is  not  directly  impeached  by  the  defendant,  but  it  is,  nev- 
ertheless, the  duty  of  the  Court  to  declare  whether  or  not  it  is 
valid  upon  its  face.  All  exclusive  rights  in  the  nature  of  patents 
are  created,  and  must  be  controlled  by  statutory  provisions, 
and,  therefore,  it  must  appear  that  all  the  essential  requisites  of 
the  law  have  been  complied  with.  In  deciding  this  question, 
we  must  look  to  the  patent,  specification,  and  drawings,  and 
these  are  to  be  examined,  and  construed  in  a  liberal  spirit.  It 
is  sometimes  said  that  all  patents  are  monopolies,  grants  of  ex- 
clusive privileges  which  ought  not  to  be  maintained.  I  have 
only  to  remark  that  this  view  is  not  to  be  countenanced  ;  that 
the  patent  should  be  construed  liberally,  and  the  patentee  should 
be  protected  in  all  rights  which  fairly  belong  to  him. 

The  patent  in  controversy,  in  this  case,  is  not  for  a  new 
machine,  but  for  the  improvement  of  an  old  one.  The  patentee 
claims  that,  by  a  combination  of  old  machinery,  he  has 
succeeded  in  producing  a  new  and  useful  result.  This  com- 
bination is  undoubtedly  patentable.  As  to  its  novelty,  it  is 
always  presumed,  from  the  patent  itself,  that  the  invention  is 
new,  and  if  a  party  sued  for  infringement  would  avail  himself 
of  the  fact  of  a  want  of  such  novelty,  it  is  incumbent  upon  him 
to  prove  it  by  giving  a  proper  notice  to  the  plaintiff  to  prevent 
surprise  at  the  trial. 

Thi$  defense  is  not  relied  upon  in  the  present  action  and  I 
may  here  remark  that  if  it  were,  it  would  be  no  defense,  in  an 
action  for  the  infringement  of  a  combination  to  show  that  the 
separate  elements  are  old ;  the  proof  must  go  to  the  novelty  of 
the  whole  combination  as  ^  unit.  In  the  present  case  no  such 
proof  is  offered.  Nor  is  the  utility  of  this  invention  contro- 
verted^     Vyhateyer   else   may   be  said   of   it,  there  seems  no 
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possibility  chat  the  usefulness  of  this  improvement  could  have 
been  successfully  impeached.  So  far  as  it  relates  to  the  steam 
fire-engine,  its  greatest  characteristic  is  that  steam  is  applied  in 
the  least  possible  time  to  the  extinguishment  of  fire.  The 
patentee  calls  it  an  ^^  Instantaneous  Tubular  Steam  Generator/' 
and  its  efficiency  is  well  known  and  has  been  well  tested.  What- 
ever may  be  the  result  of  the  present  action,  it  can  in  no  way 
detract  from  the  merit  of  Alexander  B.  Latta  as  an  inventor, 
and  there  can  be  no  doubt  that  in  all  time  to  come,  this  inven- 
tion will  secure  for  him  the  character  of  a  public  benefactor. 

The  question  of  infringement  is  the  material  issue  in  the 
present  case.  In  this  the  burden  of  proof  is  on  the  plaintiff ; 
he  is  bound  to  show  that  his  exclusive  privilege  has  been  in- 
vaded. It  appears  that  in  1842,  a  patent  was  granted  to  a  man 
named  Lesh  and  others,  for  an  improvement  in  a  coiled  tubular 
boiler.  -  Experiments  were  tried  by  the  patentee  in  the  presence 
of  Mr.  Latta,  and  with  his  assistance,  by  which  it  was  clearly 
proved  that  the  boiler  would  not  answer  the  purpose  for  which 
it  was  designed,  and  it  was  entirely  abandoned.  The  knowl- 
edge which  Latta  thus  obtained  of  the  Lesh  boiler  is  no  evidence 
of  a  want  of  novelty  in  the  invention  for  which  he  subsequently 
obtained  a  patent. 

It  is  not  unreasonable  to  suppose  that,  in  the  interval  between 
1842  and  1852,  his  mind  was  occupied  with  the  subject  of  so 
perfecting  this  tubular  boiler  as  to  make  it  effective.  In  1852 
he  filed  his  caveat— describing  his  ideas  upon  this  point,  so  far  as 
then  matured.  In  1853  ^^  ^'^^  ^^^  ^^^^  application  for  a 
patent  for  a  number  of  improvements  specified  therein,  among 
which  were  those  now  in  controversy.  The  defendant  also 
procured  a  patent  for  an  improvement  somewhat  similar,  in 
'853-  This  is  prior  in  date  to  Latta's  patent,  but  it  has  no 
priority  over  it,  for  the  invention  dates  from  the  filing  of  the 
caveat  in  1852. 

In  the  winter  of  1854,  1855,  the  defendant,  Abel  Shawk,  con- 
structed an  engine  called  ^^  Young  America,^'  which,  it  is 
claimed,  contained  the  improvements  patented  to  Latta,  and 
therefore    infringed    his    patent.      This    engine    was    publicly 
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exhibited  at  Columbus,  and  other  places,  and  was  subsequently 
sold  in  Philadelphia  for  $9,500. 

I  have  already  remarked  that  the  plaintiff's  patent  is  for  a 
combination,  and  it  is  a  familiar  law  that  there  is  no  infringe^ 
ment  unless  the  defendant  uses  all  the  parts  of  which  that 
combination  is  composed.  There  is  another  kind  of  combina- 
tion to  which  this  doctrine  does  not  apply,  and  that  is  where 
the  combination  is  of  old  and  new  parts  of  a  machine.  In  such 
a  case,  the  defendant  infringes  if  he  takes  the  new  part  only. 
But  that  is  not  this  case.  The  defendant  here  insists  that  as 
the  plaintiff  has  combined  old  things  only,  and  as  there  are 
parts  set  forth  in  the  specification  which  he  does  not  use,  he 
therefore  does  not  infringe.  It  is  also  claimed  that  there  are 
distinctions  and  substantial  differences  between  the  two,  even 
in  parts  common  to  both.  This  question  of  the  identity  of  the 
two  machines  is  a  question  for  the  jury,  and  must  turn  upon 
the  facts  in  evidence ;  though  it  is  for  the  Court  to  say  what  is 
identity  in  point  of  law.  Upon  the  question  of  fact,  the  evi- 
dence usually  consists  of  the  models  and  the  testimony  of  sci- 
entific and  practical  experts.  It  often  happens  that  there  is  not 
that  practical  or  scientific  knowledge  of  mechanics  in  the  court 
or  jury,  which  will  enable  them  to  determine,  without  assist- 
ance, the  question  of  identity.  It  is,  therefore,  the  established 
practice,  in  cases  of  this  kind,  to  call  experts,  who  shall  give 
their  opinion  of  the  identity  of  the  structures,  and  this  opinion, 
when  free  from  bias  or  improper  motive,  is  entitled  to  consider* 
ation. 

On  the  question  of  identity,  the  law  regards  substance  and 
not  form,  and  the  real  question  is,  whether  the  machine  used 
by  the  defendant  is  in  principle  the  same  as  that  patented  to  the 
plaintiff.  It  would  be  a  reproach  to  the  law  if  a  more  colorable 
change  could  deprive  an  inventor  of  the  merit  of  his  invention. 
By  the  term  "principle  of  a  machine,"  we  understand  its  mode 
or  manner  of  operation,  and  hence  there  may  be  two  structures 
widely  different  in  appearance  or  dimensions,  and  yet  identically 
the  same  in  principle. 

This  is  the  question  presented  to  the  jury  in  this  case. 
There  would  seem  to  be  some  diversity  of  opinion  among  the 
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witnesses  examined.  Three,  called  by  the  plaintiff,  say  that  the 
principles  of  the  two  machines  are  identical,  and  eight  or  ten 
examined  by  the  defendant,  regard  them  as  entirely  different. 

I  do  not  now  propose  a  critical  analysis  of  the  specification 
or  claims  of  the  patent.  They  are  full  and  minute,  and  seem 
to  have  been  carefully  drawn.  After  describing  his  machine 
with  great  particularity,  the  patentee  sums  up  by  claiming  such 
parts  as  he  desires  to  be  covered  by  his  patent. 

It  is  insisted,  by  the  counsel  for  the  plaintiff,  that  the  claims 
are  for  three  distinct  and  independent  combinations,  and  while 
it  is  undoubtedly  probable  that  this  would  be  a  fair  construction, 
yet  it  is  clear  that  the  claim  for  what  is  called  the  "  feed 
apparatus,"  is  so  blended  in  the  first  and  second  claims  that  it 
is  a  part  of  both.  In  this  apparatus  is  clearly  included  an  ^^open 
vessel,"  so  as  to  enable  the  engineer  to  see  the  water  going  in, 
though  the  inventor  adds  that  its  place  may  be  supplied  by  any- 
thing that  will  give  motion  to  some  mechanical  contrivance. 
In  other  parts  of  the  specification  there  are  expressions  show- 
ing clearly  that  the  inventor  attached  great  importance  to  an 
open  water-box,  and  in  his  suggestion  respecting  a  substitute, 
nothing  specific  or  which  supersedes  the  use  of  this  vessel  is 
mentioned.  All  of  the  experts  say  that  this  open  vessel  is 
necessary  to  the  successful  operation  of  the  plaintiff's  com- 
bination. 

It  is  in  proof  that  the  defendant  has  not  used  this  water-box, 
but  it  is  claimed  that  he  uses  a  check-valve,  which  is  a  mechani- 
cal equivalent  for  it.  This,  then,  is  the  point:  whether  the 
omission  of  this  thing  by  the  defendant  does  or  does  not  screen 
him  from  the  charge  of  infringement  ?  The  jury  have,  doubt- 
less, distinctly  in  their  minds  all  the  evidence,  and  will  judge 
for  themselves.  I  could  have  gone  further  into  the  considera- 
tion of  the  specification  of  the  plaintiff,  but  after  the  full  and 
able  arguments  of  counsel  on  both  sides,  it  seems  unnecessary 
to  do  so.  The  jury  can  not  mistake  the  question :  What  is  to 
be  the  effect  on  the  merits  of  this  controversy,  of  the  omission 
of  the  element  of  the  open  water-box  ?  Is  it  an  essential  ele- 
ment ?  The  defendant  can  not  evade  this  patent  by  not  using  a 
part  proved  not  to  be  material  to  the  successful  working  of  the 
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plaintiff's  combination ;  and  if  the  jurj  are  satisfied  that  the 
water-vessel  is  not  an  essential  or  material  element  of  the  inven- 
tion, and  that  the  invention  can  be  carried  into  effect  without  it 
as  well  as  with  it,  then  they  will  find  a  verdict  for  the  plaintiff. 
If,  on  the  other  hand,  they  find  that  it  is  an  essential  part  of  the 
patented  machine,  and  that  no  mechanical  equivalent  is  used  as 
a  substitute  for  it,  then  they  will  find  for  the  defendant. 

If  you  find  that  the  defendant  has  infringed,  it  is  for  you  to 
say  to  what  damages  the  plaintiff  is  entitled.  It  is  a  rule,  well 
settled,  that  the  damages,  in  such  a  case  as  the  present,  will  be 
the  amount  of  profits  that  the  defendant  has  made.  The  case 
is  committed  to  the  jury. 

The  jury  found  a  verdict  for  the  plaintiff,  assessing  the 
damages  at  $5. 


Charles    Goodyear   and   the    New    England    Car 

Spring  Company 


vs. 


Hiram  P.  Dunbar  and  Henry  W.  Joslin. 

In  Equity, 

The  remedy  by  injunction,  though  necessary  in  certain  cases  to  do  complete  justice,  is, 
nerertheless,  one  which  should  always  be  cautiously  granted,  and  more  especially 
where  it  is  demanded  before  a  decree  of  the  Court  on  final  hearing  of  the  merits. 

If  the  defendant  shows  a  belief  that  he  has  a  just  defense,  and  is  not  a  willful  pirate  of 
the  plaintiff's  invention,  it  should  be  a  case  of  an  evident  misuke  of  law  or  fact, 
or  both,  in  the  defense  which  he  sets  up,  which  will  justify  the  Court  in  using 
thdr feuinum  remedhtm. 

Where  the  defendant  is  acting  under  letters  patent,  which  cover  his  process  or  machine, 
he  has  a  prima  facie  right  to  continue  his  manufacture,  and  should  not  be  dis- 
turbed by  a  preliminary  injunction. 

(Before  Gri»,  J.,  District  of  New  Jersey  March,  1859.) 

This  was  a  motion  for  a  provisional  injunction,  to  restrain 
the  infringement  of  letters  patent  for  "improvements  in  the 
manufacture  of  India  rubber/'  granted   to  Charles  Goodyear, 
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June  15,  1844,  and  reissued  December  25,  1849.  ^^^  process 
consisted  in  mixing  rubber  and  sulphur  in  certain  proportions, 
and  subjecting  the  compound  to  a  high  degree  of  heat.  The 
claims  of  the  reissued  patent  were  as  follows : 

"  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the  curing 
of  caoutchouc,  or  India  rubber,  by  subjecting  it  to  the  action  of  a  high  degree  of  arti- 
ficial heat,  substantially  as  herein  described,  and  for  the  purpose  specified. 

'*  And  I  also  claim  the  preparing  and  curing  of  the  compound  of  India  rubber,  sul- 
phur and  a  carbonate  or  other  salt  or  oxide  of  lead,  by  subjecting  the  same  to  the  action 
of  artificial  heat,  substantially  as  herein  described.** 

The  defendants  claimed  under  letters  patent  granted  to  Hen- 
ry W.  Joslin,  January  11,  1859,  for  an  "improvement  in  the 
treatment  of  India  rubber,"  which  consisted  in  combining  sul- 
phuret  of  zinc  with  India  rubber  or  caoutchouc,  and  submitting 
the  compound  thus  formed  to  the  action  of  heat,  by  which,  in 
its  nature  and  qualities  it  becomes  so  altered  as  not  to  be  affect- 
ed by  heat,  unless  of  a  higher  temperature  than  that  used  in  its 
preparation.     The  claim  of  Joslin's. patent  was  as  follows: 

"The  use  and  employment  of  sulphuret  of  zinc,  either  artificial  or  native, 
substantially  prepared  by  the  aforesaid  process  described,  in  combination  with  India 
rubber,  for  the  purpose  of  curing  or  vulcanizing  it  in  form  and  manner  as  set  forth, 
without  the  use  of  firee  sulphur  in  any  way,  in  combination  with  the  rubber.** 

E,  N.  Dickerson  and  Jama  T,  Brady  for  complainants. 

Joseph  P.  Bradley  for  defendants. 

Grier,  J. 

The  defendant,  in  vinue  of  his  patent,  has  a  prima  facte  legal 
right  to  manufacture  his  compound  by  his  process.  Whether 
this  process  is  a  mere  colorable  change  from  the  older  patent, 
or  whether  his  manufacture  is  the  same  combination  or  com- 
pound with  that  described  in  the  plaintiff's  patent,  is  the  great 
question  in  dispute  between  the  parties.  So  far  as  the  judg- 
ment of  the  patent  office  affects  the  case,  this  question  may  be 
considered  as  having  been  decided  in  favor  of  the  defendant. 
The  issue  between  the  parties  is  an  important  one,  and  not  a 
question  of  such  easy  solution  as  some  may  think  at  first  view. 
But  I  do  not  feel  called  upon  to  decide  it  upon  the  present 
motion.  It  is  enough  for  the  present  that  the  defendant  is  act- 
,ing  under  apparent  legal  authority,  ^^  prima  facie**  good;  having 
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the  decision  (ex  partem  it  is  true,  and  therefore  not  conclusive), 
of  what  has  been  called  a  ^^  quasi  judicial  tribunal." 

It  is  possible  that  on  a  final  hearing  I  may  differ  in  opinion 
with  them,  and  quite  as  possible  that  a  higher  tribunal  might 
differ  with  me.  The  question  is,  therefore,  at  this  time,  ought 
I,  under  such  circumstances,  to  issue  a  preliminary  injunction, 
and  give  the  plaintiff  a  remedy  before  he  has  established  his 
right  on  a  final  hearing  ?  By  doing  so,  I  may  do  an  irreparable 
wrong  to  the  defendant,  in  breaking  up  his  trade  or  business. 
If  the  plaintiff  should  be  injured  by  the  continuance  of  defend- 
ant's manufacture,  he  will  recover  ample  damages  by  the  final 
decree  of  the  Court ;  as  there  is  no  allegation  that  the  defend- 
ant is  insolvent,  or  likely  to  become  so. 

The  motion  for  a  preliminary  injunction  is  therefore  over- 
ruled. But  the  defendant  is  ordered  to  keep  an  account  of  all 
that  is  manufactured  and  sold  by  him. 

I  may  here  say,  for  the  information  of  the  bar,  that  wherever 
a  defendant  presents  a  case  showing  a  bona  fide  issue  in  fact,  or 
of  law,  or,  as  in  this  case,  a  prima  facie  right  to  continue  his 
manufacture,  founded  on  a  decree  of  the  Patent  Office,  and  a 
consequent  public  grant,  I  will  not  grant  a  preliminary  injunc- 
tion, and  thus  issue  execution  before  judgment.  I  will  not 
decide  the  whole  merits  of  a  bona  fide  issue  in  fact,  on  ex  parte 
affidavits,  nor  anticipate  the  final  judgment  of  the  Court,  on 
the  legal  questions,  as  if  they  had  been  brought  out  on  a  de- 
murrer. 

The  remedy  by  injunction,  though  necessary  in  certain  cases, 
to  do  complete  justice,  is,  nevertheless,  one  which  should 
always  be  cautiously  granted,  and  more  especially  where  it  is 
demanded  before  a  decree  of  the  Court,  on  final  hearing  of  the 
merits.  If  the  defendant  shows  a  belief  that  he  has  a  just  de- 
fense, and  is  not  a  willful  pirate  of  the  plaintifPs  invention,  it 
should  be  a  case  of  evident  mistake  of  law  or  fact,  or  both,  in 
the  defense  which  he  sets  up,  which  will  justify  the  Court  in 
using  their  Jestinum  remedium. 
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John  Stainthorp  and  Stephen  Seguine 

vs. 
Willis  Humiston.     In  Equity, 

The  grant  of  a  subsequent  patent  covering  a  given  device,  is  evidence,  that,  in  the 
opinion  of  the  Commissioner  of  Patents,  the  device  is  substantially  difl^rent  firom 
that  described  in  a  prior  patent. 

The  novelty  of  Stainthorp*s  invention  for  making  candles  examined  and  sustained. 
(Before  Hall,  J.,  Southern  District  of  New  York,  March,  1859.) 

Tnrs  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent,  ^^  for  improvement  in  machines  for 
making  candles/'  granted  to  John  Stainthorp,  March  6,  1855. 
The  claims  of  the  patent  may  be  found  in  the  report  of  the 
case  of  Stainthorp  v.  Elkinton^  p.  349,  and  are  also  quoted  in  the 
opinion. 

George  Gifford  for  complainants. 

Charles  M.  Keller  for  defendant. 

Hall,  J. 

The  bill  in  this  case  was  filed  for  an  injunction  and  account, 
and  is  founded  upon  a  patent  for  ^^  a  new  and  useful  improve- 
ment in  machines  for  making  candles,"  granted  to  the  com- 
plainant, Stainthorp,  on  March  6,1855.  ^  ^^ caveat"  in  re- 
spect to  this  invention  was  filed  by  Stainthorp,  November  18, 
1853,  ^"^  ^^^  application  on  which  the  patent  was  issued  has  the 
date  of  November  15,  1854. 

The  patent  embraces  two  distinct  claims :  First,  the  employ- 
ment of  pistons  formed  at  their  upper  end  into  molds  for  the 
tips  of  candles,  in  combination  with  stationary  candle  molds,  to 
throw  out  the  candles  in  a  vertical  direction^  substantially  as  set  forth 
in  the  specification ;  and.  Second,  the  combination  of  the  rack. 


476  SOUTHERN  DISTRICT  OP  NEW  YORK. 

Stainthorp  v.  Humiston. 

tip  bar,  and  clasps,  constructed  and  arranged  substantially  as  de- 
scribed, and  for  the  purposes  specified  in  the  specification. 

The  defendant  is  a  manufacturer  of  candle-molding  machines, 
and  claims  to  be  the  inventor  of  machines  which  he  manufac- 
tures. He  produces  three  patents  issued  to  himself— one  of 
December  23,  1851,  for  the  employment  of  gripes  for  griping 
wicks,  and  drawing  and  suspending  the  candles  on  the  frame 
above  the  molds,  until  the  next  series  of  candles  are  made. 
One  of  April  4,  1854,  for  an  apparatus  for  stretching  the  wicks 
for  candles,  and  for  a  centering  bar  or  plate,  with  a  stop  or 
guide  for  centering  the  wick,  in  combination  with  the  wick 
stretcher ;  and  one  of  July  24,  1855,  ^^r  making  the  top  of  the 
piston  or  tip  mold  in  which  the  candle  rests  movable  on  the 
piston,  so  that  it  may  remain  in  contact  with  the  candle,  while 
the  piston  is  slightly  depressed  or  lowered  to  bring  it  up  with  a 
sudden  blow,  to  start  the  candles  from  the  molds ;  also,  in  con- 
tradistinction from  clamping  the  wicks  or  from  a  tip  bar  or 
supporter,  the  clamping  of  the  candles  themselves  in  the  posi- 
tion in  which  they  are  forced  from  the  molds,  and  thus  holding 
them  until  ready  to  be  removed,  by  which  means  greater  facil- 
ities for  pouring  into  or  filling  the  molds  are  retained,  and  the 
dangers  of  breaking  the  candles  or  their  tips,  are  avoided. 

There  is  no  evidence  of  the  infringement  of  the  second  claim 
of  the  patent  under  which  the  complainants  claim.  This  claim 
is  for  the  combination  of  the  rack,  tip  bar^  and  clasps  found  in 
the  Stainthorp  machine  ;  and  as  neither  the  tip  bar^  nor  any  me- 
chanical equivalent,  is  found  in  the  defendant's  machine,  there 
is  clearly  no  infringement  of  that  claim.  In  the  defendant's 
machine,  the  bodies  of  the  candles  are  clasped  and  compressed, 
and  are  thus  held  in  the  desired  position,  while  the  tips  remain 
untouched  and  unaffected  ;  and  in  the  complainants',  the  bodies 
of  the  candles  are  not  at  all  compressed,  and  the  sole  pressure 
is  that  of  the  weight  of  the  candles  upon  the  tip  bar,  and  which 
affects  the  tips  only.  The  two  devices  and  their  modes  of  op- 
eration are,  therefore,  sufficiently  distinct  to  allow  each  to  be 
secured  by  a  separate  patent ;  and  this  must  have  been  the 
opinion  of  the  Commissioner  of  Patents,  who  granted  the  patent 
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covering  the  defendant's  device,  after  the  issue  of  that  under 
which  the  complainants  claim. 

It  is  conceded  that  there  is  an  infringement  of  the  first  claim 
of  the  complainants'  patent,  if  the  patent  itself  can  be  sustain* 
ed ;  and  the  defense  in  respect  to  this  claim  is  want  of  novelty. 
It  is  insisted  that  the  combination  covered  by  the  first  claim,  is 
to  be  found  in  the  Morgan  machine  and  in  those  of  Hewitt  & 
Whitfield.  This  defense  was  made  in  the  case  of  Stainthorp 
V.  Elkinton^  (p.  349),  in  the  Eastern  District  of  Pennsylvania, 
and  was,  after  argument,  overruled  by  Judges  Grier  and  Cad- 
WALADER.  The  testimony  in  that  case  is  the  same  that  it  is  in 
this.  The  complainants  have,  therefore,  the  authority  of  that 
decision  directly  in  point,  in  answer  to  such  defense ;  and  after 
as  careful  an  examination  of  the  case  as  my  engagements  have 
allowed  me  to  give,  I  can  find  no  sufficient  reason  for  sustain- 
ing the  defense  in  opposition  to  that  decision. 

In  neither  of  the  machines  referred  to  was  there  the  same 
combination,  organization,  mode  of  operation,  as  that  in  the 
machine  patented  by  the  complainants.  Whitfield  &  Hewitt's 
machines  had  not  the  same  device,  nor  did  either  of  them  oper- 
ate in  the  same  way.  The  pistons,  or  mandrels,  in  those 
machines  were  so  worked  as  to  supply  the  place  of  the  ^^  pop- 
ping "  operation  upon  the  hand  mold,  but  they  did  not  throw 
out  the  candles  in  substantially  the  manner  in  which  that  oper- 
ation is  performed  by  the  Stainthorp  machine. 

The  Morgan  machine  did  not  throw  out  the  candles  in  a 
vertical  position,  and  although  the  rammers  there  used  in  con- 
nection with  the  short  pistons,  to  which,  during  the  operation 
of  the  machine,  they  were  temporarily  attached,  operated  to 
throw  out  the  candles  horizontally,  by  an  operation  quite  like 
that  which  throvys  them  out  vertically  in  the  Stainthorp  ma« 
chine,  they  were  not  attached  to  stationary  candle  molds  \  nor, 
taking  the  \yhole  operation  together,  was  it  substantially  like 
the  operation  of  the  Stainthorp  niachine.  It  must  be  conceded 
that  with  all  these  prior  niachines  before  him,  an  intelligent, 
thoughtful  person,  practically  acquainted  with  the  whole  art  and 
process  of  candle  making,  and  constantly  superintending  and 
aiding  ir^  the  operatipn  of  several  of  the  prior  machines,  might. 
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without  the  exercise  of  any  extraordinary  power  of  invention, 
devise  and  perfect  the  organization  covered  by  the  first  claim  of 
the  Stainthorp  patent,  and  that,  looking  now  at  the  several  prior 
machines  in  connection  with  that  of  Stainthorp,  it  appears 
somewhat  strange  that  the  invention  perfected  by  him  was  not 
sooner  produced.  But  this  is  true  in  respect  to  many  important 
inventions,  and,  upon  the  whole  case,  I  am  of  the  opinon  that 
invention  was  required  to  produce  the  organization  and  device 
covered  by  the  first  claim  of  Stainthorp ;  that  the  defense  of 
want  of  novelty  has  not  been  made  out ;  that  the  defendant  has 
infringed,  and  that  the  complainants  are  entitled  to  a  decree. 
The  machine  of  the  defendant  contains  substantially  the  same 
combination  as  that  covered  by  Stainthorp's  first  claim  ;  the 
introduction  of  the  loose  tips  and  slot  being  an  improvement 
upon  the  device  patented  by  Stainthorp.  This  last  improve- 
ment was,  I  think,  properly  patented  by  the  defendant.  It  is 
doubtless  true,  that  the  same  result  is  produced  in  the  com- 
plainants' machine,  by  the  use  of  the  flange  at  the  bottom  of 
the  piston  rod,  or  rammer,  in  connection  with  the  arrangement 
which  allows  the  requisite  end-play  to  the  piston  rod,  or  ram- 
mer, and  this  produces  the  sharp  hammer  stroke,  which,  in  its 
operation  or  effect,  is  equivalent  to  the  operation  of  *•*•  popping  " 
in  the  old  hand  machines.  This  arrangement  and  device  now 
adopted  in  the  complainants'  machine,  and  devised  and  adopted 
before  his  application  for  a  patent,  is  neither  described  in  Stain- 
thorp's specification,  nor  shown  upon  his  drawing,  and  if  it 
appeared  in  the  working  machine  in  use  prior  to  Humiston^s 
patent,  this  was  not  probably  brought  to  the  knowledge  of  the 
Commissioner,  and  would  not,  therefore,  affect  his  decision 
upon  the  defendant's  application  for  a  patent.  But  whether 
that  patent  was  or  was  not  properly  granted,  is  not  now  in  issue, 
and  need  not  be  discussed. 

Decree  for  complainants,  according  to  this  opinion. 
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Anson  G.  Phelps,   William  E.  Dodge, 
James  Stokes,  et  al. 

vs. 

Brown  and  Brothers* 

A.  filed  a  caveat  in  the  Patent  Office,  April  17,  1854.  B.  made  application  for  a  patent 
for  the  same  invention,  November,  1854.  No  notice  was  given  to  A.  of  this  ap- 
plication, but  a  patent  was  granted  to  B.  January  9,  1855.  A  patent  was  subse- 
quently granted  to  A.  In  a  suit  by  the  assignees  of  B.  against  the  assignees  of  A. 
Held:  That  the  omission  to  give  notice  to  A.  might  be  set  up  as  one  of  the 
defenses  under  section  15  of  the  Act  of  July  4,  1836,  at  proof  that  B.  <*had 
surreptitiously  or  unjustly  obtained  the  patent  for  that  which  was,  in  fact,  discov- 
ered by  another,  etc.** 

A  patentee  should  not  be  prejudiced  by  the  error  or  oversight  of  the  Patent  Office. 
(Before  Nelson  and  Ingersoll,  JJ.,  District  of  Connecticut,  May,   1859.) 

This  was  a  motion  for  a  new  trial.  The  plaintiflF  had 
brought  suit  against  the  defendants,  a  corporation  under  the 
laws  of  Connecticut,  to  recover  damages  for  the  alleged  infringe- 
ment of  letters  patent  for  an  *' improvement  in  machines  for 
manufacturing  brass  kettles,"  granted  to  plaintiffs  as  assignees 
of  Lyman  C.  Camp,  January,  1855. 

The  defendants  claimed  under  letters  patent  for  substantially 
the  same  machine  granted  to  Orlando  W.  Minard,  April,  1856. 
Camp  filed  a  caveat  and  drawing,  describing  his  machine, 
January  16,  1854,  and  Minard  filed  a  caveat  and  drawing  con- 
taining a  description  of  his  machine,  April,  17,  1854.  The 
application  of  Camp  was  filed  November,  1854,  but  no 
notice  was  given  to  Minard  of  its  pendency,  and  the  patent 
issued  without  interference  or  opposition.  There  was  proof 
tending  to  show  that  Camp  had  made  his  invention  as  early  as 
1848,  and  completed  a  practical  machine  in  January,  1854,  and 
that  Minard  had  made  his  discovery  as  early  as  1847,  ^"^  com- 
pleted a  practical  working  machine  in  Qctober,  1854. 

Thereupon  the  plaintiffs'  counsel  prayed  the  Court  tq 
instruct  the  jury,  that,  ^^  if  they  should  find   that  Lyman   C. 
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Camp  was  an  original  and  bona  fide  discoverer  of  the  combina- 
tion claimed  in  the  letters  patent  granted  to  the  plaintiffs  as  his 
assignees,  and  was  the  first  who  succeeded  in  reducing  his  idea 
to  practice  by  embodying  and  carrying  it  into  practical  opera- 
tion, in  the  form  adapted  to  practical  use,  said  letters  patent  were 
valid,  unless  they  were  fraudulently  obtained  for  that  which 
was,  in  fact,  invented  or  discovered  by  another  who  was  using 
reasonable  diligence  in  adapting  and  perfecting  the  same ;  and, 
that,  if  the  jury  should  find  that  said  Camp  and  Minard  were 
both  bona  fide  original  and  independent  inventors,  and  that  said 
Camp  had  first  succeeded  in  perfecting  his  invention  and  adapt- 
ing it  to  practical  use,  the  plaintiffs  were  rightfully  entitled  to 
their  patent  therefor,  even  though  they  should  find  that  said 
Minard  had  first  conceived  the  idea  of  said  combinations,  and 
was,  at  the  time  of  the  plaintiffs'  application  and  of  the  granting 
of  their  patent,  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same." 

But  the  Court  (Ingersoll,  J.)  refused  so  to  charge  the  jury ; 
and,  on  the  contrary,  instructed  them  that,  ^^  although  it  was  true, 
as  was  claimed  by  the  plaintiffs,  that  it  was  not  enough  to  defeat 
a  patent  already  issued,  that  another  had  before  conceived  the 
possibility  of  effecting  what  the  patentee  accomplished,  but  that 
to  constitute  a  prior  invention,  the  party  alleged  to  have  pro- 
duced it,  must  have  reduced  his  idea  to  practice  and  embodied  it 
in  some  distinct  form  and  adapted  it  to  practical  use,  if,  never- 
theless, they  should  find  that  Minard  had  succeeded  in  estab- 
lishing another  claim  and  ground  of  defense  the  plaintiffs  must 
fail  of  a  recovery. 

"That  other  claim  was  this  : 

^^That  Minard  was  the  first  discoverer  and  inventor  of  the 
combination,  and  that,  although  he  might  not  at  the  time  of 
the  application  by  Camp  for  a  patent,  have  given  any  particular 
shape  to  his  discovery,  yet,  that  when  said  application  was  made 
Minard  was  the  first  discoverer  and  inventor,  and  that  while  he 
was  using  reasonable  diligence  in  adapting  and  perfecting  his 
invention  Camp  unjustly  obtained  a  patent  for  the  same. 

"The  patent  act  of  1836,  in  section  15  thereof,  provides 
among  other  things  that  a  patent  issued  shall  be  void  if  it  has 
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been  unjustly  obtained  for  that  which  was  invented  or  discov- 
ered by  another  who,  at  the  time  the  patent  was  obtained,  was 
using  reasonable  diligence  to  adapt  and  perfect  the  same. 

^^When  the  patent  to  the  plaintiffs  was  issued,  there  Was  a 
caveat  filed  by  Minard  in  the  Patent  Office.  It  was  the  duty 
of  the  Commissioner,  before  he  issued  a  patent  on  the  applica- 
tion of  Camp,  to  have  notified  Minard  so  that  he  could  present 
his  claim  to  a  prior  invention.  That  duty  was  not  performed 
by  the  Commissioner.  Contrary  to  his  duty  he  issued  the  pat- 
ent to  the  plaintiffs  without  any  notice  to  Minard.  The  patent 
was,  therefore,  irregularly  issued.  If,  therefore,  Minard  was 
the  original  discoverer  of  the  invention  or  idea  embraced  in  the 
combination,  and  if,  when  the  patent  was  issued  to  the  plain- 
tiffs, the  caveat  of  Minard  was  on  file  in  the  Patent  Office;  if 
no  notice  was  given  to  Minard  by  the  Commissioner,  and  if, 
when  the  application  for  the  patent  was  made,  and  when  the 
same  issued  to  the  plaintiffs,  Minard  was  using  reasonable  dili- 
gence to  adapt  and  perfect  the  same,  and  did  perfect  the  com- 
bination patented,  then  the  patent  to  the  plaintiffs,  so  far  as  it 
respects  Minard  and  those  claiming  under  him,  was  unjustly 
obtained  and  can  not  be  made  use  of  to  prevent  Minard,  with 
those  claiming  under  him,  from  using  the  combination  described 
in  his  patent." 

The  jury  found  a  verdict  for  the  defendants,  and  the  plaintiffs 
moved  for  a  new  trial. 

R,  J.  IngersoU  and  C  M.  Keller  for  plaintiffs. 

N.  J.  Buely  ff^.  D.  fVooster^  and  R.  S.  Baldwin  for  defend- 
ants. 

Nelson,  J. 

A  patent  was  granted  to  the  plaintiffs,  as  assignees  of  Lyman 
C.  Camp,  on  January  9,  1855,  ^^^  ^  machine  for  the  manufac- 
turing of  brass  kettles.  On  January  16,  1854,  Camp  had 
caused  to  be  deposited  in  the  Patent  Office  a  caveat,  describing 
his  said  invention,  with  drawings  of  his  machine.  A  patent 
was  also  granted  to  O.  W.  Minard  for  the  same  invention,  on 
April  18,  1856.     A  caveat,  with  drawing  annexed,  accurately 
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describing  his  machine,  had  been  filed  in  the  Patent  Office, 
April  17,  1854.     The  defendants  claim  under  this  patent. 

The  application  of  Camp  for  a  patent  was  made  in  Novem- 
ber, 1854,  within  a  year  from  the  time  of  filing  the  caveat  by 
Minard,  but  no  notice  was  given  to  the  latter,  of  the  interfer- 
ence of  Camp's  application,  by  the  Commissioner  of  Patents. 

Section  12  of  the  Patent  act  of  1836,  provides  for  the 
filing  of  a  caveat  in  the  confidential  archives  of  the  Patent 
Office ;  and  that,  if  application  shall  be  made  by  any  other  per- 
son within  a  year  from  the  filing  of  the  caveat,  for  a  patent  for 
an  invention  that  shall  interfere  with  the  one  described  in  the 
caveat,  it  is  made  the  duty  of  the  Commissioner  to  give  notice 
of  the  application,  to  the  person  filing  the  caveat,  who  shall 
within  three  months,  file  his  description,  specification,  drawings, 
and  model ;  and  if,  in  the  opinion  of  the  Commissioners,  the 
specifications  and  claims  interfere  with  each  other,  like  proceed- 
ings shall  be  had  as  in  the  case  of  interfering  applications. 

Section  15  provides,  as  a  defense  to  an  action  for  an 
infringement  of  a  patent,  among  other  things,  that  the  plain- 
tiff^^ had  surreptitiously  or  unjustly  obtained  the  patent  for  that 
which  was,  in  fact  invented  or  discovered  by  another,  who  was 
using  reasonable  diligence  in  adapting  and  perfecting  the  same." 

We  are  of  opinion  the  case  falls  within  the  scope  and  mean- 
ing of  the  defense  prescribed  in  section  15.  The  purpose  of 
the  caveat  is  to  save  the  discoverer  from  the  effect  of  the  rule 
of  law  which  gives  to  the  inventor  that  first  adapts  his  invention 
to  practical  use,  the  right  to  the  grant  of  the  patent ;  and  in 
case  the  Commissioner  complies  with  the  terms  of  section  12, 
it  does  secure  him  against  the  effect  of  the  rule.  It  is  not  sur- 
prising, in  the  multiplicity  of  applications  before  the  Commis- 
sioner, that  he  should  accidentally  overlook  a  caveat  filed  some 
time  before  the  application,  by  another  party,  and  doubtless  this 
officer  issued  the  second  patent  in  this  case  with  the  view  that 
the  patentee  might  have  an  opportunity  of  correcting  the  error. 
He  should  not  be  prejudiced  by  the  accidental  qmission  to  give 
him  the  notice. 
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Elisha  Vance 

vs. 

John   Campbell,  William    Ellison,  and  David  T. 

WOODROW. 

Every  patent  is  granted  on  the  hypothesis  that  there  is  some  otility.  It  is,  howerer, 
competent  for  a  defendant  to  rebut  this  presumption  by  evidence,  and  if  he  make 
it  appear  that  the  invention  is  utterly  worthless  it  is  a  good  defense. 

It  is  very  well  settled  that  the  Court  will  not  be  very  rigid  as  to  the  degree  of  utility, 
nor  inquire  into  the  quantum  of  value.  If  the  invention  be  useful  in  any  degree, 
and  not  absolutely  worthless,  the  patent  will  be  sustained. 

If  the  defendant  has  used  the  patented  improvement,  or  something  substantially  like 
it,  he  is  estopped  from  denying  its  utility,  for  his  use  of  the  thing  patented  would 
imply  that  he  thought  it  useful. 

Whether  a  given  element  is  or  is  not  claimed  as  a  material  part  of  the  patentee*s  in- 
vention, is  a  question  for  the  Court. 

The  words  <<  as  herein  described,**  and  <<  as  herein  set  forth,**  refer  to  the  specification, 
and  may,  in  their  proper  construction,  embrace  elements  of  a  combination  not 
specifically  named  in  the  claim. 

(Before  Lzavitt,  J.,  Southern  District  of  Ohio,  May,  1859.) 

This  was  an  action  on  the  case,  tried  before  Judge  Leavitt 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent  for  ^^an  improvement  in  cooking  stoves,"  granted  to 
plaintiff,  February  6,  I849. 

The  specification  was  as  follows : 

^'To  all  whom  these  presents  shall  come,  be  it  known,  that  I,  Elisha  Vance,  of 
Wilmington,  in  the  county  of  Clinton,  and  Stare  of  Ohio,  have  invented  certain  new 
and  useful  improvements  in  cooking  stoves,  of  which  the  following  is  a  full,  clear  and 
exact  description ;  reference  being  had  to  the  annexed  drawings  of  the  same,  making 
part  of  this  specification,  in  which  figure  i  is  a  perspective  view  of  a  premium  cooking 
stove,  having  my  improvements  applied  thereto,  the  bottom,  one  end,  and  part  of  the 
front  being  shown ;  figure  2  is  a  vertical  section  taken  through  the  line  X  X  of  figure 
I ;  and  figure  3  is  an  elevation  of  the  back  end  of  the  stove,  the  back  plate  being 
removed  to  expose  the  diving-pipe,  and  show  the  arrangement  of  the  Hues. 

"  The  same  letters  indicate  the  same  parts  in  all  the  figures. 

''  In  the  accompanying  drawings  of  a  '  premium  cook-stove,*  A  is  the  fire-box ; 
B  the  oven;  C  the  ash-box;  which,  together  with  the  external  plates  of  the 
stove,  may  be  formed  and  arranged  in  the  usual  or  in  any  convenient  and  improved 
manner. 

'*  In  all  stoves  heretofore  constructed  upon  this  plan,  it  has  been  found  very  difiicult 
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to  make  the  bottom  and  back  plates  of  the  oven  sufficiently  hot,  and  equally  difficult 
to  prevent  the  front  and  top  from  becoming  too  much  heated ;  but  while  the  premium 
stove  is  admitted  to  be  liable  to  this  very  serious  objection,  it  is  at  the  same  time 
acknowledged  to  be,  in  other  respects,  the  very  best  stove  in  use. 

'*  For  this  difficulty,  in  baking  in  these  stoves,  I  have  devised  an  effectual  remedy, 
which  consists  in  a  particular  arrangement  of  the  flues  for  the  purpose  of  equalizing  the 
draught  above  and  below  the  oven,  and  in  placing  a  cold  air-chamber,  D,  between  the 
oven  B  and  the  flue  £,  which  prevents  the  front  of  the  oven  from  becoming  unduly 
heated.  To  insure  a  free  circulation  of  air  in  the  chamber  D,  I  insert  a  pipe  d  into  its 
bottom,  which  admits  a  continual  current  of  cold  air,  and  make  apertures  *d*  in  the 
upper  part  of  its  ends,  which  admit  of  a  constant  escape  of  rarified  air.  To  heat  the 
oven  equally  on  all  its  sides,  it  must  be  uniformly  enveloped  with  the  heated  products  of 
combustion ;  to  this  end  the  flue  is  divided  at  the  front  of  the  oven  into  two  branches 
one  passing  above,  the  other  below  the  oven,  and  which  reunite  near  the  middle  of  the 
back  flue,  where  they  enter  the  pipe  /,  which  is  made  to  descend  to  that  point ;  but 
the  placing  of  the  pipe  /,  with  its  lower  end  in  this  position,  although  necessary  to  di- 
vide the  heat  equally  between  the  top  and  bottom  of  the  oven,  is  not  alone  sufficient, 
because  of  the  tendency  of  the  current  to  take  the  shortest  and  most  direct  path  to  the 
place  of  exit;  and  without  the  plate  A,  at  the  front  of  the  cold  air-chamber,  with  a 
low  fire,  most  of  the  heat  would  pass  beneath  the  oven ;  and  with  the  fire-box  full  of 
fuel,  most  of  the  heat  would  pass  over  the  oven,  which,  unller  these  differing  circum- 
stances, would  prevent  opposite  extremes  of  irregularity  in  the  diffusion  of  heat.  To 
pr  event  such  irregularities,  therefore,  I  place  the  plate  A,  as  seen  in  figure  2,  to  that  it 
w  11  form  a  flue  in  front  of  the  cold  air-chamber  (whose  mouth  is  at  the  same  distance 
from  the  flue  above  the  oven,  that  the  lower  end  of  the  pipe  /  is  above  the  flue  below 
the  oven),  and  these  flues  being  at  all  times  unobstructed,  their  action  is  uniform,  and 
the  heat  is  equally  distributed  under  all  circumstances  on  the  several  sides  of  the  oven. 
The  arrows  indicate  the  course  of  the  upper  branch  of  the  current  of  beat,  and  the 
arrow  u  that  of  the  lower  branch. 

**  By  this  arrangement  of  the  flues,  and  the  exit-pipe  /,  the  heat  is  not  only  at  all 
timet  uniformly  distributed  over  the  oven,  but  it  is  also  directed  so  as  to  bring  it  at  the 
best  advantage  into  contact  with  such  culinary  vessels  as  may  be  placed  on  the  stove, 
and  containing  water  or  other  substances  which  it  is  required  to  boil,  so  that  the  dam- 
pers are  in  no  case  required,  as  the  stove  is  at  all  times  adjusted  and  in  perfect  order  to 
perform  any  culinary  operation  for  which  it  is  adapted,  an  advantage  which  all  can 
appreciate  who  are  acquainted  with  the  difficulty  of  instructing  those  persons  who  are 
in  general  more  immediately  intrusted  with  the  management  of  cooking  stoves,  in  the 
proper  use  and  adjustment  of  dampers. 

'*  Having  thus  described  the  construction  and  arrangement  of  my  improved  premium 
ttove,  what  I  claim  therein  as  new,  and  desire  to  secure  by  letters  patent,  is  the  com- 
bination of  the  diving-pipe  /,  with  the  flues  F,  arranged  as  herein  described,  for  the 
purpose  of  evenly  distributing  and  equalizing  the  heat  on  the  four  sides  of  the  oven, 
without  using  or  requiring  dampers,  as  herein  set  forth. 

"  In  testimony,  whereof,  I  have  hereunto  set  my  hand  in  presence  of  two  subscribing 
witnesses.  "  ELISHA  VANCE." 

So  much  only  of  the  charge  as  relates  to  the  construction  of 
the  patent^  and  the  question  of  utility,  is  here  reported. 

G.  M.  Lee  aqd  S,  S.  fisher  for  plaintiff. 

T,  D,  Lincoln  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows; 

The  novelty  or  originality  of  this  invention  is  not  contro- 
verted, but  it  is  insisted  by  the  defendants  ^hat  there  i$  si|ch  an 
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entire  absence  of  utility  in  the  improvement  as  to  aiFect  the 
validity  of  the  patent  itself.  The  statute  undoubtedly  makes 
utility  essential  to  the  validity  of  a  patent,  and  whether  it  exists 
in  a  particular  case,  is  to  be  decided  by  the  jury  upon  the  evi- 
dence, subject  to  the  decision  of  the  Court  upon  the  law.  It 
is  very  ^miliar  law  that  the  patent  itself  affords  prima  facie 
evidence  of  utility.  The  patentee  is  obliged  to  accompany  his 
application  with  his  oath  to  the  usefulness  of  his  invention,  and 
every  patent  granted  is  based  upon  the  hypothesis  that  there  is 
some  utility.  Still  it  is  competent  for  the  defendant  to  rebut 
this  presumption  by  evidence,  and  if  he  make  it  appear  that  the 
invention  is  utterly  worthless,  it  is  a  good  defense.  In  regard  to 
this  matter,  however,  it  is  very  well  settled  that  the  Courts  will 
not  be  very  rigid  as  to  the  degree  of  utility.  It  will  not  inquire 
into  the  precise  quantum  of  value ;  but,  if  the  invention  be 
useful  in  any  degree,  and  not  absolutely  worthless,  the  patent 
will  be  sustained.  In  this  case,  there  has  been  a  great  deal  of 
conflicting  testimony.  The  plaintiff  proves,  by  several  men 
that  have  used  it,  that  the  stove  works  well ;  while  others  tes- 
tify that  it  is  a  good  stove  and  in  demand.  On  the  other 
hand,  some  who  have  used  it,  pronounce  it  of  no  value ;  while 
others  again,  who  have  been  examined  on  this  point,  express 
an  opinion,  derived  from  actual  knowledge  of  its  operation,  or 
from  theoretical  observation,  that,  in  their  judgment,  this  im- 
provement adds  nothing  to  the  value  of  the  old  ^^  Premium 
Stove."  It  is  left  with  the  jury  to  apply  this  testimony  in 
accordance  with  the  law ;  it  is  for  you  co  judge  of  the  credi- 
bility of  the  witnesses,  and  the  weight  of  their  testimony,  upon 
this  point ;  but  I  may  also  remark  that  if  you  find  that  the  de- 
fendants have  used  this  improvement,  or  something  substan- 
tially like  it,  they  are  estopped  from  denying  the  utility  of  the 
plaintiff's  invention;  for,  in  that  case,  the  use  of  the  thing 
patented  would  imply  that  the  party  thought  it  of  some  utility. 

^^*  ^X^  ^T^  ^^^  ^^^  ^^^  ^^^ 

Upon  the  question  of  infringement,  if  the  fro^it  plate  is 
claimed  in  the  specification  as  a  material  part  of  the  plaintiff's 
combination,  and  if  it  be  material  and  necessary  to  the  action 
of  the  plaintiff's  stove,  and  the  defendants  have  not  used  it,  or 
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something  which  is  an  equivalent  for  it,  there  is  no  infringe- 
ment. Whether  it  is  claimed  as  material  in  the  specification, 
is  a  question  for  the  Court.  The  patent  is  for  an  improvement 
on  a  stove,  before  known,  called  the  '*  Premium  Stove."  It 
would  seem  to  be  the  object  of  the  invention  to  produce  an 
equal  distribution  of  heat,  without  the  aid  of  a  damper,  and  in 
any  stage  of  the  fire.  After  describing  various  changes  and 
appliances  to  effect  these  objects,  and  among  them  the  ^^  diving 
pipe,'.'  the  patentee  proceeds  to  say:  "This  (the  diving-pipe) 
is  not  alone  sufficient,  because  of  the  tendency  of  the  current 
to  take  the  shortest  and  most  direct  path  to  the  place  of  exit ; 
and  without  the  plate  ^  a '  at  the  front  of  the  cold-air  chamber, 
with  a  low  fire,  most  of  the  heat  would  pass  beneath  the  oven ; 
while  with  a  fire-box  full  of  fuel,  most  of  the  heat  would  pass 
over  the  oven,"  etc.  "To  prevent  such  irregularities,  there- 
fore, I  place  the  plate  ^a'  so  that  it  will  form  a  flue  in  front  of 
the  cold  air-chamber,"  etc.  It  would  seem,  from  these  extracts, 
and  from  the  whole  specification,  that  the  plaintiff  has  fully 
described  the  front  plate,  and  that  he  regarded  it  as  an  important 
agent  for  the  production  of  the  effect  at  which  he  aimed.  It  is 
true  that  in  the  "  summing-up,"  the  front  plate  is  not  specific- 
ally designated.  He  there  claims,  as  his  invention,  "the  combi- 
nation of  the  diving-pipe  /',  with  the  flues  F,  arranged  as  herein 
described,  for  the  purpose  of  evenly  distributing  and  equalizing 
the  heat  on  the  four  sides  of  the  oven,  without  using  or  requir- 
ing dampers,  as  herein  set  forth."  But  in  giving  a  construction 
to  a  patent,  it  is  the  duty  of  the  Court  to  look  to  the  whole 
specification,  to  the  body  of  the  patent.  And,  in  the  "summing- 
up"  itself,  the  patentee  refers  to  the  arrangement  "as  herein 
described,"  and  "as  herein  set  forth,"  embracing  most  clearly, 
as  I  think,  by  these  phrases,  the  front  plate.  I  am  obliged  to 
say  therefore,  that,  in  my  opinion,  he  claims  it  as  a  material 
element  of  his  combination. 
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Horace  H.  Day,  Alexander  Hay,  and 

Charles  Goodyear, 


vs. 


John  Stellman,  Christopher  Henricks,  and 
Henry  G.  Farber.     In  Equity. 


Neither  the  testimony  of  witnesses  in  general,  nor  of  professon,  experts  or  mechanics, 
can  be  received,  to  prove,  to  the  Court,  what  is  the  proper  or  legal  construction  of 
any  instrument  of  writing. 

Nevertheless,  the  Court  will  bring  to  its  aid  the  testimony  of  witnesses  to  explain  terms 
of  art,  and  make  itself  acquainted  with  the  material  with  which  the  writings  deal, 
and  with  the  circumstances  under  which  they  were  made. 

The  term  "shirred*'  means  <* wrinkled  or  contracted.**  The  term  "corrugated" 
means  "  wrinkled.**  These  terms  were  known  to  the  trade  in  connection  with 
the  manufacture  of  India  rubber  goods,  prior  to  Goodyear*s  patent  of  March  9, 
1844. 

If  a  man  owns  two  rights  to  manufacture  goods  by  patents  of  different  dates,  and  sells 
to  A.  his  right  under  one  specifically,  and  to  B.  the  right  to  manufacture  goods 
generally,  as  a  matter  of  course,  the  fair  construction  of  the  latter  grant  will  be 
held  to  be  a  conveyance  of  the  right  to  manufacture  under  both  patents. 

A  deed  conveys  a  title,  although  it  may  have  covenants  in  it  which  have  not  been 
performed.  The  covenant  does  not  affect  the  grant :  the  grant  passes  the  title, 
and  operates  in  prasemti. 

In  the  deeds  from  Goodyear  to  Day,  the  terms  "  shirred  or  corrugated  goods  **  are  not 
limited  or  restricted  to  goods  manufactured  under  and  in  accordance  with  the 
"  shirred  goods  **  patent  issued  to  Charles  Goodyear,  March  9,  1 844,  but  they 
refer  to  and  include  elastic  or  woven  rubber  goods  not  manufactured  in  accordance 
with  said  patent. 

(Before  Giles,  J.,  District  of  Maryland,  July,  1859. 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  upon  letters  patent  for  ^^  improvements  in  the 
manufacture  of  India  rubber,"  granted  to  Charles  Goodyear, 
June  15,  1844,  reissued  December  25,  1849,  ^^^  extended  for 
seven  years  from  June  15,  1858,  in  so  far  as  said  letters  patent 
covered    the    manufacture    of  shirred,   corrugated,   or   elastic 
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rubber  goods.     The  facts  in  the  case  were  the  same  as  are  set 
forth  in  the  statement  of  the  case  of  Day  v.  Cary^  p.  424. 

r 

John  H,  B.  Latrobe  for  complainants. 
Charles  Marshall  for  defendants. 

Giles,  J. 

The  bill  was  filed  on  the  i6th  of  December  last.  It  sets 
forth  that  letters  patent  were  granted  to  Charles  Goodyear,  on 
June  15,  1844,  for  a  new  process  of  preparing  India  rubber  for 
manufactures ;  that  said  patent  was  subsequently  Surrendered  on 
account  of  defects  in  its  specification ;  and  on  December  25, 
1844,  two  new  patents  were  granted  to  Goodyear:  one  for  an 
improvement  in  felting  India  rubber  with  cotton  fiber  (with 
which  we  have  nothing  to  do  in  this  case),  and  the  other  for  an 
improvement  in  processes  for  the  manufacture  of  India  rubber ; 
that  these  two  patents  were  for  the  term  of  fourteen  years  from 
June  15,  1844;  that  the  Commissioner  of  Patents  on  June 
14,  1858,  after  full  argument,  granted  an  extension  of  said 
patents  for  the  term  of  seven  years  from  June  15,  1858;  that 
subsequently  to  the  original  grant,  Goodyear,  by  several  instru- 
ments made  in  1846,  sold  and  assigned  to  Day,  one  of  the  com- 
plainants, the  said  patents,  so  far  as  related  to  the  preparation 
and  manufacture  of  shirred  or  elastic  India  rubber  goods,  except 
in  so  far  as  the  right  to  manufacture  said  goods  had  been  parted 
with  by  Goodyear  by  three  several  licenses,  viz :  to  Hutchinson  & 
Runyon,  Ford  &  Co.,  and  Onderdonk  &  Letson,  which  said 
licenses  were  duly  assigned  to  the  said  Goodyear  subsequently, 
and  by  him  assigned  to  Day. 

It  then  sets  forth  that  in  October,  1852,  Day  assigned  all 
his  interest  under  this  contract  to  Winslow,  Syms  &  Gilbert ; 
that  these  parties  assigned  it  to  the  Congress  Rubber  Company, 
a  corporation  of  the  city  of  New  York,  and  that  said  company 
in  1857,  reassigned  the  interest  to  Day ;  so  that  all  the  interests 
conveyed  by  the  contracts  of  1846  are  now  vested  in  Day, 
except  a  small  portion  which  Day  parted  with  to  his  co-com- 
plainant, Hay,  on  October  i,  1858. 
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The  bill  further  sets  forth  that  Goodyear,  on  May  4,  i858> 
conveyed  to  said  Day,  ^^  the  full,  absolute,  and  exclusive  license^ 
right,  and  privilege  to  make,  use,  and  vend  his,  the  said  Gopd* 
year's  invention  of  vulcanized  rubber,  as  described  and  patented 
in  the  reissued  patent,  granted  to  him  December  25,  1 849,  for 
the  present  and  all  extended  or  renewed  terms  of  said  patent,  as 
the  same  may  or  can  be  used  in  the  manufacture  of  all  braided, 
woven,  cemented,  or  sewed  fabrics,  or  such  as  are  or  can  be 
covered  or  protected  on  one  or  both  sides  with  substances  other 
than  rubber,  and  in  all  smooth  elastic  shirred  goods  ;  and  also 
to  make  and  sell  India  rubber  threads  of  vulcanized  rubber,  and 
all  threads  or  sheets  of  rubber  which  are  or  can  be  made  or 
finished  by  union  with,  or  to  be  covered  by  fibrous  substances." 

It  then  sets  forth  that  in  1850,  Goodyear  instituted  suits 
in  New  Jersey,  in  equity  and  at  law  against  Day,  which  were 
heard  before  the  Circuit  Court  of  New  Jersey,  in  which  the 
validity  of  these  patents  was  maintained,  as  reported  in  2  Wall. 
Jr.  283. 

It  further  avers  that  the  defendants  in  this  case  have  violated 
the  patent  of  June  15,  1844,  ^^  reissued  December  25,  1849,  and 
extended  June  14,  1858,  by  selling  large  quantities  of  sus- 
penders which  are  made  of  vulcanized  India  rubber^  and  are 
shirred  or  corrugated  goods  ;  and  it  prays  an  injunction  and 
account. 

The  defendants,  in  their  answer,  set  up  as  their  defense,  that 
the  complainants.  Day  &  Hay,  have  no  title  to  the  said  patent 
for  the  purposes  set  forth  in  said  bill ;  that  by  the  contracts  of 
1846,  set  up  in  the  bill  and  relied  upon  by  the  complainants, 
Goodyear,  on  certain  conditions,  granted  to  Day  the  privilege 
of  using  vulcanized  India  rubber  in  the  manufacture  and  sale 
of  corrugated  or  shirred  India  rubber  goods,  which  are  described 
in  the  patent  of  March  9,  1844;  that  the  defendants  have  not, 
since  October  2,  1858,  sold  any  corrugated  or  shirred  India 
rubber  goods  so  made  under  the  patent  of  March  9  ;  and  that 
they  have  done  nothing  to  infringe  any  rights  held  by  the  com* 
plainants.  They  admit  that  they  have  sold  goods  composed  in 
part  of  vulcanized  rubber,  which  the  complainants  have  no 
right  to  manufacture  and  sell,  but  they  claim  that  the  right  to 
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manufacture  such  goods  is  vested  in  other  parties  under  certain 
assignments  from  Goodyear,  and  they  set  up  the  contract 
of  July  18,  1844,  between  Goodyear  and  the  Naugatuck  India 
Rubber  Company,  and  several  assignments  which  vested  its 
rights  in  the  Union  India  Rubber  Company. 

Two  agreements  have  been  filed  in  this  cause :  one  setting 
the  cause  down  for  final  hearing,  and  arranging  the  terms  of  a 
decree,  if  the  Court  should  decide  in  favor  of  the  complainants, 
so  as  to  dispense  with  the  trouble  and  delay  of  taking  an  ac- 
count ;  and  the  other  in  reference  to  the  testimony  on  which 
the  case  has  been  heard.  So  that  the  cause  has  been  heard 
under  these  agreements  on  final  hearing,  and  is  now  before 
the  Court  for  final  decree. 

I'he  title  of  the  complainants  rests  upon  the  contracts  and 
assignment  of  1846,  and  the  deed  of  assignment  of  May  24, 
1858,  and  the  decision  of  this  cause  rests  on  the  construction 
which  the  Court  may  give  to  those  instruments. 

The  first  question  under  the  contracts  of  1846,  is  :  What 
did  Goodyear  assign  to  Day  by  the  paper  of  October  29,  1846, 
the  first  in  the  series  ? 

The  complainants  allege  that  by  that  paper  Goodyear 
assigned  to  Day  the  right  to  manufacture  all  India  rubber  goods 
that  were  shirred,  and  to  use  in  the  manufacture  thereof,  Good- 
year's  invention  of  vulcanized  rubber,  as  patented  to  him  on 
June  15,  1844,  and  reissued  on  December  25,  1849.  On  the 
other  hand,  the  defendants  allege,  that  the  term  ^^'shirred  or  cor- 
rugated goods,"  as  used  in  the  contracts  of  1846,  is  limited  and 
was  intended  to  be  limited  to  the  goods  made  under  the  patent 
of  March  9,  1844,  ^^^  ^^^^  ^^^  include  any  other  ^^  shirred 
goods  "  which  might  be  made  of  vulcanized  rubber. 

The  first  thing  which  we  ascertain  in  the  examination  of  this 
contract  is,  that  by  its  terms,  it  includes  all  India  rubber  goods 
that  are  corrugated  or  shirred ;  ^^  shirred  "  being  a  technical  term 
meaning  "wrinkled,*'  or  "contracted."  Upon  the  face  of  the 
paper,  then,  it  includes  all  India  rubber  goods  that  are  made 
with  vulcanized  rubber,  and  that  are  "wrinkled  or  corrugated. '^ 
"  Corrugated "  is  another  term  which  means  the  same  as 
^^  wrinkled,  "  in  the  English  language.     Now,  is  there  any  thing 
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in  the  paper  itself,  in  the  surrounding  circumstances,  or  in  the 
subsequent  conveyances,  to  narrow  the  broad  hinguage  of  the 
grant?  Let  us  look  at  it.  The  grant  is  ^^the  full,  absolute 
and  exclusive  right,  license,  and  privilege,"  to  manufacture 
"shirred  or  corrugated  goods."  Now,  the  term  "corrugated "  is 
well  known  in  the  English  language,  and  is  to  be  found  in  all 
the  dictionaries,  meaning  "wrinkled  or  contracted."  But 
was  the  term  ^^  shirred  "  known  to  the  trade,  or  to  anv  trade 
prior  to  March  9,  1844?  How  stands  the  testimony  on  this 
point  ? 

But,  before  adverting  to  it,  the  Court  would  remark,  that 
while  the  interpretation  and  construction  of  all  written  instru- 
ments is  for  the  Court,  it  nevertheless  will  bring  to  its  aid  the 
testimony  of  witnesses  to  explain  terms  of  art,  and  make  itself 
acquainted  with  the  material  with  which  the  contracts  deal,  and 
with  the  circumstances  under  which  they  were  made ;  but  neither 
the  testimony  of  witnesses  in  general,  nor  of  professors,  experts 
or  mechanics,  can  be  received,  to  prove  to  the  Court,  what  is 
the  proper  or  legal  construction  of  any  instrument  of  writing. 
Such  evidence  is  inadmissible.  The  Supreme  Court,  in  the 
case  of  Corning  v.  Burden^  15  How.  270,  held  this  language : 
^^  The  refusal  of  the  Court  to  hear  the  opinion  of  experts  as  to 
the  construction  of  the  patent,  was  proper.  Experts  may  be 
examined  as  to  the  meaning  of  terms  of  art,  on  the  principle  of 
^  caique  in  sua  arte  credendum ;'  but  not  as  to  the  construction  of 
writen  instruments.'^  And  in  the  case  of  Winans  v.  The  N£W 
Tork  and  Erie  Railroad  Company^  21  How.  100,  the  Court 
say :  '*  The  testimony  of  experts,  which  was  rejected,  had  no 
relevancy  to  the  facts  on  which  the  jury  were  to  pass,  but 
seemed  rather  to  be  intended  to  instruct  the  Court  on  some 
mechanical  facts,  or  principles,  on  which  the  Court  needed  no 
instruction,  or  to  teach  them  what  was  the  true  construction  of 
the  patent.  Experts  may  be  examined  to  explain  terms  of  art, 
and  the  state  of  the  art,  at  any  given  time«  They  may  explain 
to  the  Court  and  jury  the  machines,  models,  or  drawings  ex- 
hibited. They  may  point  out  the  differences  or  identity  of  the 
mechanical  devices  involved  in  their  construction.  The  maxim 
of  ^  cuique  in  sua  arte  credendum '  permits  them  to  be  examined 
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to  questions  of  art  or  science  peculiar  to  their  trade  or  profes- 
sion ;  but  professors  or  mechanics  can  not  be  received  to  prove 
to  the  Court  or  jury  what  is  the  proper  or  legal  construction  of 
any  instrument  of  writing.  A  judge  may  obtain  information 
from  them,  if  he  desire  it,  on  matters  which  he  does  not  clearly 
comprehend,  but  can  not  be  compelled  to  receive  their  opinions 
as  matter  of  evidence.  Experience  has  shown  that  opposite 
opinions  of  persons  professing  to  be  experts  may  be  obtained  to 
any  amount ;  and  it  often  occurs  that  not  only  many  days,  but 
even  weeks,  are  consumed  in  cross-examinations,  to  test  the 
skill  or  knowledge  of  such  witnesses,  and  the  correctness  of 
their  opinions,  wasting  the  time  and  wearying  the  patience  of 
both  Court  and  jury,  and  perplexing  instead  of  elucidating  the 
questions  involved  in  the  issue."  Greenleaf  on  Evidence  very 
clearly  points  out  the  cases  in  which  the  Court  will  bring  in  the 
aid  of  the  testimony  of  witnesses  to  assist  in  construing  written 
instruments.  2  Greenl.  on  Ev.  282.  "  From  the  examples 
giveh  in  the  two  preceding  sections,  it  is  thus  apparent  that  the 
rule  excludes  only  parol  evidence  of  the  language  of  the  parties, 
contradicting,  varying,  or  adding  to  that  which  is  contained  in 
the  written  instrument ;  and  this,  because  they  have  themselves 
committed  to  writing  all  which  they  deemed  necessary  to  give 
full  expression  to  their  meaning,  and  because  of  the  mischief 
which  would  result,  if  verbal  testimony  were  in  such  cases  re- 
ceived. It  is  also  to  be  kept  in  mind,  that  though  the  first 
question  in  all  cases  of  contract  is  one  of  interpretation  and 
intention,  yet  the  question,  as  we  have  already  remarked,  is  not 
what  the  parties  may  have  secretly  and  in  fact  intended,  but 
what  meaning  did  they  intend  to  convey  by  the  words  they 
employed  in  the  written  instrument.  To  ascertain  the  meaning 
of  these  words,  it  is  obvious  that  parol  evidence  of  extraneous 
facts  and  circumstances  may  in  some  cases  be  admitted  to  a 
very  great  extent,  without  in  any  wise  infringing  the  spirit  of 
the  rule  under  consideration."  Also,  in  section  286,  he  says : 
^^Asit  is  a  leading  rule  in  regard  to  written  instruments,  that 
they  are  to  be  interpreted  according  to  their  subject-matter,  it  is 
obvious  that  parol  or  verbal  testimony  must  be  resorted  to  in 
order  to  ascertain  the  nature  and  qualities  of  the  subject  to  which 
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the  instrument  refers.  Evidence  which  is  calculated  to  explain 
the  subject  of  an  instrument  is  essentially  different  in  its  char- 
acter from  evidence  of  verbal  communications  respecting  it. 
Whatever,  therefore,  indicates  the  nature  of  the  subject  is  a 
just  medium  of  interpretation  of  the  language  and  meaning  of 
the  parties  in  relation  to  it,  and  is  also  a  just  foundation  for 
giving  the  instrument  an  interpretation,  when  considered  rela- 
tively, different  from  that  which  it  would  receive,  if  considered 
in  the  abstract."  Also,  in  section  295,  he  says:  ^^  But,  in 
resorting  to  usage  for  the  meaning  of  particular  words  in  a  con- 
tract, a  distinction  is  to  be  observed  between  local  and  technical 
words  and  other  words.  In  regard  to  words  which  are  purely 
technical  or  local — that  is,  words  which  are  not  of  universal 
use,  but  are  familiarly  known  and  employed,  either  in  a  partic- 
ular district,  or  in  a  particular  science  or  trade — parol  evidence 
is  always  receivable,  to  define  and  explain  their  meaning  among 
those  who  use  them." 

With  these  rules  in  reference  to  parol  testimony,  I  have 
looked  through  the  whole  of  the  testimony  in  this  case — having 
read  it  twice  very  carefully — and  it  has  left  this  impression 
upon  my  mind  :  that  the  term  "  shirred,"  or  '*  shirred  goods," 
was  well  known  to  the  trade  in  New  York  prior  to  1844,  and 
that  these  goods  were  of  various  kinds.  I  think  there  are  more 
than  forty  witnesses  whose  testimony  bore  directly  on  this 
question — some  who  had  sold,  some  who  had  used  these  goods, 
and  some  who  had  manufactured  them  ;  and  others  who  had 
imported  them  ;  and  they  describe  the  various  kinds.  Many, 
of  these  witnesses  were  dealers  in  India  rubber,  and  some  were 
milliners ;  and  their  testimony  was  full  and  clear,  that  the  term 
*'  shirred  or  corrugated  goods  "  was  well  known  prior  to  1844. 
There  is  some  conflict  between  this  testimony  and  the  testimony 
of  some  of  defendants'  witnesses  on  this  point.  But,  in  regard 
to  many  of  the  witnesses  for  the  defendants,  this  remark  will 
apply;  that  they  are  interested  to  defeat  the  complainants' 
claim :  how  far  the  Court  can  not  say ;  but  many  of  them  are 
manufacturers  of  those  woven  elastic  goods  of  vulcanized  rub- 
ber. Under  what  right  they  manufacture  them,  they  do  not 
show }    but  clearly,   if  the  complainants'  claim   c^q  be  main- 
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tained,  these  parties  are  infringing  their  rights ;  therefore,  their 
testimony  should  be  received  with  great  caution,  if  not  entirely 
rejected. 

Ahother  remark  will  apply  to  a  large  part  of  the  testimony 
of  the  defendants'  witnesses,  and  it  is  this :  that  they  testify 
that  there  is  a  marked  difference  between  the  woven  elastic 
goods  and  the  goods  made  under  the  patent  of  March  9,  1844. 
That  is  apparent  to  the  eye,  and  no  one  denies  it.  The  Court, 
being  satisfied  that  this  term  "  shirred  "  was  well  known,  en- 
deavored, if  possible,  to  trace  it  out  and  see  where  it  came 
from.  The  term  used  in  the  contract  is  "  shirred  or  corru- 
gated goods."  ''  Corrugated,"  as  I  have  already  remarked,  is  an 
English  word  well  known,  meaning  wrinkled,  and  it  would, 
therefore,  read  just  as  well  "  shirred  or  wrinkled  goods."  The 
word  "corrugated"  is  added  to  explain  what  might  otherwise 
be  unintelligible  to  the  uninitiated — to  explain  the  word  "  shir- 
red." It  is  used  so,  no  doubt,  in  the  patents  and  other  instru- 
ments where  it  has  been  incorporated.  I  looked  through  all 
the  French  and  English  dictionaries  in  vain  for  the  word  "  shir- 
red." I  could  not  find  it.  The  nearest  word  1  have  found 
resembling  it — and  I  have  no  doubt  it  comes  from  that — was  a 
word  in  the  dictionary  of  the  Scotch  language,  which  is  ^^  to 
shlrp^"  which  means  to  "  shrivel  "  or  *'  shrink  up."  Probably 
when  the  word  crossed  the  Tweed  and  came  South,  they  drop- 
ped the  p  and  called  it  "  shir." 

We  now  come  to  the  contract  of  October  29,  1846.  What 
did  Goodyear  mean  by  the  words  "  shirred  goods  ?'*  Did  he 
mean  the  goods  manufactured  under  his  patent  of  March  9, 
1844,  or  did  he  mean  all  "shirred  goods,"  such  as  were  im- 
ported, and  then  known  to  the  trade  ? 

I  have  looked  through  the  documentary  evidence  in  this  case 
to  see  if  I  could  not  be  relieved  from  any  conflict  of  testimony 
of  witnesses  by  the  unvarying  and  undeviating  record  of  the 
written  instruments.  Where  interests  are  so  complicated  and 
valuable  as  these  interests  of  the  India  rubber  manufacture 
are,  the  Court  would  repose  with  much  greater  safety  on  any 
light  which  it  might  receive  from  the  written  instruments  in 
the  cause,  contemporaneous  with  all  these   contracts,  or  any 
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collateral  ones,  than  from  the  testimony  of  witnesses  taken  post 
litam  motam;  and  the  Court  found  a  piece  of  evidence,  which 
was  very  full  on  that  subject,  in  the  application  of  Goodyear 
for  an  extension  of  his  patent.  I  read  from  this  to  show  that 
wherever  Goodyear  intended  to  limit  the  manufacture  of  ^^ shir- 
red goods"  to  his  patent  of  March  9,  1844,  he  so  designated  it 
by  words  limiting  the  grant  to  that  kind  of  ^^  shirred  goods." 
He  has  given  an  account  in  the  schedule  attached  to  his  appli- 
cation, to  show  what  he  had  realized  from  his  patent  of  June 
15,  1844,  which  he  was  then  seeking  to  have  extended;  and 
he  says,  at  folio  220:  ^^In  1844,  the  applicant  sold  to  Mr. 
David  L.  Suydam  the  exclusive  right  to  use  his  improvement 
in  making  shirred  goods,  for  which  Suydam  paid  1(15,000."  He 
does  not  say  ^^the  right  to  manufacture  shirred  goods."  Had 
it  been  that  language  it  would  have  been  very  strong  for  the 
defendants.  Now  we  know  what  that  exclusive  right  was, 
which  was  conveyed  to  Suydam.  It  was  the  right  to  manufacture 
goods  under  the  patent  of  March  9,  1844.  ^^  About  a  year 
afterward,  the  applicant  bought  this  right  back  from  Suydam. 
*  *  *  *  Shortly  after,  applicant  sold  three  concurrent  rights 
to  make  "shirred  goods,"  one  to  John  R.  Ford,  another  to  the 
Newark  India  Rubber  Manufacturing  Company,  and  a  third  to 
Onderdonk  &  Letson.  *  *  *  *  When  the  settlement  of  1846 
was  made  with  Day,  the  concurrent  rights  were  surrendered, 
that  the  shirred  goods  monopoly  might  be  given  to  said  Day.'' 
Entirely  different  language.  And  then  he  goes  on  with  the 
diiFerent  other  rights  he  has  sold,  to-wit :  "  The  right  to  make 
boots  and  shoes,  the  right  to  make  baby-jumpers,  the  right  to 
make  door  springs,  the  right  to  make  springs  for  railroad  cars, 
the  right  to  make  clothing,  the  right  to  make  paper  holders  or 
bands,  the  right  to  make  belting,  etc.  Now,  unless  Day 
owned  the  full  and  absolute  monopoly,  as  he  claims  he  did,  to 
make  shirred  goods,  no  other  party  had  it,  for  not  a  dollar  was 
received  by  Goodyear  from  any  other  person  according  to  this 
schedule,  for  manufacturing  shirred  goods  of  any  description,  or 
any  article  that  will  come  under  that  designation.  He  says. 
Day  got  a  monopoly  of  the  shirred  goods,  and  at  the  head  of 
the  recapitulation,  he  says :  "  For  shirred  goods,  $^4,000."   l^^ow, 
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if  Day  had  not  the  whole  monopoly  to  make  woven  and  sewed, 
as  well  as  cemented  goods,  no  one  had  it.  Goodyear  then 
ignored  it  when  he  made  application  for  the  extension  of  his 
patent.  Moreover,  at  folio  65,  after  speaking  of  the  contro-* 
versies  between  himself  and  Day  and  the  settlement  in  1 846, 
he  says:  "That  one  effect  of  such  agreements,  was,  to  transfer 
to  said  Day,  the  entire  right  of  your  applicant  to  the  manufac- 
ture of  shirred  goods."  (Could  language  be  more  expressive 
than  that?)  "That  Day  paid  your  applicant  $5,000  bonus  for 
such  right,  and  agreed  to  pay  a  tariflF  of  three  cents  for  each 
square  yard  of  goods  made  under  the  same."  Referring  back 
to  the  contract,  it  will  be  seen  that  Day  agreed  that  all  goods 
he  made  should  be  considered  as  made  under  the  contract  of 
1846.  Then  Goodyear  says  at  folio  74:  "That  notwithstand- 
ing such  agreement,  said  Day  afterward  proceeded  to  infringe 
anew  upon  the  rights  of  your  applicant,  and  your  applicant  was 
obliged  to  commence  several  suits  against  him,  among  others, 
two  in  the  Circuit  Court  of  the  United  States,  for  the  District 
of  New  Jersey,  one  at  law  and  the  other  in  equity.  Such  suits 
were  pending  for  a  long  time,  were  severely  contested,  and  very 
expensive.^' 

Now,  if  we  look  at  the  bill  in  New  Jersey,  we  shall  see  what 
patent  it  was  that  Day  was  charged  with  infringing.  In  that 
bill,  Goodyear  sets  forth  the  contest  between  them.  Day's  in- 
fringement, and  the  contracts  of  1846;  but  the  infringement  of 
which  Goodyear  complains  is  thus  set  forth  :  ^^Soon  after  said 
settlement  and  said  license,  said  Day  commenced  using  the 
improvements  specified  in  said  patents,  for  the  preparation  of 
India  rubber  for  manufacturing  purposes  other  than  those  per- 
mitted by  his  license,  in  violation  of  said  patents,  and  made 
large  quantities  of  India  rubber."  For  what  ?  Cemented  or 
sewed,  or  woven  elastic  goods  ?  No.  There  is  not  a  syllable 
on  that  subject.  But  he  says,  that  he  made  large  quantities  for 
^^car-springs,  packing,  hose,  boots  and  shoes,  sheet-gum,  paper 
bands,  suspender  ends,  and  other  articles  prepared  by  the  use  of 
sulphur,  and  also  by  the  use  of  sulphur  and  a  high  degree  of 
artificial  heat."  Now,  the  testimony  in  this  case  shows  beyond 
all  question,  that  Day  had,  all  this  time,  been  making  woven 
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elastic  as  well  as  cemented  goods^  and  yet  Goodyear  complains 
against  Day  in  the  Circuit  Court  of  New  Jersey  for  the  viola- 
lation  of  his  patents  under  the  contracts  of  1846,  by  manufac- 
turing and  using  vulcanized  rubber  to  make  other  articles  than 
he  was  warranted  in  making  under  those  contracts,  and  the 
articles  I  have  just  enumerated  are  the  only  ones  that  he  speci- 
fies. He  makes  no  complaint  of  his  manufacturing  woven  or 
sewed  elastic  goods. 

Is  it  not,  then,  perfectly  clear,  that,  so  far  as  the  acts  of 
Goodyear  were  concerned,  in  none  of  those  acts  is  there  any 
indication  that  he  meant,  when  he  used  the  general  term  "  shi- 
red  or  corrugated  goods, "  in  the  contracts  of  1846,  to  limit  them 
to  the  articles  made  under  the  patent  of  March  9,  1844?  On 
the  contrary,  is  there  not  every  thing  to  convince  the  Court  that 
he  meant  to  include  all  kinds  of  shirred  or  corrugated  goods  ? 
In  fact,  does  he  not  say — is  not  that  the  very  language  of  his 
application  for  the  extension  of  his  patent — that  he  had  sold 
that  "  monopoly  "  to  Day  ? 

If  we  look  also  at  the  specification  in  the  patent  of  Dupont 
&  Hyatt,  it  is  perfectly  apparent  that  the  term  ''  shirred  '*  or 
*'  shirred  goods  *'  was  one  that  was  well  known,  and  that  there- 
fore the  word  was  no  invention  of  Goodyear  when  he  took  out 
his  patent. 

But  is  there  any  thing  in  the  patent  itself  of  March  9,  1844, 
to  make  the  use  of  this  term  "  shirred  or  corrugated,  '*  by  Good- 
year, pass  only  the  right  to  manufacture  goods  under  that  pat- 
ent ?  As  I  have  just  remarked,  Goodyear  did  not  invent  the 
word  *'  shirred, "  and  surely  "  corrugated  "  was  a  word  that  he 
could  have  found  in  every  dictionary  of  the  English  language. 
*'  Shirred,  "  the  testimony  proves,  was  a  term  known  and  applied 
to  an  innumerable  variety  of  goods.  Does  Goodyear  pretend, 
in  the  patent  of  March  9,  1844,  ^^^'  ^^  invented  it?  Not  at 
all.  Now  let  us  construe  the  patent  altogether.  It  is  true,  he 
says  at  the  commencemet  of  his  specification,  that  I  have  in- 
vented a  new  and  useful  manufacture,  which  ^^  I  denominate 
corrugated  or  shirred  India  rubber  goods.  "  But  look  at  what 
he  really  patents.  Does  he  patent  a  new  manufacture  ?  What 
does  he  call  it  in  his  application  to  the  Patent  Office  for  an 
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extension,  when  he  speaks  of  having  sold  it  to  Suydam  ?  A 
new  "  improvement.  "  What  does  he  say  below  in  his  claim? 
Does  it  read  thus  ?  "  Having  for  the  purpose  of  putting  the 
public  in  possession  of  my  invention,  fully  described  the  nature 
of  my  manufacture^  which  /  call  shirred  or  corrugated  goods,  "  If 
that  had  been  the  language  used,  there  would  have  been  some 
force  in  the  construction  claimed  by  the  defendants.  But  the 
language  is  this  :  "  Having,  etc.,  fully  described  the  nature  of 
my  new  manufacture  of  corrugated  goods,  "  Then  there  was  a 
manufacture  before  ;  that  is  admitted.  That  is  apparent  on  the 
face  of  this  patent.  He  continues :  "  And  having  also  set  forth 
the  manner  in  which  I  manufacture  the  same,  what  I  claim  as 
new  therein  (^implying  that  there  was  something  like  it  before), 
and  desire  to  secure  by  letters  patent,  is,  the  forming  of  such 
goods  by  the  stretching  of  strips  or  threads  of  India  rubber  to 
such  extent  as  may  be  desired,  and  the  covering  of  said  strips 
on  the  opposite  sides,  with  the  laminae  of  cloth,  leather,  or  any 
other  suitable  material,  which  laminae  are  to  be  united  to  each 
other,  and  to  the  threads  or  strips  of  cloth,  by  means  of  India 
rubber  cement,  the  same  being  effected  so  as  to  produce  the 
manufactured  article  such  as  herein  set  forth. "  Now  what  is 
his  patent  ?  It  is  a  new  process  of  making  a  manufacture  that 
was  known  before.  Instead  of  making  corrugated  goods  by 
sewing  ox  weaving,  which  was  a  dilatory  process,  he  makes 
them  more  easily  and  quickly  by  cementing.  That  is  what  he 
Patents — z.  new  manufacture  of  corrugated  goods.  It  was  a 
new  and  useful  improvement  in  a  known  manufacture,  and 
therefore  patentable  by  the  law  of  1836. 

I  hold  it  therefore  clear,  from  the  language  of  the  patent, 
from  the  testimony  in  the  cause,  and  from  the  language  of 
Qoodyear  himself  in  his  application  to  the  Commissioner  of 
patents,  that  he  did  not  intend  to  limit  his  grant  in  the  con- 
tracts of  1846,  to  the  goods  niade  under  the  patent  of  March 
9,  1844. 

Let  us  now  see  if  there  is  any  thing  in  the  collateral  testi- 
mony to  show  that  there  could  have  been  any  other  intention, 
on  the  part  of  Goodyear,  when  he  used  these  words. 

In  Goodyear's  assignment,   on  September  28,   1858,   tp  the 
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Union  India  Rubber  Company,  there  is  one  portion  which  struck 
my  mind  forcibly,  in  connection  with  this  question.  He  goes 
on  to  say :  "  Now,  in  consideration  of  the  premises,  and  of  the 
sum  of  $30,000  paid  to  the  party  of  the  first  part  by  the  parties 
of  the  second  part,  the  receipt  whereof  is  hereby  acknowl- 
edged, and  of  the  tariffs  herein  specified,  the  party  of  the  first 
part  has  granted,  bargained,  sold  and  conveyed  unto  the  parties 
of  the  second  part  **  *  *  the  full,  absolute,  and  exclusive  license, 
right  and  privilege  to  make,  use,  and  vend  to  others  to  be  used, 
the  invention  of  vulcanized  India  rubber,  *  *  *  *  sq  far  as  the 
same  may  or  can  be  used  in  the  manufacture  of  all  braided, 
woven,  cemented,  or  sewed  fabrics,  or  such  as  are  or  can  be 
covered  or  protected  on  one  or  both  sides,  with  substances  other 
than  rubber,  and  in  all  smooth  elastic  shirred  goods ."  I  cite  this  for 
the  purpose  of  asking  this  question.  Why,  if  there  were  not 
other  shirred  goods  made  than  those  under  the  patent  of  March 
9,  did  he  put  these  words  in  here  ?  Because  it  is  admitted  that 
Day  held  the  right  to  shirred  goods  at  this  time.  Does  it  not 
show  that  there  were  other  shirred  goods  than  those  made  under 
the  patent  of  March  9,  1844?  I  cite  it  for  that  purpose,  and 
that  alone. 

Let  us  now  look  at  the  three  licenses  referred  to  in  the  con- 
tract of  1846.  The  first  is  the  license  to  Hutchinson  &  Run- 
yon,  on  August  12,  1845.  It  conveys  to  them  "a  free  license 
to  manufacture,  use,  and  vend  shirred  or  corrugated  goods  of  every 
description^  in  so  far  as  the  said  Charles  Goodyear  may  have 
any  rights  or  privileges.'*  Shirred goods\of  every  description.  Now, 
in  the  contract  of  October  '29,  1846,  between  Goodyear  and 
Day,  the  language  is,  to  make,  use,  and  vend  ^^  all  shirred  or 
corrugated  goods,"  except  so  far  as  Goodyear  has  parted  with 
the  right  by  three  licenses ;  therefore,  it  is  important  to  ascer- 
tain what  those  three  licenses  contain.  Goodyear  conveys  to 
Hutchinson  &  Runyon  the  right  to  use  his  inventions  in  the 
manufacture  of  shirred  or  corrugated  goods  of  every  descrip- 
tion, in  so  far  as  he  has  a  right  to  sell.  Now,  he  had  the  right  to 
sell  his  inventions,  under  his  patents  of  March  9,  1844.  But 
there  are  some  thino;s  that  he  had  not  a  ri^^ht  to  do.  He  had  no 
monopoly  in  woven  goods  made  of  common  gum,  but  he  could 
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sell  the  right  to  make  cemented  goods  of  common  rubber,  and  of 
vulcanized  rubber,  and  he  could  sell  the  right  to  make  woven 
goods  of  vulcanized  rubber ;  and,  therefore,  he  puts  that  quali- 
fication in.  He  says,  also,  in  his  license  to  Hutchinson  &  Run- 
yon,  that  they  shall  pay  him  at  the  rate  of  ten  cents  per  square 
yard  for  all  said  shirred  goods  which  they  or  their  assigns  shall 
make,  by  or  under,  not  the  patent  of  1844,  but  *'  by  or  under  any 
inventions,  improvements,  or  letters  patent  before  mentioned." 
Now,  can  any  one  doubt  about  that  construction  ?  I  have  not 
a  shadow  of  doubt  that  he  intended  to  give  to  Hutchinson  & 
Runyon,  by  this  license,  the  right  to  manufacture  all  kinds  of 
shirred  goods,  whether  they  were  cemented,  sewed,  or  woven  ; 
and  to  use  in  their  manufacture  his  vulcanized  rubber.  That 
is  the  language.  It  could  not  be  plainer.  They  are  to  pay 
Goodyear  ten  cents  per  square  yard  on  all  shirred  goods  which 
they  or  their  assigns  shall  make  or  cause  to  be  made  ^^  by  or 
under  any  of  the  inventions,  improvements,  or  letters  patent  be- 
fore mentioned."  That  is  to  say,  if  Hutchinson  &  Runyon  make 
woven  shirred  goods,  of  vulcanized  rubber,  they  are  bound  to  pay 
ten  cents  a  square  yard,  because  they  are  making  them  under  the 
patent  of  June  15,  1844  ;  for  they  contract  to  pay  for  all  such 
goods  that  they  may  make  under  any  of  the  patents,  of  which 
this  is  one.  I  do  not  think  the  English  language  could  be 
plainer.  On  December  9,  1846,  Hutchinson  &  Runyon  recon- 
veyed  to  Goodyear  this  license,  in  general  terms,  for  the  manu- 
facture ''  of  shirred  or  corrugated  India  rubber  goods." 

The  license  to  Onderdonk  &  Letson  was  granted  in  Sep- 
tember, 1845.  ^^  i^  ^^^^  ^  license  to  manufacture,  use,  and  vend 
shirred  or  corrugated  goods  of  every  description,  in  so  far  as 
Goodyear  may  have  any  rights  and  privileges  relating  thereto. 
It  seems  to  be  a  copy  of  the  other,  and  is  substantially  the  same. 
This  was  reconveyed  to  Goodyear  on  December  i,  1846. 

-The  third  license,  to  Ford  &  Co.,  is  also  in  the  same  general 
language.  They  all  seem  to  be  copies  of  each  other.  This 
was  reconveyed  tq  Qoodyear  on  December  3,  1846. 

There  was  a  reference  made  by  the  counsel  for  the  defend- 
ants in  his  argument,  to  the  release  of  one  of  those  licenses 
by  the  Newark  Rubber  Company — rthe  If utcl^inson  &  Runyon 


JULY,    1859.  501 

Day  «.  Stellman. 


license — which  professes  to  release  only  the  right  to  make 
the  goods  under  the  patent  of  March  9.  The  release 
bears  no  date,  but  was  recorded  on  December  9,  1846;  and 
the  covenant  on  the  part  of  the  company  is  this :  ^^  And  the 
said  company  covenants  and  agrees  to  and  with  the  said  Charles 
Goodyear,  that  they  will  not  manufacture  shirred  or  corrugated 
India  rubber  goods,  in  violation  of  the  patent  for  said  manufac- 
ture, issued  to  Charles  Goodyear  on  the  9th  of  March,  1844." 
The  granting  part  is :  "  Know  all  men  by  these  presents,  that 
the  Newark  India  Rubber  Manufacturing  Company,  in  consid- 
eration of  one  dollar,  to  them  paid  by  Charles  Goodyear,  has 
assigned  to  the  said  Charles  Goodyear  and  his  assigns,  all  their 
interest  in  the  within  instrument,  and  every  clause,  article,  or 
thing  therein  contained/'  The  assignment  is,  therefore,  gen- 
eral ;  it  is  merely  the  covenant,  that  they  will  not  manufacture 
shirred  or  corrugated  goods,  that  refers  to  the  patent  of  March 
9.  But  it  is  something  remarkable  that  on  the  same  day  they 
made  a  general  release  and  a  general  covenant,  as  follows : 
^^  For  and  in  consideration  of  one  dollar,  to  us  in  hand  paid  by 
Charles  Goodyear,  and  in  consideration  of  other  good  causes 
us  thereunto  moving,  we  hereby  assign,  transfer,  and  set  over  to 
said  Charles  Goodyear,  his  executors,  administrators,  and  assigns, 
the  within  license,  right,  and  privilege,  and  the  assignment 
thereof  to  us,  and  all  right  granted,  or  intended  to  be  granted 
thereby,  or  incidental  thereto,  in  as  full  and  ample  a  manner  as 
we  now  hold  and  possess  the  same.  And  we  also  stipulate, 
covenant,  and  agree  that  we  will  not,  after  the  ist  day  of  Jan- 
uary, one  thousand  eight  hundred  and  forty-seven,  directly  or 
indirectly  manufacture,  or  be  concerned  in  the  manufacture,  of 
shirred  or  corrugated  India  rubber  goods."  So  it  appears  that, 
finding  their  error,  they  corrected  it.  One  release  is  indorsed 
on  the  assignment,  and  the  other  on  the  original  license. 

I  think,  so  far  as  I  have  been  able  to  draw  any  inference 
from  these  licenses,  that  they  all  strengthen  the  conclusion  to 
which  I  have  arrived — that  in  the  contract  of  October  29,  1846, 
the  term  "shirred  or  corrugated  goods'^  meant  all  kinds  of  shirred 
or  corrugated  goods^  whether  cemented^  woven^  or  sewed^  and  is  not 
limited  to  the  goods  made  under  the  patent  of  March  9,  1844. 
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And  this  is  further  apparent  when  we  look  at  the  license  to 
Suydam.  The  argument  for  the  defendants  is,  that  Goodyear, 
when  he  used  these  words  in  the  instrument  of  October  29, 
intended  only  the  goods  made  under  the  patent  of  March  9. 
On  May  24,  1844,  Goodyear  sold  to  Suydam  the  right  to 
manufacture  shirred  goods  under  the  patent  of  March  9.  The 
language  expressly  limits  his  right  to  those  goods  alone. 
It  is  not,  "  I  sell  the  right  to  make  shirred  or  corrugated  goods,** 
but  it  recites:  "All  my  right,  title,  and  interest  in  and  to  two 
certain  patents,  granted  to  me  by  the  United  States  of  America, 
both  dated  the  9ch  day  of  March,  1844,  ^^^  ^^  improvement  in 
India  rubber  fabrics."  Now  I  hold  it  to  be  very  clear  that  if 
a  man  owns  two  rights  to  manufacture  goods,  by  patents  of 
different  dates,  and  he  sells  to  A  his  right  under  one  specifically^ 
and  to  B  the  right  to  manufacture  the  goods  generally,  as  a 
matter  of  course  the  fair  construction  of  the  latter  grant  will 
be  held  to  be  a  conveyance  of  the  right  to  manufacture  under 
both  patents;  because  in  the  first  grant,  when  he  intends  to 
limit  it  to  one,  he  so  recites  on  the  face  of  the  grant,  and  in 
the  second,  he  does  not. 

It  would  be  useless  for  me  to  go  over  all  the  ground  so  very 
ably  occupied  by  the  learned  counsel  on  both  sides;  indeed,  I 
am  not  able  to  do  justice  to  it;  but  I  hold  the  title  of  Day  to  be 
clear  under  the  contract  of  October  29,  1 846,  to  use  vulcanized 
rubber  in  the  manufacture  of  all  shirred  goods  whether  they  be 
cemented^  sewed  or  woven. 

But  I  will  say  a  word  or  two  on  the  deed  of  Ma)'  24,  1858. 
It  certainly  embraces  all  the  articles  concerning  which  this  con- 
troversy has  arisen,  by  express  terms.  If  not  granted  to  Day 
by  the  contracts  of  1846,  they  passed  by  the  terms  of  the  deed 
of  1858.  I  do  not  speak  now  about  the  validity  of  it — whether 
it  operates  in  prasenti  or  infuturo — but  on  its  face  it  uses  terms 
which  will  embrace  these  articles.  It  grants  to  Day  the  right 
to  use  Goodyear's  invention  of  vulcanized  rubber  for  the  pres- 
ent and  all  extended  or  renewed  terms  of  said  patent,  as  the 
same  may  or  can  be  used  in  the  manufacture  of  all  "  braided, 
woven,  cemented,  or  sewed  fabrics,  or  such  as  are  or  can  be 
covered  or  protected  on  one  or  both  sides  with  substances  other 
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than  rubber,  and  in  all  smooth,  elastic  shirred  goods."  Now, 
if  Goodyear  had  the  right  to  make  this  grant  when  he  made  it, 
the  title  would  of  course  pass  under  it.  Is  it  not  a  perfect 
deed  in  itself?  This  deed  was  attacked  on  the  ground  that  it 
was  not  valid.  But  it  is  a  deed  under  seal ;  it  was  given  for  a 
consideration,  and  it  speaks  in  prasentL  A  deed  conveys  a 
title,  although  it  may  have  covenants  in  it  which  have  not  been 
performed.  There  are  things  which  rest  in  grant  and  things 
which  rest  in  covenant.  In  almost  every  lease  or  deed,  if  not 
in  every  one,  there  is  something  that  rests  in  grant  and  some- 
thing that  rests  in  covenant.  The  words  in  this  grant  are  :  ^^  I 
hereby  sell,  license,  and  convey."  There  it  is  in  prasenti;  it 
operates  as  a  grant.  Then  it  says :  "  I  agree  to  confirm." 
That  is  a  covenant  for  further  assurance.  Then  it  says  :  "  I 
hereby  authorize  and  empower  the  said  Day  to  use  my  name  to 
prosecute  and  defend  the  rights  and  privileges  hereby  granted." 
Then  it  provides :  ^^  And  the  terms  and  conditions  upon  which 
this  license  shall  be  held  and  enjoyed,  as  to  bonuses,  not  ex- 
ceeding, in  the  whole,  the  sum  of  thirty  thousand  dollars,  and 
the  tariffs,  not  exceeding  five  cents  a  pound  on  the  product, 
shall  be  fixed  and  determined  by  Nathaniel  Hay  ward  and 
Thomas  A.  Jenckes,  whose  award  in  the  premises-shall  be  final, 
and  shall  be  made  within  three  months  from  the  15th  day  of 
June  next." 

Now  I  am  not  called  upon  to  give  a  construction  in  this  cov- 
enant in  this  deed,  as  to  what  might  be  its  effect.  But  Good- 
year made  it,  and  with  it  he  made  a  grant  in  prasenti.  If  the 
covenant  fails  by  his  laches^  the  grant  nevertheless  stands.  The 
covenant  does  not  affect  the  grant ;  the  grant  passes  the  title 
and  operates  in  prasenti.  The  covenant  may  have  become  im- 
possible by  the  expiration  of  the  time,  but  yet  the  grant  stands. 
Is  not  that  a  well  known  principle  in  the  common  law  ?  If,  by 
the  expiration  of  time  such  a  covenant  becomes  impossible, 
the  grant  stands* 

But  had  Goodyear  this  right  on  May  24,  1858?  That  de- 
pends upon  the  construction  which  you  give  to  the  license  of 
Goodyear  to  the  Naugatuck  Company  on  July  18,  1844.     Did 
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that  license  carry  the  right  of  the  Naugatuck  Company  into  the 
extended  term  of  the  patent  of  June  15,  1844? 

Now,  if  the  Supreme  Court  have  decided  that  question,  there 
would  be  an  end  of  it.  But  I  do  not  consider  that  question  as 
decided  in  20  Howard.  Courts  are  called  upon  only  to  decide 
questions  that  are  before  them.  A  judge,  sometimes,  in  giving 
an  opinion  uses  language,  which,  although  it  is  always  entitled  to 
consideration  and  respect,  yet  in  reference  to  questions  that 
were  not  before  the  Court,  and  the  decision  of  which  was  not 
necessary  to  the  decision  of  the  questions  before  it,  is  not  of 
binding  authority.  The  case  in  19  Howard  was  this  :  Day 
complained  of  the  violation  of  the  Chaffee  patent  by  the  Union 
Company.  Of  course  he  could  not  recover  unless  he  could 
satisfy  the  Court  that  he  was  the  owner  of  that  patent.  The 
Court  decided  that  he  was  not  the  owner. 

There  is  a  point  in  that  decision  which  I  will  read  in  refer- 
ence to  the  question  of  the  validity  of  the  deed  of  1858.  In 
the  case  of  Day  v.  Hartshorn^  the  Court  had  decided  that  the 
Chaffee  patent  was  in  Judson  for  the  benefit  of  Goodyear. 
They  speak  of  two  contracts  that  Judson  made,  but  the  decis- 
ion rests  upon  the  last  contract  of  November  12.  In  that 
case  of  Day  v.  Hartshorn^  it  will  be  found  that  Chaffee 
attempted  to  set  aside  his  contracts  with  Judson,  because  the 
contracts  had  not  been  performed.  I  read  from  19  How.  222, 
in  reference  to  my  last  statement  in  regard  to  the  operation  of 
the  deed  of  1858 :  "  From  the  terms  and  intent  of  the  agree- 
ment the  remedy  of  the  breach  could  rest  only  upon  the  personal 
obligation  of  Judson,  as  by  the  previous  one  of  September  6, 
the  interest  in  the  patent  had  passed  to  Goodyear  and  his 
licensees,  and  no  default  or  act  of  Judson  could  affect  them. 
Chaffee  chose  to  be  satisfied  with  the  covenant  of  Judson,  with- 
out stipulation  or  condition  as  it  respected  the  other  parties,  and 
he  must  be  content  with  it."  So  the  Court  decided  in  that 
case  that  the  Chaffee  patent  was  in  Judson  for  the  benefit  of 
Goodyear. 

Day  again  complains  of  the  Union  Company  for  a  violation 
of  the  same  patent,  claiming  title  in  himself  by  the  same  instru- 
ment.    The  Court  say  in  this  case  of  Day  v.  The  Union  Com- 
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pany^  20  How.  216,  "The  Court  held  in  the  case  of  Hartshorn 
et  al,  V.  Day^  19  How.  222,  that  under  the  agreement  of  Sep- 
tember 5,  1850,  between  Judson  and  ChafFee,  the  patentee,  the 
entire  ownership  in  the  patent,  legal  and  equitable,  passed  to  Jud- 
son for  the  benefit  of  Goodyear,  and  those  holding  rights  under 
him,  and  on  that  ground  decided  in  favor  of  the  licensees. 
Now,  in  this  case,  the  licenses  under  Goodyear,  to  manufacture 
cloth  of  the  description  claimed,  are  as  broad  and  ample  as  were 
those  of  the  defendants  in  the  case  just  mentioned.  Goodyear 
became  the  sole  owner  of  the  ChafFee  patent  as  early  as  June 
28,  1844,  and  on  the  i8th  July  following  gave  a  license  to  the 
Naugatuck  Company  to  manufacture  cloths,  with  certain  excep- 
tions, under  all  his  patents — ^those  in  which  he  was  then  inter- 
ested, or  in  which  he  might  thereafter  be  interested,  issued  or  to 
be  issued,  and  also  in  all  renewals  of  patents.  He  also  gave  a 
like  extensive  license,  on  March  28,  1847,  ^^  ^*  ^'  ^  J^^^ 
Rider,  for  manufacturing  ships'  letter  and  mail  bags." 

Now,  I  have  a  most  profound  respect  for  the  learned  judge 
who  delivered  this  opinion;  but  as  the  case  turned  not  upon  this 
question,  but  upon  other  points,  these  licenses  have  to  be  crit- 
ically examined ;  because  it  will  be  found  on  looking  at  the 
licenses  referred  to  by  the  Court,  that  they  are  different  in 
language  and  in  terms  from  the  Naugatuck  license.  But  what 
does  the  judge  say,  when  he  comes  to  the  point  on  which  the 
case  was  decided?  ^^All  these  various  licenses  afterward 
became  consolidated  in  the  Union  India  Rubber  Company,  the 
defendants  in  this  suit,  and  present  therefore,  a  complete  defense 
to  the  suit,  if  Goodyear  was  the  true  owner  of  the  ChafFee-renew- 
ed  patent."  (And  they  decided  that  he  was.)  ''The  license  of  the 
defendants,  therefore,  in  this  case,  stands  upon  two  grounds,  either 
of  which  would  seem  to  constitute  a  sufficient  defense  to  the  suit 
for  infringement:  First,  authority  from  Goodyear,  the  owner  of 
the  renewed  term  of  the  patent ;  and,  second,  the  express  recog- 
nition of  ChafFee,  the  patentee  of  the  right  of  these  parties,  as 
licensees  of  Goodyear,  to  use  the  improvement.  And  we  may 
add  to  these  grounds  of  defense,  that,  upon  the  interpretation  of 
the  Court,  in  the  case  of  Hartshorn  v,  Day^  of  the  several 
agreements  relating  to  this  patent,  and  especially  that  of  Sep- 
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tember  5,  1850,  Day  took  no  interest  in  it  under  the  assignment 
of  Chaffee,  of  July  i,  1853,  ^^  having  previous  to  that  time 
parted  with  all  his  interest  for  the  benefit  of  Goodyear  and  his 
licensees." 

Those  are  the  grounds  upon  which  the  Court  put  it.  There 
was  no  question  before  them  about  the  renewed  or  extended 
term  of  the  patent  of  June  15,  1844,  ^^^  I  presume  it  was 
never  argued.  It  was  another  patent,  entirely — the  Chaffee 
patent — and  the  decision  is  put  upon  the  ground  that  the  com- 
plainant Day,  had  no  right  whatever,  if  the  patent  was  violated, 
to  recover;  and  that  was  sufficient  to  decide  that  case.  But 
the  Court  went  on  and  decided  that  the  defendants  had  a  right 
to  the  extended  term  of  the  Chaffee  patent,  under  the  license 
from  the  Naugatuck  Company.  Now,  what  is  that  license  ? 
"That  the  said  Charles  Goodyear,  in  consideration  of  the 
payments  and  stipulations  herein  provided,  hath  given  and 
granted  *  *  unto  the  said  Naugatuck  India  Rubber  Company, 
a  full  and  absolute  license  to  use  any  and  all  his  preparations  of 
India  rubber,  and  improvements  in  the  preparation  of  India  rub- 
ber for  manufacturing  cloths  or  any  other  article  of  merchan- 
dise, or  any  article  to  which  the  same  may  be  applicable,  for 
and  during  the  unexpired  term  of  all  patents  issued  to  him 
bearing  any  date  whatsoever."  There  is  a  full  sentence.  He 
gives  it  to  them  during  the  term  of  all  patents  issued  to  him 
bearing  any  date  whatsoever.  ^^And  for  and  during  the  unex- 
pired term  or  terms  of  any  other  patent,  patents,  or  renewals  of 
patents  owned  by  him  (that  is,  that  he  then  owned),  or  in 
which  he  may  have  an  interest,  issued  or  to  be  issued."  That 
was  to  cover  cases  where  he  might  have  had  an  interest  in  a 
patent  which  had  not  been  issued,  and  the  Courts  have  de- 
cided that  you  can  sell  an  interest  in  a  patent  that  is  to  be 
issued. 

Now  read  it  the  other  way,  as  the  counsel  for  the  defend- 
ants would  have  it  read.  ^^  For  and  during  the  unexpired  term 
of  all  patents  issued  to  him  bearing  any  date  whatsoever, 
and  renewals  of  patents  owned  by  him,  or  in  which  he  may 
have  an  interest,  issued  or  to  be  issued."  You  would  have 
him  using  the  word  issued  twice,  because  he  has  granted  above. 
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the  right  to  the  use  of  his  patents  issued  to  him  bearing  any 
date  whatsoever,  which  is  a  full  grant ;  and  then  he  grants  to 
them  in  a  different  sentence,  the  use  '*  for  and  during  the  unex- 
pired term  or  terms  of  any  other  patent  or  patents,  or  renewals 
of  patents  owned  by  him."  Does  not  the  word  **  renewals,*'  in 
this  sentence,  refer  to  patents  that  were  owned  by  him  but 
not  issued  to  him — because  there  was  the  Chaffee  patent, 
which  was  owned  by  but  not  issued  to  him — or  to  those  in 
which  he  might  have  an  interest  for  the  invention  to  be  pat- 
ented ? 

Now  let  us  look  at  the  license  to  Trotter.  See  the  diffier- 
ence  in  the  language.  It  is  a  license  to  use  any  of  the 
^<  machinery,  compositions,  and  methods  of  manufacturing  and 
preparing  India  rubber  *  *  *  which  the  said  party  of  the  first 
part  now  has  or  may  hereafter  have,  by  virtue  of  any  patent  or 
patents,  or  otherwise,  for  and  during  the  unexpired  term  or 
terms  of  any  such  patent  or  patents,  or  renewal  or  renewals 
thereof,  which  arc  or  may  be  owned  by  him,  or  in  which  he 
may  have  an  interest,  or  of  which  he  may  become  possessed." 
That  is  different  language  entirely. 

The  next  is  the  license  to  Riders  &  Trotter.  This  contains 
an  express  provision  that  it  shall  continue  during  ^^  the  unexpired 
term  or  terms  of  said  patents,  or  any  of  them,  or  the  renewals 
thereof."  That,  therefore,  is  very  clear.  He  intended  to 
convey  whatever  he  did  convey  to  them  during  the  renewal  of 
all  patents ;  for  he  says  so  in  express  language.  It  is  to  con- 
tinue during  the  unexpired  term  or  terms  of  said  patents,  any  of 
them,  or  the  renewals  thereof. 

In  the  agreement  of  Goodyear  with  the  Union  Company  of 
April  23,  1858,  he  speaks  of  the  patent  about  to  expire,  and 
this  is  cited  by  the  counsel  for  the  defendants  to  show  that  the 
Naugatuck  license  was  intended  to  extend  into  the  extended 
term  of  the  patent  of  June  15, 1844,  by  this  agreement.  Now, 
let  us  look  at  this  a  moment.  It  says :  ^'  That  whereas  the 
parties  of  the  second  part  have  certain  rights  and  interests  in 
the  patents  of  the  party  of  the  first  part,  *  *  *  under  an  agree- 
ment made  by  the  party  of  the  first  part  with  the  Naugatuck 
India  Rubber  Company,  *  *  *  with  Jonathan  Trotter,  *  *  * 
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with  William  Rider  &  Brothers,  *  *  *  and  an  agreement 
made  by  William  Rider  &  Brothers  and  Jonathan  Trotter  ; 
*  *  *  and  whereas  the  patent  of  the  party  of  the  first  part, 
dated  June  15,  1844,  *  *  *  is  about  to  expire,  and  application 
has  been  made  for  an  extension  thereof.  Now,  in  order  to  fix, 
define,  and  render  certain  the  rights  and  obligations  of  the  parties," 
they  proceed  to  arrange  the  tariff  respecting  cloth  when  made 
into  clothing.  Now,  was  that  made  under  the  Naugatuck  license  ? 
Not  at  all ;  but  under  the  Trotter  license.  They  are  to  pay 
two  cents  per  square  yard  of  cloth  in  the  piece,  or  when  made 
up,  one  and  a  half  cents  a  pound  on  India  rubber  sold  in 
sheets  or  otherwise,  and  two  and  a  half  cents  a  pound  for  other 
articles  not  herein  specified.  All  those  goods  are  made  under 
the  license  to  Riders  &  Trotter,  and  not  under  the  Nauga- 
tuck license;  so  that*there  is  no  argument  to  be  drawn,  as  I 
conceive,  from  that  agreement  of  Goodyear,  to  show  that 
the  Naugatuck  license  covered  the  extended  term  of  that 
patent. 

I  am,  therefore,  disposed  to  think,  from  this  review  of  these 
instruments,  and  of  the  deed  of  May  24,  1858,  that  that  deed 
would  have  conveyed  an  interest  to  Day  in  the  articles^  the  infringe- 
ment of  which  has  been  complained  of  But  it  is  not  necessary  to 
do  so  in  this  case.  I  place  the  title  of  Day  on  the  contract  of 
1 846  ;  and  from  the  best  attention  I  have  been  able  to  give  to 
it,  I  have  heard  nothing  in  the  argument,  and  I  have  seen 
nothing  in  the  documentary  or  parol  evidence,  to  convince  me 
that  the  terms  "  shirred  or  corrugated,*'  in  the  contract  of 
October  29,  1846,  should  be  limited  or  restricted  to  the  goods 
made  under  the  patent  of  March  9,  1844. 

I,  therefore,  will  sign  a  decree  against  the  defendants, 
restraining  them,  as  prayed  for  in  the  bill. 
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Obed    Hussey 

vs. 

CvRus  H.  McCormick,  et  al.     In  Equity. 

The  invention  of  Hussey,  under  his  patent  of  August  7,  1847,  consisted  of  a  vibrating 
scalloped  cutter,  combined  with  slotted  guard-fingers  fastened  in  front  and  open  in 
the  rear. 

It  is  immaterial  whether  such  opening  be  placed  below  or  above  the  cutter,  as  the  patent 
makes  no  such  distinction. 

Nor  is  it  material  that  the  scallops  upon  the  cutter  should  be  of  any  particular  depth,  or 
that  the  angle  chey  make  should  be  greater  or  less.  A  right,  which  may  be  lost 
by  the  variation  of  an  angle,  can  be  of  no  value. 

The  legal  presumption  is,  from  the  action  of  the  Patent  O^ce,  that  the  reissued  patent 
is  for  the  same  invention  as  the  original  patent. 

Differences  in  the  claims  are  consistent  with  the  identity  or  the  thing  designed  to  be 
patented  in  both  patents,  it  being  one  object  of  the  surrender  to  correct  by  chang- 
ing the  description,  or  claim,  or  both. 

(Before  McLean  and  Drummono,  J  J.,  Northern  District  of  Illinois,  September,  1859.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  letters  patent  for  ^^improvements  in  reaping 
machines,^'  granted  to  complainant,  August  7,  1847,  which 
letters  patent  were  surrendered,  and  three  several  patents,  num- 
bered 449,  450,  and  451,  were  reissued  April  14,  1857,  for 
distinct  and  separate  parts  of  the  thing  originally  patented. 
The  defendants  were  charged  with  the  infringement  of  reissue 
No.  449. 

The  specification  of  the  original  patent  was  as  follows : 

"  Be  it  known,  that  I,  Obed  Hussey,  of  the  city  of  Baltimore,  and  State  of  Mary- 
land, have  invented  a  new  and  useful  improvement  on  the  reaping  machine  invented 
by  me,  and  patented  in  1833,  and  I  do  hereby  declare,  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  a  part  of  the  specification,  in  which  :  Fig.  i  is  a 
birdVeye  view  of  the  cutting  apparatus,  in  which  A  A  AAA  A  represent  the  vibrating 
cutting-blades  ;  BBBBBB  the  permanent  guard-irons ;  H  represents  a  part  of  the  wood- 
work. The  guards  are  formed  of  a  lower  piece  and  an  upper  piece,  admitting  the 
blade  to  pass  between  in  cutting,  so  that  the  straw,  grass,  hemp,  corn,  etc.,  which 
comes  in  between  the  guards  to  be  cut,  is  firmly  supported,  both  above  and  below  the 
vibrating  blades. 
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^  In  my  original  inTcntion,  the  upper  part  of  the  guards  were  fastened  to  the  lower 
part,  both  before  and  behind  the  blades,  as  represented  at  CCCC ;  the  grass,  straw,  etc., 
which  is  not  perfectly  cut,  is  forced  in  by  the  motion  of  the  blades,  and  works  back, 
between  the  blades  and  the  upper  piece  of  the  guard,  materially  obstructing  the  free 
movement  of  the  blades;  in  wet  weather,  frequently  causing  what  the  farmers  call 
choking.  The  improvement,  for  which  a  patent  is  now  asked,  is  represented  at 
DDDD,  where  the  upper  piece  of  the  guard  is  fastened  to  the  lower  piece  only  at  the 
point,  leaving  the  back  end  unconnected ;  consequently,  the  space  between  the  upper 
and  lower  pieces  of  the  guard,  through  which  the  blades  vibrate,  is  open  behind,  so  that 
the  grass,  etc.,  which  is  forced  in  by  the  action  of  the  blades,  now  passes  freely  out 
through  the  opening;  which  opening,  when  used  in  combination  with  vibrating  blades, 
constitutes  a  claim  in  this  improvement,  and  is  represented  at  DDDD,  Fig.  i,  and  at 
A,  Rg.  3. 

'*My  improvement  extends  also  to  the  prevention  of  the  accumulation  of  grass,  etc., 
under  the  blades,  which  I  will  describe  as  follows :  In  my  original  invention,  the 
blades  are  ground  with  a  bevel  on  both  sides  of  the  edge ;  the  purpose  of  this  is,  that, 
by  means  of  the  shoulder  of  the  bevel,  the  sharp  edge  is  prevented  from  coming  in 
immediate  contact  with  the  iron  in  passing  the  guard.  This  bevel  is  not  so  necessary 
near  the  fork  of  the  blades  as  near  the  points,  hence,  in  this  improvement,  about  one 
inch  of  edge,  at  the  fork,  is  flush  on  the  upper  side,  leaving  the  bevel  all  on  the  upper 
side.  The  design  of  this  is,  that  the  grass,  etc.,  which  is  forced  in  between  the  blades 
and  the  lower  part  of  the  guard,  shall  be  cut  up  and  worked  out  by  the  flush  edge 
acting  close  to  the  iron  at  the  fork.  This  latter  improvement  is  also  claimed  as  new, 
in  its  application  to  the  particular  purpose  for  which  it  is  designed. 

"  Fig.  2  is  a  sectional  view  of  one  of  the  guards  in  my  original  invention.  A  is  a 
part  of  the  wood-work,  as  seen  at  H,  Fig.  i. 

**  Fig.  3  represents  one  of  the  guards  containing  the  improvement  before  described. 
A  is  the  opening ;  B  part  of  the  wood-work. 

"Fig.  4  represents  a  v;ew  of  one  of  the  blades,  with  the  flush  edge  (BE)  on  each 
side  of,  and  at  the  fork  of  the  blades  (A  i). 

"  I  accordingly  claim  the  opening  above  the  blades  at  A,  Fig.  3,  and  at  D,  Fig.  i,  in 
combination  with  vibrating  blades. 

'*  I  also  claim  the  particular  application  of  the  flush  edge  at  the  fork  of  the  blades, 
for  the  purpose  described.  The  end  and  design  of  the  improvements  above  claimed,  is 
to  prevent  the  blades  choking.  Obsd  Hussst.** 


The  description  of  the  invention  in  reissue  449,  was  substan- 
tially the  same  as  that  contained  in  the  original  patent.  The 
only  material  differences  consisted  in  the  addition  of  the  follow- 
ing paragraphs,  and  in  the  claims : 

''Reaping  machines  have  heretofore  been  constructed,  some  with  straight  blades 
with  smooth  edges,  and  having  a  rotary  motion,  in  which  the  cutters  were  arranged  to 
work  through  slots  between  the  upper  and  lower  parts  of  guard  fingers,  which  parts 
were  connected  only  at  the  front  ends,  in  such  machines  the  fingers  acted:  ist.  As 
guards  or  protectors,  to  prevent  the  edge  of  the  cutter  from  being  injured  by  collision 
with  stones  or  similar  obstacles;  and,  id,  like  the  teeth  of  a  comb,  to  divide  the  stalks 
of  grain  or  grass,  while  being  cut,  into  narrow  strips  or  parcels,  and  hold  them  from 
leaning  to  the  right  or  left,  as  the  edges  of  such  cutters  were  borne  forward  against  the 
stalks,  and  drawn  across,  to  cut  them.  It  is  evident  that,  in  such  a  cutting  apparatus, 
the  blades,  if  smooth-edged,  cut  like  a  knife,  or,  if  sickled,  like  a  saw,  without  the  aid 
of  another  edge,  between  which  and  the  edge  of  the  blade,  the  stalks  may  be  sheared  or 
clipped.  But,  in  machines  in  which  the  cutter  has  a  scalloped  edge,  the  fingers  serve 
tkree  purposes:  first,  they  act  as  protectors  to  the  edge;  secondly,  they  divide  and  hold 
up  the  stalks ;  and  thirdly,  they  act  as  fixed  shear-blades,  between  which,  and  the 
edges  of  the  scallops,  the  grain  or  grass  is  clipped.  But  the  shearing  or  clipping  action 
tends  to  force  the  stalks  crosswise  of  the  finger,  into  the  slots,  so  that  in  such  machines 
the  slots,  between  the  upper  and  lower  parts  of  the  fingers,  through  which  the  scallops 
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play,  are  liable  to  clog  or  choke,  either  impeding  or  wholly  preventing  the  cutting 
action  of  the  machine ;  by  reason  of  tht<  tendency  of  the  scalloped  sickle  to  force  the 
stalks  across,  and  thus  entangle  them  upon  the  fingers,  all  the  modes  heretofore  devised, 
of  working  this  sickle,  were  comparatively  ineffective. 

**  But,  as  the  scalloped  blade  is,  in  my  judgment,  the  best  of  all  cutters,  it  is  of  great 
importance  to  overcome  every  impediment  to  its  successful  working,  which  I  have  done 
in  the  manner  before  described,  viz.,  by  combining  with  it  a  slotted  finger,  the  upper 
and  lower  parts  of  which  are  connected  with  each  other  only  at  the  points,  and  one 
part  only  being  attached  to  the  frame  of  the  machine,  leaving  an  opening  at  the  rear 
of  the  slot,  through  which  the  clogging  matter  can  work  its  way  out. 

**l  claim  as  my  invention  the  combination  of  a  vibrating  scalloped  cutter,  the  inden- 
tations of  whose  edge  act  as  a  series  of  moving  shear-blades  with  slotted  guard-fingers, 
the  sides  of  which  act  as  a  corresponding  series  of  fixed  shear-blades ;  the  parts  of  such 
fingers  forming  the  slot,  being  connected  at  the  front  ends  only,  leaving  the  rear  of  the 
slot  open  and  free  for  the  escape  of  material  that  would  otherwise  clog  the  cutter,  sub- 
stantially as  described. 

"  In  testimony  whereof,  I  have  hereunto  subscribed  my  name. 

**  Obed  Hussey." 

The  defendants  denied  that  Hussey  was  the  original  inventor 
of  the  improvement  claimed,  and  insisted  that  C.  H.  cCMor- 
mick  was  the  original  and  first  inventor  thereof.  They  also 
insisted  that  they  did  not  infringe  the  reissued  patent,  because 
the  slot  in  the  finger,  used  by  McCormick,  was  open  below  the 
cutter,  whereas  in  the  patent  the  opening  was  above  ;  also, 
because  the  McCormick  cutter  was  not  so  deeply  scalloped  as 
the  Hussey  cutter ;  and,  also,  because  the  reissued  patent  was 
not  for  the  same  invention  as  that  for  which  the  original  patent 
was  granted. 

P.  H,  Watson  and  Geo.  Harding  for  complainant/ 

Goodwin  £5f  Lamed  and  Chas,  M,  Keller  for  defendants.  \ 

McLean,  J. 

The  complainant  states  in  his  bill  that  prior  to  February  17, 
1847,  ^^  ^^^  ^^^  ^^^^  ^^^  original  inventor  of  certain  new  and 
useful  improvements  in  reaping  machines ;  and  that  letters  pat- 
ent were  granted  to  him  therefor,  bearing  date  August  7,  1847. 

That  said  letters  patent  were  surrendered  for  insufficient 
specification,  and  three  several  patents,  dated  April  14,  1857, 
were  reissued  for  distinct  and  separate  parts  of  the  thing  orig- 
inally patented,  pursuant  to  the  Act  of  Congress  of  March  3, 

1837. 

That  the  defendants  have   constructed   machines  since  the 
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date  of  the  reissued   patent,  in  violation  of  one  of  the  reissued 
letters  patent,  numbered  449. 

Hussey  says :  ^^I  claim  as  my  invention  the  combination  of  a 
vibrating  scalloped  cutter,  the  indentations  of  whose  edges  act  as 
a  series  of  moving  shear-blades,  with  slotted  guard-fingers,  the 
sides  of  which  act  as  a  corresponding  series  of  (ixed  shear- 
blades  ;  the  parts  of  such  fingers  forming  the  slot  being  con- 
nected at  the  front  ends  only,  leaving  the  rear -of  the  slot  open, 
and  free  for  the  escape  of  material  that  would  otherwise  clog 
the  cutter,  substantially  as  described." 

This  combination  is  so  succinctly  and  clearly  expressed,  that 
no  one  can  mistake  it.  A  vibrating  scalloped  cutter,  combined 
with  slotted  guard-fingers,  fastened  in  front,  and  open  in  the 
rear,  constitutes  the  invention.  The  cutter  operates  through 
the  slots  in  the  guard-fingers,  and  they,  being  fastened  in  front 
and  open  in  the  rear,  permit  the  material  which  accumulates  to 
escape. 

And  the  defendants  admit  in  their  answer:  ^^  If  the  claim  of 
the  reissued  patent  No.  449,  should  be  so  construed  as  to  cover 
the  employment  of  a  vibrating  scalloped  edge  cutter,  of  any 
kind,  in  combination  with  slotted  guard-fingers,  with  the  open- 
ing for  the  discharge  of  the  material  that  would  otherwise  clog 
the  cutter,  whether  such  opening  be  placed  above  or  below  the 
cutter,  then  the  defendants,  further  answering,  admit  that  the 
defendant,  Cyrus  H.  McCormick  has  long  prior  to  and  since 
the  14th  of  April,  1857,  manufactured  and  sold  large  numbers 
of  reaping  machines,  involving  the  combination  so  claimed  and 
constructed ;  and  that  he  has  now  on  hand,  completed  and  for 
sale,  a  small  number  of  such  reaping  machines." 

This  admission  is  made  on  the  hypothesis  that  the  Court  shall 
construe  the  claim  to  be  for  a  vibrating  scalloped  cutter  of  any 
kind,  in  combination  with  slotted  guard-fingers,  with  the  open- 
ing for  the  discharge  of  material  that  would  otherwise  clog  the 
cutter,  whether  such  opening  be  placed  below  or  above  the 
cutter. 

As  stated,  the  admission  is  made  in  the  language  of  the  pat- 
entee, with  the  exception  of  the  words,  ''  whether  such  open- 
ings be  placed  below  or  above  the  cutter  >"  but  as  these  words 
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were  not  used  by  the  patentee,  it  is  difficult  to  see  how  they  can 
affect  his  rights.  The  call  is  for  slotted  fingers,  the  parts  form- 
ing the  slots  being  connected  at  the  front  ends  only^  leaving  the 
rear  of  the  slot  open  and  free.  If  the  slot  be  open  and  free, 
in  the  rear,  it  would  seem  that  there  can  be  no  obstruction  to 
the  cutter  by  the  clogging  matter.  "  Whether  the  opening  be 
placed  above  or  below  the  cutter,'^  is  not  in  the  case.  It  is 
both  below  and  above  the  cutter,  and  unless  some  new  rule 
shall  be  found,  which  shall  enable  the  defendant  to  modify  the 
claim  of  the  plaintiff,  we  suppose  it  must  stand. 

In  their  further  answer,  the  defendants  allege  that  Hussey  is 
not  the  original  and  first  inventor  of  such  improvement ;  but 
long  prior  to  the  invention  by  him,  substantially  the  same  con- 
struction and  combination  was  invented,  and  described  in  let- 
ters patent  granted  to  Cyrus  H.  McCormick,  which  letters 
patent  are  dated  June  21,  1834,  and  that  the  machines  were  in 
use  long  prior  to  the  invention  of  the  complainant. 

In  answer  to  this,  it  is  only  necessary  to  say,  that  an  inspec- 
tion of  McCormick*s  patent  of  1834  will  show  that  it  contains 
no  such  combination  of  a  vibrating  scalloped  cutter,  with  slot- 
ted guard-fingers,  fastened  at  the  front  only,  leaving  the  rear 
open  and  free,  as  called  for  by  the  complainant  in  his  reissued 
patent  of  1857.  '^^^  cutting  apparatus  described  in  McCor- 
mick*s  patent  of  1834  was  ^^a  vibrating  straight-edge  sickled 
blade,'*  stated  to  be  ''  a  long  cutter  of  steel,  grooved  or  notched 
on  its  lower  edge,  like  a  reaping  hook,  with  the  grooves  run- 
ning in  a  line  toward  the  right  of  the  machine." 

This  cutter,  in  form  and  principle,  was  unlike  the  scalloped 
cutter  of  Hussey,  to  say  nothing  of  the  other  parts  of  the  ma- 
chine, or  of  the  combination  claimed  and  so  clearly  described 
by  him. 

The  same  remark  will  apply  to  the  alleged  improvement  of 
McCormick,  in  1840  or  1841.  That  consisted  of  ^'a  vibrat- 
ing cutter,  with  a  straight  edge,  and  with  the  sickle  teeth  cut 
therein  in  sections,  and  inclined  in  opposite  directions."  Wheth- 
er this  improvment  had  been  the  subject  of  experiment,  and 
machines  with  the  improvement  had  been  sold  to  various  per- 
sons, in  i840-'42,  can  be  a  matter  of  no  importance;  as  it  was 
33 
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wholly  different  from  the  right  of  the  plaintiff.  These  ma- 
chines "  with  wooden  slotted  fingers,"  as  appears  from  the  evi- 
dence, were  abandoned  by  McCormick,  and  simple  unslotted 
fingers  were  substituted  in  their  place.  But  not  one  of  his 
experiments,  however  numerous  they  may  have  been,  seems  to 
have  reached  the  organization  and  effect  of  the  plaintiflTs  ma- 
chine, until,  by  his  own  admission,  he  adopted  its  principles. 

If  anything  in  addition  to  this  testimony  be  'necessary,  it  is 
found  in  the  testimony  of  Henry  B.  Renwick.  He  was  a  prin- 
cipal examiner  in  the  Patent  Office  a  number  of  years,  and,  for 
the  last  four  or  five  years  United  States  Inspector  of  Steamers, 
in  the  port  of  New  York.  He  states  that  on  an  examination 
of  the  defendant's  machine,  with  the  reissued  patent  No.  449, 
he  finds  it  is  a  substantial  representation  of  the  invention  set 
forth  in  the  patent ;  and  that  the  variations  are  formal  and  not 
substantial.  Neither  the  science  nor  the  practical  knowledge 
of  this  witness  is  controverted.  His  statement  stands  uncon- 
tradicted. 

It  is  objected  that  the  scallops  used  by  McCormick  in  his 
cutting  apparatus  have  less  depth  than  those  used  by  Hussey. 
This  is  a  formal  and  not  a  substantial  objection.  The  scallops 
were  not  required  to  be  of  any  particular  depth,  or  that  the 
angle  they  make  should  be  greater  or  less.  This  was  neces- 
sarily left  to  the  knowledge  and  experience  of  the  mechanic. 
Practical  utility  was  the  end  to  be  attained  in  the  use  of  the 
scalloped  cutter.  Some  mechanics  may  prefer  one  angle,  some 
another.  A  right,  which  may  be  lost  by  the  variation  of  an 
angle,  can  be  of  no  value. 

The  cutting  operation  of  Hussey  is  done  by  shears,  which 
cut  the  substance  presented  at  an  angle,  and  which  many  pre- 
fer to  the  sickle-edge  cutler.  Whether  the  cutting  is  done  by 
the  one  or  the  other  instrument,  it  is  rightly  denominated  the 
scalloped  cutter. 

The  objection  that  the  sole  purpose  of  the  surrender  and  re- 
issue of  the  complainant's  patent  was  to  cover  what  Hussey 
had  not  invented,  and  which  he  knew  to  have  been  previously 
invented  and  constructed  by  McCormick,  does  not  seem  to 
accord  with  the  adqiission  of  the  defendants,  that  if  the  claim 
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should  be  sustained  as  made,  they  have  manufactured  and  sold 
since  April  14,  1857,  *  great  number  of  reaping  machines,  in- 
volving the  combination  so  claimed  and  constructed. 

The  legal  presumption  is,  from  the  action  of  the  Patent 
Office,  that  the  reissued  patent  is  for  the  same  invention  as  the 
original  patent.  O'Reilly  w,  Morse^  15  How.  62;  and  in  the 
same  case  it  was  held  that  ''  differences  in  the  claims  are  con- 
sistent  with  the  identity  of  the  thing  designed  to  be  patented  in 
both  patents,  it  being  one  object  of  surrender  to  correct  by 
changing  the  description,  or  claim,  or  both.  This  is  the  well- 
settled  doctrine  of  the  Supreme  Court."  Battin  v.  Taggart^ 
17  How.  74. 

In  their  answer  the  defendants  admit  "  that  the  letters  patent 
of  August,  1847,  w®^^  surrendered,  and  that  thereupon  three 
several  patents  were  granted  14th  April,  1857,  to  Hussey;  each 
for  a  separate  part  of  the  reaping  machine  described  in  the  sur- 
rendered letters  patent." 

In  the  patent  of  1847,  *  combination  of  the  scalloped  cutter 
with  a  slotted  finger,  connected  at  the  point,  and  open  at  the 
rear,  was  represented.  The  description  in  the  reissued  patent 
is  more  concisely  and  clearly  expressed  ;  but  the  identity  of  the 
invention  plainly  appears.  The  corrected  phraseology  is  clearly 
within  the  provisions  of  the  patent  law. 

A  repetition  of  the  elements  of  Hussey's  invention,  and  their 
combination,  could  add  no  strength  to  what  has  been  said  in 
regard  to  his  improvement.  There  is  no  ground  on  which  to 
question  his  good  faith  in  making  a  surrender  of  his  patent,  and 
procuring  three  several  patents,  each  for  a  separate  part  of  the 
reaping  machine  described  in  the  surrendered  letters  patent. 
Nor  is  there  any  evidence  of  a  just  pretension  on  the  part  of 
C.  H.  McCormick,  that  he  was  the  original  and  first  inventor 
of  the  improvement  claimed  by  Hussey.  In  the  absence  of  all 
evidence  as  to  the  want  of  novelty  in  this  invention,  we  may 
well  conclude  that  Hussey  was  the  inventor,  and  that  he  is 
entitled  to  damages  for  a  violation  of  his  patent,  and  to  an 
injunction. 

As  Cyrus  H.  McCormick,  from  the  facts  alleged  and  admit- 
ted in  the  answer,  is  the  person  responsible  to  the  complainant 
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the  other  two  defendants  being  his  employees,  the  bill  will  be 
dismissed  as  to  them ;  and  the  case  will  be  referred  to  a  Master, 
who  will  take  an  account,  etc.,  under  the  directions  of  the 
counsel  of  the  complainant,  subject  to  the  objections  which 
may  be  made  by  the  defendant's  counsel. 


Frederick  H.  Bartholomew 

vs. 
Nathaniel  Sawye^  and  William  S.  Carr. 

As,  on  the  trial,  there  was  no  proof  that  the  patentee,  at  the  time  of  his  application,  did 
not  believe  himself  to  be  the  first  inventor  or  discoverer  of  the  thing  patented  j 
and  as,  at  the  time  of  the  application,  he  made  oath  that  he  did  believe  that  he 
was  such  first  inventor  and  discoverer,  it  must  be  held,  that,  at  the  time  of  such 
application,  it  satisfactorily  appeared  that  he  believed  himself  to  be  the  first  inventor 
and  discoverer  of  the  thing  patented. 

No  description,  in  any  printed  publication  of  the  thing  patented  can  avoid  the  patent, 
unless  such  description  in  such  printed  publication,  was  prior  in  point  of  time  to 
the  invention  of  the  plaintiff. 

It  appears,  clearly,  by  the  latter  part  of  section  15  of  the  act  of  1836,  that  by  the 
terms  *'not  known  or  used  by  others  before  his  or  their  discovery  thereof,**  in 
section  6  of  the  same  act,  was  not  meant  to  be  included  a  use  in  a  foreign  coun- 
try, but  that  such  use  by  itself  would  not  avoid  the  patent. 

In  section  7  of  the  act  of  1836,  the  terms  "prior  to  the  application**  for  a  patent, 
refer  only  to  the  public  use  or  sale  of  the  invention  with  the  applicant's  consent 
or  allowance.     They  do  not  refer  to  anything  else. 

And  the  terms  "prior  to  the  alleged  invention  of  the  applicant**  refer  to  an  invention 
or  discovery  of  some  one,  other  than  the  applicant,  in  this  country,  and  also  to  a 
patent,  or  description  in  some  printed  publication  in  this  or  some  foreign  country. 

The  publication  to  void  the  patent  must  be  anterior  to  the  discovery  of  the  patentee. 
It  is  not  sufficient  that  it  should  be  anterior  to  the  application  to  the  Commissioner 
for  a  patent. 

(Before  Ingkrsoll,  J.,  Southern  District  of  New  York,  September,  1859.) 

This  was   a   motion   for   a   new   trial.    The   plaintiff  had 
brought  suit  at  )a^  tq  recpvef  cjamages  for  the  alleged  infringe* 


SEPTEMBER^    1 858.  517 

Bartholomew  v.  Sawyer. 

ment  of  letters  patent  for  an  **  improved  method  of  governing 
the  action  of  valve-cocks/'  granted  to  him,  June  20,  1854. 

The  jury  found  a  verdict  for  the  plaintiff.  The  assignments 
of  error,  upon  which  the  motion  for  a  new  trial  was  based,  are 
fully  stated  in  the  opinion. 

A.  P.  Browne  for  plaintiff. 

Tratyy  Powers  &  Tallmadge  for  defendants. 

Ingbrsoll,  J. 

It  appeared  in  evidence,  on  the  trial  to  the  jury,  that  the 
thing  patented  was  discovered  and  invented  by  the  plaintiff  as 
early  as  the  month  of  June,  1850;  that  having  subsequently 
tested  and  perfected  the  same,  he  applied  for  a  patent  in  the 
month  of  February,  1853,  ^"^  ^^^^  ^^^  patent  was  granted  to 
him  on  June  20,  1854.  Previous  to  his  discovery,  the  thing 
patented  was  not  known  in  the  United  States. 

It  was  claimed  by  the  defendants,  that  it  was  known  and  in 
public  use  in  England  and  Scotland,  before  such  discovery  and 
invention  of  the  plaintiff. 

It  was  not  claimed,  however,  and  no  evidence  was  offered  to 
prove,  that  the  plaintiff,  at  the  time  of  his  application  to  the 
Patent  Office,  knew  of  such  use,  or  believed  at  that  time  that 
he  was  not  the  first  discoverer  and  inventor. 

It  was  not  made  to  appear  that  the  same,  or  any  substantial 
part  thereof,  had  at  any  time  before  the  application  for  a  patent, 
been  patented  in  any  country.  No  evidence  was  offered  by  the 
defendants  to  prove  that  the  same,  or  any  substantial  part 
thereof,  before  the  plaintiff's  discovery  in  June,  1850,  had  been 
described  in  any  printed  publication,  although  it  was  claimed 
by  them,  and  evidence  was  offered  to  prove  that,  subsequent  to 
the  discovery  of  the  plaintiff,  and  before  his  application  for  a 
patent,  there  was  an  engraving  of  the  patented  device,  and 
a  printed  description  of  the  same  ( without  date ),  accompanying 
such  engraving,  publicly  exhibited  at  the  Crystal  Palace  Exhi- 
bition in  London,  in  the  year  1851,  and  soon  thereafter,  in  the 
same  year,  brought  to  this  country.     As  on  the  trial  there  was 
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no  proof  that  the  patentee,  at  the  time  of  his  application  for  a 
patent,  did  not  believe  himself  to  be  the  first  inventor  or  dis- 
coverer of  the  thing  patented ;  and  as  at  the  time  of  the  appli- 
cation he  made  oath  that  he  did  believe  that  he  was  such  first 
inventor  and  discoverer,  it  must  be  held  that,  at  the  time  of 
such  application,  it  satisfactorily  appeared  that  he  believed  him- 
self to  be  the  original  and  first  inventor  and  discoverer  of  the 
thing  patented.  The  device  patented  was  known  and  in  use  in 
this  country  to  a  limited  extent  as  early  as  the  year  1852,  the 
same  having  been  imported  from  England. 

During  the  progress  of  the  trial  it  was  ruled  by  the  Court  that 
the  patent  of  the  plaintiff  could  not  be  avoided  by  the  mere 
fact  that  the  invention  or  discovery  patented  had  been  known 
and  used  in  a  foreign  country  before  the  discovery  of  the  plain- 
tiff. The  Court  also  ruled  that  no  description  in  any  printed 
publication  of  the  thing  patented  could  avoid  the  patent,  unless 
such  description  in  such  printed  publication  was  prior  in  point 
of  time  to  the  invention  of  the  plaintiff,  and  so  charged  the 
jury.  The  defendants  claim  that  the  Court  erred  in  so  ruling 
and  charging  the  jury ;  that  the  Court  should  have  ruled  and 
charged  the  jury  that  if  the  thing  patented  had  been  described 
in  a  printed  publication,  before  the  application  of  the  plaintiff 
for  a  patent,  that  would  void  the  patent,  though  it  might  have 
been  after  the  invention  of  the  plaintiff. 

The  sixth  section  of  the  Patent  act  of  1836,  provides  "that 
any  person  or  persons  having  discovered  or  invented  a  new  and 
useful  art,  machine,  manufacture,  or  composition  of  matter,  or 
any  new  and  useful  improvements  on  any  art,  machine,  manu-^ 
facture,  or  composition  of  matter  not  known  or  used  by  others 
before  his  or  their  discovery  or  invention  thereof,  and  not  at 
the  time  of  his  application  for  a  patent,  in  public  use  or  sale, 
with  his  consent  or  allowance^  as  the  inventor  or  discoverer," 
may,  on  application  to  the  Commissioner  of  Patents,  obtain  a 
patent  for  the  thing  invented  or  discovered  j  if  the  thing  discov- 
ered or  invented  by  the  applicant  was  known  or  used  before  his 
discovery  or  invention  within  the  meaning  of  these  terms,  as 
used  by  the  Patent  law,  then  no  legal  patent  can  be  granted,  and 
if  granted,  the  same  will  void  the  patent. 
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It  appears  clearly  by  the  latter  part  of  the  fifteenth  section  of 
the  same  act,  that  by  the  terms,  "  not  known  or  used  by  others 
before  his  or  their  discovery  thereof,"  above  recited,  was  not 
meant  to  be  included  a  use  in  a  foreign  country,  but  that  such 
use  by  itself  would  not  void  the  patent.  For,  by  the  latter  sec- 
tion, it  is  expressly  provided,  "  that  whenever  it  shall  satisfac- 
torily appear  that  the  patentee,  at  the  time  of  making  his 
application  for  a  patent,  believed  himself  to  be  the  first  inventor 
or  discoverer  of  the  thing  patented,  the  same  shall  not  be  void 
on  account  of  the  invention  or  discovery,  or  any  part  thereof, 
having  been  before  known  or  used  in  any  foreign  country." 
And,  as  already  shown,  it  appeared  on  the  trial  that  the  patentee 
did,  at  the  time  of  making  his  application  for  a  patent,  believe 
himself  to  be  the  first  inventor  or  discoverer  of  the  thing  pat- 
ented, the  patent  of  the  plaintiff,  therefore,  could  not  be  voided 
by  the  mere  fact  that  the  invention  or  discovery  patented,  had 
been  known  or  in  use  in  a  foreign  country  before  the  discovery 
of  the  plaintiff.  It  also  appears  by  the  seventh  section  of  the 
same  act,  that  the  use  meant  by  these  terms  was  intended  to  be 
confined  to  a  use,  discovery  or  invention  in  this  country,  and 
made  prior  to  the  discovery  or  invention  of  the  applicant ;  the 
proof  of  which  prior  use  must  be  so  limited,  provided  the  patentee, 
at  the  time  of  his  application,  believed  himself  to  be  the  first 
inventor  and  discoverer. 

By  the  seventh  section  of  the  same  act,  it  is  made  the  duty 
of  the  Commissioner,  upon  the  application  of  any  one  for  a 
patent,  to  make  an  examination  of  the  alleged  new  discovery  or 
invention,     ^'  And   if,  on  any  such   examination,   it  shall   not 

appear  to  the  Commissioner  that  the  same  had  been  invented 
or  discovered  by  any  other  person  in  this  country  prior  to  the 
alleged  invention  or  discovery  thereof  by  the  applicant,  or  that 

t  had  been  patented  or  described  in  any  printed  publication  in 
this  or  any  foreign  country,  or  had  been  in  public  use  or  on  sale, 

with  the  applicant's  consent  or  allowance  prior  to  the  applica- 
tion, if  the  Commissioner  shall  deem  it  to  be  sufficiently  useful 
and  competent,  it  shall  be  his  duty  to  issue  a  patent  therefor  ;'^ 
the  terms  in  this  section  ^^  prior  to  the  application  "  for  a  patent 
refer  only  to  the  public  use  or  sale  (of  the  invention)  with  the 
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applicant's  consent  or  allowance.     They  do  not  refer  to  any- 
thing else.     And  the  terms  "  prior  to  the  alleged  invention  of 
the  applicant  *'  refer  to  an  invention  or  discovery  of  some  one 
other  than  the  applicant  in  this  country  ;  and  also  to  a  patent, 
or  description  in  some  printed  publication  in  this  or  some  for- 
eigh  country.     The  true  meaning  of  this  section  taken  by  itself 
is,  that  a  patent  shall  issue  to  the  applicant  and  be  valid  if  he  is 
the  originator  and  author  of  a  new  invention   or   discovery, 
unless  the  thing  invented  by  him  has,  prior  to  the  alleged  in- 
vention or  discovery  of  the  applicant,  been  invented  or  discov- 
ered or  used   by  some  one  else  in  this  country  ;  or  unless  the 
invention  of  the  applicant  has  been  patented,  or  described  in 
some  printed  publication  in  this  or  some  foreign  country  prior 
to  the  alleged  invention  or  discovery  of  the  applicant ;  or  unless 
said  invention  of  the  applicant  has  been  in  public  use,  or  on 
sale  with  the  applicant's  consent  or   allowance,   prior  to    his 
application  to   the    Commissioner  for  a   patent.      This   latter 
restriction  was  subsequently  modified  by  the  act  of  1839,  so 
that  the  public  sale  or  use,  with  the  consent  and  allowance  of 
the  applicant,  must  be  more  than  two  years  before  his  applica- 
tion to  forfeit  the  right. 

Other  portions  of  the  same  act  confirm  the  view  thus  taken 
of  the  subject.  In  the  fifteenth  section  it  is  provided  that,  upon 
the  general  issue,  with  notice,  certain  matters  may  be  given  in 
evidence  to  void  the  patent.  Among  those  matters  are,  that 
the  thing  patented  has  been  described  in  some  public  work  an- 
terior to  the  supposed  discovery  thereof  by  the  patentee  (not 
anterior  (o  the  application  for  a  patent),  or  that  it  had  been  in 
public  use  or  on  sale  with  the  consent  and  allowance  of  the 
patentee,  before  his  application  for  a  patent.  The  publication, 
to  void  the  patent  must  be  anterior  to  the  discovery  of  the  pat- 
entee. It  is  not  sufficient  that  it  should  be  anterior  to  the 
application  to  the  Commissioner  for  a  patent. 

It  has  been  urged  that  the  provision  of  the  fifteenth  section 
gives  a  different  rule  on  this  subject.  That  proviso  is  as  fol- 
lows :  "  That  whenever  it  shall  satisfactorily  appear  that  the 
patentee,  at  the  time  of  making  the  application  for  the  patent, 
believed  himself  to  be  the  firs(  inventor  or  discoverer  of  the 
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thing  patented,  the  same  shall  not  be  void  on  account  of  the 
invention  or  discovery,  or  any  part  thereof,  having  been  before 
known  or  used  in  any  foreign  country;  it  not  appearing  that 
the  same,  or  any  substantial  part  thereof,  had  before  been  pat- 
ented or  described  in  any  printed  publication."  It  is  claimed 
that  the  time  referred  to  by  the  terms  ''having  been  before 
known  or  used  in  any  foreign  country,'*  is  the  time  when  the 
application  for  the  patent  was  made ;  and  that  the  terms  "  had 
before  been  patented  or  described  in  any  printed  publication," 
refer  also  to  when  sfuch  application  was  made,  and  not  to  the 
time  when  the  original  invention  or  discovery  was  made. 

If  there  were  any  doubt  as  to  the  construction  which  the 
proviso  should  receive,  if  considered  by  itself,  the  true  construc- 
tion of  it  would  be  free  of  doubt  when  considered  in  connection 
with  other  sections  and  with  the  whole  scope  of  the  act.  Viewed 
in  such  connection,  it  must  be  held  that  the  time  referred  to  by 
the  terms  above  recited,  is  the  time  when  the  original  invention 
or  discovery  of  the  patentee  was  made,  and  not  the  time  when 
he  presented  his  application  to  the  Commissioner.  Any  other, 
or  diflFerent  construction  of  this  proviso,  would  be  in  conflict 
with  the  whole  scope  of  the  act,  with  the  plain  and  clear  enact- 
ments of  certain  parts  of  it,  and  would  make  several  of  the 
sections  irreconcilable  with  each  other. 

With  this  view  of  the  case,  the  motion  for  a  new  trial  must 
be  denied. 


Laureston  R.  Livingston,  W.  B,  Copeland,  James 

k.  morehead,  et  al« 

vs. 

J.  Hervey  Jones,  Alexander  M.  Wallingford, 

ET  al.     In  Equity. 

A  party  nsing  contrivances  to  supplant  another  in  the  use  of  a  patent,  by  obtaining  the 
assignment  of  the  extended  term  thereof,  and  by  his  answer  and  his  cross-bill. 
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admitting  under  oath  the  validity  of  the  patent,  claiming  the  ownership  of  the 
extended  patent,  and  praying  an  injunction  against  the  complainant,  must  be 
regarded  as  admitting  the  originality  and  value  of  the  patent,  although  he  subse- 
quently amends  his  answer  and  denies  both. 

It  is  not  enough,  to  defeat  the  originality  of  an  invention,  that  prior  contrivances  are 
produced  which  mighty  by  a  little  change,  have  been  made  into  the  patented  con- 
trivance, though  not  so  intended  by  the  maker. 

The  originality  and  value  of  the  Sherwood  patent  for  Janusy  or  double-faced,  door- 
locks,  investigated  and  established. 

(Before  Grizr,  J.,  Western  District  of  Pennsylvania,  November,  1859.) 

This  was  a  bill  in  equity,  to  restrain  the  infringement  of 
letters  patent  for  an  ''  improvement  in  locks,"  granted  to  John 
P.  Sherwood,  December  14,  18425  reissued  October  7,  1856, 
extended  for  seven  years  from  December  14,  1856,  and  assigned 
to  complainants. 

The  claims  of  the  reissued  and  extended  patent  were  as 
follows : 

<'  I  claim  making  the  cases  of  door-locks  and  latches  double-faced,  or  so  finished  that 
either  side  may  be  used  for  the  outside,  in  order  that  the  same  lock  or  cased  ^stening 
may  answer  for  a  right  or  left-hand  door,  substantially  as  described. 

''I  also  claim  the  peculiar  construction  and  double-action  (upon  an  inclined  and 
horizontal  track  or  way)  of  the  locking-car,  B,  as  hereinbefore  described,  and  the 
combination  of  the  locking-car,  B,  and  safety-cars,  GG  2,  with  one  another,  and  with 
the  connecting  or  vibrating  bar  and  bolt,  A,  as  within  described,  so  as  to  fasten  the 
bolt,  C,  securely,  and  prevent  its  being  picked. 

*<  I  also  claim  so  constructing  the  bolt  as  hereinbefore  described,  that  by  simply  turn- 
ing it  over  in  the  lock-case,  it  is  adapted  to  a  right  or  left-hand  door.** 

The  facts  sufficiently  appear  in  the  opinion. 

Shaler  iff  Co.^  Bakewell  iff  Cusbing^  and  E,  M.  Stanton  for 
complainants. 

Stowe  iff  Hampton^  G.  P.  Hamilton^  and  Geo.  Gifford  for 
defendants. 

Grier,  J. 

The  parties  to  this  bill  are  two  manufacturing  firms,  in  the 
city  of  Pittsburg.  They  are  both  engaged  in  the  manufacture 
of  door-locks. 

The  complainants  claim  to  be  the  owners  of  a  patent,  granted 
to  John  P.  Sherwood,  for  an  improvement  in  door-locks,  issued, 


NOVEMBER,    1 859.  ^2^ 


Livingston  v.  Jones. 


originally,  on  December  14,  1842,  and  afterward  extended  for 
seven  years,  from  December  14,  1 856. 

The  bill  charges  the  respondents  with  infringing  this  patent. 
The  respondents'  first  answer  admitted  the  use  of  the  patented 
invention,  but  claimed  that  they  are  the  true  owners  of  the 
extended  patent,  and  by  a  cross-bill,  they  prayed  that  complain- 
ants might  be  enjoined  from  using  the  invention. 

After  the  testimony  had  been  taken  on  both  sides^  upon  this 
issue  involving  the  title  to  the  patent,  the  respondents  discover- 
ing that  they  must  necessarily  be  defeated,  obtained  leave  from 
the  Court  to  withdraw  the  answer  and  cross-bill  which  admitted 
the  validity  of  the  Sherwood  patent,  and  to  file  another  answer 
denying  its  originality  and  validity. 

This  being  the  only  question  in  the  case,  it  is  unnecessary 
to  notice  further  the  history  of  the  patent,  its  renewals  and 
assignments. 

Till  within  a  few  years  past,  most  of  the  door-locks  used  in 
this  country  were  imported  from  England.  It  was  an  important 
object,  therefore,  to  discover  or  invent  some  plan  by  which  this 
article  could  be  made  cheaper  and  better  than  the  imported, 
notwithstanding  the  higher  price  of  labor  here.  Such  an  inventor 
who,  by  bringing  his  invention  into  market,  could  expel  the 
foreign  article,  would  evidently  be  a  public  benefactor;  the 
article  of  door-locks  being  one  of  immense  consumption  in  this 
country.  This  object  was  in  part  effected  by  making  the  locks 
of  cast-iron.  But  another  difficulty,  in  the  way  of  their  cheap 
production,  was  found  in  the  fact  that  door-locks  had  to  be  made 
right  and  left,  and  a  lock  made  for  a  right-hand  door  would 
have  to  be  turned  upside  down  in  order  to  be  used  on  a  left- 
hand  door,  and  vice  versa.  It  became,  therefore,  a  very  im- 
portant object  to  those  who  manufactured  and  to  those  who 
dealt  in  this  article,  that  this  difficulty  of  right  and  left-hand 
locks  should  be  somehow  obviated,  and  that  every  lock  might 
be  equally  capable  of  use  on  right  or  left-hand  doors. 

Sherwood  was  the  first  to  invent  a  mode  of  effecting  this 
object,  but,  as  it  required  the  expenditure  of  a  large  capital  and 
much  enterprise,  to  make  and  establish  in  the  market,  a  new 
manufacture  of  this  kind,  the  invention  was  not  put  into  sue- 
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cessful  operation.  The  inventor  had  not  the  capital  necessary, 
and  failed  to  persuade  others  who  had,  to  embark  in  the  specu- 
lation. The  complainants  having  embarked  in  the  manufacture 
of  door-locks,  and  properly  appreciating  the  value  of  Sherwood's 
invention,  sought  out  the  inventor  and  purchased  hjs  patent, 
and  have  now  succeeded  in  establishing  a  manufacture  both 
cheaper  and  better  than  that  imported. 

There  is  no  better  evidence  of  the  value  of  this  invention 
than  the  contrivances  used  by  the  respondents  to  supplant  the 
complainants,  by  obtaining  the  assignment  of  the  extended  term 
of  the  patent,  which,  they  must  have  known,  has  been  obtained 
by  the  money  and  active  exertions  of  the  complainants  and  for 
their  use.  Their  conduct  proves  their  apprehension  of  the 
value  of  the  patent,  and  their  oath  on  record  admits  its  origin- 
ality. 

After  such  a  course  of  conduct  they  must  be  held  to  make  a 
clear  case  of  mistake  in  the  Patent  Office  and  in  their  own 
sworn  answer,  as  regards  the  originality  of  this  invention. 

The  patent  is  for  a  ^^  new  and  useful  improvement  in  door- 
locks." 

The  schedule  states  that  every  part  of  the  lock  may  be  made 
of  cast-iron,  as  the  cheapest  material,  but  does  not  claim  that  as 
the  patentee's  discovery. 

The  first  improvement  claimed,  is  in  the  case,  which  is  to  be 
made  double-faced,  and  the  schedule  points  out  the  form  and 
mode  of  making  the  castings  for  such  cases. 

The  second  improvement  is  in  making  the  bolt  with  notches, 
as  described,  so  as  to  put  them,  by  simple  reversion,  to  a  right 
or  left-hand  door. 

The  claim,  which  it  is  admitted  that  respondents  infringe,  is 
as  follows : 

^^What  I  claim  as  my  invention,  and  for  which  I  desire  an 
exclusive  right  by  letters  patent,  is,  making  the  cases  of 
door-locks  and  latches  double-faced,  or  so  finished  that  either 
side  may  be  used  for  the  outside,  in  order  that  the  same  lock  or 
cased  fastening  may  answer  for  a  right  or  left-hand  door,  sub- 
stantially as  described." 

Simple  as  this  improvement   may  appear  at  first  view,  it  is 
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clear  it  had  never  before  been  suggested  or  put  in  practice  for 
the  purpose  of  making  a  better  manufacture  at  a  cheaper  rate. 
Before  this  patent,  door-locks  had  not  been  so  made,  nor  had  it 
occurred  to  any  one  that,  by  these  simple  contrivances,  this  man- 
ufacture could  be  thus  improved  and  cheapened. 

The  respondents,  in  support  of  the  issue  tendered  by  them, 
of  want  of  novelty,  have  not  pretended  to  prove  that  any  one 
had  ever  manufactured  yanus-fzctd  door-locks  with  this  device, 
intending  thereby  to  obviate  the  difficulty  of  having  right  and 
left-hand  locks. 

But  they  have  given  evidence  concerning  certain  locks  on 
gates,  which,  having  been  necessarily  made  with  close  faces  on 
each  side,  it  is  supposed,  might,  if  used  merely  as  dead-locks, 
have  been  applied  either  to  right  or  left-hand  gates. 

The  complainants  have  taken  the  wise  precaution  of  purchas- 
ing all  these  old  locks  and  producing  them  in  court  in  propria 
persona^  accompanied,  also,  by  the  testimony  of  the  manufactu- 
rer of  the  only  one  whose  age  is  satisfactorily  established  to  be 
older  than  the  patent, 

An  examination  of  these  locks  is  much  more  satisfactory  than 
the  examination  of  the  testimony  of  witnesses  calling  themselves 
experts  and  delivering  opinions. 

Not  one  of  these  locks  was  ever  intended  to  be  a  right  and 
left-hand,  or  yanus-f^ccd  lock.  The  custom-house  lock  is  from 
an  open  out-door  gate.  Its  inside  is  necessarily  covered  tight  to 
preserve  the  works  of  the  lock  from  weather  and  from  rust — 
a  device  necessary  in  all  out-door  gate  locks.  It  is  not  suited, 
and  never  intended,  for  a  yanus^fzced  lock.  It  is  evidently  fin- 
ished on  one  side  only.  It  is  a  left-hand  lock,  and  is  not  a  door- 
lock  at  all. 

The  lock  taken  from  the  city  hospital  gate  is  a  dead-lock,  a 
right-hand  lock.  By  putting  it  wrong  side  out,  and  making 
some  alterations,  it  might  be  converted  into  a  left-hand  dead- 
lock. The  same  may  be  said  of  the  gate-lock  of  St.  Mark's 
church,  and  all  the  others.  The  mechanic  who  made  the  cus- 
tom-house lock  in  1840,  swears  that  it  was  intended  and  fin- 
ished only  as  a  left-hand  lock.     That  he  never  thought  of  a 
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yartus'fzced  lock,  and  never  manufactured  one — but  had  differ- 
ent patterns  for  right  and  left-hand  locks. 

It  is  abundantly  clear  from  the  inspection  of  these  locks  that 
the  makers  of  them  were  not  in  search  for  a  plan  for  Janus- 
faced  locks,  or  aware  of  the  value  of  such  an  invention.  They 
may  have  stumbled  over  it,  but  not  seeking  it,  did  not  think  it 
worth  picking  up  or  examining.  As  in  many  other  cases,  they 
were  near  the  invention,  and  might  have  made  it  if  they  had  only 
thought  of  it.  Those  who  are  wise  after  the  event,  and  who 
have  been  examined  as  experts,  have  given  testimony  which, 
when  analyzed,  amounts  to  this,  and  no  more :  that  these  gate- 
locks,  being  covered  on  the  inside,  might,  by  a  little  change, 
have  been  made  into  Janus-faced  locks,  though  not  intended  by 
the  maker.  This  fact  is  now  apparent  to  a  mechanic  who  has 
seen  the  patented  invention  before  him. 

Experience  has  caused  me  to  have  little  confidence  in  the 
opinions  of  experts  and  professors,  who  often  have  more  knowl- 
edge than  judgment.  Courts  and  juries  may  be  much  benefited 
in  their  researches  by  the  one,  while  they  would  be  led  into 
great  error  by  confiding  too  much  to  the  other. 

The  art  of  printing  was  stumbled  over  for  five  thousand 
years,  and  if  a  patent  for  it  were  now  presented  so  our  expert, 
he  would  show  you,  at  once,  that  the  whole  art  consisted  in 
multiplying  impressions  from  a  combination  of  movable  types. 
He  would  point  you  to  the  tracks  of  animals  as  original  impres- 
sions from  movable  types,  and  show  the  invention  of  printing 
letters  to  be  as  old  as  Adam. 

Few  patents  could  stand  the  test  of  such  ingenuity  as  this. 
Incredible  as  it  may  appear,  yet  it  is  nevertheless  true,  that  on 
the  trial  of  the  originality  of  Morse's  telegraph,  it  was  gravely 
argued,  that  two  thieves  in  the  penitentiary,  who  had  corres- 
ponded by  means  of  scratches  and  dots  on  the  prison  wall,  had 
preceded  Morse,  in  the  invention  of  this  most  astonishing  and 
useful  art. 

We  are  of  opinion,  therefore,  that  the  defendants  have  not 
succeeded  in  establishing  the  defense  pleaded  in  their  amended 
answer,  and  that  the  complainants  are  entitled  to  the  decree 
prayed  for  in  their  bill. 
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Calvin   Adams 

J.  Hervey  Jones,  Alexander  M.  Wallingford,  et 

AL.     In  Equity. 

By  th«  application  filed  in  the  Patent  Office,  the  inventor  makes  a  full  disclosure  of  his 
invention,  and  gives  public  notice  of  his  claim  for  a  patent.  It  is  conclusive  evi- 
dence that  he  does  not  intend  to  abandon  his  invention  to  the  public. 

A  man  might  justly  be  treated  as  having  abandoned  his  application  if  it  be  not  prose- 
cuted with  reasonable  diligence.  But  involuntary  delays — the  mistakes  of  public 
officers,  or  the  delays  of  courts — not  caused  by  the  laches  of  the  applicant,  should 
not  work  a  forfeiture  of  his  rights. 

If  an  inventor  claims  two  distinct  improvements  in  one  machine,  he  may  apply  for 
them  jointly,  and  have  a  single  patent  for  both.  If  he  has  made  a  mistake  as  to 
one  of  the  improvements  claimed,  but  is  clearly  entitled  to  a  patent  as  to  the 
other,  he  can  not  be  justly  said  to  have  abandoned  either  during  a  litigation  as  to 
his  right  to  both. 

It  is  only  when  some  person,  by  labor  and  perseverance,  has  been  successful  in  perfect- 
ing some  valuable  manufacture,  by  ingenious  improvements,  or  labor-saving  devi- 
ces, that  his  patent  is  sought  to  be  annulled,  by  digging  up  some  useless^  rusty, 
forgotten  contrivances  of  unsuccessful  experiments. 

Patterson's  patent  for  a  concave,  beveled  keeper,  is  an  immaterial  variation  of  Adams* 
patent,  worthless  as  an  improvement,  and  palpably  got  up  as  a  cover,  and  to  give 
color  to  an  invasion  of  the  rights  of  the  latter. 

The  novelty  of  Adams*  patent  for  'improved  keeper  for  right  and  left-hand  door- 
locks  **  examined  and  affirmed. 

(Before  Grikr  and  McCanoless,  JJ.,  Western  District  of  Pennsylvania,  November, 
1859.) 

This  was  a  bill  in  equity  for  an  injunction  and  account, 
founded  upon  the  alleged  violation  and  infringement  of  lettters 
patent  for  an  *'  improved  keeper  for  right  and  left-hand  door- 
lock,"    granted  to  complainant  February  24,  1857. 

The  facts  sufficiently  appear  in  the  opinion. 

The  claim  of  the  patent  was  as  follows  : 

^  The  use  of  a  beveled  keeper  such  as  described,  when  employed  in  connection  with 
a  doubled-faced  lock,  having  a  blunt  bolt,  so  that  the  lock  may  be  used  on  a  right  or 
left-hand  door,  without  changing  any  of  its  parts,  as  set  forth.' 


» 
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ShaUr  iff  Co.^  Bakeweli  iff  Cushing^  and  E.  M.  Stanton  for 
complainants. 

Stowi  iff  Hampton^  Geo.  P.  Hamilton^  and  Giorgi  Gifford  for 
defendants. 

Grier,  J. 

The  complainant  has  a  patent  dated  February  24,  1857,  ^^^ 
an  ^^  improved  keeper  for  right  and  left-hand  door-locks." 

It  purports  to  be  an  improvement  in  the  manu&cture  of  an 
article  now  known  under  the  appellation  of  ^^ Fanus-faced  door^ 
locks,"  That  species  of  lock  was  invented  and  patented  by 
Sherwood.  But  in  order  to  accommodate  it  to  either  a  right  or 
left-hand  door,  it  was  necessary  to  open  it,  so  as  to  change  the 
beveled  sides  of  the  bolt.  When  this  was  done  by  a  careless 
or  inexperienced  workman,  the  internal  works  of  the  lock  were 
liable  to  become  displaced.  The  object  of  complainant's  in- 
vention is  to  obviate  this  difficulty.  It  is  accomplished  by 
making  the  bolt  blunt,  with  rounded  edges,  and  making  a  keeper, 
whose  lip  is  an  inclined  plane  the  whole  length  of  the  keeper, 
so  that  the  lock  is  available  for  either  a  right  or  left-hand  door, 
without  opening  it  to  change  the  bolt,  as  the  keeper  may  be 
turned  with  either  side  up,  and  catch  the  bolt. 

This  is,  undoubtedly,  a  valuable  improvement  in  the  manu- 
facture of  ^^  Janus-faced  door-locks,"  as  it  simplifies  and  cheap- 
ens the  article.  Drop-catch  keepers  had  before  used  a  slightly 
inclined  plane  on  the  lip  of  the  keeper,  but  it  could  be  used 
only  for  such  a  door  as  they  were  specially  made  for. 

The  original  application  for  a  patent  for  this  invention  was 
make  by  Adams,  in  1850.  In  that  application  the  invention 
(now  patented)  is  clearly  and  distinctly  set  forth  and  claimed. 
But  the  applicant  claimed  also  to  be  the  inventor  of  other  im- 
provements. The  Commissioner  of  Patents  refused  to  grant 
him  a  patent  for  anything.  An  appeal  was  taken  to  the  Circuit 
Court,  and  not  decided  by  that  Court  until  1856,  when  the 
decision  of  the  Commissioner  was  affirmed.  Notwithstanding 
this,  the  original  application  was  not  withdrawn,  and  the  appli- 
cant continued  to  insist  upon  his  right  to  a  patent  for  so  much 
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of  the  improvements  claimed  as  was  dearly  his  invention.  A 
new  Commissioner  of  Patents  having  the  sagacity  to  see  that 
the  applicant  had  made  a  valuable  invention,  which  had  been 
overlooked  by  his  predecessor,  and  rejected  because  the  appli- 
cation had  included  other  improvements  of  which  the  applicant 
was  not  the  original  inventor,  very  properly  granted  the  patent 
now  before  us,  as  a  valuable  improvement  in  the  manufacture  of 
that  species  of  locks  called  "Janus-faced." 

The  respondents,  in  their  answer,  allege  three  several  grounds 
of  defense. 

1.  They  contend  that  the  patent  is  void  because  the  improve- 
ment therein  claimed  had  been  put  in  public  use  more  than  two 
years  prior  to  the  date  of  the  patent. 

2.  That  respondents  do  not  infringe,  but  act  under  a  patent 
granted  to  one  Patterson  in  1857. 

3.  That  the  improvement  claimed  is  not  new. 

1st.  As  to  the  first  point  of  defense.  The  testimony  shows 
that  the  complainant  made  and  sold  locks  with  this  improve- 
ment, more  than  two  years  before  his  patent,  but  after  his 
original  application  filed  in  1850.  By  this  application,  Adams 
fully  disclosed  to  the  public  his  invention,  and  gave  notice  of 
his  intention  to  demand  a  patent.  He  ought  not  to  lose  his 
rights  because  of  the  want  of  perspicacity  of  the  first  Commis- 
sioner. The  delay  in  the  decision  of  the  appeal  was  not  in  con- 
sequence of  any  laches  of  complainants,  but  of  the  inability  of 
the  aged  chief  justice  to  attend  to  the  business  of  his  office. 

The  reason  why  courts  have  declared  patents  to  be  void, 
because  the  inventor  had  suffered  his  invention  to  be  used  by 
the  public,  before  his  application  for  a  patent,  are  well  stated  in 
the  case  of  Pennock  v.  Dialogue^  2  Pet.  i. 

"  If  an  inventor  should  be  permitted  to  hold  back,  from  the 
knowledge  of  the  public,  the  secrets  of  his  invention  ;  if  he 
should  for  a  long  period  of  years  retain  the  monopoly,  and  make 
and  sell  his  invention  publicly,  and  thus  gather  the  whole  prof- 
its of  it,  relying  upon  his*  superior  skill  and  knowledge  of  the 
structure;  and  then,  and  then  only,  when  the  danger  of  com- 
petition should  force  him  to  procure  the  exclusive  right,  he 
should  be  allowed  to  take  out  a  patent,  and  thus  exclude  the 
34 
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public  from  any  further  use  than  what  should  be  derived  under 
it  during  his  fourteen  years;  it  would  materially  retard  the 
progress  of  science  and  the  useful  arts,  and  give  a  premium  to 
those  who  should  be  least  prompt  to  communicate  their  discov- 
eries." 

By  the  act  of  March  3,  1839,  this  abandonment  to  the  public 
must  have  existed  more  than  two  years  prior  to  the  ^^  applica- 
tion *'  for  a  patent. 

By  the  application  filed  in  the  Patent  Office,  the  inventor 
makes  a  full  disclosure  of  his  invention,  and  gives  public  notice 
of  his  claim  for  a  patent.  It  is  conclusive  evidence  that  the 
inventor  does  not  intend  to  abandon  it  to  the  public.  The  de- 
lay afterward  interposed,  either  by  the  mistakes  of  the  public 
officers,  or  the  delays  of  courts,  where  gross  laches  can  not  be 
imputed  to  the  applicant,  can  not  affect  his  right. 

The  statute  forfeits  the  right  of  an  inventor  to  a  patent  only 
where  the  invention  has  been  in  public  use  more  than  two  years 
before  the  application.  A  man  might  justly  be  treated  as  hav- 
ing abandoned  his  application  if  it  be  not  prosecuted  with  reason- 
able diligence.  But  involuntary  delays,  not  caused  by  the  laches 
of  the  applicant,  should  not  work  a  forfeiture  of  his  rights.  In 
this  case,  the  complainant  did  not  commence  the  manufacture 
of  his  improved  lock  till  some  time  after  his  application  was  on 
file.  The  delay  was  not  in  consequence  of  his  laches ;  and, 
within  a  reasonable  time  after  the  decision  of  the  Court  as  to 
the  extent  of  his  invention,  a  patent  was  granted  for  that  por- 
tion of  it  to  which  he  was  clearly  entitled.  Here  is  no  aban- 
donment, either  by  the  letter,  or  spirit  of  the  statute,  but  a  con- 
tinual claim  amid  difficulties  arising  either  from  the  obtuseness 
of  officers,  or  accidental  but  unavoidable  delays  of  public 
tribunals. 

If  an  inventor  claims  two  distinct  improvements  in  one  ma- 
chine, he  may  apply  for  them  jointly,  and  have  a  single  patent 
for  both.  If  he  has  made  a  mistake  as  to  one  of  the  improve- 
ments claimed,  but  is  clearly  entitled  to  a  patent  as  to  the  other, 
he  can  not  be  justly  said  to  have  abandoned  either  during  a  liti- 
gation as  to  his  right  to  both. 

2nd.  As  to  the  question  of  infringement. 
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We  have  had  ocular  demonstration,  by  an  examination  of 
the  defendant's  admitted  manufactures  that  they  palpably  in- 
fringe the  invention  patented  to  complainant.  When  we  have 
the  things  before  our  eyes  (oculiss  ubjecta  fidelihus)  we  want  no 
opinions  of  mechanics  or  experts,  and  give  no  further  reason  for 
our  opinion  than  that  ''  we've  seen  and  surely  ought  to  knowy 

If  the  patent  to  Patterson  be  good  for  anything  (being  only 
a  change  of  the  device  invented  by  complainant,  for  the  worse), 
it  is  only  for  an  improvement  on  his  invention.  It  must  have 
been  granted  on  that  supposition. 

The  locks  exhibited  show  a  substantial  identity  with  Adams' 
invention,  with  a  palpable  attempt  to  make  a  colorable  varia- 
tion. It  is  plain  also  that  this  patent  of  Patterson,  for  an  imma- 
terial variation,  is  worthless  as  an  improvement,  and  palpably 
got  up  as  a  cover,  and  to  give  color  to  this  invasion  of  com- 
plainant's rights.  To  clearly  vindicate  this  conclusion  of  the 
Court,  it  would  be  necessary  to  have  the  things  before  us,  and 
to  give  a  viva  voce  explanation.  For  the  present  we  can  only 
say  such  is  our  undoubted  conviction,  from  careful  personal  ex- 
amination of  the  things  themselves. 

3d.  The  defense  of  want  of  novelty  is  wholly  unsuccessful. 
The  spring  bolt  brought  from  Birmingham,  clearly  shows  that 
the  device  invented  by  Adams  to  improve  Janus-faced  locks, 
had  never  entered  into  the  conception  of  the  maker  of  it.  As 
the  bolt  was  only  partially  beveled,  he  had  somewhat  inclined 
the  lip  of  the  catch  to  make  it  slide  with  more  ease. 

Everything  which  we  have  said  with  regard  to  the  New  York 
gate-locks,  got  up  to  defeat  the  Sherwood  patent,  applies  with 
double  force  to  the  rusty  sample  brought  to  our  notice  from 
Birmingham.  In  both  cases,  the  defense  amounts  to  no  more 
than  this — that  the  persons  who  made  these  supposed  originals 
came  so  near  the  patented  device  or  machine  that  they  might 
have  discovered  it  if  they  had  only  thought  of  it,  or  could 
have  anticipated  that,  at  some  future  day,  it  could  be  converted 
to  some  useful,  practical  purpose,  fqr  simplifying,  cheapening 
and  improving  an  important  article  of  our  manufacture. 

It  is  only  when  some  person,  by  labor  and  perseverance,  has 
been  successful  in  perfecting  some   valuable  manufacture,  by 
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ingenious  improvements,  and  labor-saving  devices,  that  their 
patents  are  sought  to  be  annulled  by  digging  up  some  useless, 
rusty,  forgotten  contrivances  of  unsuccessful  experimenters. 

Let   a  decree  be  entered   for  complainant  according  to  the 
prayer  of  the  bill. 


Coleman  Hays  and  Willis  Hays 

vs. 
Frederick  Sulsor,  William  Tway,  et  al. 

It  is  a  principle  well  settled  and  often  recognized  that,  if  the  jury  find  that  the  defend- 
ant has  used  the  i  nvention  itself  or  something  substantially  like  it,  he  is  estopped 
from  denying  its  utility,  for  use  implies  utility. 

To  defeat  a  patent  by  showing  a  prior  use  of  the  invention,  the  statute  has  expressly 
provided  that  notice  must  be  given  of  the  place  where  and  the  parties  by  whom  the 
thing  relied  on  as  a  defense  has  been  used.  This  provision  is  designed  to  give  the 
patentee  the  benefit  of  an  examination  into  the  fiicts  of  the  supposed  prior  use. 

A  reference  to  a  county  in  which,  it  is  alleged,  the  prior  use  took  place,  is  not  sufli- 
ciently  definite  and  explicit,  as  to  place,  to  fill  the  requirements  of  the  spirit  of  the 
act. 

A  prior  use  in  a  foreign  land,  does  not  invalidate  a  patent  afterward  taken  out  in  this 
country,  where  the  patentee,  at  the  time  of  his  application,  supposed  himself  to  be 
the  first  inventor,  unless  the  prior  invention  has  been  patented  or  described  in 
some  printed  public  work. 

The  description,  in  the  prior  printed  publication  should  be,  in  some  degree,  in  the 
nature  of  a  specification,  so  far  as  lo  enable  a  mechanic  skilled  in  the  art,  to  con- 
struct the  machine.  It  should  not  be  vague  references  to,  or  suggestions  of  the 
thing  described. 

A  mere  addition  to  a  patented  invention  will  not  justify  the  use  of  the  invention  first 
patented. 

(Before  Lbavitt,  J>,  Southern  District  of  Ohio,  November,  1859.) 

This  was  an  action  on  the  case  tried  before  Judge  Leavitt 
and  a  jury.  The  plaintiffs  were  assignees,  for  Paint  township, 
Fayette  county,  Qhio,  of  letters  patent  for  an  "  improvement 
in  the  n^ode  of  draining  plows,"  granted  to  Abraham, 
Ezra,  aqd  Charles  Marquiss  and  Charles  Emerson,  February 
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19,  1856,  and  brought  suit  to  recover  damages  from  the  defend- 
ants, who  were  using  upon  their  farms,  in  Paint  township,  a 
mole  plow,  purchased  of  Moses  Bales,  and  manufactured  under 
letters  patent  granted  to  him  February  15,  1859. 

The  patented  implement  consisted  of  a  piece  of  cast-iron 
about  eighteen  inches  in  length,  sloping  from  a  point  upward 
and  outward,  until  at  the  rear  it  was  some  six  inches  in  hight 
and  width.  The  top  projected  in  rear  of  the  sides  a  few  inches 
forming  what  was  called  a  ^^  tail,"  and  shaped  somewhat  like  a 
beaver's  tail.  The  bottom  was  hollowed  out,  so  that  a  cross- 
section  of  the  mole  would  be  nearly  in  the  shape  of  a  horse- 
shoe. This  mole  was  attached  to  a  long  and  sharp  coulter,  and 
was  dragged  along  about  three  feet  below  the  surface  of  the 
earth  by  powerful  mechanism  applied  to  the  coulter.  In  its 
progress,  it  formed  an  arched  tube  or  chamber,  six  inches  in  di- 
ameter not  unlike  the  burrow  of  a  mole.  The  claims  of  the 
patent  were  as  follows: 

"  What  we  do  claim  as  our  invention  and  desire  to  secure  by  letters  patent  is  the 
peculiar  shape  of  the  mole,  which  enables  its  forward  movement  to  form  a  subterranean 
perforation,  whose  top  and  whose  sides  will  be  smoothly  and  densely  compressed,  and 
whose  bottom  will  be  left  almost  entirely  uncompressed. 

<*  We  also  claim,  the  tail  of  the  mole  of  such  a  shape  and  position  that  it  will  serve 
to  close  up  the  slit  cut  by  the  mole  shank  in  forming  a  perforation,  and  also  serve  to 
lead  the  mole  upward  to  the  sur&ce  of  the  ground,  as  soon  as  the  beam  is  allowed  to 
turn  on  its  axis.** 


(7.  M.  Lei  and  S.  S.  Fisher  for  plaintifFs. 

R,  M.  Corwim  and  Char  Us.  Fox  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

This  action  is  brought  against  four  defendants  for  the  infringe- 
ment of  a  patent  granted  to  Abraham,  Ezra,  and  Charles  Mar- 
quiss  and  Charles  Emerson,  February  19,  1856,  for  an 
"  improvement  in  the  mode  of  draining  plows."  The  title  of 
the  patentees  has  passed  to  the  defendants  by  various  assign- 
ments, which  are  in  evidence,  and  which  place  their  title  beyond 
dispute.  There  is  no  controversy  in  the  present  case  as  to  the 
sufficiency  of  the  specifications.     The  testimony  of  Mr.  Knight 


£34  SOUTHERN    DISTRICT   OF    OHIO. 


Havs  V.  Sulsor. 


upon  this  point  is  that  they  are  remarkably  clear  and  exact. 
Not  to  occupy  time  with  reading  them,  as  they  have  been  com- 
mented upon  at  length,  I  will  call  your  attention  to  the  claim 
or  summing  up,  which  is  in  these  words : 

"  What  we  do  claim  as  our  invention  and  desire  to  secure  by 
letters  patent  is  the  peculiar  shape  of  the  mole,  which  enables 
its  forward  movement  to  form  a  subterranean  perforation,  whose 
top  and  whose  sides  will  be  smoothly  and  densely  compressed, 
and  whose  bottom  will  be  left  almost  entirely  uncompressed. 

"  We  also  claim  the  tail  of  the  mole  of  such  a  shape  and 
position  that  it  will  serve  to  close  up  the  slit  cut  by  the  mole 
shank  in  forming  a  perforation,  and  also  serve  to  lead  the  mole 
upward  to  the  surface  of  the  ground  as  soon  as  the  beam  is 
allowed  to  turn  on  its  axis." 

The  patentees  admit  the  invention  and  use  of  the  drain  plow 
previous  to  their  own  discovery,  and  claim  the  improvements 
specified.  There  are  two  of  these  improvements,  for  the  in- 
fringement of  either  of  which  an  action  may  be  maintained. 

To  the  claim  of  the  plaintiffs  the  defendants  interpose  several 
defenses :  First,  that  the  alleged  invention  is  of  no  utility ; 
second,  that  it  was  previously  described  in  printed  publications, 
and  third,  that  the  defendants  do  not  use  the  thing  patented. 

First,  as  to  utility.  There  is  no  question  but  an  invention 
must  be  of  some  utility ;  a  patent  can  not  be  granted  for  a  thing 
altogether  frivolous  ;  but  the  presumption  on  the  face  of  patent 
is  that  it  is  of  some  utility,  for  the  applicant  is  obliged  to  swear 
that  the  invention  is  useful  before  the  emanation  of  the  patent. 

The  improvements  claimed  are:  first,  making  the  underside  of 
a  mole  plow  hollow,  so  that  there  shall  be  no  pressure  on  the 
bottom ;  and  second,  the  elongation  of  the  hinder  end,  by  which 
the  cut  made  by  the  coulter  is  closed  up.  It  is  not  claimed,  as 
I  understand  it,  that  this  cut  will  be  closed  all  the  way  up  to 
the  surface,  but  only  at  the  top  of  the  drain  itself.  The  plain- 
tiffs' witnesses  say  that  this  plow  makes  a  drain  of  proper  size, 
having  the  top  and  sides  compressed  and  leaving  the  bottom 
uncompressed.  It  is  also  claimed  that  perfect  draining  is 
accomplished  at  much  less  cost  by  the  use  of  the  instrument 
than  by  the  means  of  draining  before  known,  and  in  consider- 
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ing  the  question  of  utility,  any  saving  in  labor  or  expense  is  a 
proper  subject  for  the  consideration  of  the  jury. 

On  the  other  side,  it  is  said  that  the  operation  of  this  mole 
would  be  as  complete  if  the  hollow  were  filled,  and  also  that 
the  appendage  does  not  close  the  slit.  The  jury  are  at  liberty 
to  use  their  own  knowledge  and  to  come  to  their  own  conclu- 
sion as  to  the  validity  of  these  objections.  Upon  this  point, 
however,  I  am  requested  to  charge,  and  I  add,  that  it  is  a  prin- 
ciple well  settled  and  often  recognized,  that  if  the  jury  are  sat- 
isfied that  the  defendants  have  used  the  invention  itself  or, 
something  substantially  like  it,  they  are  estopped  from  denying 
its  utility,  for  use  implies  utility,  and  it  would  be  fair  to  pre- 
sume that  the  party  would  not  use  it  if  he  thought  it  of  no 
utility. 

Second,  as  to  the  novelty.  The  defense  that  an  invention  is 
wanting  in  novelty  or  originality  goes  to  the  validity  of  the 
patent.  But  here,  as  in  the  case  of  utility,  there  is  a  presump- 
tion arising  from  the  patent  itself,  in  favor  of  the  novelty  of 
the  invention  which  it  covers.  This  presumption  the  defend- 
ants may  overcome  by  showing  that  the  thing  had  been  previ- 
ously known.  To  do  this,  the  statute  has  expressly  provided 
that  notice  must  be  given  of  the  place  where,  and  the  parties  by 
whom  the  thing  relied  on  as  a  defense  had  been  used.  This 
provision  is  designed  to  give  the  patentee  the  benefit  of  an  exami- 
nation into  the  facts  of  the  supposed  prior  use.  It  has  been 
ruled  by  the  Court  that  the  notice  given  for  this  purpose  in  this 
case  was  defective  in  referring  merely  to  the  county  in  which 
the  thing  was  in  use.  This  reference,  the  Court  held,  was  not 
sufficiently  definite  and  explicit  as  to  the  place,  to  fill  the 
requirements  of  the  spirit  of  the  act.  It  may,  therefore,  be 
said  that  there  is  no  evidence  that  will  afFect  the  novelty  or 
originality  of  this  improvement,  which  is  derived  from  any  use 
of  the  Clark  county  mole.  Though,  if  such  use  had  been 
proved,  I  hardly  think  it  could  stand  in  competition  with  the 
plaintiffs'  machine.  It  is  obviously  of  a  very  different  shape, 
and  one  of  the  witnesses  has  said  that  it  contains  no  element  of 
the  patented  mole.     Its  prior  use,  or  the  knowledge  of  that  use 
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could,  therefore,  hardly  have  been  used  in  contravention  of  this 
invention. 

But  it  is 'claimed  that  this  invention  was  known  in  a  foreign 
country.  Such  a  use  in  a  foreign  land  does  not  invalidate  a 
patent  afterward  taken  out  in  this  country,  where  the  patentee, 
at  the  time  of  his  application,  supposed  himself  to  be  the  first 
inventor,  unless  the  prior  invention  has  been  patented  or 
described  in  some  printed  public  work* 

Two  such  public  works  are  produced  by  these  defendants,  in 
which  they  say  that  this  invention  was  described  as  long  ago  as 
1 85 1  and  1852.  These  books  are  ^^MortorCs  Encyclopedia  of 
Agriculture^^  and  ^^  Stephens^  Book  of  the  Farm'^  The  inquiry 
for  the  jury  upon  this  point  is,  whether  these  books  describe 
substantially  the  improvement  described  by  the  patentees.  If 
so,  then  this  defense  goes  to  the  validity  of  the  patent.  The 
description  should  also  be  to  some  degree  in  the  nature  of  a 
specification,  so  far  as  to  enable  a  mechanic  skilled  in  the  art  to 
construct  the  machine ;  it  should  not  be  vague  references  to,  or 
suggestions  of,  the  thing  described.  The  evidence  of  the  ex- 
perts in  this  case  is  that  a  skillful  mechanic  might  construct  the 
plow  described  by  Stephens,  but  not  that  referred  to  by  Morton. 
Whatever  be  the  accuracy  of  the  description,  the  jury  must  be 
satisfied  that  the  thing  described  is  substantially  the  thing  which 
would  be  made  from  the  patent,  for,  if  when  made  it  is  a  differ- 
ent thing,  it  is  not  available  to  attack  the  novelty  of  the  patent- 
ed invention.  It  seems  that  these  books  do  not  provide  for  a 
cavity  in  the  bottom  of  the  mole,  nor  for  any  elongation,  nor  do 
they  leave  the  bottom  uncompressed,  but  provide  for  the  water 
coming  in  from  the  top ;  the  drain  is  also  shallow  and  of  less 
size — indeed  Mr.  Knight  testifies  that  the  thing  described  does 
not  contain  a  single  element  of  the  patented  article. 

Third,  as  to  infringement.  If  the  jury  find  the  patent  in  full 
force  they  will  inquire  whether  the  defendants  have  infringed. 
They  have  done  so  if  they  used  either  one  of  the  patented  im- 
provements, or  if  they  have  made  use  of  devices  substantially 
the  same,  in  which  the  same  principles  are  brought  into  requi- 
sition, or,  in  other  words,  which  are  alike  in  their  principle  of 
operation.     The  patent  is  dated  February,  1856.     The  patent 
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of  Moses  Bales,  under  which  defendants'  claim  is  dated  Febru- 
ary, 1859.  ^^  ^^^  plow  made  under  the  Bales  patent  substan- 
tially the  same  thing  as  that  manufactured  under  the  Marquiss' 
patent  ?  If  so,  it  is  an  infringement.  A  mere  addition  to  a 
patented  invention  will  not  justify  the  use  of  the  invention  first 
patented.  Upon  the  question  of  infringement  we  are  frequently 
obliged  to  depend  in  great  measure  upon  the  testimony  of 
experts.  Two  of  these  have  been  examined  in  this  case — Mr. 
Knight  and  Mr.  Clifton.  Both  have  stated  that  there  is  no 
substantial  difference  between  the  two  moles,  and  they  are  not 
contradicted  by  any  witness.  If  the  jury  are  satisfied  that  they 
are  substantially  the  same,  they  will  have  no  difficulty  in  com- 
ing to  a  conclusion  on  this  point. 

The  only  remaining  question  is  that  of  damages.  When 
ascertainable,  the  defendants'  profits  are  the  proper  rule  of 
damages.  In  this  case,  it  is  also  claimed  that  the  license  price 
and  expenses  of  litigation  should  be  considered.  The  law  gives 
to  the  plaintiff  his  actual  damages,  and  the  amount  of  these  is 
left  to  the  discretion  of  the  jury,  under  the  circumstances  of  the 
case,  looking  to  the  compensation  of  the  plaintiffs. 

The  jury  found  a  verdict  for  the  plaintiffs,  with  $200  dam- 
ages. 


AlexaiIjdbr  Smith  and  Jonathan  Smith 

vs. 
Alvin  Higgins,  et  al. 

In  order  to  constitute  an  infringement,  it  is  not  necessary  that  the  arrangement  and 
combination  of  the  party  charged  with  the  infringement  should  be  the  same  to  the 
eye  as  the  patented  invention.  If  they  embody  the  ideas  of  the  patentee,  and  the 
machinery  of  the  defendant  operates  by  such  adoption  and  appropriation,  then, 
though  the  arrangement  may  be  apparently  different,  in  reality  and  in  judgment 
of  law  an  infringement  exists. 
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Hence,  it  will  not  only  be  proper,  but  essential,  that  the  jury  should  look  into  the 
arrangement  and  operation  of  the  machinery  used  by  the  defendant,  for  the  pur- 
pose of  ascertaining  whether  or  not  it  embodies  within  it  the  principle  of  the 
patentee ;  whether,  or  not,  its  successful  operation  is  attributable  to  such  appro- 
priation. If  it  does,  then  it  is  an  infringement.  If  it  does  not,  then  there  has  been 
no  infringement. 

(Before  Kelson,  J.,  Southern  District  of  New  York,  December,  1859.) 

This  was  an  action  on  the  case  tried  by  Mr.  Justice 
Nelson  and  a  jury,  and  brought  to  recover  damages  for  the 
infringement  of  letters  patent  for  a  new  and  useful  ^^  apparatus 
for  parti-coloring  yarn,"  granted  to  Alexander  Smith,  June  i8, 
1850,  and  reissued  May  ii,  1852,  an  undivided  half  of  which 
was  assigned  to  Jonathan  Smith. 

The  claims  of  the  reissued  patent  were  as  follows : 

"  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the  method 
substantially  as  specified,  or  parti-coloring  yarns  that  have  been  reeled,  by  direct  and  free 
immersion  by  means  of  frames  carrying  the  reeled  yarns,  and  combined  with  the  vat 
containing  the  dyeing  liquor,  by  means  of  machinery  adapted  to  let  down  and  draw  up 
said  firame,  and  measure  the  extent  of  immersion  substantially  as  set  forth. 

*'  I  also  claim  connecting  one  or  both  of  the  reels  in  each  frame  by  means  of  slides,  to 
admit  of  moving  the  reels  firom  contact  with  the  yarns,  while  in  the  process  of  dyeing, 
substantially  as  specified.** 

Chas,  M.  Keller  and  Samuel  Blatchford  for  plaintiffs. 
George  Gtfford  for  defendants. 

Nelson,  J.,  charged  the  jury  as  follows : 

The  patent  in  this  case  was  originally  granted  to  Alexander 
Smith,  June  18,  1850.  On  December  10,  of  the  same  year, 
an  undivided  half  of  the  patent  was  assigned  to  Jonathan  Smith. 
The  suit  is  in  the  name  of  the  two.  The  patent  was  surren- 
dered and  reissued  with  an  amended  specification  on  May  11, 
1852.  The  suit  is  founded  upon  this  reissued  patent  and 
amended  specification. 

The  first  question  to  be  considered  by  the  Court  and  jury  is, 
what  is  the  invention  of  the  patentee  ?  This  we  must  ascertain 
and  settle  in  order  to  be  able  to  determine  intelligibly  whether 
it  has  been  appropriated  or  infringed  by  the  defendants. 

The  invention  is  described  by  the  patentee  as  a  new  and 
useful  apparatus  for  parti-coloring  yarn. 
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It  is  therefore  a  patent  for  machinery — for  the  means  to  be 
used  in  this  work.  The  patentee  then  refers  to  the  modes  of 
parti-coloring  in  use  at  the  time  he  made  his  in? ention ;  the  first 
being  by  printing,  and  the  second  by  dipping  the  skeins  into  a 
dye-vat,  the  part  not  to  be  dyed  being  clamped,  or  tied,  or 
wrapped  around,  to  prevent  the  access  of  the  dye. 

He  then  states  that  these  methods  in  previous  use  were  im- 
perfect, the  printing  not  admitting  of  permanent  colors,  besides 
requiring  complex  machinery,  and  the  dyeing  by  clamping,  tying, 
etc.,  being  unsuccessful  on  account  of  the  access  of  the  dye  to 
the  parts  sought  to  be  excluded.  He  then  speaks  of  the  nature  of 
his  improvement,  which  he  says  consists  of  parti-coloring  yarns 
that  have  been  reeled,  by  means  of  direct  immersion  in  the 
dye,  by  the  use  of  movable  frames,  adapted  to  receive  and  hold 
the  skeins  as  they  are  arranged  upon  a  reel,  and  so  combined 
with  the  dye-vat  that  they  will  permit  the  yarn  to  be  let  down 
to  a  determinate  distance  in  the  dye.  There  is  then  a  partic- 
ular description  of  the  machinery  used  in  this  process,  and 
finally,  the  more  material  part  of  the  specification,  particularly 
when  we  are  inquiring  as  to  the  thing  invented  or  discovered — 
the  claim.  What  the  patentee  claims  to  have  secured  is  the 
method  substantially  as  described,  of  parti-coloring  yarns  which 
have  been  reeled,  \iy  direct  and  free  immersion,  by  means  of 
frames  carrying  the  reeled  yarns,  combined  with  the  dyeing-vat 
by  machinery  adapted  to  let  [down  and  draw  up  the  frame  and 
measure  the  extent  of  the  immersion.  The  reel  on  which  the 
yarn  is  reeled  (which  was  exhibited  in  Court)  is  not  a  part  of 
the  combination,  and  as  regards  this  question  of  novelty  in  the 
combination  described  by  the  patentee,  and  in  which  his  inven- 
tion consists,  may  be  laid  out  of  view.  The  thing  invented, 
then,  is  this :  The  horizontal  frame  carrying  the  reeled  yarns 
combined  with  the  dyeing-vat  by  machinery  adapted  to  let  down 
and  draw  up  this  frame  and  measure  the  extent  of  the  immersion, 
or  the  extent  of  the  line  of  dyeing  upon  the  yarn.  In  other 
words,  the  thing  discovered  is  the  combination  of  the  horizontal 
frame  carrying  the  reeled  yarns  with  the  dyeing- vat  by  ma- 
chinery— which  must  always  be  kept  in  view  as  very  import- 
ant— which  lets  down  the  frame  carrying  the  yarn,  and  draws 
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it  up,  and  at  the  same  time  measures  the  line  of  yarn  to  be 
dyed. 

Now,  this  being  the  thing  invented — the  improvement  pat- 
ented— the  next  question  is,  is  it  new  and  useful  ?  It  must  be 
both  in  order  to  constitute  a  valid  patent.  The  utility  of  the 
arrangement  and  combination  I  have  not  understood  to  be  con- 
tested by  the  learned  counsel  for  the  defendants. 

As  to  the  novelty  of  the  arrangement  and  combination  there 
has  been  introduced  in  the  course  of  the  trial,  intending  to  bear 
upon  this  question,  as  well  as  upon  the  question  of  infringe- 
ment, the  previous  printing  apparatus,  the  clamping  process  and 
apparatus,  and  the  methods  of  Graham,  Stevenson,  Whittock, 
and  that  of  Kerr,  one  of  the  witnesses  who  testified  on  the  part 
of  the  defendants. 

Now,  the  question  of  novelty  is  not  whether  free  immersion 
has  been  before  used  for  dyeing  parti-colored  yarns ;  but  whether 
this  dyeing  of  parti-colored  yarns  by  free  immersion  was  done 
previous  to  the  date  of  the  invention  of  the  patentee,  by  an  ar- 
rangement and  combination  of  machinery  like  that  described  in 
bis  patent.  This  is  not  a  patent  for  the  discovery  of  the  idea 
of  dyeing  parti-colored  yarns  by  immersion  in  the  dye,  but  it  is 
for  an  arrangement  and  combination  of  machinery,  as  a  means 
to  be  used  in  dyeing  parti-colored  yarns  by  immersion  in  the 
dye.  In  order,  therefore,  to  disprove  the  novelty  of  the  inven- 
tion, it  must  be  shown  that  these  previous  modes  used  practi- 
cally in  dyeing  parti-colored  yarns  by  immersion,  or  otherwise, 
embraced  within  them  this  combination  and  arrangement  of  the 
machinery  described  in  the  patent.  If  it  were  done  by  modes 
and  processes  not  embracing  this  combination  and  arrangement, 
then  such  previous  use  would  not  disprove  the  novelty  of  the 
plaintiffs'  invention. 

On  this  point,  therefore — the  question  of  novelty — ^it  will  be 
your  duty  to  look  into  these  old  modes  of  parti-coloring  yarn  by 
immersion,  or  otherwise,  in  the  dye,  and  say  whether  they 
contain  the  special  combination  and  arrangement  of  the  ma- 
chinery described  and  used  by  the  plaintiffs. 

If  you  should  arrive  at  a  conclusion  in  favor  of  the  plaintiffs 
as  to  the  novelty  or  utility  of  their  improvement,  the  next  ques- 


DECEMBER,    1 859.  54I 


Smith  V.  Higgiiu. 


tion  will  be  as  to  the  alleged  infringement  by  the  defendants  in 
the  adoption  of  machinery  whereby  yarn  is  parti-colored  by 
immersion.  That  question  will  depend  upon  the  fact  whether 
or  not  the  arrangement  of  the  machinery  used  by  the  defendants 
in  dyeing  yarn  embraces  the  combination  of  the  plaintiiFs ;  in 
other  words,  whether  the  defendants'  mode  and  machinery  em- 
bodies within  it  the  new  ideas  of  the  patentee ;  whether  or  not 
they  have  appropriated  the  ideas  which  lie  at  the  foundation  of 
the  plaintiffs'  improvement  or  discovery. 

In  order  to  constitute  an  infringement,  it  is  not  necessary  that 
the  arrangement  and  combination  of  the  party  charged  with  the 
infringement  should  be  the  same  to  the  eye,  but  in  point  of  fact. 
If  they  embody  the  ideas  of  the  patentee,  and  the  machinery  of 
the  defendants  operates  by  such  adoption  and  appropriation,  then, 
though  the  arrangement  may  be  apparently  different,  in  reality 
and  in  judgment  of  law  an  infringement  exists.  Hence,  it  will 
be  not  only  proper,  but  essential,  that  the  jury  should  look  into 
the  arrangement  and  operation  of  the  machinery  used  by  the 
defendants  for  the  purpose  of  ascertaining  whether  or  not  it 
embodies  within  it  the  principle  of  the  patentee ;  whether  or 
not  its  successful  operation  is  attributable  to  such  appropriation. 
If  it  does,  then  it  is  an  infringement.  If  it  does  not,  then  there 
has  been  no  infringement. 

It  has  been  insisted  by  the  learned  counsel  for  the  defendants 
that  they  do  not  use  the  reeled  yarn,  or  rather  the  yarns  on  a 
reel,  as  is  done  by  the  plaintiffs ;  and  hence  it  is  insisted  that,  in 
this  respect,  the  defendants'  arrangement  or  combination  of  ma- 
chinery differs  from  that  of  the  plaintiffs'.  It  is  true,  however, 
that  the  combination  and  arrangement  of  the  machinery  of  the 
plaintiffs  is  useless,  and  would  not  be  patentable  without  yarn  to 
be  operated  upon  in  the  process  of  dyeing ;  and  in  order  to  make 
out  an  infringement,  it  must  appear  that  the  defendants  not  only 
used  the  combination  of  the  plaintiffs,  but  that  it  is  used  for 
dyeing  by  letting  down  and  taking  up  the  reeled  yarn  into  and 
out  of  the  vat,  and  measuring  the  extent  of  the  immersion  at 
the  time. 

I  will  state  this  proposition  again,  as  it  is  undoubtedly  import- 
ant.    I  have  said  that  the  combination  and  arrangement  of  the 
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plaintiiFs'  machinery  is  useless,  and  would  not  be  patentable 
without  yarn  to  be  operated  upon  in  the  dyeing  process.  The 
invention  is  the  combination  for  the  purpose  of  dyeing  by  im- 
mersion, and  the  machinery  which  is  employed  to  effectuate 
this  process.  It  must  therefore  appear,  in  order  to  constitute 
an  infringement,  that  the  defendants  use  this  combination  and 
agreement  for  the  purpose  of  dyeing  by  immersion,  by  means 
of  machinery  which  lets  down  the  yarn  into  the  dye ;  that  they 
use  the  combination  of  machinery  which  effects,  or  appears  to 
effect  this,  and  at  the  same  time  measures  the  extent  of  the 
dyeing.  Whether  or  not  the  yarn  to  be  dyed  is  on  a  reel,  like 
the  plaintiffs',  is  not  material.  If  the  yarn  is  so  arranged  as  to 
be  acted  upon  by  the  plaintiffs'  combination,  and  is  so  acted 
upon  by  the  defendants'  arrangement  that  it  may  be  let  down 
into  the  dye  and  taken  up,  and  at  the  same  time  measure  the 
extent  of  the  immersion,  then  an  infringement  exists.  There 
would  then  be  an  embodiment  of  the  ideas  of  the  patentee  in 
the  arrangement  or  combination  of  the  machinery  of  the  defend- 
ants, and  an  appropriation  of  the  improvement  of  the  patentee. 
Gentlemen,  this  branch  of  the  case,  the  question  of  infringe- 
ment, is  a  question  of  fact  which,  under  the  views  of  the  law 
which  I  have  endeavored  to  explain  to  you,  must  be  examined 
and  determined  for  yourselves.  Undoubtedly,  before  the  plain- 
tiffs are  entitled  to  recover,  they  must  have  established  to  your 
reasonable  satisfaction  that  their  new  mode,  method,  combination, 
arrangement  of  machinery  for  the  purpose  of  dyeing  parti-col- 
ored yarns,  and  the  ideas  involved  and  embodied  in  this  new 
arrangement  and  combination  which  enabled  them  to  work  out 
their  improvement  is  a  useful  one ;  that  these  are  substantially, 
practically  involved  and  embodied  in  the  defendants'  arrangement 
and  opearation  of  their  machinery.  If  you  find  these  there,  al- 
though the  form  may  be  different  to  the  eye — if  you  find  the 
essence  of  the  plaintiffs'  arrangement,  the  practice  and  oper- 
ation of  it  embodied  within  the  defendants',  then,  in  judgment 
of  law,  there  is  an  infringement.  This  is  a  question  of  fact, 
which  it  is  your  province  to  determine. 

The  remaining  question  in  the  case  is  the  question  of  dam- 
ages, which  has  been  presented  by  the  counsel  for  the  plaintiffs. 
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Upon  this  question  the  general  rule  is,  that  the  patentee  or  his 
assignee,  in  case  of  an  infringement  or  appropriation  of  his 
invention  by  another  without  his  license,  the  patentee  or  the 
assignee,  as  the  case  may  be,  is  entitled  to  the  actual  damages, 
which  he  has  sustained  by  reason  of  this  infringement.  It  is 
often,  indeed,  almost  always,  an  exceedingly  difficult  question 
to  arrive  at,  upon  any  certain  or  satisfactory  data.  The  theory, 
or  the  principle  in  respect  to  the  damages,  is  that  a  third  person 
who  adopts,  appropriates,  or  uses  the  improvement  of  another, 
interferes  with  his  custom,  his  monopoly,  or  rather  property 
(tor  it  is  not  a  monopoly,  being  the  fruits  of  his  own  mind), 
and  affects  the  benefits  which  he  would  otherwise  be  entitled 
to ;  and  the  jury  should  look  into  the  case  with  a  view  to  ascer- 
tain the  actual  damage  which  the  patentee,  under  such  circum- 
stances, has  sustained.  The  rule  of  law  excludes  any  exagger- 
ated or  vindictive  damage,  which  is  sometimes  allowed  in  cases 
of  willful  trespass.  That  rule  of  damage  has  no  application  in 
this  case. 

In  this  case,  one  view  probably  to  be  taken  upon  the  question 
of  damages  would  be  this :  the  benefits  and  advantages,  what- 
ever they  may  be,  if  there  are  any,  derived  in  the  use  of  the 
plaintiffs'  improvement  over  the  old  modes  practiced  and  in  use ; 
and  this  is  the  useful  result,  if  any,  consequent  upon  the  new 
invention  over  old  modes.  If  it  can  be  shown  that  there  are 
benefits  and  advantages  derived  by  the  use  of  the  new  mode 
over  the  old,  these  are  such  as  are  to  be  taken  into  consideration 
upon  the  question  of  damages. 

You  have  heard  the  testimony  which  has  been  offered.  I 
shall  not  go  over  or  call  attention  particularly  to  it.  These 
estimates  and  opinions  are  not  always  reliable  or  very  certain. 
But  still  they  are  competent  and  admissible  on  the  question  of 
damages,  and  proper  to  be  taken  into  account  by  the  jury  in 
attempting  to  arrive  at  the  actual  damages  which  the  plaintiffs 
have  sustained.  This  is  also  a  question  of  fact  which  belongs  to 
the  jury,  and  with  which  I  do  not  desire  to  interfere. 

Mr.  Gifford  then  submitted  the  following  points,  to  which 
the  Court  assented. 
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First.  That  it  is  for  the  jury  to  decide  whether  or  not  the 
defendants'  clamp-frame  is  or  is  not  combined  by  machinery 
with  the  vat. 

Second,  That  unless  the  jury  find  that  the  clamp- frame  of 
the  defendants  is  combined  with  the  vat  by  machinery,  there  is 
no  infringement. 

Third,  That  unless  the  jury  find  that  in  the  use  of  such 
combination  the  machinery  measures  in  its  use  the  extent  of  the 
immersion,  there  is  no  infringement. 

The  jury  disagreed. 


Junius  Judson 

vs. 

William  Moore  and  Charles  F.  Wilstach. 

The  description  of  the  invention  is  required  to  be  full,  clear,  and  exact,  that  the  public 
may  be  admonished  of  the  precise  claim,  that  it  may  not  be  ignorancly  infringed  j 
and  that  when  the  exclusive  right  shall  have  expired,  the  public  may  be  at  no  loss 
to  know  what  the  nature  of  the  invention  is,  so  as  to  make  it  valuable  and  prac- 
tical. 

If,  with  the  exercise  of  ordinary  intelligence  and  skill,  the  invention  could  be  con- 
structed from  the  information  given  in  the  patent,  there  would  be  no  doubt  that 
the  specification  answered  the  requisites  of  the  statute. 

Reduced  to  its  simplest  elements,  the  improvement  of  Judson  consists  in  making  an 
opening  or  openings,  controlled  by  the  governor  valves  of  steam-engines,  of  grad- 
ually increasing  capacity  from  the  closed  to  the  open  position. 

If  A  had  a  distinct  conception  of  the  invention  as  patented  to  B,  and  communicated 
that  knowledge  to  B,  then,  in  a  legal  point  of  view,  A  must  be  considered  the 
first  inventor. 

Mere  conversations  about  the  practicability  of  an  improvement,  or  suggestions  as  to  the 
manner  in  which  it  might  be  carried  out  or  accomplished,  will  not,  of  themselves, 
defeat  the  claims  to  originality,  of  him  who  perfects  the  idea  and  secures  a 
patent. 

But  any  information  to  a  patentee,  sufficient  to  enable  him  to  construct  the  thing 
itself,  would  destroy  the  origindlit>  of  the  invention.  But  that  knowledge  must 
be  definite  and  tangible. 
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The  evidence  of  the  success  and  practical  results  of  an  invention  goes  more  directly  to 
the  question  of  utility,  but  the  jury  may  take  it  into  consideration,  in  deciding  on 
the  novelty  and  originality  of  the  invention. 

(Before  Leavitt,  J.,  Southern  District  of  Ohio,  January,  i860.) 

This  was  an  action  on  the  case  tried  before  Judge  Leavitt 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent  for  "improved  valves  for  governors,"  granted  to  Junius 
and  Alfred  Judson,  November  5,  1850,  and  reissued  to  Junius 
Judson,  January  10,  1854. 

A  portion  of  the  specifications  of  the  plaintiff's  patent,  to- 
gether with  the  claims,  was  as  follows : 

''The  object  of  our  invention  is  to  decrease  the  perturbation  of  steam-engines' 
caused  by  any  change  in  the  tension  of  the  steam,  or  in  the  resistance  or  load,  and  the 
more  effectually  to  checic  any  undue  increase  or  decrease  in  the  motion  of  the  engine, 
than  can  be  effected  by  any  plan  known  prior  to  our  invention;  and  to  this  end  the 
nature  of  our  invention  consists  in  making  the  steam  passage  or  passages  controlled  by 
the  governor  valve  or  valves,  so  that  the  area  or  sum  of  the  areas  of  the  passage  or 
passages,  shall  gradually  increase  in  capacity,  not  only  by  the  amount  of  motion  which 
uncovers  it,  but  sa  that  the  amount  of  area  opened  by  any  given  amount  of  motion, 
shall  be  gradually  greater  toward  the  fully  opened  end,  by  means  of  which  any  tendency 
to  increase  the  motion  of  the  engine  shall  be  checked  by  reducing  the  area  of  the 
steam  passage  to  a  greater  extent  than  would  be  due  to  the  amount  of  motion  given 
to  the  valve,  and  the  tendency  to  decrease  the  motion  of  the  engine  shall  be  checked 
by  increasing  the  area  of  the  steam  passage  to  a  greater  extent  than  would  be  due  to 
the  motion  of  the  valve  alone,  imparted  by  the  governor  under  the  change  of  speed  of 
the  engine. 

"  When  the  governor  and  valve  work  with  effect,  the  pressure  per  square  inch  upon 

the  piston  is  less  than  in  the  boiler,  and  reducing  the  load  or  resistance,  reduces  the 

pressure  in  the  cylinder,  producing  less  resistance  to  the  passage  of  steam    from  the 

boiler  to  the  cylinder;  and  the  area  of  the  valve-opening  necessary  to  pass  a  given 

amount  of  power  or  steam,  is  much  less  with  the  light  than  with  the  heavy  load,  and 

an  increased  capacity  of  opening  from  the  closed  to  the  open  position  of  the  valve, 

more  than  is  due  to  the  opening  motion  of  the   valve,  is   necessary,   so   that  equal 

amounts  of  resistance  being  successively  added  (  as  load  to  the  engine ),  shall  cause  the 

valve  to  open  successive  and  regularly  increasing  areas,  until  the  valve  is  fully  open,  or 

the  load  complete. 
*********** 

"  We  do  not  wish  to  be  understood  as  limiting  our  claim  to  the  special  form  of 
valve-opening  above  described,  as  the  form  may  be  greatly  varied,  and  yer  act  upon  the 
principle  herein  specified  as  constituting  the  chief  characteristic  of  our  invention. 

"  Nor  yet  to  limit  ourselves  to  the  form  of  the  aperture  or  apertures,  as  the  same  end 
may  be  obtained  on  the  same  principle  by  the  joint  form  of  the  opening  or  openings, 
and  the  valve  governing  the  same. 

"  Nor  do  we  wish  to  limit  our  invention  to  the  making  of  such  governor  valve  with 
the  aperture  or  opening  thereof  on  the  principle  herein  specified  throughout  the  whole 
range  of  motion,  as  in  many  instances  it  may  be  advantageously  employed  with  the 
•aid  principle  acting  only  on  a  part  of  its  range  of  motion,  where  engines  are  employed 
under  such  circumstances  that  they  will  not  be  exposed  to  serious  perturbations  above 
or  below  a  certain  range. 

"  That,  we  do  not  wish  to  be  understood  a^  claiming  broadly  the  making  of  the 
apertures  of  governor  valves  of  capacities  varying  independently  of  the  range  of  motion 

3? 
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of  the  valve,  as  the  well-known  throttle  valve,  and  valves,  with  circular  apertures, 
have  not  a  constant  increase  or  decrease  of  capacity  proportioned  to  the  range  of 
motion. 

'*  But  what  we  do  claim  as  our  invention,  and  desire  to  secure  by  letters  patent,  is 
making  the  opening  or  openings  controlled  by  the  governor  valves  of  steam  engines  of 
gradually  increasing  capacity  from  the  closed  toward  the  open  position,  subsuntially  in 
the  manner  and  for  the  purpose  specified. 

**  And  we  also  claim  interposing  a  spring  between  the  valve-cover  and  the  set-screw, 
or  its  equivalent,  which  determines  or  sets  the  position  of  the  face  of  the  valve  to  its 
•eat,  so  that  the  tension  of  the  said  spring  shall  resist  the  pressure  of  the  steam  on  the 
valve-cover,  and  thereby  produce  an  increased  flow  of  steam  to  the  cylinder,  substan- 
tially as  specified. 

**  And  we  also  claim  the  employment  of  the  valve-lever,  adjustable  to  the  stem  of 
the  valve,  in  combination  with  a  fixed  indicator,  substantially  as  specified  for  the  pur- 
pose of  setting  the  valve  in  any  required  position  without  opening  the  valve-box,  as  set 
forth. 

**  Junius  Juo«on, 
*•  ALrasD  JuDiON.*' 

The  defendants  were  using  a  valve  constructed  by  Cope  & 
Hodgson,  under  letters  patent  granted  to  them. 

In  the  specification  of  this  patent^  the  following  paragraph 
occurred : 

**  By  providing  in  the  box  a  cavity  on  each  side  of  the  seat,  as  shown  at  DD,  Figs. 
I  and  3,  the  valve  when  open  has  its  openings  increased  or  diminished  in  a  greater 
degree  by  a  given  movement  than  an  ordinary  throttle-valve,  as  the  edges  of  the  valve 
move  directly  away  from  the  seat  instead  of  parallel  with  it." 

The  valves  described  by  Judson  and  Cope  &  Hodgson  dif- 
fered greatly  in  form,  and  the  controversy  turned  upon  the 
employment  of  what  was  called  the  principle  of  graduation. 

G.  M.  Lee  and  5.  S,  Fisher  for  plaintiff. 

C.  B.  Collier  and  y.  L,  Miner  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

A  patent  was  issued  to  Junius  and  Alfred  Judson,  jointly,  in 
November,  1850.  That  patent,  it  would  appear,  has  since 
been  surrendered,  and  on  January  10,  1854,  was  reissued  to  the 
plaintiff,  Junius  Judson,  alone.  It  purports  to  be  a  patent  for 
a  new  and  improved  valve  for  governors,  and  he  brings  his 
action  for  an  alleged  infringement  of  the  exclusive  right  granted 
to  him  by  this  instrument.  The  defendants  urge  several 
grounds  of  defense : 

First.  That  the  patent  is  void  from  the  unceirtainty  of  its 
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specification,  in  not  describing  the  subject  with  sufficient 
perspicuity. 

Second,  The  want  of  originality  in  the  invention  itself. 

Third,  That  there  is  no  utility  in  the  patented  improvement. 

Fourth.  That  the  defendants  have  not  infringed  the  exclu- 
sive rights  of  the  plaintiff,  and,  therefore,  are  not  liable  in 
this  action. 

As  to  the  alleged  uncertainty  and  insufficiency  of  the  speci- 
fication in  this  case,  I  have  but  a  remark  or  two  to  make.  I'his 
defense  is  based  upon  the  ground  that  the  description  of  the 
invention  is  so  vague  and  indefinite  that  a  mechanic  coul^  not 
construct  the  improvement  from  the  specifications.  The  statute 
is  very  express  on  this  subject.  It  requires  that  every  inventor 
shall  file,  in  the  Patent  Office,  a  clear  statement  of  what  his 
invention  is,  and  the  mode  by  which  it  is  to  be  brought  into 
practical  operation.  The  statement  is  required  to  be  clear, 
full,  and  exact  in  its  terms,  so  that  a  mechanic  skilled  in  that 
department  shall  be  enabled  to  construct  it,  or,  if  it  be  a  com- 
position, to  compound  it,  and  that  without  resort  to  invention 
or  experiment.  The  jury  will  see,  by  a  moment's  reflection, 
what  the  object  and  design  of  this  requirement  is.  It  is  that 
the  public  may  be  admonished  of  precisely  what  the  patentee 
claims,  that  it  may  not  be  ignorantly  infringed.  That  is  one  pur- 
pose, and  the  second  is,  that  when  the  exclusive  right  shall  have 
expired,  the  public  may  be  at  no  loss  to  know  what  the  nature 
of  the  invention  was,  so  as  to  make  it  valuable  and  practical. 

This  provision,  as  I  before  remarked,  is  express^  and  it  must 
appear  that  it  has  been  complied  with,  or  the  patent  is  rendered 
a  nullity.  This,  however,  is  a  question  of  fact  for  the  jury. 
They  are  to  pass  upon  the  inquiry  whether  there  is  a  sufficient 
specification  or  not.  It  is  a  question  of  evidence  ;  and  in  the 
decision  the  jury  have  only  to  look  at  the  evidence  adduced. 
On  the  part  of  the  plaintiff,  several  witnesses,  termed  experts, 
because  supposed  to  be  peculiarly  qualified  by  their  knowledge 
and  practice  of  mechanics  to  give  an  opinion  on  this  subject, 
have  been  examined.  Mr.  Knight,  Mr.  Gilbert,  and  Mr. 
Dunlap,  unite  in  believing  that  this  specification  is  sufficiently 
definite  for  all  practical  purposes.     On  the  other  hand,  there 
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are   witnesses  who  have  expressed  a  contrary  opinion.      Mr. 
Whetstone,  Mr.  Reynolds,  Mr.  Davis,  and    Mr.    Whitmore, 
swear  that    the  specifications  are  not    sufficiently  explicit    and 
clear,  that  they  do  not  give  instructions  and  data  from  which  a 
mechanic  would  know,  with  certainty,  whether  the  improved 
valve  would  be  successful  under  all  circumstances.      They  do 
not  say  they  could  not  construct  it;  but  that  they  would  be  at  a 
loss  for  any  rule  by  which  to  apply  the  valve  to  any  given  sized 
engine,  for  any  particular  purpose,  and  under  any  circumstances. 
I  do  not  propose  to  make  any  comments  upon  this  part   of  the 
case ;  it  is  left   to  the  jury.      The  statute  must  have  a  fair  and 
reasonable  construction ;  and  if  the  jury  believe,  from   the  evi- 
dence before  them,  that  this  invention  can  be  constructed  by  the 
exercise  of  skill  and  judgment  on  the  part  of  a  mechanic,  they 
will  come  to  the  conclusion  that  these  specifications  are  suf- 
ficient in  the  aspect  of  the  case  to  which  I  now  refer.     It  may 
be  remarked,  that  in  carrying  out  any  invention,  the  exercise  of 
some  skill  and  judgment  on  the  part  of  the  mechanic  called  to 
construct  it,  will  always  be  required.     Something  must  neces- 
sarily be  left  to  him.     If  with  the  exercise,  therefore,  of  ordi- 
nary intelligence  and  skill,  the  jury  believe   that  the   invention 
could  be  constructed  from  the  information  given  by  the  patent, 
there  would  be  no  doubt  that  the  specifications  answered  the 
requisites  of  the  statute. 

The  Court  has  been  requested  to  indicate  an  opinion  upon 
the  question,  whether,  taking  the  whole  of  these  specifications^ 
it  appears  that  a  patentable  subject  is  set  forth  and  described 
therein,  for  it  is  necessary  that  the  subject-matter  of  the  patent 
should  be  one  within  the  contemplation  of  the  patent  laws,  that 
is,  one  embraced  within  the  scope  and  design  of  the  statute 
itself. 

I  will  remark  here,  that  it  had  been  my  purpose  to  have 
entered  into  an  extended  analysis  of  this  elaborate  specihcation ; 
but,  upon  reflection,  and  considering  the  time  occupied  in  this 
case,  I  have  concluded  to  bring  my  remarks  on  that  point 
within  a  narrow  compass. 

Is  this  invention  set  forth  so  intelligibly  as  to  enable  the 
Court   to   prqnounce   oif\   the   claim,    and    is   the^e   that    dis- 
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crimination    which    the    law    requires    between    what    is    old 
and    what    is    new  ?       This    specification    is   of    great    length, 
very  minute  in  its  statements,  and  is  accompanied  with  draw- 
ings.     It    is   a    familiar   principle,    that    in  construing    it,   the 
drawings   are    to    be    regarded    as    part  and    parcel   of  it.     In 
fact,  the  only  objection  to  this  specification  is  its  great  length, 
and  the  multiplicity  of  words  used  in  the  statement.     It  is  ver- 
bose and  argumentative.     The  patentee,  desirous  to  be  under- 
stood, and  to  present   his  invention  thoroughly  and  fully,  has 
used   more  words  than  were  really  necessary.     Still,  if  the  ob- 
ject at  which  he  aims  can  be  clearly  made  out  from  what  is 
stated,  and  it  appears  the  thing  itself  is  the  subject  of  a  patent, 
it  will  be  the  duty  of  the  Court  to  sustain  the  claim.     There 
are  three  distinct  improvements  set  forth  in  this  specification ; 
but  the  only  one  now  in  controversy,  and  the  only  one  used  by 
the  defendants,  is  that  which  refers  to  a  governor  valve  to  be 
used  on  a  steam  engine;  the  other  points  may, therefore,  be  left 
out  of  the  question,  and  the  attention  of  the  Court  directed  to 
the  form  and  structure  of  the  valve  itself.     It  may  be  remarked 
that  the  object  is  an  improvement  in  the  valve  by  which  an 
increase  or  decrease  in  the  motion  of  the  engine  is  effected, 
without  any  disturbance,  or  as  little  as  practicable,  from  the 
nature  of  things. 

The  patentees  describe  the  mode  of  constructing  their  im- 
provement, and  the  principle  of  its  action.  They  then  set 
forth  a  limitation  to  their  claim,  which  is  proper  in  all  specifi- 
cations where  a  patent  is  for  an  improvement  on  what  was 
known  before.  This  must  be  done  to  guard  against  the  claim- 
ing of  that  which  was  previously  known.  They  say  they  do 
not  limit  their  invention  to  any  particular  form  of  valve,  and 
refer  to  valves  with  circular  apertures,  as  not  having  an  increase 
or  decrease  of  capacity  proportioned  to  the  range  of  motion. 
Finally,  in  the  summing-up,  they  say,  "  what  we  claim  as  our 
invention,  and  desire  to  secure  by  letters  patent,  is  making  the 
opening  or  openings  controlled  by  the  governor  valves  of  steam 
engines  of  gradually  increasing  capacity  from  the  closed  toward 
the  open  position,  substantially  in  the  manner,  and  for  the  pur- 
pose specified." 
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I  think  there  can  be  no  question,  from  the  consideration  of 
the  entire  specification,  in  connection  with  the  drawings,  that 
this  plaintiff  has  described  an  invention  that  is  patentable  under 
our  laws.  The  invention  is  obviously  an  improvement  on  the 
structures  before  known  as  governor  valves,  and  is  not  a  com- 
bination. In  such  a  claim,  it  is  not  necessary  that  the  patentee 
should  describe  with  minuteness  what  was  before  known,  or  the 
particular  subject  of  which  the  invention  claims  to  be  an  im- 
provement. Reduced  to  its  simplest  elements,  the  improve- 
ment is  making  an  opening  or  openings^  controlled  by  the  governor 
valves  of  steam  engines^  of  gradually  increasing  capacity^  from  the 
closed  to  the  open  position.  Referring  to  the  previous  parts  of  the 
specification,  the  claim  contemplates  such  an  action  as  shall 
cause  the  valve  to  open  in  regularly  increasing  areas  till  it  is 
completely  open;  but  I  can  not  gather  that  the  openings  contem- 
plated by  him,  while  they  are  gradual  or  regular,  are  necessarily 
in  geometrical  or  arithmetical  progression. 

I  shall  not  detain  you  with  any  attempt  at  an  exposition  of 
the  character  of  this  invention,  as  claimed  by  this  plaintiff.  I 
am  not  sure  that,  if  I  were  to  make  the  attempt,  I  should  suc- 
ceed in  making  it  more  clear  to  your  minds  than  it  now  is. 
The  properties  of  the  invention  have  been  so  fully  discussed, 
that  you  will  be  at  no  loss  in  comprehending  what  the  plaintiff 
claims.  It  seems  to  the  Court  that  the  improvement  covered 
by  patent  is  sufficiently  set  forth  to  enable  the  Court  to  see 
that  what  is  claimed  is  patentable.  I  see  no  foundation  to  sup- 
port the  idea  that  there  is  any  want  of  distinctness  between 
what  he  claims  as  his,  and  that  which  was  before  known ;  so 
that  the  patent  is  not  objectionable  on  that  ground.  With 
regard  to  the  construction  of  specifications,  I  may  remark  that 
it  is  a  rule  that  they  shall  be  construed  in  a  liberal  spirit,  and 
that  they  shall  receive  an  interpretation  that  will,  if  practicable, 
effect  the  end  and  object  designed.  This  is  fair.  A  defect 
should  be  clear  and  palpable,  to  justify  the  Court  in  saying  that 
the  patent  was  a  nullity.  It  is  subject  to  scrutiny  before  it 
passes  into  the  hand  of  the  patentee.  The  whole  claim  of  the 
inventor  is  subjected  to  an  officer,  who  acts  under  oath,  and 
who  is  usually  a  man  well    skilled    in  natural   philosophy  and 
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mechanical  science  generally,  and  who  would  not  be  justified  in 
granting  a  patent  to  any  person,  unless,  in  his  judgment,  the 
specification  was  sufficiently  clear.  I  am  aware  that  he  may 
make  mistakes — that  objection  may  be  afterward  made,  and 
that  it  is  the  right  of  a  party  who  has  been  sued,  to  avail  him- 
self of  all  the  advantages  that  may  arise  from  the  failure  on  the 
part  of  the  patentee  to  comply  with  the  requisitions  of  the  law. 
You  will  have  the  specifications,  with  the  drawings,  in  your 
retirement,  and  may  consider  them  minutely. 

I    pass    to    the  consideration    of   the   questions  that   belong 
exclusively  to  the  jury. 

First,  as  to  the  originality  of  this  invention.      There  is  no 
controversy  in  regard  to  the  principle  of  law.      It  must  appear, 
as  the  basis  of  the  patentee's  right,  that  his  invention  is  new 
and  original,  for  if  not  his  invention,  he  never  had  a  right  to  a 
patent,  and  the   patent  is  clearly  a  nullity.     This  is  the  point 
made  by  defendants  ;  it   is  strongly  urged,  and    it  is  one  well 
worthy    of  your   attentive    consideration.     Before    I  call   your 
attention  to  the  evidence  upon  this  point,  I  may  notice  another 
very  familiar  principle  of  law,  which  has  been  adverted  to  by 
counsel.     That  principle  is,  that  the  emanation  of  a  patent  in 
favor  of  an  individual  \%  prima  facie  evidence  that  there  is  some 
novelty  and  utility  in  the  invention,  for  it  is  upon  the  strength 
of  the  patentee's  oath,  and  the  showing  that  there  is  something 
not  only  new,  but  useful,  in  the  invention,  that  the  Commis- 
sioner is    authorized  to    issue  the    patent.     It    is,  therefore,  a 
reasonable    proposition    that  the  granting  of   a    patent    affords 
prima  facie  evidence  of  the  novelty  as  well  as    utility  of  the 
invention.     Still,  the  defendant  is  not  concluded  by  this  ;  it  is 
competent  for  him  to  show  that  the  invention  is  not  new,  and 
that  therefore  the  plaintiff  had  no  right  to  the  patent.     On  this 
point  the  statute  had  placed  this  guard :  Wherever  the  defense 
is  a  want  of  novelty  or  originality,  it  is  made  the  duty  of  the 
party  sued  to    notify  the  plaintiff   particularly  of   the   circum- 
stances under  which  the  invention  is  known  or  used.     He  is  to 
give  a  notice  of  thirty  days  prior  to  the  trial,  and  state  by  whom 
and  the  place  where  the  invention  was  previously  known ;  and 
having    conformed    to  the  conditions  of  the  statute,  it    is  his 
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right  to  impeach  the  novelty  and  originality  of  the  invention. 
In  the  present  case,  the  defendants  have  given  notice  of  persons 
and  places  where  it  is  alleged  this  improvement  was  known  and 
used  prior  to  the  emanation  of  this  patent. 

I  will  call  your  attention  to  the  different  cases  embraced 
under  the  notice  of  the  defendants. 

The  first  is  the  case  of  the  alleged  use  or  knowledge  of  this 
invention  by  H.  M.  Collier  at  Binghamton,  in  the  State  of 
New  York.  I  have  not  had  the  opportunity  of  reading  the 
deposition,  though  I  have  heard  it  read  in  the  presence  of  the 
jury.  It  will  be  for  the  jury  to  say  what  facts  are  established 
by  it.  His  statements  are,  in  substance,  that  in  1847  ^^ 
used  a  valve  which  embraced  the  principle  of  a  gradual  open- 
ing. He  gives  a  description  of  the  valve,  and  accompanies  it 
with  a  drawing,  which,  he  says,  he  made  himself,  some  years 
ago. 

He  also  states  he  used  it  as  a  governor  valve  for  four  or  five 
years.  He  states,  too,  that  he  had  a  conversation  with  the 
patentee,  at  a  time  I  do  not  recollect,  in  which  Judson  ad- 
mitted that  this  valve  was  the  same  as  his.  There  is  one 
fact  which,  it  is  alleged,  destroys  the  deposition  of  Collier. 
It  is  that  the  drawing  does  not,  by  admission  of  the  counsel  for 
the  defendants,  describe  a  practical  and  successful  governor 
valve.  It  will  be  for  the  jury  to  determine  how  far  that  cir- 
cumstance shall  affect  the  evidence  of  Collier  in  regard  to  the 
valve  to  be  used. 

The  next  case  is  that  of  W.  B.  Hill,  who  states  that  in  the 
year  1848  he  put  up  a  governor  valve  in  a  saw—mill  in  Michi** 
gan,  which  had  the  principle  of  a  gradually  increasing  opening, 
like  that  of  the  patentee.  He  exhibits  thfc  diagram  of  the 
valve  and  a  governor  which  he  has  fully  explained  to  the  jury. 
He  says  the  forms  of  the  openings  were  different,  but  in  prin- 
ciple they  were  the  same.  Next,  J.  B.  Greeley  states  that  in 
1848  he  and  Judson  got  up  a  valve  with  a  similar  opening  in 
the  office  of  Gardner  &  Co.,  in  Cincinnati.  He  states  that  he 
suggested  the  valve,  and  that  Judson  said  he  had  never  seen 
anything  like  it  before.  Greeley  says  he  left  Cincinnati,  and, 
returning  some  time  after,  the  valve  was  gone,  and  Judson  had 
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left  the  city.  Witness  says  the  opening  of  the  valve  was  sub- 
stantially the  same,  but  there  might  be  some  difference  in  the 
ratio  in  which  it  opened.  He  states,  too,  that  he  told  Judson 
that  the  same  result  might  be  obtained  by  a  triangular  opening 
of  the  valve.  Greeley  undoubtedly  represents  himself  as  the 
inventor  of  the  valve,  and  states  that  Judson  told  him  he  was 
going  to  Washington,  and  if  the  valve  was  patentable,  he  would 
assist  him  in  getting  a  patent  for  it ;  and  that  if  the  valve  did  not 
succeed,  an  angular  opening  could  be  substituted  for  it.  D.  A. 
Powell  has  been  examined  also,  and  says  he  saw  the  valve  at 
Gardiner's,  and  heard  a  conversation,  in  which  Judson  said  it 
was  Greeley's  invention,  and  that  Greeley  had  got  a  good  thing. 
He  also  says  he  heard  Judson  say  that  the  valve  worked  well. 
This  is  the  evidence  in  regard  to  Greeley's  valve.  It  is 
asserted  that  the  testimony  of  Greeley  is  impeached  ;  that 
sometime  before,  his  deposition  was  taken  in  Iowa,  and  that 
there  is  a  discrepancy  between  that  deposition  and  his  oral  testi- 
mony. The  jury  will  refer  to  that  deposition  and  see  how  far 
it  affects  the  credibility  of  the  witness.  If  my  recollection  is 
right,  I  think  he  does  not  state  in  as  strong  terms,  in  his  deposi- 
tion as  in  his  oral  testimony,  that  he  was  the  inventor. 

Next  comes  N.  G.  Thom.  He  states  that  in  1846  or  1847, 
he  built  a  locomotive,  in  which  he  put  valves,  the  model  of 
which  he  has  exhibited  to  the  jury.  He  states  that  it  had  no 
governor,  but  was  regulated  by  the  hand  of  the  engineer ;  that 
it  had  a  graduated  opening,  and  in  principle  was  the  same  as  the 
Judson  valve,  and  that  it  was  intended  to  be  used  only  on  a 
railway  locomotive. 

I  shall  have  occasion  to  refer  to  some  points  of  law  involved 
in  this  testimony,  but  I  shall  now  pass  on  to  the  remaining 
evidence. 

Next  comes  Mr.  Latta  and  the  Eunison  valve.  Mr.  Latta 
states  that  he  saw  a  valve  in  use  at  the  marble  works  in  Cincin- 
nati, which  he  believes  to  be  the  same  valve  or  similar  to  the  one 
exhibited  to  the  jury.  I  do  not  remember  that  he  positively 
identified  it  as  the  same  valve.  Speaking  of  the  Eunison  valve, 
he  says,  it  may  be  made  to  operate  on  the  principle  of  a  grad- 
ually increasing  opening  i  but  remarks  that  Judson  has  provided 
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more  fully  for  the  regulation  of  the  quantity  of  the  steam,  and 
that  his  valve  shuts  more  closely.  He  says  they  both  have 
the  same  principle  of  gradually  opening,  but  with  some  difference 
in  the  ratio  of  increase.  Several  witnesses  have  been  called 
and  have  testified  that,  in  their  opinion,  the  valve  is  substan- 
tially like  the  plaintifTs  in  the  principle  of  graduated  openings. 
It  is  also  claimed  that  this  valve  has  a  circular  aperture,  the 
invention  of  which  is  expressly  disclaimed  by  Judson.  If  the 
jury  are  satisfied  that  it  was  different  in  structure  and  applica- 
tion from  the  valve  patented  by  plaintiff,  it  does  not  prove  that 
the  invention  was  not  original  with  this  patentee.  It  is  claimed 
by  plaintifTs  counsel  that  in  regard  to  the  Eunison  valve  some 
doubt  is  thrown  upon  the  question  of  identity  of  the  valve 
referred  to  in  the  evidence  of  Mr.  Latta.  He  states  the  valve 
exhibited  is  the  Eunison  valve  ;  but  another  valve  has  been 
presented,  which,  it  is  represented,  had  just  been  taken  from 
the  works  at  Coleman's,  and  which  Coleman  states  is  the  one 
put  up  by  Eunison  in  1847  ^^  1848.  It  remains  with  the  jury 
to  determine  who  is  mistaken  in  regard  to  the  facts  connected 
with  this  valve. 

I  will  say,  here,  gentlemen,  in  connection  with  all  these 
valves  that  are  embraced  in  the  notice  of  the  defendants,  and 
about  which  testimony  has  been  given  with  a  view  to  impeach 
the  originality  of  the  Judson  valve,  that  they  are  all  to  be  de- 
cided upon  the  question  of  the  identity  of  these  valves  (known 
and  in  use  before  the  granting  of  this  patent),  with  the  Judson 
valve ;  and  if  the  jury  believe  they  are,  or  any  one  of  them  is, 
substantially  the  same  as  Judson's,  it  of  course  destroys  the 
originality  of  his  invention,  and  is  an  answer  to  his  present 
claim. 

1  will  remark  as  to  the  Greeley  valve,  that  the  jury  will  first 
inquire  whether  he  or  Judson  were  the  inventors  of  it,  and  I 
will  state  the  law  upon  this  point,  as  I  understand  it,  in  a  very 
few  words. 

If  the  jury  are  satisfied  that  Greeley  had  a  distinct  conception 
of  the  improved  valve  as  patented  to  Judson,  and  that  he  com- 
municated that  knowledge  to  Judson,  then,  in  a  legal  point  of 
view,  he  must  be  considered  the  inventor  i  or,  if  they  believe 
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he  constructed  a  valve  operating  like  the  Judson  valve  before 
the  date  of  this  patent,  it  will  be,  of  course,  a  good  defense 
against  the  claims  of  the  patentee.  I  will  state  the  principle 
that  must  govern  you,  in  these  words.  Mere  conversations 
about  the  practicability  of  an  improvement,  or  suggestions  as  to 
the  manner  in  which  it  might  be  carried  out  or  accomplished, 
will  not  of  themselves  defeat  the  claims  to  originality  of  him 
who  perfects  the  idea  and  secures  a  patent.  Neither  will  ex- 
periments defeat,  even  if  known  to  the  patentee,  if  it  appear 
that  be  prosecuted  such  experiments  to  final  success ;  but  any 
information  to  a  patentee,  sufficient  to  enable  him  to  construct 
the  thing  itself,  would  destroy  the  originality  of  the  invention. 
But  that  knowledge  must  be  definite  and  tangible ;  it  should  be 
sufficient  of  itself  to  enable  the  party  to  whom  it  was  imparted 
to  construct  the  improvement.  This  question,  as  to  whether 
Greeley  or  Judson  was  the  true  and  original  inventor,  is  one  of 
great  importance  in  this  trial.  If  the  jury  are  satisfied  that  it 
was  the  invention  of  Greeley,  and  not  of  Judson,  there  will  be 
no  necessity  to  prosecute  their  inquiries  further.  They  will 
scrutinize  the  evidence  of  Gilbert  in  relation  to  the  trials  and 
experiments  of  Judson,  made  at  Rochester  after  his  leaving  Cin- 
cinnati: and  with  regard  to  the  testimony  of  Powell,  it  may  be 
regarded  as  somewhat  weakened  from  the  time  that  has  elapsed 
since  the  conversation  occurred.  Such  testimony  is  not  of  the 
most  reliable  character;  there  is  strong  danger  that  what  ac- 
tually did  occur,  or  what  was  actually  said,  may  fade  away  from 
the  memory,  and  that  a  man  may  confuse  words  with  thoughts, 
and  yet  honestly  state  his  belief  as  to  what  actually  did  occur. 
If,  however,  the  jury  believe  there  is  a  substantial  difference 
between  the  Greeley  valve  and  that  which  is  embraced  in  Jud- 
son's  patent — if  they  believe  Greeley's  invention  did  not  con- 
template an  increase  of  opening  through  its  whole  range  of  motion^ 
it  would  necessarily  follow  that  there  was  an  essential  difference 
in  construction. 

As  for  Thom's  valve,  it  provided  for  certain  openings,  but 
not  throughout  the  whole  range  of  motion.  It  was  designed  to 
be  used  on  railway  locomotives,  and  it  never  has  been  used 
otherwise,  and  so  far  as  we  know,  never  has  been  patented  to 
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the  inventor.     This  presents  another  question  of  identity  be- 
tween Thorn's  and  Judson's  valves. 

The  mere  use  of  a  mechanical  structure  for  a  different  pur- 
pose is  not  of  itself  patentable,  and  if  Judson  had  merely  adopted 
Thorn's  valve  and  applied  it  to  another  purpose,  without  addi- 
tion or  improvement,  he  would  not  be  entitled  to  a  patent ;  that 
is,  if  he  had  merely  applied  it  to  other  than  railway  purposes, 
he  could  not  be  entitled  to  a  patent ;  but,  if  his  valve  be  a  dif- 
ferent structure,  applicable  to  all  engines,  and  producing  a  new 
and  useful  result,  it  is  z  patentable  subject ;  and  if  Judson  has 
changed  the  structure  of  the  Thom  valve,  and  it  has  been  ap- 
plied to  a  new  and  useful  purpose,  the  knowledge  of  the  prior 
valve  would  not  affect  the  originality  of  Judson's  valve. 

Thom's  valve  was  to  be  regulated  by  hand,  while  that  of 
Judson  works  with  the  governor.  It  will  be  for  the  jury  to 
consider  whether  this  does  not  constitute  a  sufficient  difference 
between  the  valves  to  evidence  the  want  of  a  substantial  iden- 
tity between  them.  I  may  remark  that  Mr.  Knight  states  that 
the  *'  Thom "  valve  would  not  be  a  practical  structure  in  con- 
nection with  a  governor,  because  the  friction  caused  by  the 
pressure  of  the  steam  would  be  too  great.  Another  point  is 
that  Thom's  valve  does  not  contemplate  the  gradual  opening 
through  its  whole  range  of  motion. 

In  passing  upon  this  question,  the  jury  will  keep  in  view 
precisely  what  the  thing  is  that  is  claimed  by  Judson,  according 
to  the  specifications  and  drawings  which  accompany  it.  The 
principle  of  a  gradual  opening,  through  all  its  range  of  motion, 
would  seem  to  be  the  distinct  characteristic  of  the  inven- 
tion of  Judson,  and,  if  the  jury  believe  the  valves  said  to  be 
identical  do  not  embrace  this  feature,  there  would  seem  to  be 
no  ground  for  supposing  that  Judson's  valve  was  not  an  original 
construction.  If  they  think  that  to  accomplish  the  purpose  at 
which  he  aimed,  and  give,  in  connection  with  the  governor,  a 
steady  motion  to  the  engine,  was  an  object  of  utility,  and  that 
it  is  not  proved  to  have  been  accomplished  before,  it  will  be  for 
the  jury  to  consider  whether  that  fact  does  not  show  the  orig- 
inality of  this  invention.  The  evidence  of  the  success  and 
practical  results  of  the  Judson  invention  goes  more  directly  to 
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the  question  of  utility,  but  the  jury  may  take  it  into  consider- 
ation, in  deciding  on  the  novelty  and  originality  of  the  invention. 
Practical  results  are  more  to  be  regarded  than  theory,  and  may 
be  taken  into  consideration  in  a  question  of  originality.  What- 
ever may  be  the  opinion  of  experts  if  the  proof  be  satis&ctory 
that  they  are  unlike  any  other  known  valves,  in  operation,  the 
conclusion  would  be  clear  against  their  substantial  identity. 

On  the  subject  of  the  practical  operations  of  the  Judson 
valve,  the  jury  have  a  good  deal  of  testimony,  which  I  have 
no  doubt  they  have  kept  in  memory.  It  seems,  however, 
that  there  is  testimony  that  the  principal  object  of  Judson,  that 
of  preventing  pertrubations  by  means  of  the  governor,  is  fully 
effected  by  the  improvement,  and  so  far  as  we  have  any  inform- 
ation, his  valves  have  effectually  accomplished  the  purpose  to 
which  I  have  adverted.  I  have  remarked  already  upon  the 
question  of  utility,  though  I  do  not  understand  that  feature  of 
this  improvement  to  be  seriously  controverted  by  counsel  for 
the  defendants.  I  suppose,  that,  upon  the  evidence  before  the 
jury,  they  would  have  no  difficulty  in  believing  the  invention  to 
be  one  of  great  utility. 

The  next  question,  and  one  of  importance,  is  that  of  infringe- 
ment. "  Have  these  defendents  used  the  invention  patented  to 
plaintiff,"  is  the  question  for  the  consideration  of  the  jury.  The 
question  to  be  decided  is,  whether  the  '*  Cope  "  valve  is  the 
same  in  principle  and  structure  with  that  patented  to  the  plain- 
tiff? I  will  remark,  that  it  does  not  depend  upon  form  or 
proportions,  so  much  as  upon  the  principle  of  action,  and  the 
operation  of  the  two  things.  It  will  be  for  the  jury  to  say 
whether  the  Cope  valve  involves  the  principle  of  a  graduated 
increase  through  its  whole  range  of  motion,  and  is  substantially 
the  same  as  that  claimed  by  plaintiff.  Several  witnesses  have 
stated  that,  in  their  judgment,  the  Cope  valve  and  the  Judson 
valve  are  the  same  ;  that  they  are  substantially  alike  in  their 
operation.  It  will  be  for  the  jury  to  say  what  weight  shall  be 
given  to  the  judgment  of  these  experts.  They  will  also  deter- 
mine, by  the  examination  of  the  models  of  these  valves,  and  the 
testimony  adduced  upon  the  subject,  whether  there  is  that 
identity  between  the  Judson  valve  and  the  valve  used  by  the 
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defendants,  which  will  justify  the  jury  in  saying  that  the  right 
of  the  plaintiff  has  been  infringed.  It  is  insisted,  by  counsel 
for  defendants,  that  their  valve  acts  on  the  principle  of  the 
Eunison  valve,  and  is  different  from  the  Judson  valve ;  that, 
unlike  the  Judson  valve,  it  does  not  act  on  the  principle  of 
graduated  openings  through  its  whole  range  of  motion ;  and  is, 
therefore,  essentially  different  from  the  plaintifPs  improvement. 

The  identity  of  these  valves  is  an  important  issue  in  the  case, 
for,  if  the  jury  are  satisfied  that  the  Cope  valve  is  different  from 
the  Judson  valve,  there  is  no  infringement. 

In  regard  to  the  question  of  damages,  I  will  simply  say  that 
the  whole  subject  is  within  the  discretion  of  the  jury.  There 
are  no  data  given  in  the  present  case  by  which  damages  can  be 
estimated.  The  plaintiff  is  entitled  to  his  actual  damages,  and 
it  is  for  the  jury  to  say  what  they  shall  be,  if  they  believe  him 
entitled  to  recover. 

The  Jury  found  a  verdict  for  plaintiff. 


Isaac  M.  Singer  and  Edward  Clark 


vs. 


William  H.  Walmsley. 

Patents  are  not  monopolies,  because  a  monopoly  is  that  which  segregates  that  which  was 
common  before,  and  gives  it  to  one  person  or  class,  for  use  or  profit ;  a  patent 
brings  out  from  the  realm  of  mind  something  that  never  existed  before,  and  gives 
it  to  the  country. 

When  a  party  has  discovered  a  result,  as  well  as  the  machinery  that  produces  it,  he  has 
a  right    to  invoke  the  doctrine  of  equivalents  In  reference  to  infringers. 

But  where  he  is  only  the  original  inventor  of  a  device,  he  can  only  recover  against  an 
infringer,  if  he  shows  that  he  has  substantially  copied  his  invention.  In  other 
words,  being  an  improver  himself,  he  can  not  invoice  the  doctrine  of  equivalents 
to  help  him. 
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It  does  not  matter  how  many  experiments  have  been  tried  by  different  inventors,  if 
they  failed,  if  they  were  never  perfected,  if  they  were  never  brought  into  use,  if 
they  rested  in  experiment  alone. 

If  the  feeding  o^  the  cloth  and  tightening  of  the  stitch,  were  necessities  in  automatic 
sewing  machines,  which  have  been  provided  for  by  various  devices  before  the  in- 
ventions of  Singer,  then,  if  the  defendants,  in  the  construction  of  their  machines, 
have  provided  for  said  necessities  by  mechanism  or  combinations  of  mechanism 
substantially  different  from  the  mechanism  described  in  the  patents  of  Singer^ 
there  is  no  infringement. 

If  the  defendants  use  only  one  or  two  of  the  mechanical  devices  described  by  the 
plaintiff!  or  two  combined  with  a  third  which  is  substantially  different  in  form  or 
in  the  manner  of  its  arrangement  and  connection  with  tne  others,  then  there  ia 
no  infringement. 

If,  firom  the  specifications  and  drawings  taken  as  a  whole,  any  person  skilled  in  the  art 
could  construct  the  sewing  machine  therein  described,  without  invention  of  his 
own,  the  patent  is  good,  although  there  may  be  a  mistake  in  describing  the  action 
of  some  part  of  the  machinery,  which  could  be  easily  discovered  by  the  mechanic 
in  making  the  machine. 

It  is  not  necessary  that  the  jury  should  find  that  the  defendants  have  infiringed  all  the 
claims,  if  there  be  more  than  one  in  a  particular  patent 

If  inventions,  not  new  or  original  with  the  patentee,  are  included  in  the  specification  by 
mistake,  accident,  or  inadvertence,  and  without  willful  default  or  intent  to  defraud 
or  mislead  the  public,  the  patent  is  good  and  valid  for  so  much  of  the  invention 
or  discovery  as  is  truly  and  bonajide  the  invention  of  the  patentee. 

But  if  no  disclaimer  be  entered  in  the  Patent  Office  before  suit  is  brought,  the  plaintiff 
can  not  recover  costs  against  the  defendant,  although  infiringement  of  the  valid 
claims  be  proved. 

But,  if,  when  the  patentee  applied  for  a  reissue  of  his  original  patent,  he  well  knew  he 
was  not  the  first  inventor  of  the  invention  mentioned  in  any  of  his  claims,  then 
his  patent  is  void,  and  no  recovery  can  be  had  thereon. 

If  the  result  of  the  mechanism,  used  by  the  defendants,  is  greatly  superior  to  that  de- 
scribed and  claimed  by  the  patentee,  this  fact  may  be  considered,  by  a  jury,  as 
tending  to  prove  that  the  mechanism  of  the  defendants  is  a  new  invention,  sub- 
stantially different  firom  that  described  by  plaintiffl 

If  the  patented  improvement  had  been  previously  described  by  another,  in  a  written 
deposition,  in  terms  sufficient  to  enable  a  mechanic  skilled  in  the  art  to  construct 
the  improvement;  and  such  description  was  known  to  the  patentee  when  he 
applied  for  his  patent,  said  patent  is  void. 

(Before  Giles,  J.,  District  of  Maryland,  February,  i860). 

This  was  an  action  on  the  case  tried  by  Judge  Giles  and  a 
jury,  to  recover  damages  for  alleged  infringements  of  certain 
patents  owned  by  the  plaintiffs  for  improvements  in  sewing 
machines. 
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The  declaration  contained  six  counts,  and  alleged  infringe- 
ment of  six  diflPerent  patents.  It  may  be  added,  that  the  case 
was  on  trial  for  six  weeks,  or  one  week  for  each  count  and 
patent. 

The  first  count  was  upon  letters  patent  granted  to  Charles 
Morey  and  Joseph  B.  Johnson,  February  6,  1849,  reissued  to 
Singer  and  Clark,  plaintiffs,  as  assignees,  June  27,  1854,  and 
again  reissued  to  them,  in  two  parts,  January  12,  1858. 

No  evidence  was  offered  by  the  plaintiffs  to  sustain  this  count, 
and  the  Court  directed  a  verdict  to  be  entered  thereon  for  the 
defendants. 

The  second  count  was  upon  letters  patent  granted  to  Isaac 
M.  Singer,  August  12,  1851,  and  reissued  to  him  October  3, 
1854. 

The  claims  of  the  reissued  patent  were  as  follows : 

<*  What  I  claim  is,  giving  to  the  shuttle  an  additional  forward  movement  after  it  has 
been  stopped  to  close  the  loop,  as  described,  for  the  purposs  of  drawing  the  stitch  tight, 
when  such  an  additional  movement  is  given  at  and  in  combination  with  the  feed  mo- 
tion of  the  cloth  in  the  reverse  direction ;  and  the  final  upward  motion  of  the  needle, 
as  described,  so  that  the  two  threads  shall  be  drawn  tight  at  the  same  time,  as  described. 

'*  I  also  claim  controlling  the  thread,  by  what  I  have  termed  the  friction-pad,  be- 
tween the  seam  and  the  bobbin,  or  any  equivalent  therefor,  substantially  as  described, 
and  for  any  or  for  all  of  the  purposes  specified. 

"  I  also  claim  placing  the  bobbin  from  which  the  needle  is  supplied  with  thread,  on 
an  adjustable  arm  attached  to  the  frame,  substantially  as  described ;  when  this  is  com- 
bined with  the  carrying  of  the  said  thread  through  an  eye  or  guide,  attached  to  and 
moving  with  the  needle-carrier,  as  described,  or  the  equivalent  therefor,  whereby  any 
desired  length  of  thread  can  be  given  for  the  formation  of  the  loop,  without  varying  the 
range  of  motion  of  the  needle,  as  described. 

<'  And  I  also  claim  in  a  sewing  machine,  feeding  the  cloth,  or  othsr  substance,  to 
determine  the  space  between  the  stitches,  by  the  friction  of  the  surface  of  the  periphery 
of  the  feed  wheel,  or  any  equivalent  feeding  surface,  substantially  as  specified,  in  com- 
bination with  a  spring  pressure  pad,  which  gripes  the  cloth,  or  other  substance,  against 
such  feeding  surface,  substantially  as  specified,  and  for  the  purpose  set  forth.** 

The  third  count  was  upon  letters  patent  granted  to  Isaac  M. 
Singer,  April  13,  1852. 

The  claims  of  this  patent  were  as  follows  : 

<'  First.  The  cut-ofF  friction  pad,  constructed  and  operating  substantially  in  the 
manner  and  for  the  purpose  set  forth. 

'*  I  also  claim  the  construction  and  arrangement  of  the  feeding  apparatus,  as  above 
described.** 

The  fourth  count  was  upon  letters  patent  granted  to  Isaac  M. 
singer,  May  30,  1954,  No.  10,975. 
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The  claims  of  this  patent  are  was  follows : 

"  The  method  of  Imparting  the  feed  motion  to  the  feed-wheel  <i,  by  means  of  the 
cord  connected  at  one  end  with  the  adjustable  arm  of  the  rock  shaft  J,  and  the  other, 
with  the  reaction  spring  0,  substantially  as  specified,  when  this  is  combined  with  the 
friction  brake,  operating  substantially  as  specified  and  for  the  purpose  set  forth. 

*'  Also,  governing  and  regulating  the  tension  of  the  needle  thread  by  means  of  the 
wire  g^  with  its  eyes  or  guides,  substantially  as  specified,  in  combination  with  the  turn- 
ing wing  Aj  by  which  the  coiling  or  winding  of  the  thread  around  wire  can  be  increased 
or  decreased  at  pleasure,  substantially  as  specified. 

'*AIso,  in  the  sewing  of  leather,  causing  the  needle  thread,  on  its  way  to  the  needle, 
to  pass  through  linseed  oil,  or  its  equivalent ;  mixed  with  a  dryer,  substantially  as  and 
for  the  purpose  specified.** 


The  fifth  count  was  upon  letters  patent  granted  to  Isaac  M. 
Singer,  May  30,  1854,  No.  10,974. 

The  claims  of  this  patent  were  as  follows  : 

"The  method  of  forming  a  seam  with  one  thread,  by  carrying  the  thread  through 
the  clotn  or  material  with  the  needle,  and  forming  the  thread  into  a  loop,  and  at  the 
next  passage  of  the  needle  forming  another  loop,  which  is  drawn  through  the  first,  or 
previously-formed  loop. 

**Also,  the  employment  of  lateral  pressure,  whether  by  a  cam,  a  lever,  or  their 
equivalents,  to  act  against  and  in  combination  with  the  needle,  at  or  near  the  end  of  its 
perforating  motion,  and  to  insure  the  proper  position  of  the  needle,  as  described. 

**Also,  in  combination  with  a  needle  for  perforating  the  substance  to  be  sewed  or 
stitched,  and  carrying  the  thread  through  it ;  a  looping  apparatus  to  form  a  loop  at  each 
pertoration  of  the  needle,  and  consecutively  liberating  the  previously -formed  loop  over 
the  one  last  formed,  to  effect  the  concatenation  of  the  stitches,  as  described. 

*<Also,  the  looping  apparatus,  with  a  recess  into  which  the  thread  is  drawn  to  form  a 
loop,  or  its  equivalent,  in  combination  with  the  lever,  or  its  equivalent,  tor  alternately 
opening  the  recess  to  receive  the  thread  to  form  the  loop,  and  closing  it  to  shut  in  the 
last-furmed  loop,  and  discharging  the  previously-formed  loop  over  the  one  last-formed. 

**Also,  giving  a  positive  motion  to  the  spring-arm  guide,  through  which  the  thread 
passes  trom  the  tension  apparatus  to  the  needle,  by  combining  therewith  the  two  bridles, 
or  their  equivalents,  and  needle  carrier,  or  some  equivalent  moving  part  ot  the  machine, 
substantially  as  specified;  the  carrier  forcing  up  the  said  spring-arm  guide,  to  the  limit 
governed  by  the  iixed  bridle,  and  the  movable  bridle  forcing  it  down  to  make  the  slack 
as  described. 

*'Also,  the  method  of  feeding  the  cloth,  or  other  substance,  to  the  needle  for  the 
progress  of  the  seam,  by  means  of  the  foot  or  pad,  which  holds  it  on  the  table,  substan- 
tially as  specitied  j  by  means  of  which  the  cloth,  or  other  substance,  can  be  turned  on 
the  needle  as  its  axis  while  the  needle  is  in  it,  and  the  foot  or  pad  is  lifted  up  prepara- 
tory to  the  feed  motion,  as  set  forth." 

The  sixth  count  was  upon  letters  patent  granted  to  Isaac  M. 
Singer,  November  4,  1856. 

The  claims  of  this  patent  were  as  follows  : 

**  1  claim  operating  the  needle  to  give  it  the  required  reciprocating  motions,  substan- 
tially such  as  described,  by  a  crank  pin  or  a  roller  on  a  rotating  shatt,  acting  in  a  cam 
groove,  substantially  such  as  described,  whereby  the  required  motions  are  imparted  to 
the  needle  with  much  less  extent  of  motion  of  the  crank  pin,  or  roller,  in  the  cam 
groove,  and  consequently  less  friction,  than  if  the  cam  groove  were  on  the  shaft,  and 
the  pin,  or  roller,  on  the  needle  carrier,  as  described.** 

36 
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IV.  J.  O'Brien  and  J.  H.  B.  Latrobe  for  plaintiffs. 

Brown  fef  Brune^  A.  C.  fVashburn^  and  fVllUam  Whiting  for 
defendants. 

Giles,  J.,  charged  the  jury  as  follows : 

Probably  of  all  species  of  property,  this  property  in  patent 
rights  should  be  most  carefully  guarded  and  protected,  because 
it  is  so  easily  assailed.  If  a  man  invades  my  farm,  the  act  is 
patent  and  open ;  if  he  assails  my  person,  it  is  an  open  act ;  if 
he  assails  my  personal  or  real  property,  it  is  an  act  easily  capa- 
ble of  proof;  but  the  most  difficult  thing  in  the  world  is  to 
prove  an  invasion  of  property  of  this  character — property  pro- 
tected by  patents.  It  is  equally  entitled  to  the  protection  of 
courts  and  juries  with  all  other  property  of  the  citizen  ;  it 
should  be  most  carefully  protected,  from  the  difficulty  of  proving 
the  invasion.  Now,  patents  are  not  monopolies,  as  the  counsel 
have  all  said,  because  a  monopoly  is  that  which  segregates  that 
which  was  common  before,  and  gives  it  to  one  peason  or  to  a 
class,  for  use  or  profit ;  a  patent  is  that  which  brings  out  from 
the  realm  of  mind  something  that  never  existed  before,  and 
gives  it  to  the  country.  And  when  we  consider  the  priceless 
blessings  which  have  accrued  to  our  land,  by  the  intellect  and 
ingenuity  of  the  country  in  this  department,  we  feel  almost  lost 
in  wonder  at  the  vastness  of  the  interests  which  have  been 
created  by  the  ingenuity  of  the  country  and  the  immense 
amount  now  invested,  in  this  department  of  property. 

But,  gentlemen,  when  we  come  to  the  question  of  what  is 
patentable  and  what  is  not,  we  go  to  the  act  of  1836.  The 
words  of  that  act  are  : 

"  Any  person  or  persons  having  discovered  or  invented  any 
new  and  useful  art,  machine,  manufacture,  or  composition  of 
matter — not  known  or  used  bv  others  before  his  or  their  dis- 
covery  or  invention  thereof,  and  not,  at  the  time  of  his  applica- 
tion for  a  patent,  in  public  use  or  on  sale,  with  his  consent  or 
allowance,  as  the  inventor  or  discoverer,  and  who  shall  desire 
to  obtain  an  exclusive  property  therein,  n)ay  make  application,'' 
etc.     It  seems,  then,  that  whatever  niay  l^e  th^  extent  of  the 
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terms  of  the  grant  under  the  Constitution,  the  only  power  that 
Congress  has  exercised  is  the  power  to  give  a  patent  for  a  '^  new 
and  useful  art,  machine,  manufacture,  or  composition  of  mat- 
ter."    I  suppose  we  have  here  to  do  with  a  machine  or  manu- 
facture, more  properly  with  a  machine,  in  this  case.     The  law 
of  England  uses,  I  believe,  the  sole  word,  "  manufacture " — 
"  any  new  manufacture."     We   have,  therefore,  ^'  machine  or 
manufacture  ;"     I  consider  them  tantamount,  however  ;  the  En- 
glish law  is  probably  as  broad  as  ours,  and  intended  to  be  so. 
Now,  my  learned  friend  who  argued  that  point  very  ably  for 
the  plaintiffs  here,  contended  that,  while  he  admitted  a  principle 
could  not  be  patented,  you  could  yet  patent  it  indirectly — that 
is,  that  the  principle  was  patented  in  the  machine  in  which  it 
was  embodied.     That  is  a  very  refined  idea,  and  it  requires  a 
great  deal  of  thought  for  us  to  comprehend  it,  and  then  to  see 
it  really  and  truly,  and  reconcile  it    with  the  decisions  in  this 
country  upon  this  subject,  and  to  see  if  even  the  decisions  in 
the  English  Courts,  to  which  that  learned  counsel  has  referred, 
do  carry  out  that  idea  of  his,  or  whether  they  do  not  all  go  back 
to  what  I  believe  to  be  the  true  doctrine — that  you    can  not 
patent  a  principle  ;  you  can  not  patent  a  result  ;    you  can  not 
patent  the    function  of   an  instrument ;  but  you  can  patent  a 
machine  or  manufacture ;  and  when  you  come  to  test  the  ques- 
tion of  infringement,  the  question  of  principle  comes  up  in  this 
light — what  is  the  mode  of  operation  of  the  machine  you  have 
invented  ?  Because  if  you  find  in  the  machine,  which  is  alleged 
to  be  an  infringement,  the  same  mode  of  operation,  it  is  sub- 
stantially the  same ;  and  therefore,  if  the  learned  counsel  uses 
the  word  "  principle  "  to  signify  '^  mode  of  operation, "  I  can 
understand    him.     Now,    the    first    case    was    the    celebrated 
English  case  of  the  Househill  Co.  v.  Neilson^  Web.  Pat.  Cas.  685, 
and  in  that  case,  the  learned  judge  says  :  '^  I  state  tq  yqu  the  law 
to  be, 'that  you  may  obtain  a  patent  for  a  n)ode  of  carrying  a 
principle  into  effect. "     That  is  it.     A  principle  is  i>ot  patent- 
able ;  but  if  you  discover  a  principle,  and  discqver  a  mode  of 
operation,  you  have  a  right  to  have  your  patent  for  the  mode  of 
carrying   the  principle   into  effect  ;    and  if  anybody   afterward 
comes  along  and  takes  your  principle,  and  takes  your  mode  of 
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operation,  substantially,  although  he  varies  the  form,  he  is  an 
infringer.     That  is  what  I  understand  to  be  the  law. 

The  learned  counsel  referred  to  another  case  in  the  same  book, 
pp.  130  and  134.  On  page  130,  the  judge  says:  "The 
essence  of  the  claim  to  invention,  and  undoubtedly  his  claim, 
is  the  application  of  a  self-adjusting  leverage  to  the  chair,  and 
if  it  could  be  shown  that  any  self-adjusting  leverage  had  been, 
before  the  plaintiffs'  patent,  applied  to  a  chair,  the  patent  would 
be  void,  because  the  priority  of  the  specification  given  by  him 
would  claim  every  species  of  the  application  of  a  self-adjusting 
leverage  to  the  back  and  seat  of  a  chair  (the  claim  was  not  for 
any  particular  form  of  self-adjusting  leverage)  ;  he  would  have 
claimed,  not  the  particular  way  of  accomplishing  the  particular 
purpose  by  the  particular  engine,  but  he  would  have  claimed 
too  much,  because  he  would  have  claimed  the  application  or 
such  self— adjusting  leverage  to  the  back  and  seat  of  a  chair. 
Now  it  is  for  you  to  say,  whether  you  are  satisfied  that  the 
species  of  self-adjusting  leverage  has  been  applied  to  the  back 
and  seat  of  a  chair  before."  In  other  words,  the  Court  called 
upon  the  jury  there  to  say  whether  this  principle  was  new ;  be- 
cause, if  it  was,  then  the  party  had  a  right  to  a  patent  for  his 
self-adjusting  leverage,  no  matter  in  what  form,  provided  it  was 
a  self-adjusting  leverage,  performing  that  function. 

The  next  case,  I  believe,  was  the  leading  case  of  Neil- 
son^  et  aL  V.  Harford^  et  al,^  on  pages  342  and  371  of 
the  same  book.  This  is  the  case  in  which  the  learned 
counsel  read  from  Baron  Alderson's  opinion ;  and  on  page 
371,  1  understand  the  Court  to  decide  that  this  patent  was 
a  patent  for  a  machine.  The  Court  say :  '^  It  is  very 
difficult  to  distinguish  it  from  the  specification  of  a  patent 
for  a  principle,  and  this  at  first  created  in  the  minds  of 
the  Court  much  difficulty  \  but  after  full  consideration,  we 
think  that  the  plaintiff  does  not  merely  claim  a  principle,  but  a 
machine  embodying  a  principle,  and  a  very  valuable  one.  We 
think  the  case  must  be  considered  as  if,  the  principle  being  well 
known,  the  plaintiff  had  first  invented  a  mode  of  applying  it  by 
a  mechanical  apparatus  to  furnaces  ;  and  his  invention  then 
consists    in   this :    by  interposing   a   receptacle   fpr   Ideated   air 


FEBRUARY,    1860.  565 


Singer  v.  Walmslcy. 


between  the  blowing  apparatus  and  the  furnace.  In  this  recep- 
tacle, he  directs  the  air  to  b,e  heated  by  the  application  of  heat 
externally  to  the  receptacle,  and  thus  he  accomplishes  the 
object  of  applying  the  blast,  which  was  before  of  cold  air,  in  a 
heated  state  to  the  furnace. 

It  was  on  the  ground,  then,  that  the  patent  was  for  the 
invention  of  a  mechanism,  that  the  Court  maintained  the 
patent ;  otherwise  they  would  have  declared  the  patent  void. 
If  the  claim  had  been  for  the  principle  that  hot  air  would  fuse 
iron  quicker  than  cold  air  blown  into  the  oven  and  there  heated, 
without  any  claim  for  machinery,  the  patent  would  have  been 
declared  void.  But  they  admitted  it  to  be  valid,  because  they 
construed  it  to  be  a  patent  for  a  machine.  You  will  find  that 
doctrine  all  gone  over  very  elaborately,  in  the  case  of  Boulton 
v.  Bull^  2  H.  Blackst.  463.  You  will  find  there  the  same 
doctrine  laid  down,  that  you  can  not  patent  a  principle,  but  you 
can  patent  a  machine  which,  in  its  mode  of  operation,  carries 
out  and  embodies  a  principle ;  and  when  you  come  to  test  the 
question  of  infringement,  if  the  principle  is  new,  and  the  mode 
of  operation  by  a  certain  machinery  is  new,  then  you  have  a 
right  to  be  protected  thus  far  ;  that  is,  any  one  who  makes  a 
machine  which  embodies  that  principle,  and  operates  in  the 
same  mode  that  you  do,  although  the  form  may  be  diflferent,  is 
an  infringer. 

The  learned  counsel  referred  also  to  Norman  on  Patents.  I 
read  one  passage  from  that  work  in  support  of  the  view  I  take 
upon  the  subject.  The  author,  on  page  134,  says  :  "When  the 
principle  of  operation  is  public,  a  patent  for  a  particular  machine 
is  not  necessarily  infringed  by  the  adoption  of  instruments  operat- 
ing on  the  same  principle,  but  varying  in  detail  from  those  em- 
ployed in  the  patented  machine.  In  such  case,  the  similarity  of 
eflfect  produced  does  not  necessarily  show  that  one  instrument 
is  merely  an  equivalent  for  the  other." 

I  read  this  to  show,  that  if  a  party  is  not  the  original  in- 
ventor of  the  principle,  as  well  as  of  the  machine,  he  has  no 
right  to  invoke  the  doctrine  of  equivalents,  for  it  does  riot 
belong  to  him  ;  but  if  he  is  the  inventor  of  the  principle  which 
he  embodies  in  his  machine,  as  well  as  the  first  inventor  of  the 
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machine  which  carries  it  out,  he  has  a  right  to  invoke  the  doc- 
trine of  equivalents.  Now,  what  is  the  view  of  the  American 
authorities  upon  this  subject  ?  And  in  this  view  of  the  English 
authorities,  I  reconcile  them  with  the  American  authorities. 
The  first  one  is  the  case  of  Leroy  v.  Tatham^  14  How.  I 
commence  on  the  bottom  of  page  174 : 

"  The  word  principle  is  used  by  elementary  writers  on  patent 
subjects,  and  sometimes  in  adjudications  of  courts  with  such  a 
want  of  precision  in  its  application  as  to  mislead.  A  principle 
in  the  abstract  is  a  fundamental  truth  ;  an  original  cause ;  a 
motive ;  these  can  not  be  patented,  as  no  one  can  claim  in 
either  of  them  an  exclusive  right.  Nor  can  an  exclusive  right 
exist  to  a  new  power,  should  one  be  discovered  to  exist  in 
addition  to  those  already  known.  (That  is  the  doctrine  of 
O'Reilly  V.  Morse.)  Through  the  agency  of  machinery,  a  new 
steam  power  may  be  said  to  have  been  generated.  But  no  one 
can  appropriate  this  power  exclusively  to  himself  under  the 
patent  law.  The  same  may  be  said  of  electricity,  and  of  any 
other  power  in  nature,  which  is  alike  open  to  all,  and  may  be 
applied  to  useful  purposes  by  the  use  of  machinery. 

^^  In  all  such  cases,  the  processes  used  to  extract,  modify,  and 
concentrate  natural  agencies,  constitute  the  invention.  The 
elements  of  the  power  exist ;  the  invention  is  not  in  discover- 
ing them,  but  in  applying  them  to  useful  objects.  Whether 
the  machinery  used  be  novel,  or  consist  of  a  new  combination 
of  parts  known,  the  right  of  the  inventor  is  secured  against  all 
those  who  use  the  same  mechanical  power,  or  one  that  shall  be 
substantially  the  same.  A  patent  is  not  good  for  an  effect,  or 
the  result  of  a  certain  process,  as  that  would  prohibit  all  other 
persons  from  making  the  same  thing,  by  any  means  whatever. 
This,  by  creating  monopolies,  would  discourage  arts  and  manu- 
factures against  the  avowed  policy  of  the  patent  laws. 

"  A  new  property  discovered  in  matter,  when  practically 
applied  in  the  construction  of  a  useful  article  of  commerce  or 
manufacture,  is  patentable  ;  but  the  process  through  which  the 
new  property  is  developed  and  applied  must  be  stated  with 
such  precision  as  to  enable  an  ordinary  mechanic  to  construct 
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and  apply  the  necessary  process.     This  is  required  by  the  patent 
laws  of  England  and  of  the  United  States." 

Then  we  go  to  the  case  of  O^Reilly  v.  Morse^  15  How.  62. 

What  was  the  eighth  claim  of  the  patentee  which  the 
Court  was  called  upon  to  construe,  and  which  the  Court  de- 
clared to  be  void  ?  It  was  as  follows :  ''  I  do  not  propose  to 
limit  myself  to  the  specific  machinery  or  parts  of  machinery 
described  in  my  foregoing  specification  and  claims  ;  the  essence 
of  my  invention  being  the  use  of  the  motive  power  of  the  elec- 
tric or  galvanic  current,  which  I  call  electro-magnetism,  how- 
ever developed,  for  marking  or  printing  intelligible  characters, 
signs,  or  letters,  at  any  distances,  being  a  new  application  of 
that  power  of  which  I  claim  to  be  the  first  inventor  or  discov- 
erer."    15  How.  112. 

"It  is  impossible, "  says  the  Court,  "to  misunderstand  the 
extent  of  this  claim.  He  claims  the  exclusive  right  to  every 
improvement  where  the  entire  power  is  the  electric  or  galvanic 
current,  and  the  result  is  the  marking  or  printing  intelligible 
characters,  signs,  or  letters  at  a  distance.^' 

*'*'  If  this  claim  can  be  maintained,  it  matters  not  by  what 
process  or  machinery  the  result  is  accomplished.  For  aught 
that  we  know  now,  some  future  inventor  in  the  march  of 
science,  may  discover  a  mode  of  writing  or  printing  at  a  dis- 
tance, by  means  of  the  electric  or  galvanic  current,  without 
using  any  part  of  the  process  or  combination,  set  forth  in  the 
plaintifFs  specification.  His  invention  may  be  less  complicated 
— less  liable  to  get  out  of  order — less  expensive  in  construction 
and  in  its  operation  ;  but  yet,  if  it  is  covered  by  this  patent,  the 
inventor  could  not  use  it,  nor  the  public  have  the  benefit  of  it 
without  the  permission  of  this  patentee. 

^^  Nor  is  this  all ;  while  he  shuts  the  door  against  the  inven- 
tions of  other  persons,  the  patentee  would  be  able  to  avail 
himself  of  new  discoveries,  in  the  properties  and  powers  of 
electro-magnetism,  which  scientific  men  might  bring  to  light. 
For  he  says  he  does  not  confine  his  claim  to  the  machinery  or 
parts  of  machinery  which  he  specifies,  but  claims  for  himself  a 
monopoly  in  its  use,  however  developed,  for  the  purpose  of 
printing  at  a  distance.'^ 
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Then  the  Court  go  on  to  argue  the  question,  coming  to  the 
conclusion  that  the  claim  can  not,  of  course,  be  allowed ;  and 
then  refer  to  the  case  of  Neilson^  et  al,  v.  Harford^  et  al,^  quot- 
ing the  opinion  of  Baron  Parke,  already  referred  to,  and  to 
the  case  of  Leroy^  et  aL  v.  Tatham  et  aL^  as  confirming  their 
opinion.     The  Court  say  (15  How.  119,  at  the  bottom): 

"If  the  eighth  claim  of  the  patentee  can  be  maintained, 
there  was  no  necessity  for  any  specification,  further  than  to 
say  that  he  had  discovered  that,  by  using  the  motive  power  of 
electro-magnetism,  he  could  print  intelligible  characters  at  any 
distances.  We  presume  it  will  be  admitted  on  all  hands  that 
no  patent  could  have  issued  on  such  a  specification.  Yet  this 
claim  can  derive  no  aid  from  the  specification  filed.  It  is  out- 
side of  it,  and  the  patentee  claims  beyond  it.  And  if  it  stands, 
it  must  stand  simply  on  the  ground  that  the  broad  terms  above 
mentioned,  were  a  sufficient  description,  and  entitled  him  to  a 
patent  in  terms  equally  broad.  In  our  judgment,  the  act  of 
Congress  can  not  be  so  construed. 

"  The  patent,  then,  being  illegal  and  void,  so  far  as  respects 
the  eighth  claim,  the  question  arises  whether  the  whole  patent 
is  void  " — and  then  the  case  is  discussed  upon  another  point. 

Now,  that  case  has  never  been  overruled,  but  I  think  that 
its  principles  have  been    again  and  again  recognized  and  con- 
firmed.    I  can  find  no  case  that  has  been  decided  by  the  Su- 
preme   Court  where    they  have    ever  carried    the    doctrine  of 
inventions  beyond  the  point  I  have  indicated. 

The  next  case  referred  to  is  the  case  of  Corning  v.  Burden^ 
15  How.  268.  In  that  case,  a  question  was  raised  in  regard 
to  the  construction  of  the  specificaton  ;  and  there  the  Court  an- 
nounce the  doctrine,  which  I  may  as  well  incidentally  notice  here, 
that  the  courts  should  liberally  construe  patents,  and  they  have 
always  done  so.  They  have  always  adopted  the  construction 
most  favorable  to  the  patentee,  "  ut  res  magis  valeat^  quam  pereat,^^ 

Where  there  was  anything  inconsistent  either  in  the  specifi- 
cation, or  in  the  claim,  and  yet  the  patent  claimed  in  substance 
that  which  was  patentable,  the  courts  have  always  decided  that 
that  was  the  meaning  of  the  claim.  As,  for  instance,  in  one 
case   where    a   party    described   a    machine,   and   yet    claimed 
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a  function,  the  Court  decided  there,  that  the  patent  was 
good  for  a  machine.  But,  the  courts  have  never  gone  so  far,  I 
think,  upon  that  principle  of  the  liberal  construction  of  patents, 
nor  could  they  have  done  so,  as  to  say  that  a  party  having 
claimed  that  which  was  not  patentable,  his  patent  could  stand. 
The  Court  say,  in  this  case  of  Corning  v.  Burden^  at  the  bot- 
tom of  p.  269 : 

"  The  party  can  not  describe  a  machine  which  will  perform 
a  certain  function,  and  then  claim  the  function  itself  and  all 
other  machines  that  may  be  invented  to  perform  the  same  func- 
tion." There  is  another  case  in  this  same  book,  the  celebrated 
case  of  fVinans  v.  Denmead^  15  How.  330,  upon  which 
great  reliance  has  been  placed  by  the  learned  counsel  for  the 
plaintiff.  Now,  it  is  necessary  to  look  at  this  case  of  Winans 
v.  Denmead  very  attentively,  to  see  what  was  decided,  or  meant 
to  be  decided  by  the  Supreme  Court.  As  I  understand  that 
case,  it  does  not  at  all  conflict  with  the  principles  laid  down  in 
O^Reilly  v.  Morse^  Corning  v.  Burden^  or  any  of  the  previous 
decisions  in  the  Circuit  Courts,  of  which  I  have  examined  a  great 
many,  but  which  I  will  not  take  the  time  to  read.  They  are 
3  Sumn.  540;  I  Gall.  479;  2  Gall.  51  j  i  Story,  272;  6 
McLean,  539. 

I  do  not  understand  it  as  overruling  the  doctrine  in  the 
case  of  O^Reilly  v.  Morse^  but  the  Court  are  declaring  the  rules 
by  which  you  are  to  be  guided  on  the  question  of  infringement : 
and    they  say  at  the  bottom  of  p.  338  : 

^^  In  this,  as  in  most  patent  cases,  founded  on  alleged  im- 
provements in  machines,  in  order  to  determine  what  is  the 
thing  patented,  it  is  necessary  to  inquire : 

'*  First,  What  is  the  structure  or  device,  described  by  the 
patentee  as  embodying  his  invention  ? 

"  Second,  What  mode  of  (Operation  is  introduced  or  employed 
by  the  structure  or  device  ? 

"  Third.  What  result  is  attained  by  means  of  this  mode  of 
operation  ? 

*'  Fourth,  Does  the  specification  of  claim  cover  the  described 
mode  of  operation  by  which  the  result  is  attained  ?" 

Now  in  that  patent,  Winans  claimed  that  by  making  his  car 
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of  a  conical  shape,  with  a  sliding  drop,  he  made  the  car  sustain 
itself,  and  got  rid  of  all  the  heavy  trestle-work  around  the 
square-bodied  car,  and  therefore  by  getting  rid  of  probably  one- 
half  the  weight  of  the  ordinary  square  car,  supported  by  a 
square  frame,  he  was  enabled  to  carry,  with  the  same  motive 
power,  twice  as  large  a  load.     Let  us  see  what  his  claim  was. 

^^  What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  making  the  body  of  a  car  for  the  transporta- 
tion of  coal,  etc.,  in  the  form  of  a  frustrum  of  a  cone,  sub- 
stantially as  herein  described,  whereby  the  force  exerted  by  the 
weight  of  the  load  presses  equally  in  all  directions,  and  does 
not  tend  to  change  the  form  thereof,  so  that  every  part  thereof 
resists  its  equal  proportion,  and  by  which  also  the  lower  part  is 
so  reduced." 

Well,  the  Supreme  Court  say  :  "  The  Court  ruled  below, 
that  the  claim  was  limited  to  the  particular  geometrical  form 
mentioned  in  the  specification  ;  and  as  the  defendants  had  not 
made  cars  in  that  particular  form,  there  could  be  no  infringe- 
ment, even  if  the  cars  made  by  defendant  attained  the  same 
result  by  employing  what  was  in  fact  the  same  mode  of  oper- 
ation, as  that  described  by  the  patentee.  We  think  this  rul- 
ing was  erroneous.  *  *  *  *  Merely  to  change  the  form  of  a 
machine  is  the  work  of  a  constructor,  not  of  an  inventor  ;  nor 
does  the  plaintiiFs  patent  rest  upon  such  a  change.  To  change 
the  form  of  an  existing  machine,  and  by  means  of  such  a 
change  to  introduce  and  employ  other  mechanical  principles  or 
natural  powers,  or  as  it  is  termed,  a  new  mode  of  operation, 
and  thus  attain  a  new  and  useful  result,  is  the  subject  of  a  pat- 
ent." 

Recollect  that  the  Court  are  dealing  here,  in  this  opinion, 
with  Winans'  invention,  which,  by  a  new  form  of  machinery, 
attained  a  new  and  useful  result.  They  were  both  new:  the 
result  was  new,  and  the  form  in  which  he  embodied  his  ma- 
chinery was  new.  '^  Its  substance, "  the  Court  go  on  to  say, 
^^  is  a  new  mode  of  operation,  by  means  of  which  a  new  result 
is  obtained.  It  is  this  new  mode  of  operation  which  gives  it 
the  character  of  an  invention,  and  entitles  the  inventor  to  a 
patent ;  and  this  new  mode  of  operation  is,  in  view  of  the  patent 
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law,  the  thing  entitled  to  protection.  The  patentee  may, 
and  should,  so  frame  his  specification  of  claim  as  to  cover  this 
new  mode  of  operation  which  he  has  invented,  and  the  only 
question  in  this  case  is  whether  he  has  done  so  ;  or  whether  he 
has  restricted  his  claim  to  one  particular  geometrical  form. 

"  There  being  evidence  in  the  case  to  show  that  other  forms 
do  in  fact  embody  the  plaintiff's  mode  of  operation,  and,  by 
means  of  it,  produce  the  same  new  and  useful  results,  the  ques- 
tion is  whether  the  patentee  has  limited  his  claim  to  one  out 
of  the  several  forms  which  thus  embody  his  invention. 

Now,  while  it  is  undoubtedly  true,  that  the  patentee  may  so 
restrict  his  claim  as  to  cover  less  than  what  he  invented,  or 
may  limit  it  to  one  particular  form  of  machine,  excluding  all 
other  forms,  though  they  also  embody  his  invention,  yet  such 
an  interpretation  should  not  be  put  upon  his  claim,  if  it  can 
fairly  be  construed  otherwise,  and  this  for  two  reasons : 

^^  1st.  Because  the  reasonable  presumption  is,  that,  having  a 
just  right  to  cover  and  protect  his  whole  invention,  he  intended 
to  do  so. 

"2d.  Because  specifications  are  to  be  construed  liberally,  in 
accordance  with  the  design  of  the  Constitution,  and  the  patent 
laws  of  the  United  States,  to  promote  the  progress  of  the  use- 
ful arts,  and  to  allow  inventors  to  retain  to  their  own  use,  not 
anything  which  is  matter  of  common  right,  but  what  they 
themselves  have  created." 

The  Court  say  at  the  top  of  page  343,  after  reasoning  upon 
the  subject-matter  of  infringement : 

"  The  answer  is,  my  improvement  did  not  consist  in  a  change 
of  form,  but  in  the  new  employment  of  principles  or  powers, 
in  a  new  mode  of  operation,  embodied  in  a  form  by  means  of 
which  a  new  or  better  result  is  produced  ;  it  was  this  which 
constituted  my  invention ;  this  you  have  copied,  changing 
only  the  form ;  and  that  answer  is  justly  applicable  to  this 
patent.'* 

I  understand,  therefore,  in  that  case,  the  Court  to  give  the 
opinion,  that  where  a  party  has  discovered  a  result,  as  well  as 
the  machinery  which  produces  it,  he  has  a  right  to  invoke  the 
doctrine  of  equivalents  in  reference  to  infringers.     Where  he 


57^  DISTRICT    OF    MARYLAND. 

Singer  v.  Walmsley. 

discovered  a  function  that  is  new,  for  the  first  time,  and  dis- 
covers a  machine  that  is  new,  too,  he  has  a  right  to  invoke  the 
doctrine  of  equivalents  to  protect  himself.  And  that  recon- 
ciles that  case  with  the  case  of  McCormick  v.  Talcotty  20  How* 
402.  McCormick  was  the  inventor  of  a  certain  divider, 
which  was  attached  to  a  reaping  machine.  But  he  was  not  the 
first,  for  dividers  had  been  used  before  ;  and  he  therefore  made 
nothing  but  an  improvement  in  the  divider.  Its  functions  had 
been  performed,  in  some  way  or  other  (not  so  well)  by  devices 
before  invented  by  others ;  and  Many,  who  came  after  him, 
invents  an  improvement  upon  McCormick,  adopting  very  much 
one  of  the  previous  inventions,  and  was  sued  by  McCormick, 
who  undertook  to  bring  to  his  aid  the  doctrine  of  equivalents. 
Now,  what  did  the  Court  say  ?  "  If  he  be  the  original  inventor 
of  the  device  or  machine  called  the  divider,  he  will  have  a  right 
to  treat  as  infringers  all  who  make  dividers  operating  on  the 
same  principle,  and  performing  the  same  functions  by  analo- 
gous means,  or  equivalent  combinations,  even  though  the  in- 
fringing machine  may  be  an  improvement  of  the  original  and 
patentable  as  such.  But  if  the  invention  claimed  be  itself  but 
an  improvement  on  a  known  machine,  by  a  mere  change  of 
form,  or  combination  of  parts,  the  patentee  can  not  treat  another 
as  an  infringer  who  has  improved  the  original  machine  by  use 
of  a  diflFerent  form  or  combination  performing  the  same  func- 
tions. The  inventor  of  the  first  improvement  can  not  invoke 
the  doctrine  of  equivalents  to  suppress  all  other  improvements 
which  are  not  mere  colorable  invasions  of  the  first.*' 

There  they  are  carrying  out  and  sustaining  the  idea  which 
they  announce  in  Winans  v.  Denmead^  that  where  the  party  is 
the  first  inventor  of  a  divider,  he  has  a  right  to  treat  all  as  in- 
fringers who  make  dividers  operating  upon  the  same  principle, 
and  performing  the  same  function,  even  although  he  may  use 
mechanical  equivalents  ;  but  where  he  is  only  the  original  in- 
ventor of  a  device,  he  can  only  recover  against  an  infringer,  if 
he  shows  that  he  has  substantially  copied  his  invention.  In 
other  words,  being  an  improver  himself,  he  can  not  invoke  the 
doctrine  of  equivalents  to  protect  him.  I  will  not  go  over  the 
cases  in  the  Circuit  Courts. 


FEBRUARY,     1860.  573 

Singer  v.  Walmsley. 


These  are  the  views  which  I  hold,  gentlemen,  in  reference 
to  the  question  of  the  doctrine  of  equivalents. 

The  next  question  that  comes  up  here  is  the  question  of  the 
infringement  of  a  combination  of  mechanism.  I  suppose  there 
can  be  no  difference  between  counsel  upon  that  subject.  In 
Prouty  V.  RuggliSy  16  Pet.  336,  the  views  of  the  Court  were 
very  clearly  announced  upon  that  subject  in  the  celebrated 
center-draft  plow  case. 

"  The  patent  is  for  a  combination,"  says  the  Chief  Justice, 
on  page  341,  "and  the  improvement  consists  in  arranging  dif- 
ferent portions  of  the  plow,  and  combining  them  together  in 
the  manner  stated  in  the  specification,  for  the  purpose  of  pro- 
ducing a  certain  effect.  None  of  the  parts  referred  to  are  new, 
and  none  are  claimed  as  new ;  nor  is  any  portion  of  the  com- 
bination, less  than  the  whole,  claimed  as  new,  or  stated  to  pro- 
duce any  given  result.  The  end  in  view  is  proposed  to  be 
accomplished'  by  the  union  of  all,  arranged  and  combined  to- 
gether in  the  manner  described.  And  this  combination,  com- 
posed of  all  the  parts  mentioned  in  the  specification,  and 
arranged  with  reference  to  each  other,  and  to  other  parts  of  the 
plow  in  the  manner  therein  described,  is  stated  to  be  the  im- 
provement, and  is  the  thing  patented."  [As  it  is  here  in  four 
of  these  patents.]  *'The  use  of  any  two  of  these  parts  only, 
or  of  two  combined  with  a  third,  which  is  substantially  differ- 
ent, in  form  or  in  the  manner  of  its  arrangement  and  connec- 
tion with  the  others,  is  therefore  not  the  thing  patented." 

Now  there  is  import  and  meaning  in  every  sentence  here. 
If  the  three  elements  are  the  same,  but  are  not  connected  and 
arranged  the  same,  it  is  no  infringement ;  or  if  there  are  two 
of  the  three  elements,  and  the  third  element  is  new,  it  is  not  the 
same  combination  ;  it  is  not  the  same  combination  if  it  is 
substantially  different  from  it  in  any  of  its  parts,  and  that 
case  of  Prouty  v.  Ruggles  you  will   find   sustained  in   10  How. 

3^9- 

It  is  the  case  which  has  been  referred  to  here  several  times 

of  Stimpson  v.  Baltimore  ^  Susquehannah  Railroad  Company^  in 

which  the  Court  quote  from  Prouty  v.  Ruggles^  and  sustain  the 

doctrine  laid  down  in  that  case. 


574  DISTRICT    OF    MARYLAND. 

Singer  v.  Walmiley. 

You  will  find  the  opinion  of  the  Court  on  this  subject  on  p. 
345,  in  reference  to  turning  the  corners  of  a  street  with  a  rail- 
road. 

Now  another  question  conies  up  here  in  regard  to  the  fourth 
and  fifth  claims  in  the  first  patent ;  for,  although  these  claims 
have  not  been  relied  upon  in  the  suit  as  the  foundation  of  this 
action,  or  any  part  of  it,  yet,  as  they  come  before  the  Court 
upon  the  prayers,  and  afFect  the  validity  of  the  patent,  it  will 
be  necessary  to  consider  them. 

The  proposition  on  the  part  of  the  counsel  for  the  defendants 
is,  that  if  these  claims  should  be  found  to  be  for  inventions  that 
were  not  new,  and  as  no  disclaimer  has  been  filed,  they  render 
void  the  whole  patent.  That  is  the  proposition.  Now,  I  do 
not  understand  the  law  to  be  so.  A  party  may  take  out  a  pat- 
ent for  three  or  four  claims,  and,  as  I  understand  the  law,  if  he 
acts  in  perfect  good  faith,  if  he  believes  himself  to  be  the  in- 
ventor, and  inadvertently,  by  accident  or  mistake,  without  any 
willful  intent  to  defraud,  he  embraces  in  his  claim  more  than  he 
is  entitled  to,  in  other  words,  claims  things  which  are  not  new, 
it  does  not  render  his  patent  void  ;  he  is  enabled  to  bring  his 
suit  under  sections  7  and  9  of  the  statute  of  1837,  without  first 
making  any  disclaimer.  His  patent  is  good  for  what  is  new  and 
original. 

Section  9  is  as  follows:  ^^That  whenever  by  mistake, 
accident,  or  inadvertence,  and  without  any  willful  default,  or 
intent  to  defraud  or  mislead  the  public,  any  patentee  shall  have, 
in  his  specification,  claimed  to  be  the  original  and  first  inventor 
or  discoverer  of  any  material  or  substantial  part  of  the  thing 
patented,  of  which  he  was  not  the  first  and  original  inventor, 
and  shall  have  no  legal  or  just  right  to  claim  the  same,  in  every 
such  case  the  patent  shall  be  deemed  good  and  valid  for  just  so 
much  of  the  discovery  as  shall  be  truly  and  bona  fide  his  own ; 
provided^  it  shall  be  a  material  and  substantial  part  of  the  thing 
patented,  and  be  definitely  distinguishable  from  the  other  parts 
so  claimed,  without  right  as  aforesaid.  But  in  every  such  case 
in  which  a  judgment  or  verdict  shall  be  rendered  for  the  plain- 
tiff, he  shall  not  be  entitled  to  recover  costs  against  the  defend- 
ant unless  he  shall  have  entered  at  the  Patent  Office,  prior  to 
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the  commencement  of  the  suit,  a  disclaimer  of  all  that  part  of 
the  thing  patented  which  was  so  claimed  without  right;  pro- 
videdy  however y  that  no  person  bringing  any  such  suit  shall  be 
entitled  to  the  benefits  of  the  provision  contained  in  this  sec- 
tion, who  shall  have  unreasonably  neglected  or  delayed  to  enter 
at  the  Patent  Office  a  disclaimer  as  aforesaid." 

"What  is  unreasonable  delay,"  is  a  question  to  be  settled  by 
the  Court, — ^and  not  for  the  jury.  The  Court  can  not,  there- 
fore, say,  that  without  the  party  knew  that  this  claim  was  false, 
if  he  believed  (and  we  take  his  oath  as  prima  facie  evidence  of 
that),  if  he  believed  that  he  was  the  sole  inventor  of  that  which 
he  claimed  (because  the  law  never  makes  so  harsh  a  presump- 
tion as  that  a  man  perjures  himself — the  presumption  is  that  a 
man  respects  his  oath),  the  Court  will  find  that  the  time,  in 
reference  to  the  question  of  delay,  commences  when  the  knowl- 
edge was  brought  home  to  the  party  that  he  was  not  the  first 
inventor,  or  when  it  is  declared  by  a  Court,  of  competent  juris- 
diction to  settle  the  question,  that  he  was  not  the  first  inventor ; 
then  it  is  that  the  time  commences  to  run,  and  not  until  then. 
15  How.  121 ;  19  How.  96;  20  How.  388. 

The  only  other  point  to  which  I  shall  refer,  for  I  am  taking 
up  more  time  than  I  intended,  is  the  question  of  prior  inven- 
tion. What  is  the  character  of  a  prior  invention  which  is  to 
defeat  a  subsequent  patent  ?  This  case  came  before  one  of  the 
Circuit  Courts  in  the  case  of  Alden  v.  Dewey^  i  Stor.  336 ; 
also  in  Goodyear  v.  Day^  2  Wallace,  Jr.,  a  case,  I  suppose,  that 
occupied  as  much  attention,  and  was  as  ably  argued  as  any  pat- 
ent case  that  has  ever  been  tried  in  this  or  any  other  country.  I 
will  read  from  this  last  case  at  page  298. 

"  The  testimony  shows  that  many  persons  had  made  experi- 
ments, that  they  had  used  sulphur,  lead,  and  heat,  before  Good- 
year's  patent,  and  probably  before  his  discovery.  But  to  what 
purpose  ?  Their  experiments  ended  in  discovering  nothing,  ex- 
cept, perhaps,  that  they  had  ruined  themselves.  The  great  dif- 
ference between  them  and  Goodyear  is,  that  he  persisted  in  his 
experiments,  and  finally  succeeded  in  perfecting  a  valuable  dis- 
covery, and  they  failed. 

It  is  usually  the  case,  when  any  valuable  discovery  is  made, 
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or  any  new  machine  of  great  utility  has  been  invented,  that  the 
attention  of  the  public  has  been  turned  to  that  subject  previous- 
ly; and  that  many  persons  have  been  making  researches  and 
experiments.  Philosophers  and  mechanicians  may  have,  in  some 
measure,  anticipated,  in  their  speculations,  the  possibility  or 
probability  of  such  discovery  or  invention ;  many  experiments 
may  have  been  unsuccessfully  tried,  coming  very  near,  yet  fall- 
ing short  of  the  desired  result.  They  have  produced  nothing 
beneficial.  The  invention,  when  perfected,  may  truly  be  said 
to  be  the  culminating  of  many  experiments,  not  only  by  the 
inventor,  but  by  many  others,  and  he  may  have  profited  indi- 
rectly by  the  unsuccessful  experiments  and  failures  of  others ; 
but  it  gives  them  no  right  to  claim  a  share  of  the  honor  or  the 
profit  of  the  successful  inventor.  It  is  when  speculation  has 
been  reduced  to  practice,  when  experiment  has  resulted  in  dis- 
covery, and  when  that  discovery  has  been  perfected  by  patient 
and  cautious  experiments — when  some  new  compound,  art, 
manufacture,  or  machine  has  been  thus  produced,  which  is  use- 
ful to  the  public,  that  the  party  making  it  becomes  a  public 
benefactor,  and  entitled  to  a  patent." 

So  I  say  in  reference  to  this  case,  it  does  not  matter  how 
many  experiments  have  been  tried  by  different  inventors,  if 
they  failed,  if  their  experiments  were  never  perfected,  if  they 
were  never  brought  into  use — ^and  by  that,  I  do  not  mean  gen- 
eral use,  put  to  perform  the  functions  of  the  plaintiff's  machine, 
or  any  of  the  perfected  machines  of  this  day — if  they  rested 
in  experiment  alone^  they  were  not  of  such  a  character  as  to 
deprive  subsequent  inventors  of  the  benefit  of  their  inventions, 
if  they  brought  them  into  use.  The  man  who  brings  his  in- 
vention before  the  country,  and  into  actual  use,  is  the  one  to  be 
protected,  for  he  is  the  one  who  confers  a  benefit  upon  the 
country. 

Judge  Grier  says,  in  the  case  last  referred  to:  ''Yet  when 
genius  and  patient  perseverance  have  at  length  succeeded,  in 
spite  of  sneers  and  scoffs,  in  perfecting  some  valuable  invention 
or  discovery,  how  seldom  is  it  followed  by  reward  !  Envy  robs 
him  of  the  honor,  while  speculators,  swindlers,  and  pirates  rob 
him    of  the    profits.     Every    unsuccessful    experimenter,    who 
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did,  or  did  not,  eome  very  near  making  the  discovery,  now 
claims  it.  Every  one  who  can  invent  an  improvement,  or  vary 
its  form,  claims  a  right  to  pirate  the  original  discovery.  We 
need  not  summon  Morse,  or  Blanchard,  or  Woodworth,  to 
prove  that  this  is  the  usual  history  of  every  grand  discovery  or 
invention." 

And  another  point  comes  up  in  connection  with  use.  What 
is  meant  by  use?  ^^Has  been  in  use  before^'*  "has  been  known 
and  in  use  before."  Such  is  the  language  of  the  patent  law  in 
reference  to  machines. 

In  Treadwell^  et  aL  v.  Bladen^  4  Wash.  704,  the  objection  to 
the  patent  was,  that  Treadwell  was  not  the  original  inventor  of 
the  machine,  but  that  it  was  invented  by  one  Christian,  anterior 
to  the  patent  of  Treadwell.  In  this  case.  Judge  Washington 
says: 

'*  But  the  point  mainly  relied  upon  by  the  plaintiff's  counsel 
is,  that  no  evidence  is  given  that  Christian's  machine  was  ever 
used  within  the  true  meaning  of  that  expression  in  the  patent 
act.  It  is  admitted  that  an  experiment  was  made  with  it,  but 
this,  it  is  urged,  was  not  such  a  using  as  the  act  intends.  It 
surely  can  not  be  denied  that  the  act  of  making  crackers  with  it 
amounted  to  a  using  of  it  according  to  the  common  and  accept- 
ed meaning  of  that  phrase;  and  I  am  quite  at  a  loss  to  imagine 
how  this  meaning  can  be  varied  by  the  particular  motive  which 
induced  the  inventor  so  to  employ  the  machine.  I  can  discover 
nothing  in  the  patent  act  which  will  authorize  the  Court  to 
depart  from  the  ordinary  meaning  of  this  expression,  and  to 
declare  that  a  machine  that  is  put  into  operation  for  the  sole 
purpose,  if  such  be  the  case,  of  trying  its  practical  utility,  is 
not  within  the  meaning  and  intent  of  the  sixth  section  of  that 
act.  The  plaintiff's  counsel  relied  in  some  measure  upon  cer- 
tain expressions  of  the  judges  in  the  two  cases  of  Boulton  v.  Bully 
7.  H.  Blackst.,  and  Bedford  v.  Hunt^  i  Mass.  302.  But  so  far  as 
any  satisfactory  inference  can  be  drawn  from  those  expressions,  in 
its  application  to  the  particular  point  under  consideration,  it 
strikes  me  to  be  unfavorable  to  the  construction  contended  for. 
They  manifestly  contrast  the  confining  of  the  invention  to  the 
closet  of  the   inventor,  and  a   mere   speculative   invention^  with 
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putting  it  into  use,  practice,  or  operation,  and  not  the  putting  of 
it  in  practice  for  the  purpose  of  experiment,  with  any  other 
purpose  whatever.  Upon  the  whole,  I  am  of  opinion  that  the 
experiment  of  this  machine  made  by  Christian,  in  the  year  1807, 
amounted  to  a  using  of  it  within  the  true  meaning  of  the  sixth 
section  of  the  patent  act." 

I  read  also  from  the  case  in  another  connection,  to  show  that 
if  the  plaintiff  in  this  case  took  the  same  idea  that  he  found 
embodied  in  a  ruling  machine,  he  is  not  entitled  to  a  patent, 
because,  if  the  principle  of  griping  the  material  along  the  sur- 
face \^as  known  and  in  use,  though  motion  was  given  by  the 
hand,  the  change  to  automatic  machines  makes  no  difference. 
The  same  learned  judge  says,  on  page  582:  *'That  Christian's 
machine  was  invented  many  years  prior  to  Treadwell's  is  proved 
by  uncontradicted  testimony,  and  is  not  denied  by  the  plaintiffs' 
counsel.  That  it  possesses  all  the  essential  parts  and  princi- 
ples of  Treadwell's  machine,  the  cutters,  piercers,  and  clearers, 
is  manifest  by  comparing  the  two  together;  besides  which,  the 
fact  is  proved  by  all  the  witnesses.  Used  with  no  other  than 
hand  power,  it  is  proved,  and  admitted  not  to  answer  the  pur- 
pose of  a  labor-saving  machine."  Christian  made  this  machine, 
used  it  for  a  short  time,  and  then  threw  it  away. 

So  too,  these  sewing  machines  may  be  used,  and  be  thrown 
away  afterward ;  but  if  they  are  perfected  so  as  to  accomplish 
the  functions  claimed  for  them,  they  have  been  in  use,  within 
the  meaning  of  the  patent  act. 

One  other  point,  and  I  shall  pass  to  my  instructions.  The 
learned  counsel  for  the  plaintiffs  relied  upon  a  case  in  Story's 
Reports,  in  reference  to  the  oath  on  the  application  of  the  plain- 
tiff here — to  this  oath  of  originality,  and  the  testimony  of  Mr. 
O.  C.  Phelps.  He  said  that  as  you  had  oath  against  oath, 
the  patent  stood,  and  was  conclusive  in  favor  of  the  pat** 
entee,  and  cited  Alden  v.  Dewey^  i  Stor.  336.  All  that  Judge 
Story  decided  there,  is  what  I  have  decided  here  upon  the 
plaintiffs'  patents — that  they  are  prima  facie  evidence  to  go 
before  the  jury ;  the  jury  are  to  judge  what  weight  they  will 
give  to  them.  Judge  Story  instructed  the  jury  "that  the  orig- 
inal patentee  t^ad  s>yorn  that  he  was  the  tfue  ^nd  fir§t  inyentof 
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of  the  improvement  for  which  he  had  taicen  out  letters  patent  ; 
that  this  oath  was  required  by  law,  prior  to  the  issue  of  letters 
patent, "  nothing  further  ;  and  he  left  the  question  of  the  oath, 
and  its  force,  to  the  jury.  It  was  prima  fade  evidence,  and  the 
jury  were  to  judge  of  its  effect,  in  connection  with  other  evi- 
dence in  the  case. 

The  plaintiff's  patent  of  October  3,  1854,  claims  four  in- 
ventions. In  the  first  claim,  as  I  construe  it,  I  understand  the 
patentee  to  claim  the  invention  of  a  combination  of  certain 
mechanism  which  he  describes,  by  which  a  slight  additional 
forward  movement  is  given  to  the  shuttle,  after  the  needle  has 
been  drawn  out  of  the  cloth,  with  the  feed  motion  of  the  cloth, 
in  the  reverse  direction,  and  the  final  upward  movement  of  the 
needle  ;  by  means  of  which  three  pulls  are  given  simultaneously 
to  tighten  the  stitch.  It  is  not  a  patent  for  the  result  obtained, 
because  that  is  not  patentable,  but  for  the  particular  combina- 
tion of  mechanism  which  produces  that  result. 

The  second  claim  in  said  patent  of  October  3,  1854,  is  for 
the  invention  of  a  friction-pad  placed  between  the  seam  and 
the  bobbin,  which  makes  a  slight  pressure  on  the  thread,  so  that 
as  the  needle  descends,  to  prevent  the  formation  of  a  loop 
above  the  cloth,  liable  to  be  caught  or  cut  by  the  needle,  while 
at  the  same  time,  the  pressure  is  not  sufficient  to  prevent  the 
needle  from  drawing  the  thread  through  the  cloth,  to  make  the 
loop  below  it,  nor  is  there  any  tendency  when  the  needle  rises, 
to  draw  out  such  loop. 

In  the  third  claim,  which  is  not  relied  upon  by  the  plaintiffs 
in  this  suit,  but  which  comes  into  consideration  in  reference  to 
the  validity  of  the  patent,  I  understand  the  patentee  to  claim 
the  invention  of  a  combination  of  an  adjustable  arm,  on  which 
the  bobbin  is  placed,  and  which  is  attached  to  the  frame,  with 
an  eye  or  guide,  attached  to  and  moving  with  the  needle-carrier, 
through  which  eye  the  thread  passes  from  the  bobbin  to  the  needle, 
so  that  by  changing  the  i  angle  of  the  said  arm,  any  desired 
length  of  thread  can  be  given  to  the  formation  of  the  loop ; 
and  in  the  fourth  claim,  I  understand  the  patentee  to  claim  the 
invention  of  the  combination  (for  feeding  the  cloth)  of  the 
friction  of  the  surface  of  the  periphery  of  the  feed-wheel  with 
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spring  pressure  plate  or  pad>  which  grips  the  cloth  or  substance 
to  be  sewed,  against  the  feeding  surface  ;  the  surface  of  the 
said  feed-wheel  having  a  fine  thread  or  parallel  grove  cut 
thereon,  to  enable  it  to  perform  its  office  in  combination  with 
the  pressure-plate,  instead  of  being  armed  with  pins. 

In  the  patent  of  April  13,  1852,  the  patentee  claims  the  in- 
vention of  an  improvement  in  the  friction-pad,  whereby  the 
thread  is  saved  from  the  chafing  it  would  otherwise  be  liable  to, 
by  substituting  for  it  what  he  terms  a  cut-oflF  friction-pad,  which 
alternately  seizes  and  releases  the  thread  at  proper  intervals  ;  so 
as  to  cause  the  pad  to  press  upon  the  thread  when  required, 
and  then  to  be  released  while  the  needle  is  passing  through  the 
cloth. 

In  his  patent  of  May  30,  1854,  the  patentee  claims  the  in- 
vention of  a  wire  with  eyes  or  guides,  in  combination  with  a 
turning-wing,  to  regulate  the  tension  of  the  needle-thread. 

In  his  fourth  patent  of  the  same  date  as  the  last  one,  to  wit, 
May  30,  1854,  the  patentee  claims  the  invention  of  the  com- 
bination of  the  following  mechanical  devices,  viz  : 

First :  A  spring-arm  guide,  through  which  the  thread  passes 
from  the  tension  apparatus  to  the  needle. 

Second:  The  needle  carrier,  forcing  up  the  spring-arm  guide 
to  the  limit  fixed  for  it. 

Third :  A  fixed  bridle,  limiting  the  upward  movement  of  the 
spring-arm  guide ;  and 

Fourth  :  A  movable  bridle  attached  to  the  needle-carrier,  or 
some  other  part  of  the  machine  having  an  equivalent  motion  to 
act  on,  to  force  down  the  said  guide,  to  give  the  required  amount 
of  slack  thread  for  the  formation  of  the  loop  ;  the  carrier  forc- 
ing up  the  said  spring-arm  guide  to  the  limit  governed  by  the 
fixed  bridle,  and  the  movable  bridle  forcing  it  down  again,  to 
make  the  slack  thread,  when  required  -,  these  motions  being 
claimed  to  be  independent  of  the  thread,  or  any  contingency 
affecting  it. 

.In  the  last  patent,  dated  November  4,  1856,  I  understand 
the  patentee  to  claim,  in  his  second  claim,  the  invention  of  the 
conibination  of  a  horizontal  table,  with  the  apparatus  for  feed- 
ing the  cloth  J  the  operative  part  of  the  feed-wheel,  projecting 
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through  the  table,  and  the  surface  of  the  table  surrounding  that 
part  of  the  feeding  surface  which  is  active  for  the  time  being, 
so  that  such  feeding  surface  may  act  on  a  portion  of  the  under 
surface  of  the  material  to  be  sewed,  to  give  the  required  feed- 
ing motion  to  space  the  stitches,  while  the  table  answers  the 
purpose  of  stripping  the  said  material  from  the  surface  of  the 
feed-wheel,  and  to  cover  and  protect  the  mechanism  which  op- 
crates  the  feeder. 

In  the  third  claim,  I  understand  the  patentee  to  claim  the 
invention  of  imparting  the  feeding  motion  to  the  feed-wheel 
for  spacing  the  stitches  by  griping  the  peripliery  thereof  by  a 
griping  lever,  in  contradistinction  to  the  action  of  a  pawl  or 
hand  catching  on  to  ratchet  teeth,  whereby  the  extent  of  feed- 
ing motion  may  be  adjusted  and  varied  to  any  degree,  instead  of 
being  restricted  by  the  size  of  the  ratchet  teeth. 

And  in  the  fourth  claim,  I  understand  him  to  claim  the  in- 
vention of  a  combination  of  a  feeder  with  a  presser,  attached 
to  a  slide,  which  keeps  the  plane  of  its  under  surface  always  in 
the  same  relation  to  the  plane  of  the  table,  whether  the  mate- 
rial to  be  sewed  be  thick  or  thin,  thereby  avoiding  the  inequal- 
ity of  pressure  which  takes  place  when  the  presser  is  on  an 
arm  connected  with  the  table  or  with  the  frame  by  a  fulcrum  or 
hinge-joint. 

First.  Having  briefly  stated  what  I  understand  to  be  the  in- 
ventions claimed  by  Mr.  Singer,  in  these  patents,  the  first  duty 
of  the  jury  will  be  to  inquire  if  the  defendants  in  the  construc- 
tion of  their  sewing  machines,  have  used  substantially  the  same 
mechanism  or  combination  of  mechanism,  to  produce  the  same 
results ;  or,  in  other  words,  whether  the  machines  of  the  de- 
fendants are  substantially  the  same  in  principle  and  mode  of 
operation  with  the  plaintifFs  sewing  machines,  in  these  partic- 
ulars ;  for,  if  they  shall  find,  that  the  controlling  the  thread, 
that  is,  the  keeping  it  tight  until  the  needle  was  about  to  enter 
the  cloth,  and  then  releasing  it  so  that  a  loop  might  be  formed 
for  the  shuttle  to  pass  through,  the  feeding  of  the  cloth  and  the 
tightening  of  the  stitch,  were  necessities  in  automatic  sewing 
machines,  which  have  been  provided  for  by  various  devices 
before  the  said  inventions  of  the  said  plaintiflF  Singer,  then  if 
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the  jury  shall  find  that  the  said  defendants,  in  the  construction 
of  their  machines,  have  provided  for  said  necessities  by  mechan- 
ism or  combinations  of  mechanism,  substantially  different  from 
the  mechanism  or  combination  of  mechanism  described  in  the 
patent  or  patents  of  the  said  Singer,  then  there  is  no  infringe- 
ment of  the  said  patent  or  patents. 

Second.  Or,  if  the  jury  shall  find  that  in  reference  to  the 
plaintiffs'  first,  third,  fourth  and  fifth  patents,  which  claim  the 
invention  of  combinations  of  certain  mechanism  to  produce 
certain  results,  the  defendants  use  only  one  or  two  of  the  me- 
chanical devices  described  by  the  plaintiffs,  or  two  combined 
with  a  third,  which  is  substantially  different  in  form  or  in  the 
manner  of  its  arrangement  or  connection  with  the  others,  there 
is  then  no  infringement  of  plaintiffs'  said  patents ;  for  the  two 
combinations  are  not  the  same  if  they  substantially  differ  from 
each  other  in  any  of  their  parts. 

Third,  Or,  if  the  jury  shall  find  that  in  any  or  all  of  the 
patents  of  the  said  plaintiffs,  the  specifications  are  not  in  such 
full,  clear,  and  exact  terms  as  to  enable  any  one  skilled  in  the 
art  of  making  sewing  machines  to  construct  and  use  the  sewing 
machine,  or  device  therein  described,  without  experiments  of 
his  own,  then  such  patent  or  patents,  so  far  as  that  specification 
and  claim  is  concerned,  is  or  are  void,  and  no  recovery  can  be 
had  thereon. 

In  examining  the  question  the  jury  are  to  look  at  the  draw- 
ings as  well  as  to  the  specifications,  for  they  are  a  part  of  the 
description  of  the  thing  patented ;  also  to  the  state  of  the  art  at 
the  time  of  the  invention,  and  the  knowledge  of  previous 
improvements  in  sewing  machines  which  were  then  in  general 
use. 

But  if,  from  the  specifications  and  drawings  taken  as  a  whole, 
any  person  skilled  as  aforesaid,  could  construct  and  use  the 
sewing  machine  or  device  therein  described,  without  invention 
of  his  own,  which  would  attain  the  result  claimed  for  it  in  the 
said  patent,  then  the  said  patent  is  good,  although  there  may  be 
a  mistake  in  describing  the  action  of  some  part  of  the  ma- 
chinery, but  which  mistake  could  be  easily  discovered  by  the 
mechanic  when  he  came  to  examine  the  same. 
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Fourth.  Or  if  the  jury  shall  find  that  the  invention  or  inven- 
tions claimed  by  the  said  plaintiff  (Singer)  in  any  or  all  of  said 
patents,  as  new  and  original  with  himself,  had  been  known  and 
used  in  this  country  before  their  discovery  by  the  said  plaintiff, 
to  accomplish  the  same  results,  or  that  before  such  discovery 
by  plaintiff,  the  same  had  been  patented  in  Great  Britain,  then 
the  said  patent  or  patents  is  or  are  void,  and  no  recovery  can  be 
had  thereon. 

And  in  examining  this  question,  the  jury,  in  order  to  ascer- 
tain what  had  been  previously  invented,  have  the  right  to  look, 
not  only  to  the  machines  offered  in  evidence  by  the  defendants, 
but  to  the  specifications  in  the  Patent  Office,  to  drawings  and 
models  filed  to  describe  and  illustrate  the  invention  claimed  in 
the  several  prior  patents,  and  in  determining  whether  there  has 
been  a  prior  invention  sufficient  to  invalidate  any  one  of  the 
said  patents  of  the  plaintiffs,  it  is  not  enough  that  another  person 
should  have  conceived  the  idea  of  affecting  what  the  patentee 
actually  accomplished ;  for  the  law  is,  that  whoever  first  per- 
fects a  machine  and  brings  it  into  useful  operation,  is  entitled 
to  the  patent  and  is  the  real  inventor,  although  others  may 
previously  have  had  the  idea,  and  made  some  experiments 
toward  putting  it  in  practice. 

Fifth,  But  if  the  jury  shall  find  that  the  results  attained  by 
the  mechanism  or  combinations  of  mechanism  described  in  the 
patent  or  patents  of  the  said  plaintiffs  were  new  and  useful,  and 
that  the  said  Singer  was  the  first  and  original  inventor  of  the 
said  mechanical  devices  or  combination  of  mechanism  which 
produced  the  same ;  and  shall  further  find  that  the  defendants, 
in  the  construction  of  their  sewing  machines,  use  a  mechanism 
or  combination  of  mechanism  substantially  the  same  as  that 
described  in  all  or  any  of  the  said  patents  of  the  said  plaintiffs, 
and  to  accomplish  the  same  results ;  and  that  the  mechanism 
or  combination  of  mechanism  used  by  defendants  varies  from 
that  described  in  plaintiffs'  patents  only  in  immaterial  respects, 
or  by  the  substitution  of  other  known  equivalent  mechanical 
powers  for  those  mentioned  in  plaintiffs'  specification,  then  the 
defendants  have  infringed  the  patent  or  patents  of  the  said  plain- 
tiffs, if  the  jury  shall  find  them  to  have  used  the  same  without 
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the  license  or  consent  of  the  said  plaintiffs — and  that  in  com- 
paring the  machines  of  the  defendants  with  the  inventions  of 
the  plaintiff,  the  mere  change  in  the  form  of  machinery,  or  an 
alteration  of  some  one  of  its  unessential  parts,  or  in  the  use  of 
known  equivalent  powers,  not  varying  essentially  the  machine 
or  device,  or  its  mode  of  operation  or  organization,  will  not 
make  the  defendant's  machine  or  device  a  new  invention.- 

Sixth,  And  if  the  jury  shall  find  that  any  or  all  of  the  inven- 
tions claimed  by  the  said  plaintiffs  in  the  said  patents  was  or 
were  new  and  original  with  him  ;  and  that  the  specifications  in 
the  said  patent  or  patents  are  in  such  full,  clear,  and  exact 
terms  as  to  enable  any  one  skilled  in  such  machinery  to  make 
and  use  the  sewing  machine  or  device  therein  described,  without 
invention  of  his  own ;  and  shall  further  find  that  any  or  all  of 
the  same  have  been  substantially  used  bv  the  said  defendants  in 
the  construction  of  their  sewing  machines,  without  the  license 
or  consent  of  the  said  plaintiffs,  then  the  said  plaintiffs  are  en* 
titled  to  recover  in  this  action — on  the  patent  or  patents  that 
the  jury  may  find  to  have  been  infringed. 

And  that  the  jury^  under  this  instruction,  in  examining  the 
question  of  infringement  by  the  defendants  by  the  construction 
of  their  sewing  machines,  will  be  guided  by  the  rules  which  I 
have  stated  in  the  fifth  instruction. 

And  in  order  to  find  for  the  plaintiffs,  on  any  one  of  the 
patents  that  have  been  offered  in  evidence,  it  is  not  necessary 
that  the  jury  should  find  that  the  defendants  have  infringed  all 
the  claims,  if  there  be  more  than  one  in  the  particular  patent, 
but  it  is  sufficient  if  any  one  of  such  claims  have  been  infringed 
by  them. 

Seventh,  The  patents  offered  in  evidence  by  the  plaintiffs,  are 
prima  facie  evidence  that  Isaac  M.  Singer  was  the  first  and 
original  inventor  of  the  various  improvements  described  in  the 
specifications  attached  to  and  forming  part  of  said  patents ;  and 
the  burden  of  proving  the  contrary  is  upon  the  defendants  :  and 
that  in  reference  to  the  patent  of  November  4,  1856,  the  date 
of  the  applicat  on  for  such  patent  must  be  taken  to  be  the  i8th 
of  October,  1850,  the  date  of  the  original  application,  because 
it  appears  from  the  record  from  the  Patent  Office^  that  the  same 
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never  was  withdrawn,  and  abandoned  by  the  said  Singer,  by  a 
written  notice  to  that  effect,  filed  in  the  Patent  Office,  or  in 
any  other  way. 

Eighth,  If  the  jury  shall  find,  that  the  said  third  and  fourth 
claims  made  by  the  patentee.  Singer,  in  his  patent  of  October 
3,  1854,  were  for  inventions  not  new  and  original  with  him, 
yet,  if  they  shall  find  that  they  were  included  in  the  specifica- 
tion of  said  patent  by  mistake,  accident,  or  inadvertence,  and 
without  any  willful  default  or  intent  to  defraud  or  mislead  the 
public ;  in  this  case  the  said  patent  is  good  and  valid  for  so 
much  of  the  rnvention  or  discovery  described  in  the  specifica- 
tion as  the  jury  shall  find  to  be  truly  and  bona  fide  the  invention 
or  discovery  of  the  said  patentee. 

But  as  no  disclaimer  has  been  entered  in  the  Patent  Office 
before  this  suit  was  brought,  if  the  jury  shall  find  for  the  plain- 
tiffs on  this  instruction,  and  for  the  reasons  therein  set  forth, 
they  can  not  recover  costs  against  the  defendants  on  this  count, 
although  the  infringement  should  be  proved. 

But  if  the  jury  find,  that  when  Singer  applied  for  his  reissued 
patent  of  October  3,  1854,  he  well  knew  that  he  was  not  the 
first  inventor  of  the  invention  mentioned  in  the  third  and  fourth 
claims  in  said  patent,  or  either  of  them,  then  the  said  patent  is 
void,  and  no  recovery  can  be  had  thereon. 

Ninth,  If  the  jury  find  that  the  devices  used  by  the  defend- 
ants in  the  construction  of  their  sewing  machines,  are  the  same 
which  have  been  patented  to  William  C.  Hicks,  by  letters 
patent,  dated  November  8,  1859,  and  no  interference  was  de- 
clared by  the  Patent  Oflice  between  said  Hicks  and  Singer; 
or  that  the  result  of  the  mechanism  used  by  the  defendants  is 
greatly  superior  to  that  described  and  claimed  in  the  patent  or 
patents  of  the  plaintiffs,  these  facts  may  be  considered  by  the 
jury  as  tending  to  prove  that  the  mechanism  or  device  used  by 
the  defendants  is  a  new  invention,  substantially  difl^erent  from 
that  described  in  the  patent  or  patents  of  the  plaintiffs ;  to  be 
considered,  however,  in  connection  with  all  the  other  evidence 
upon  the  subject  of  infringement. 

Tenth,  If  the  jury  shall  find  that  the  plaintiflF,  Singer,  had 
surreptitiously  or  unjustly  obtained  a  patent  for  that  which  was 
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in  fact  invented  or  discovered  by  another,  who  was  using  rea- 
sonable diligence  in  adapting  and  perfecting  the  same,  such 
patent  is  void — or  if  the  jury  shall  find  that  prior  to  the  alleged 
invention  by  Singer,  of  the  combination  of  the  spring-arm  guide 
with  the  two  bridles  and  the  needle-carrier,  the  same  combina- 
tion, or  substantially  the  same,  had  been  invented  and  described 
by  Walter  Hunt,  in  a  written  deposition,  in  terms  sufficient  to 
enable  a  mechanic  skilled  in  making  sewing  machines,  at  that 
time,  to  construct  the  said  improvement  without  invention  of 
his  own;  and  that  such  invention  and  description  was  well 
known  to  the  said  Singer  when  he  applied  for  the  said  patent, 
the  said  patent  is  void,  and  no  recovery  can  be  had  thereon. 

The  jury  found  a  verdict  for  the  defendant. 


Elias  Howe,  Jr. 
vs. 

Albert  Morton    et  al.,  and  Chas.  W.  Williams. 

In  Equity, 

No  matter  what  additions  to,  or  modifications  of,  a  patentee*s  invention  a  defendant 
may  have  made,  if  he  has  taken  what  belongs  to  the  patentee  he  has  in^inged, 
although  with  his  improvements  the  original  machine  may  be  much  more  useful. 

Howe*8  first  claim  is  substantially  the  same  as  if  he  had  said :  *'  I  claim  the  forming  of 
the  seam  by  a  combination  and  arrangement  of  parts  as  hereinbefore  described,** 
f.  e.y  of  the  parts  necessary  for  the  accomplishment  of  the  end. 

Where  the  want  has  always  existed,  and  not  only  existed  but  been  pressing,  and  it  is 
said  that  an  old  instrument  would  always  have  answered  the  want,  the  improba- 
bil  ity  is  so  great  as  to  require  strong  evidence  to  overcome  it. 

A  foreign  patent,  to  destroy  a  patent  granted  in  this  country,  must  have  been  granted 
before  the  invention  here,  not  merely  before  the  application  for  letters  patent. 

An  invention  is  not  '*  patented  "  in  England  within  the  meaning  of  the  acts  of  Congress 
until  the  specification  is  enrolled.  The  enrolled  specification  takes  efl^ct  only 
fi'om  the  date  of  its  enrollment,  and  not  from  the  date  of  the  filing  of  the  pro- 
visional specification. 
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A  patent  having  but  six  months  to  run,  the  defendants  were  allowed  to  give  bond  with 
sureties  to  account  and  pay  damages,  if  any  were  awarded,  in  lieu  of  a  peremp- 
tory injunction. 

The  defendant  will  be  allowed  to  give  bond  with  security  to  account,  etc.,  when  his 
machine  embraces  improvements  which  could  not  be  used  without  using  the 
original  invention  of  the  patentee  upon  which  they  were  ingrafted. 

(Before  Spragvb,  J.,  District  of  Massachusetts,  March,  i860.) 

Th£S£  were  motions  for  provisional  injunctions  in  two  cases, 
to  restrain  the  defendants  from  infringing  letters  patent  for  an 
"improved  sewing  machine,"  granted  to  Elias  Howe,  Jr.,  Sep- 
tember ID,  1846.  The  claims  of  the  patent  will  be  found  in 
the  report  of  the  case  of  Howe  v.  Underwood^  p.  160. 

T,  Giles  and  B,  R,  Curtis  for  complainant. 

jl.  C.  Washburn^  H.  F,  Durant  and  C.  Cushing  for  de- 
fendants. 

Sprague,  J. 

I  will  now  state  the  result  at  which  I  have  arrived  in  both 
cases.  As  the  matters  involved  in  these  two  cases  are  compli- 
cated, and  as  I  have  no  notes,  and  speak  from  memory  merely, 
I  may  omit  some  of  the  considerations  which  have  brought  me 
to  the  conclusion  at  which  I  have  arrived.  I  believe,  however, 
that  I  can  state  the  reasons  of  my  decision  sufficiently  to  enable 
the  counsel  to  understand  the  most  material  grounds  upon  which 
I  proceeds 

Here  are  two  applications  for  preliminary  injunctions,  made 
to  the  Court  at  the  same  time,  in  two  distinct  suits,  founded  on 
Howe's  Sewing  Machine  patent,  dated  September  lO,  1846. 
One  suit  is  against  the  Williams  machine,  so  called,  and  the 
other  is  against  three  different  machines,  called  respectively  the 
Sloat,  the  Johnson,  and  the  Gibbs  machine. 

The  defense  relied  upon  is,  that  there  is  no  infringement. 
The  validity  of  Howe's  patent  is  conceded.  It  is  not  impeached 
for  the  want  of  novelty,  or  as  embracing  too  much  in  its  claim 
of  invention ;  nor  is  it  contended  that  it  does  not  embrace  all 
that  he  did,  in  fact,  invent. 
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The  question  is,  whether  the  defendants  have  infringed. 
The  various  patents  introduced,  granted  prior  to  this  of  Howe, 
have  been  introduced  not  to  show  his  patent  to  be  invalid  for 
want  of  novelty,  but  to  ascertain  what  there  is  new  in  it,  by 
showing  what  was  before  known. 

The  inquiry  is,  what  is  there  in  common  between  the  de- 
fendants' machines  and  the  Howe  machine,  which  is  not  in 
common  between  the  Howe  machine  and  the  prior  ones  ?  or,  in 
other  words,  what  do  the  defendants  use  that  belongs  to  Howe  ? 
It  being  taken  for  granted  that  whatever  is  new  in  Howe's 
machine  belongs  to  him,  and  is  secured  by  his  patent ;  and  it 
being  insisted  that  nothing  of  that  which  is  new  and  secured  by 
his  patent,  is  used  by  the  defendants  in  their  machines.  So  that 
it  is  the  question  whether  the  defendants  do  use  what  belongs 
to  Howe  by  his  patent. 

And  here  I  would  remark  that  this  inquiry  excludes  various 
matters  which  have,  properly  enough,  been  gone  into,  as  to  the 
diversities  between  the  defendants'  and  Howe's  machines.  No 
matter  what  the  diversities  are  ;  or  what  additions  to  or  modi- 
fications of  Howe's  original  invention  have  been  made  by  the 
defendants,  if  these  new  improvements  are  ingrafted  upon 
Howe's  invention,  secured  to  him  by  his  patent.  The  defend- 
ants may  have  taken  Howe's  machine  as  the  basis  and  means 
from  which  to  make  their  improvements.  If  they  have  taken 
what  belongs  to  Howe,  they  have  infringed,  although  with  the 
improvements  the  machine  may  be  much  more  useful  than  it 
would  be  without  them.  This  is  a  well  known  principle  of 
patent  law. 

We  are  to  inquire  what  there  is  in  the  defendants'  machines 
that  is  taken  from  Howe's  ;  and  this  induces  the  necessity  of  a 
comparison,  in  the  first  place,  between  Howe's  patent  and  what 
was  prior,  in  order  to  determine  what  there  is  in  Howe's  that  is 
novel. 

In  examining  Howe's  patent,  let  us  look,  in  the  first  place,  at 
the  summing-up,  the  first  claim  in  which  is  as  follows :  ^^  The 
forming  of  the  seam  by  carrying  a  thread  through  the  cloth,  by 
means  of  a  curved  needle  on  the  end  of  a  vibrating  arm,  and 
the  passing  of  a  shuttle,  furnished  with  its  bobbin,  in  the  man- 
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ner  ^t  forth,  between  the  needle  and  the  thread  which  it  carries, 
under  a  combination  and  arrangement  of  parts  substantially  the 
same  with  that  described." 

It  is  with  this  general  claim  that  I  shall  have  to  deal.  In 
giving  a  construction  to  a  claim  we  must  look  at  the  specifica- 
tion which  precedes  it :  and  this  is  especially  necessary  in  this 
case,  because  the  claim  makes  express  reference  to  the  specifi- 
cation. 

The  summing-up  begins  by  claiming  the  forming  of  the  seam. 
That  is  a  result.  The  real  claim,  as  subsequently  stated,  is  for 
the  means  by  which  that  result  is  reached,  namely,  by  carrying 
a  thread  through  the  cloth,  by  means  of  the  needle  at  the  end  of 
the  vibrating  arm,  and  then  carrying  the  shuttle  with  its  bobbin 
between  the  needle  and  its  thread,  under  a  combination  and 
arrangement  of  parts  substantially  as  described. 

Some  discussion  has  been  had,  whether  this  is  to  be  deemed 
a  claim  for  a  combination,  or  a  claim  for  a  machine.  I  do  not 
think  it  necessary  to  classify  this  claim,  and  to  draw  deductions 
from  such  classification.  That  is  generally  an  unsafe  mode  of 
reasoning.  I  shall  deal  with  the  language  of  the  claim  and  the 
specification  as  I  find  them,  and  apply  the  principles  of  law. 

The  patentee  uses  the  words  ^'combination  and  arrange- 
ment." I  shall  use  the  word  "combination,"  not  in  any  special 
sense,  but  as  expressing  a  union  of  parts,  co-operating  to  pro- 
duce one  result.  Now,  that  claim  would  be  substantially  the 
same  as  it  is,  if  it  had  used  merely  the  latter  part — if  it  had 
said:  ^'I  claim  the  forming  of  the  seam  by  a  combination  and 
arrangement  of  parts,  as  hereinbefore  described."  Of  what 
parts?  The  parts  necessary  for  the  accomplishment  of  the  end. 
It  specifies  some  of  those  parts  in  the  beginning  of  the  summing- 
up,  namely:  the  needle  carrying  its  thread  through  the  cloth; 
the  shuttle  carrying  its  thread  between  the  needle  and  its  thread  ; 
and  then,  without  any  further  specification  of  the  parts,  says, 
''under  a  combination  and  arrangement  of  the  parts  substantially 
as  herein  described."  It  specifies  the  needle  and  shuttle,  and 
shows  that  these  are  some  of  the  parts  to  be  taken  into  view  in 
the  claim.  But  suppose  it  had  omitted  that  enumeration  of 
parts,  and  had  said :   "  I  claim  the  forming  of  the  seam,  by*a 
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combination  and  arrangements  of  parts  substantially  as  herein 
described."  When  we  look  at  the  previous  description  we  see 
that  the  needle  and  its  thread,  and  the  shuttle  and  its  thread, 
are  a  part  of  the  previous  description,  and  therefore,  would  be 
embraced  in  a  general  statement  that  he  claims  that  combination 
and  arrangement  of  the  parts  of  the  machine,  substantially  as 
described,  used  for  the  purpose  of  forming  the  seam. 

Looking  at  it  then,  as  a  claim  for  the  general  combination 
and  arrangement  of  the  parts  described,  what  is  there  in  it  that 
is  new?  I  may  state,  in  general  terms,  that  there  is  a  mechan- 
ism for  forming  the  stitch ;  and  mechanism  for  holding  the 
material  to  be  sewed,  which  we  denominate  the  cloth ;  and  a 
mechanism  for  feeding  the  cloth ;  and  all  these  general  elements 
in  combination  and  in  an  arrangement  set  forth  in  the 
specification. 

Now,  we  must  look  at  some  of  the  subcombinations,  as  I 
should  term  them.  And  I  do  this  because  a  great  portion  of 
the  argument  treated  the  general  combination  as  if  composed 
only  of  simple  elements,  whereas,  there  may  be  subcombina- 
tions entering  into  the  general  combination. 

We  find,  in  the  first  place,  the  kind  of  stitch  made  by  Howe, 
which  I  shall  denominate  the  interlocking  stitch.  He  uses  two 
threads,  and  by  the  mechanism  which  he  describes,  he  inter- 
locks the  threads,  forming  a  loop  by  carrying  the  needle  and 
its  thread  double  through  the  cloth,  and  then  carrying  the  shut- 
tle and  its  thread  between  the  needle  and  its  thread  through 
that  loop,  and  thus  interlocking  the  threads  as  the  first  step 
toward  forming  the  stitch.  Then  we  find  the  holding  appa- 
ratus, consisting  of  two  surfaces  fixed  against  the  cloth  ;  these 
surfaces  being  one,  one  side  of  the  shuttle-box,  and  the  other 
plate  X  ;  the  plate  X  being  adjusted  according  to  the  thickness 
of  the  cloth  which  is  to  pass  between  these  two  surfaces ;  and 
the  statement  that  it  is  adjusted  according  to  the  thickness  of 
the  cloth  shows  that  it  is  intended  to  press  upon  and  hold  the 
cloth.  These  are  the  holding  surfaces — stationary  holding 
surfaces. 

Then  there  is  the  feeding  apparatus,  which  carries  the  cloth 
along  between  these  two  surfaces  each  successive  stitch,  so  as 
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to  make  a  seam.  The  feeding  apparatus  consists,  as  the  pat- 
entee describes  it,  of  a  piece  of  metal  with  points  projecting, 
which  are  to  take  hold  of  the  cloth.  The  power  is  applied  to 
the  metal  which  has  taken  hold  of  the  cloth  by  means  of  its 
points,  and  that  metal  then,  by  means  of  mechanism,  carries 
the  cloth  with  it  between  the  two  stationary  surfaces.  Here  is 
one  part  for  the  combination  of  the  feeding,  consisting  of  the 
plate  of  metal  with  points ;  and  the  other  part  consists  of  the 
rigid  surfaces  between  which  the  cloth  is  passed,  in  feeding,  and 
which  aid  in  keeping  it  in  place  while  it  is  fed.  That  is  the 
subcombination  of  the  holding  surfaces  with  the  feeding 
mechanism,  or  the  mechanism  which  moves  the  cloth.  The 
same  holding  surfaces  also  perform  another  office — that  of  aid- 
ing in  making  the  stitch.  This  in  two  ways  :  first,  they  suc- 
cessively resist  the  thrust  and  the  retraction  of  the  needle. 
The  thread  may  pass  through  the  material  both  ways,  without 
moving  it  by  friction.  It  is  held  between  these  two  surfaces, 
which  operate  to  keep  it  from  yielding  to  the  action  of  the 
needle  in  its  thrust  and  its  retraction.  Besides  this  they  aid 
in  forming  the  stitch^  by  keeping  the  cloth  in  the  exact  line 
where  it  is  required  to  be  kept  when  the  stitch  is  tightened,  so 
that  the  interlocking  of  the  two  threads  shall  be  within  the 
body  of  the  cloth,  or  closely  on  the  side  if  desired.  The 
cloth  is  kept  in  its  position  independently  of  the  needle  and 
the  shuttle,  by  these  two  surfaces,  which  grasp  it  and  hold  it 
exactly  in  the  line  where  it  should  be,  and  prevent  it  from  being 
displaced  by  any  agitation  or  concussion,  so  that  the  stitch  is 
sure  to  be  made  in  the  proper  place. 

These  are  subcombinations  which  enter  into  the  general  com- 
bination. Now,  how  far  did  they  exist  before  Howe's  invention  ? 
We  have,  in  the  first  place,  three  American  patents  intro- 
duced— Greenough's,  Corliss',  and  Bean's. 

Bean's  was  the  crimping  machine ;  it  had  a  stationary  needle, 
and  the  cloth  was  crimped  by  cog-wheels  and  forced  upon  the 
needle,  and  when  drawn  out  would  exhibit  a  seam,  which  I  call 
the  basting-seam — that  is,  a  thread  carried  through  and  along 
on  one  side,  and  then  through  and  along  on  the  other.  That 
machine  had  very  little  in  common  with  Howe's.     There  was 


59^  DISTRICT    OF    MASSACHUSETTS. 

Howe  «.  Morton. 

a  mechanism  by  which  the  seam  could  be  formed  ;  but  the 
parts  and  the  combinations  were  diflFerent  from  HoweY  The 
stitch  was  different.  The  holding  surfaces  were  cog-wheels. 
The  general  combination  was  not  Howe's. 

The  other  two,  Greenough's  and  Corliss',  may  be  classed 
together.  They  were  both  substantially  machines  by  which  a 
stitch  was  made,  called  the  basting-stitch,  exactly  the  stitch  that 
was  made  by  Bean's  machine.  There  were  two  threads,  each 
of  which  made  precisely  the  same  stitch.  It  was  the  stitch  made 
by  harnessmakers  and  shoemakers.  The  material  under  opera- 
tion was  held  in  clamps,  and  a  hole  was  made  through  it,  and 
the  threads  were  carried  through  that  hole,  and  the  stitch  was 
tightened,  and  the  material  was  carried  forward  in  the  clamps, 
and  another  stitch  was  made.  There  was  no  interlockino;  of 
the  threads :  each  thread  acted  independently  and  had  the  same 
effect  as  if  the  other  were  not  used.  There  being  two  threads, 
merely  duplicated  the  effect.  That  was  a  different  stitch  from 
Howe's.  It  is  not  contended  that  these  machines  anticipated 
Howe's;  and  it  is  certain  that  they  did  not.  They  are  now 
produced  in  evidence  for  the  purpose  of  showing  that  there  was 
some  kind  of  mechanism  existing  before  Howe's,  by  which 
some  stitch  was  made,  and  that  repeated,  so  as  to  form  a 
seam,  and  that  thus  the  three  general  elements — namely,  some 
mechanism,  to  form  a  stitch,  some  mechanism  to  hold  the 
material,  and  some  mechanism  to  move  or  feed  it — existed  be- 
fore. But  the  kind  of  mechanism  in  the  particulars  I  have 
stated,  and  various  others,  was  unlike  Howe's. 

We  come  then,  to  the  other,  or  foreign  inventions,  that  have 
been  introduced  as  narrowing  Howe's.  The  first  is  the  publica- 
tion in  BrewiterC  Encyclopedia^  which  only  comes  to  this — that 
an  eye-pointed  needle  had  been  described  before  Howe's  inven- 
tion. 

The  next  in  point  of  time,  is  the  Thimonier — a  French  ma- 
chine, invented  in  1830.  The  first  observation  to  be  made 
upon  that  is,  that  it  has  no  mechanical  feed  whatever,  and 
therefore  lacks  one  of  the  general  elements  of  combination 
that  Howe's  possessed.  And  that,  of  course,  is  fatal  as  to  its 
defeating  Howe's  invention ;  for  it  did  not  contain  that  essential 
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part  of  Howe's  invention.  It  was  fed  merely  by  hand.  How 
far  it  contained  certain  other  portions  of  Howe's,  it  is  impos- 
sible to  say  with  certainty  from  the  means  that  are  afforded  to 
the  Court.  We  have  a  translation  of  the  specification,  but  we 
have  nothing  else  as  evidence.  There  is  a  model  produced, 
not  authenticated,  and  used  only  as  an  illustration,  as  counsel 
might  illustrate  by  any  thing  else  which  they  should  present  to 
the  Court ;  but  it  is  not  proved  by  any  expert,  mechanician,  or 
otherwise,  to  truly  represent  the  Thimonier  machine  described. 
We  have  really  nothing  but  the  specification.  It  appears  there 
were  holding  surfaces  in  that  machine,  which  reissued  the  thrust 
and  retraction  of  the  needle,  and  upon  one  of  which  the  cloth 
was  fed  by  hand.  Therefore,  it  had  two  holding  surfaces, 
performing  the  office  of  resisting  the  thrust  and  retraction  of 
the  needle,  and  was  so  far  like  Howe's  ;  although  it  is  said  that 
the  surfaces  were  very  different,  one  called  the  foot  or  nipple, 
being  a  mere  cylinder  surrounding  the  needle  and  chamfered 
down  to  an  edge  where  it  comes  down  upon  the  material ;  but 
still  it  seems  to  have  been  designed  to  hold  the  material  down 
upon  the  table  when  the  needle,  as  it  is  called — crochet-hook, 
in  fact — rises  up  with  the  loop  of  thread  through  the  cloth. 
Whether  or  not  it  held  the  cloth  in  place,  while  the  stitch  was 
tightened,  has  not  been  satisfactorily  shown ;  nor  is  it  material 
to  the  result  at  which  I  shall  arrive  whether  it  did  or  not. 

The  stitch  formed  in  that  machine — I  call  it  a  stitch  because 
It  has  been  termed  so — was  different  from  Howe's  ;  one  thread 
only  was  used  ;  there  was  no  interlocking  of  two  threads ;  the 
thread  in  loop  was  brought  up  through  the  material,  which 
was  laid  horizontally  upon  a  table,  and  then  another  loop  was 
passed  through  that  loop,  and  the  first  drawn  close ;  the  first 
loop  being  so  placed  that  the  second  thrust  of  the  needle  would 
pass  through  it,  and  so  successively.  This  was  the  loop-stitch, 
sometimes  called  the  chain-stitch,  being  a  succession  of  loops 
passed  one  through  the  other,  by  a  single  thread,  so  that  by 
taking  hold  of  the  end  of  the  thread  the  whole  may  be  pulled 
out  with  facility.  We  have  not  therefore,  Howe's  inter- 
locked stitch  by  means  of  two  threads,  nor  have  we  his  feeding 
mechanism  in  the  Thimonier  machine. 

38 
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The  next  introduced  is  the  English  patent  of  Newton  & 
Archbold,  of  1841.  That  is  a  patent  for  ornamenting  gloves. 
The  sole  purpose  for  which  it  was  made  and  used  was  to  put 
loops  of  thread  upon  the  backs  of  gloves  as  an  ornament.  The  . 
material  was  held  in  clamps,  and  moved  with  them :  and  in  one 
modification  there  was  a  bent  wire  pressing  upon  the  fabric 
against  the  thrust  of  the  needles,  but  with  no  holding  surface 
opposite  the  wire.  A  single  thread  was  used,  and  if  it  may  be 
said  to  make  a  stitch,  it  was  the  same  as  I  have  already  de- 
scribed as  made  by  the  Thimonier  machine.  It  had  not  two 
threads  interlocked.  It  had  not  the  stationary  holding  surfaces, 
with  feeding  mechanism  carrying  the  material  between  them  as 
in  Howe's.  That  machine  does  not  anticipate  Howe's  inven- 
tion. Experts  differ  upon  the  question  whether  that  was  a 
sewing  machine.  It  is  insisted  by  one  set  of  experts  that  it 
makes  a  stitch,  and  is,  in  fact,  a  sewing  machine,  though  the 
inventors  did  not  so  call  it.  In  order  to  make  a  stitch,  it  is  not 
only  necessary  that  threads  should  be  passed  through  the  mate- 
rial, but  the  tightening  of  it  is  essential ;  and  I  do  not  see  evi- 
dence that  in  Newton  &  Archbold's  machine,  the  thread  was 
tightened,  or  designed  to  be,  in  a  manner  which  would  form  a 
stitch,  or  that  the  machine  possessed  the  apparatus  necessary 
for  that  purpose.  It  was  made  in  1841.  Now,  the  very 
gloves,  upon  which  it  was  used  for  ornamentation,  were  required 
to  be  sewed ;  and  yet  it  does  not  appear  that  the  inventors,  or 
anybody  else  that  ever  used  it,  thought  they  could  sew  with  the 
machine. 

When  it  is  said  that  an  old  machine  existed,  applicable  to  a 
new  use ;  if  this  want  never  existed  before,  we  may  readily 
believe  that  an  old  instrumentality  may  meet  it ;  but  when  the 
want  has  always  existed,  and  not  only  existed  but  been  pressing, 
and  it  is  said  that  an  old  instrument  would  always  have  answered 
the  want,  the  improbability  is  so  great  as  to  require  strong  evi- 
dence to  overcome  it.  Now,  sewing  is  a  universal  and  pressing 
want,  and  has  always  been  so.  Sewing  has  been  needed  from 
the  first  pair  in  the  garden  of  Eden,  to  the  last  pair  that  were 
ever  united.  And  that,  in  1841,  a  man  invented  a  sewing 
machine  in  England,  and  put  it  in  operation,  and  did  not  know 
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it  himself;  and  that  all  the  persons  who  used  it  were  in  fact 
using  a  sewing  machine  without  knowing  it,  is  hardly  credible. 
I  am  not  satisfied,  from  the  evidence  that  it  can  be  deemed  a 
sewing  machine,  and  if  it  can,  it  was  materially  different  from 
Howe's. 

We  next  come  to  Fisher  &  Gibbons'  machine,  letters  patent 
for  which  were  granted  in  December,  1844,  ^"^  ^^^  specifica- 
tion was  enrolled  in  June,  1845.  That  machine  used  two 
threads,  and  they  interlocked,  not  exactly  in  the  manner  of 
Howe's ;  but  still  there  was  a  mechanism  by  which  one  thread 
was  carried  by  a  needle  through  the  material,  then  another 
thread  was  carried  by  a  shuttle  between  the  needle  and  its 
thread;  and  this  was  repeated  in  succession.  It  was  not  de- 
scribed nor  denominated  as  a  sewing  machine,  but  as  an  improve- 
rnent  in  the  manufacture  of  lace.  Was  that  part  of  Howe's 
invention,  that  idea  of  interlocking  the  two  threads,  and  the 
mechanism  for  carrying  that  idea  into  effect  anticipated  by 
Fisher  &  Gibbons'  machine?  It  clearly  had  not  the  other 
parts  of  Howe's  invention,  so  as  to  contain  Howe's  general 
combination.  It  had  neither  the  holding  surfaces  nor  the  feed- 
ing mechanism  of  Howe.  The  material  was  wound  from  one 
roller  on  to  another,  passing  over  two  bars,  and  moved  in  rela- 
tion to  the  ornamenting  instruments  as  required  by  the  orna- 
mental figures  to  be  produced.  . 

But  if  Fisher  &  Gibbons'  mode  of  forming  the  stitch  was  in 
fact  the  same  with  Howe's— was  it  prior,  in  contemplation  of 
law  ?  This  depends  upon  the  construction  of  our  own  statute 
of  1836,  chap.  357,  sees.  7  and  15. 

Howe's  invention  was  completed  as  early  as  the  middle  of 
May,  1845.  ^*^  application  for  a  patent  was  subsequent  to 
June,  1845. 

It  is  contended,  that  although  the  patenting  abroad  may  not 
have  been  before  Howe's  invention  here,  yet,  if  it  was  before 
his  application  for  his  patent,  it  would  anticipate  Howe's  patent. 

Now,  if  the  same  invention  had  been  made,  and  the  same 
patent  had  been  granted  here,  the  invention  not  being  before 
Howe's,  it  would  not  have  defeated  Howe's,  because,  by  our 
law,  if   Howe  was  the   original    and    first   inventor  here,  and 
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another  person  had  afterward  made  the  same  invention,  and,  by 
greater  speed,  had  obtained  letters  patent  before  Howe,  it 
would  not  have  precluded  Howe  from  having  a  patent  for  his 
prior  invention.  And  it  is  extremely  improbable,  to  say  the 
least,  that  Congress  intended  to  give  more  effect  to  an  invention 
and  patent  abroad,  than  to  an  invention  and  patent  here. 

Upon  looking  at  the  statute,  and  comparing  its  different  sec- 
tions, I  am  satisfied  that  the  patenting  abroad  must  be  before 
the  invention  here,  and  not  merely  before  the  application.  The 
reasoning  of  the  learned  counsel  for  the  complainant  upon  that 
point  is  satisfactory,  and  I  do  not  think  it  necessary  to  repeat  it. 
It  is  also  understood  that  Judge  Ingersoll  decided  that  point,  in 
the  case  of  Bartholomew  v.  Sawyer  (p.  516),  in  New  York,  in 
accordance  with  the  views  contended  for  by  the  complainant's 
counsel.  I  hold  that  the  patenting  abroad  must  be  before  the 
invention  here,  in  order  to  defeat  the  American  patent. 

But  it  is  contended  that  this  machine  was  patented  abroad 
prior  to  the  invention  here,  although  the  specification  of  Fisher 
&  Gibbons  was  not  enrolled  until  after  the  invention  of  Howe 
here.  This  raises  another,  and,  so  far  as  I  am  aware,  a  new 
question  upon  the  construction  of  our  own  statute.  The  lan- 
guage of  the  statute  is  (sec.  7,  before  cited),  '*^that  it  had  been 
patented  or  described  in  any  printed  publication  in  this  or  any 
foreign  country," — ^and  (sec.  15,  before  cited) — '*  had  before 
been  patented  or  described  in  any  printed  publication  " — ^'  pat- 
ented in  any  foreign  country/^  Was  this  invention  of  Fisher 
&  Gibbons  patented  in  England  before  the  middle  of  May, 
1 34s'  That  depends  upon  what  is  to  be  deemed  patenting. 
What  W4S  the  patent  taken  out  in  December?  It  was  as  fol- 
lows: ^^  Invention  of  certain  improvements  in  the  manufacture 
of  figured  or  ornan^ented  lace,  or  net  and  other  fabrics."  That 
^as  the  patent  and  the  whole  description ;  and  there  is  no  pre- 
tense that  it  even  indicate^  any  invention  of  a  sewing  machine. 

It  is  only  by  virtqe  of  the  specification  enrolled  in  June, 
1845,  that  we  discover  any  thing  as  to  the  stitching  mechanism 
in  the  machine. 

But  it  is  said  that  when  the  specification  was  enrolled,  it  took 
effect  froni  the  date  of  the  letter^  p^tent^  ^nd,  therefore,  what 
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was  specified  and  enrolled  in  June  afterward,  was  in  fact  pat- 
ented in  December,  1844.  That  is  the  argument..  What  is 
the  meaning  of  the  word  ''  patented,"  in  our  statute  ?  The 
Engh'sh  government  may  give  such  effect  to  certain  acts  of  their 
own  as  they  see  fit ;  they  may  say  letters  patent  may  be  granted 
in  general  terms,  and  that  the  fourteen  years  they  grant  may 
begin  at  the  date  of  the  letters  patent,  though  no  specification 
be  enrolled  till  six  months  after.  That  is  the  law  of  England 
— but  the  question  is,  what  did  the  Congress  of  the  United 
States  intend  when  they  used  the  words,  ^^  patented  in  any  for- 
eign country  ?"  Did  they  mean  that  the  invention  might  be 
patented  before  it  was  made  ?  Because  under  the  English  law, 
the  letters  patent  might  be  granted  before  the  specification  was 
made,  and  the  specification  might  contain  inventions  made  after 
the  letters  patent  were  granted.  There  would  be  some  force 
in  the  argument,  if,  by  the  English  law,  nothing  could  be  put 
into  the  specification  but  what  was  invented  or  known  before 
the  letters  patent  were  granted — but  that  was  not  so.  The 
truth  is,  that  the  patentees  had  these  six  months  by  the  terms 
of  the  letters  patent,  to  enroll  their  specification,  and  during  all 
that  time  they  may  have  made  inventions  and  improvements ; 
and  the  very  thing  that  is  relied  upon  here  as  anticipating  Howe, 
for  all  that  we  know,  may  have  been  invented  after  the  middle 
of  May,  1845,  and  put  into  the  specification  in  June  following. 

What  is  meant  by  Congress  undoubtedly  is,  in  the  first  place, 
that  there  shall  have  been  an  invention  ;  and,  in  the  second 
place,  that  it  shall  have  been  made  patent  to  the  world — pat- 
ented.  Now,  we  have  no  satisfactory  evidence  that  the  inven- 
tion was  made,  and  we  have  positive  evidence  that  it  was  not 
made  known  to  the  world  by  being  patented,  until  June,  1845  : 
it  was  not  made  patent  until  after  the  invention  by  Howe.  I 
am,  therefore,  of  opinion  that  Fisher  &  Gibbon's  invention 
whatever  it  may  have  been,  was  not  patented  until  after  Howe's 
invention,  and  can  have  no  effect  whatever. 

Having  thus  gone  through  with  the  prior  patents,  I  next  pro- 
ceed to  examine  the  defendants'  machines,  and  see  what  there  is 
in  them  in  common  with  Howe's,  and  which  is  new  in  Howe's, 

In  some  part  of  the  argument,  although  it  was  not  distinctly 


Howe  V.  Morton. 

Stated,  it  seemed  to  have  been  thought  that  if  all  the  difTerent 
parts  of  Howe's  could  have  been  found  before,  in  different 
machines,  thai  would  anticipate  Howe's.  That,  of  course, 
can  not  be  maintained,  because  it  is  familiar  law  that  a  new 
arrangement,  a  new  combination,  may  constitute  a  new  inven- 
tion. If  not  only  all  the  primary  elements,  but  all  the  sub- 
combinations, had  existed  in  different  machines  before,  but 
never  before  had  been  brought  together  to  constitute  one  ma- 
chine, and  co-operating  to  produce  one  result,  and  Howe  had 
brought  them  together  by  invention,  producing  a  useful  result, 
he  would  be  entitled  to  a  patent  for  such  combination  and  ar- 
rangement. 

Wc  find,  then,  to  look  at  the  Williams  machine,  in  the  first 
place,  that  it  has  two  holding  surfaces,  between  which  the  cloth 
is  fed  by  mechanism — a  piece  of  metal,  taking  hold  of  the 
cloth  and  carrying  it  along  between  these  two  surfaces.  That 
is  the  subcombination  of  Howe's,  so  far.  And  that  is  one 
material  part  of  defendant's  machine,  and  found  in  no  machine 
prior  to  Howe's  ;  the  presser-foot  is  divided  into  parts  operating 
alternately,  one  of  which  is  always  upon  the  cloth,  and  pressing 
it  down  upon  the  table  ;  one  part  presses  the  cloth  down  upon 
the  roughened  feeding  surface  below  ;  the  feeding  is  done  by 
advancing  the  roughened  surface,  and  then  withdrawing  it  in 
the  same  plane  ;  one  part  of  the  presser-foot  being  raised,  that 
it  may  not  press  the  cloth  down  while  the  roughened  surface  is 
retreating  ;  the  other  part,  in  the  meantime,  being  down,  holds 
the  cloth  in  position  while  the  first  is  up ;  these  opposing  sur- 
faces are  holding  the  cloth  all  the  time  between  them,  for  the 
operation  of  tightening  the  stitch,  and  for  resisting  the  thrust 
and  retraction  of  the  needle,  and  keeping  the  cloth  in  place 
while  it  is  fed  along. 

We  find,  in  the  next  place,  that  it  has  two  threads,  and  forms 
the  stitch  by  the  interlocking  of  these  two  threads  ;  and  so  far 
— without  speaking  of  the  minor  mechanism  by  which  this  is 
accomplished — so  far,  it  is  like  Howe's ;  and  Howe's  was  not 
anticipated  in  that  respect  by  any  machine  prior  to  his.  These 
subcombinations  are  like  Howe's.  The  general  combination 
and  arrangement  arc  like  Howe's.      It  is  testified  by  the  ex- 
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There  are  two  other  machines  admitted  to  have  been  sold  by 
the  defendants,  Morton  &  Dermont — the  Gibbs  machine  and  the 
Johnson  machine.  The  complainant  has  introduced  no  evi- 
dence to  the  Court  that  these  are  similar  to  his.  The  Johnson 
and  Gibbs  machines  have  been  produced  by  the  defendants  for 
the  inspection  of  the  Court,  The  only  evidence  is  the  machines 
themselves.  That  might  be  satisfactory  in  some  cases ;  but  I 
do  not  think  that  upon  a  motion  for  a  preliminary  injunction,  I 
should  undertake  to  decide  the  question  of  infringement  upon 
my  own  inspection  merely  of  such  minute  mechanism,  even  if  I 
had  better  optics  than  I  have ;  not  being  a  mechanician  I  might 
fall  into  mistakes.  I  do  not,  therefore,  decide  that  either  of 
these  machines  infringes.  I  decline  to  do  so  from  the  want  of 
any  evidence  upon  the  subject,  except  the  machines  themselves. 

It  will  be  observed  bv  the  counsel  that  the  conclusions  to 
which  I  have  come,  have  been  thus  far  independent  of  any 
allusion  to  the  trial  in  England.  I  think,  however,  I  ought  not 
to  close  without  referring  to  the  case  of  Thomas  v.  Foxwell^  be- 
cause that  trial  was  upon  this  very  invention,  before  the  Court 
of  Queen's  bench,  under  Lord  Campbell,  Chief  Justice  of 
England,  and  the  conclusion  I  have  reached  is  confirmed  and 
sanctioned  by  the  instructions  given  to  the  jury,  and  by  the 
verdict  in  that  case.  The  first  claim  there  was  very  similar  in 
effect  to  the  claim  here.  The  claim  there  was  for  the  general 
arrangement  of  the  machinery  described,  which  produced  the 
result  of  sewing  a  seam.  Here  it  is  a  claim  for  the  combina-* 
tion  and  arrangement  of  the  parts  described  (naming  some  of 
them),  which  co-operate  to  form  the  seam.  The  Court  in- 
structed the  jury  there,  that  if  the  defendants  used  a  substantial 
part  of  the  plaintiff's  combination,  which  was  new,  it  was  an 
infringement ;  and  this  instruction  was  subsequently  revised  and 
sanctioned* by  the  whole  Court.  I  have  not  thought  it  neces- 
sary to  determine  whether  our  law  goes  to  that  extent. 

But  it  may  be  asked,  was  the  infringing  machine  there  like 
the  machines  of  the  defendants  here  ?  It  has  been  proved  that 
it  was  the  Grover  &  Baker  machine  that  was  sued  in  the  case 
of  Thomas  v.  Foxwell^  by  the  testimony  of  Baker,  of  the  Grover 
&  Baker  Sewing  Machine  Company,  who  was  in  England  and 
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protection  and  indemnity  can  be  secured  to  Howe  by  defend- 
ants giving  a  bond  with  sureties  to  accuunC  and  pay  to  Howe 
such  amount  as  the  Court  shall  finally  order,  Howe  is  not 
himself  a  manufacturer;  he  sells  the  right  to  others  to  make 
his  machine;  and  there  can  be  little  difficulty  in  determining 
what  will  be  an  indemnity  to  him  for  the  use  of  his  patented 
invention  in  the  manufacture  of  machines  by  the  defendants.  I 
am  inclined  to  this  course,  too,  because  the  machines  of  the 
defendants  are  supposed  to  embrace  improvements  upon  Howe's, 
which  could  not  be  used  without  also  using  the  original  upon 
which  they  are  ingrafted.  These  improvements  may  greatly 
increase  the  utility  of  the  machine.  The  Court  will  not  un- 
necessarily prohibit  a  party  from  using  his  improvements.  If 
the  defendants  will  give  security  to  account  and  pay  to  the  com- 
plainant such  sum  as  the  Court  shall  decree,  injunctions  will 
not  issue. 

Mr  Giles:  I  suppose  injunction  will  issue  if  sureties  are  not 
given. 

The  Court:  Yes,  that  is  understood,  of  course. 

Mr.  Washburn?  What  course  is  to  be  pursued? 

The  Court:  The  counsel  for  the  parties  will  confer  as  to 
the  bond,  and  amount,  and  sureties;  and  if  they  differ,  they 
may  appeal  to  the  Court. 


William  J.  Matthews 


B,  S.  Skates,  £t  al. 

il  not  until-the  rcflcctioni,  inreitigacioni  and  expcrimcnu  of  ihe  inTcntor  faiTc 
reiched  iDcb  a  poinl  o(  mttvntj  that  he  not  only  hii  a  clear  and  definite  Idea  of 
the  principle  and  of  itt  appUcalion,  but  bai  reduced  h'u  idea  to  practice  and  em- 
braced it  in  lame  diitincE  form,  that  it  can  be  laid  tbal  he  bu  tcbieved  i  new  and 
nieful  iniencioi). 
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was  previously  known  to  and  used  by  Babbitt,  and  is  covered 
by  a  prior  patent  to  Babbitt,  which  is  also  in  evidence  before 
you. 

That  you  may  properly  understand  the  nature  and  efFect  of 
these  patents,  as  instruments  of  evidence,  I  will  first  state  to 
you  the  object  and  source  of  the  provisions  of  the  patent  laws. 
The  object  of  the  patent  laws  is  to  encourage  inventors  by 
securing  to  them  for  a  limited  period  (fourteen  years)  the  benefit 
of  their  inventions.  It  is  not  every  invention,  however,  that 
will  be  thus  encouraged.  To  be  entitled  to  a  patent,  the  appli- 
cant must  not  only  be  xiit  first  inventor  of  the  thing  to  be  pat- 
ented, but  the  invention  must  be  new  and  useful.  To  guard  the 
public  as  far  as  possible  against  patents  being  taken  out  by  other 
persons  than  the  first  inventors,  or  for  little,  frivolous,  useless 
changes  or  inventions,  a  particular  office  has  been  established, 
called  the  Patent  Office,  under  the  superintendence  of  a  Com- 
missioner of  Patents. 

A  number  of  examiners  are  appointed,  presumed,  to  have 
skill  and  experience  in  such  matters.  Every  application  for  a 
patent  must  be  addressed  to  this  office,  and  subjected  to  the 
scrutiny  of  these  officers.  The  applicant  must  make  oath  that 
he  is  the  original  inventor  ;  he  must  file  specifications  minutely 
describing  his  invention,  and  furnish  accurate  models  or  speci- 
mens of  his  invention.  He  must  show  that  his  invention  ts 
new  and  useful.  All  this  must  be  done  to  the  satisfaction  of 
the  proper  officers  of  the  Government,  before  a  patent  will  be 
granted.  Having  gone  through  this  ordeal,  the  law  very  prop- 
erly makes  the  patent,  when  issued,  prima  facie  evidence  that 
the  invention  is  new  and  useful,  and  that  the  patentee  is  the 
first  inventor.  The  construction  of  the  patent  to  Cox,  and 
also  of  the  patent  to  Babbitt,  presents  questions  of  law  for  the 
Court  to  decide.  It  is  for  the  Court  to  decide,  from  the  lan- 
guage of  the  patent  and  the  specification  attached  to  it  (which 
is  part  of  the  patent)  what  is  the  invention  embraced  by  Cox's 
patent,  and  what  is  the  invention  embraced  by  Babbitt's 
patent,  and  to  determine  whether  they  are  or  are  not  sub- 
stantially the  same.  The  invention  of  Babbitt  is  an  improved 
mode  for  making  boxes  for  axles  and  gudgeons  in  the   manner  set 
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also  useful;  and  however  useful  it  may  be,  it  can  not  be  legally 
patented  unless  it  is  new.  If,  therefore,  you  find,  from  the 
evidence,  that  the  application  of  the  composition  described  by 
Cox,  for  the  purpose  of  packing  steam  engines,  was  not  new 
or  not  useful,  the  patent  would  be  void,  and  you  should  find 
for  the  defendants.  In  determining  this  question  of  fact,  I 
charge  you  that  the  patent  itself  is  prima  facie  evidence  that 
this  invention  is  both  new  and  useful.  Curtis,  30 ;  Alden  v. 
Dewey^  I  Story,  336. 

It  is  only  prima  facie  evidence,  however,  and  its  effect  is  to 
throw  upon  the  defendant  the  burden  of  proving  that  the 
invention  is  not  new  or  is  not  useful.  If  the  composition 
described  in  Cox's  patent  was  known  and  used  either  for  pack- 
ing or  other  purposes,  before  his  invention  of  it,  in  a  form  or 
manner  substantially  the  same  as  that  described  by  him,  it 
would  not  be  a  new  invention.  A  mere  new  use  or  application  of 
a  material  or  composition  previously  known  is  not  a  new  in- 
vention. The  point  of  time  to  which  you  are  to  look  in  de- 
ciding this  question  is  the  time  of  the  invention.  It  is  neither  the 
date  of  the  patent,  nor  is  it  the  time  when  the  idea  was  first 
conceived  by  the  inventor.  It  is  the  time  when  the  idea  is  not 
only  distinct  and  complete  in  the  mind  of  the  inventor  but  that 
idea  is  reduced  to  practice  and  embodied  in  some  distinct  form. 
Curtis,  43.  This  must  necessarily  be  sometime,  more  or  less, 
before  the  date  of  the  patent,  and  sometime,  more  or  less  after 
the  first  conception  of  the  inventor.  When  the  idea  first 
enters  into  the  mind  of  the  inventor,  it  is,  almost  necessarily, 
in  a  crude  and  imperfect  state.  His  mind  will  naturally  dwell 
and  reflect  upon  it.  It  is  not  until  his  reflections,  investigations, 
and  experiments  have  reached  such  a  point  of  maturity,  that  he 
not  only  has  a  clear  and  definite  idea  of  the  principle  and  of  the 
mode  and  manner  in  which  it  is  to  be  practically  applied  to  use- 
ful purposes,  but  has  reduced  his  idea  to  practice,  and  embraced 
it  in  some  distinct  form,  that  it  can  be  said  he  has  achieved  a 
new  and  useful  invention.  That  is  the  real  time  of  his  inven- 
tion, though  it  may  be  months  or  years  before  he  obtains  a 
patent  for  it.  Indeed,  he  would  be  none  the  less  an  inventor 
though  he  never  obtained  a  patent  for  it.     In  determining  the 
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evidence  that  he  is  the  original  inventor  of  the  invention  described 
in  the  patent.  This  throws  upon  the  defendant  the  burden  of 
proving  that  some  other  person  was  the  inventor.  I  presume 
you  remember  the  evidence  on  this  point  on  both  sides.  It  is 
for  you  to  weigh  and  consider  all  the  evidence,  and  determine 
from  it  whether  Cox  was  or  was  not  the  first  inventor.  If  he 
was  not,  that  ends  the  case,  and  you  should  find  for  the  de- 
fendants. If  he  was  the  first  inventor,  then  you  will  proceed 
to  inquire  into  the  next  material  fact,  viz: 

3d.  Have  the  defendants  infringed  on  the  patent  granted  to 
Cox  or  not  ?  To  determine  this  point  property,  you  should 
bear  in  mind  what  is  claimed  as  Cox's  invention,  and  what  is 
patented  to  him.  He  did  not  claim  a  patent  for  metallic  pack- 
ing for  steam  engines  of  every  description.  Any  one  might, 
no  doubt,  make  packing  of  lead,  tin,  copper,  type-metal,  or  any 
other  metal  or  composition  previously  known,  without  infring- 
ing on  Cox's  patent  right.  To  constitute  an  infringement  of 
his  patent,  the  packing  must  be  made  substantially  of  the  same 
materials  as  those  described  in  Cox's  patent.  It  is  not  neces- 
sary to  constitute  an  infringement,  that  a  man  should  work  by 
the  specifications  contained  in  the  patent.  He  might  not  even 
know  there  was  such  a  patent,  and  yet  infringe  it.  Neither 
will  a  slight  or  immaterial  change  in  the  ingredients,  or  the 
manner  of  preparing  them,  make  any  difference.  If,  for  ex- 
ample, a  man  were  to  use  the  ingredients  specified  in  Cox's 
patent,  and  were  to  add  a  small  portion  of  some  other  metal, 
say  of  copper  or  silver,  or  were  to  vary  the  proportions  so  that 
the  result  was  nut  materially  changed,  it  would  be  an  infringe- 
ment. In  this  case,  it  is  not  disputed  but  that  the  defendants 
made  rings  of  some  metallic  composition  for  the  packing  of 
steam  engines. 

The  question  of  fact  for  you  to  decide  from  the  evidence  on 
this  branch  of  the  case  is  this :  Was  the  packing  so  made  by  the 
defendants  subitant'ially  the  same  with  that  described  in  Cox's 
patent,  or  was  it  not  ?  The  burden  of  proof  on  this  point  rests 
on  the  plaintiff.  He  must  prove  that  it  is  substantially  the  same. 
The  plaintiff,  to  do  this,  has  proved  the  manner  in  which  Cox's 
metallic  composition  is  made,  and   has  produced  a  specimen  of 
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damages  the  plaintiiF  has  thereby  sustained.  Proof  has  been 
given,  though  not  of  a  very  exact  character,  of  the  profits 
made  by  the  defendants  since  July  last  by  the  manufacture 
of  the  metallic  packing.  On  this  basis  you  can  make  some 
estimate  of  the  damages.  The  amount  of  damages  is  stated  by 
the  counsel  for  the  plaintiiF,  not  to  be  their  principal  object  in 
this  case.  The  principal  object  is  to  establish  the  plaintiff's 
right.  Still,  if  he  is  entitled  to  recover  at  all,  you  should  give 
him  such  an  amount  of  damages  as,  under  the  evidence,  you 
find  is  the  actual  damage  sustained  by  him  by  the  defendants' 
infringement  of  his  right. 


John  R.  Moffitt 


vs. 


Abraham  Gaar,  John  M.  Gaar,  et  al. 

An  inventor  has  no  legal  rights  or  immunities  under  a  patent,  except  such  as  are  con- 
ferred by  the  statute. 

With  whatever  solemnity  or  observance  of  legal  form  it  may  have  issued,  if  wanting  in 
any  substantial  statutory  requisite,  it  is  a  nullity. 

The  surrender  of  a  patent  for  reissue  is  equivalent  to  a  distinct  admission,  made  in  the 
most  solemn  form,  that  the  patent  has  no  validity  in  the  sense  of  entitling  the 
patentee  to  an  action  for  its  infringement. 

The  statute  gives  no  right  of  action  for  an  infringement  occurring  under  the  original 
and  void  patent,  and  before  the  reissue  of  the  new  patent. 

(Before  Lxayitt,  J.,  Southern  District  of  Ohio,  April,  i860.) 

Letters  patent  of  the  United  States  for  an  ''improvement  in 
grain  separators,"  were  granted  to  John  R.  Moffitt  November 
30,  1852.  This  patent  was  surrendered  and  reissued  to  him 
March  23,  1858.  Suit  was  brought  against  the  defendants, 
March  22,  1859,  to  recover  damages  for  the  infringement  of 
the  reissued  patent.  After  the  bringing  of  the  suit,  and  before 
the  rule  day  foj^  plea,  the  plaintiiF  surrenderee}  his  patent  fpr  the 
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which  the  precise  point  before  the  Court  has  been  judicially 
determined.  It  is  believed  there  is  no  such  reported  case,  and 
we  are  left,  therefore,  without  the  light  of  any  direct  authority 
bearing  upon  it. 

The  inquiry  is  not,  whether  a  surrendered  patent  is  for  all 
purposes  to  be  regarded  as  a  nullity,  but  whether  the  patentee 
has  a  remedy  for  its  infringement.  The  thirteenth  section  of 
the  patent  act  of  July  4,  1836,  provides,  '*That  whenever  any 
patent  which  has  heretofore  been  granted,  or  which  shall  here- 
after be  granted,  shall  be  inoperative  or  invalid,  by  reason  of  a 
defective  or  insufficient  description,  or  by  reason  of  the  patentee 
claiming  in  his  specification  as  his  own  invention,  more  than  he 
had  a  right  to  claim  as  new,  if  the  error  has  or  shall  have 
arisen  by  inadvertency,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention  it  shall  be  lawful  for  the 
Commissioner,  upon  the  surrender  to  him  of  such  patent,  and 
the  payment  of  the  further  duty  of  fifteen  dollars,  to  cause  a 
new  patent  to  be  issued  to  the  said  inventor  for  the  same  inven- 
tion for  the  residue  of  the  period  then  unexpired,  for  which  the 
original  patent  was  granted,  in  accordance  with  the  patentee's 
corrected  description  and  specification." 

It  is  also  provided  in  the  same  section,  ^^  that  the  patent  so 
reissued,  together  with  the  corrected  description  and  specifica- 
tion, shall  have  the  same  effect  and  operation  in  law,  on  the 
trial  of  all  actions  hereafter  commenced  for  causes  subsequently 
accruing,  as  though  the  same  had  been  originally  filed  in  such 
corrected  form  before  the  issuing  of  the  original  patent." 

It  is  an  undoubted  truth,  that  an  inventor  has  no  legal  rights 
or  immunities  under  a  patent,  except  such  as  are  conferred  by 
the  statute.  With  whatever  solemnity,  or  observance  of  legal 
form  it  may  have  issued,  if  wanting  in  any  substantial  statutory 
requisite  it  is  a  nullity.  And  such  defect  is  always  available  as 
a  defense  in  a  suit  for  an  infringement.  By  the  sixth  section 
of  the  act  just  referred  to,  every  inventor,  before  he  is  entitled 
to  a  patent  is  required  to  describe  his  invention  or  improve- 
ment ^^  in  such  full,  clear,  and  exact  terms,''  that  its  precise 
character,  and  the  manner  of  its  use  and  application,  may  be 
known.     And  where  the  invention  consists  in  an  improvement. 
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same  had  been  originally  filed  in  such  corrected  form,  before 
the  issuing  of  the  original  patent."  Now,  the  allegation  of  the 
plea  in  this  case  is,  that  after  the  cause  of  action  accrued,  and 
after  the  commencement  of  this  action  the  plaintilF  surrendered 
his  patent.  The  demurrer  admits  the  truth  of  this  averment. 
The  claim  of  the  plaintiff,  then,  is  based  on  infringement  oc- 
curring under  the  old  patent,  and  not  for  a  cause  of  action 
accruing  after  the  date  of  the  reissued  patent.  Clearly  the 
statute  alfords  no  remedy  for  such  an  infringement.  Any  other 
construction  of  the  statute  would  result  in  the  absurdity  of 
conferring  on  the  patentee,  as  the  result  of  the  surrender  of 
what  he  admits  to  be  an  invalid  patent,  rights  and  immunities 
which  he  could  not  claim  without  such  surrender.  In  other 
words,  the  legal  etiect  of  the  reissued  patent  would  be  to  give 
force  and  vitality  to  the  original  patent,  in  the  face  of  the  ad- 
mission of  the  patentee  that  it  was  inoperative  and  invalid. 
This  may  be  illustrated  by  supposing  that  the  patentee  had 
made  no  surrender,  hut  had  chosen  to  rest  his  rights  on  the 
original  patent.  Is  Jt  not  clear,  that  there  could  have  been  no 
recovery  in  that  case  for  an  infringement  ?  The  patentee 
would  have  been  met  with  the  unanswerable  objection,  that  the 
patent  was  invalid,  from  a  fatal  omission  to  comply  with  the 
requisition  of  the  statute.  And  there  can  be  no  pretense  for 
claiming,  that  by  the  surrender  of  the  old  patent,  and  the  ema- 
nation of  a  second  one,  the  patentee,  as  to  infringements  occur- 
ring under  the  original  patent,  is  placed  in  a  better  Situation, 
than  if  there  had  been  no  surrender  and  reissue. 

In  any  aspect  of  this  question,  we  are  clearly  of  the  opinion 
that  the  plaintiff  is  not  entitled  to  recover,  and  that  the  demurrer 
to  the  plea  must  be  overruled. 
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V.  Moore^  p.  544.  In  the  present  action,  the  manufacturers  and 
patentees  of  the  infringing  valve  were  sued.  The  defendants 
plead  the  general  issue,  and  gave  long  notice  of  special  matter, 
embracing  over  forty  prior  valves,  and  upon  the  trial,  the  testi- 
mony of  one  hundred  and  sixteen  witnesses  was  given  to  the  jury. 
Certain  rulings  in  the  progress  of  the  trial  are  believed  to  be 
of  value. 

A  WITNESS  having  testified  to  the  use  of  a  certain  prior  valve, 
upon  locomotives,  where  it  was  actuated  solely  by  hand,  was 
asked  by  defendants'  counsel  : 

^es, — What  change  would  have  to  be  made  in  order  to 
permit  this  valve  to  be  actuated  by  a  governor  ? 

Question  objected  to. 

Leavitt^  J. — This  witness  has  testified  that  in  1834,  a  valve 
was  apph'ed  to  railroad  locomotives ;  and  the  question  is  asked 
whether,  in  his  judgment,  it  could  be  used  in  connection  with 
a  governor,  so  as  to  regulate  the  steam  engine.  It  seems  to  me 
this  is  going  rather  into  the  region  of  speculation  than  of  fact, 
and,  though  the  witness,  it  is  true,  is  produced  as  an  expert,  still 
his  opinion  is  for  a  different  purpose.  What  this  valve  might 
have  been  applied  to,  is  a  mere  matter  of  speculation,  and  the 
question  is  objectionable  in  this  point  of  view.  I  suppose  it  is 
going  too  far  to  ask  what  might  have  been  accomplished.  It  is, 
perhaps,  a  matter  of  argument  for  the  jury,  but  the  question  is 
whether  you  can  give  evidence  of  the  speculative  opinions  of 
the  witness.     The  question  is  overruled. 

One  George  French  was  called,  who  examined  a  valve  de- 
scribed and  shown  in  ^*'Lardner  on  the  Steam  Engine^*'  a  work  pub- 
lished in  London.     He  was  then  asked,  by  defendants'  counsel : 

^es, — Have  you  any  knowledge  of  such  valve  being  known 
and  used  prior  to  1850,  by  James  Watt,  at  his  manufactory  in 
Birmingham,  called  Soho  ? 

Question  objected  to.  i.  Because  of  the  want  of  sufficient 
notice,  inasmuch  as  the  notice  does  not  state  "who  had  knowl- 
edge" of  the  use  of  the  said  valve  by  James  Watt }   and  2 
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It  seems  to  me  where  the  invention  has  been  described,  or 
has  been  patented,  it  is  not  competent  for  the  defendant  to  show 
the  use  in  a  foreign  country.  All  that  the  statute  contemplates 
is  the  proof  of  the  existence  of  the  invention  as  set  forth  in  a 
patent  or  publication.  If  the  identity  of  the  two  things  can 
be  established  to  the  satisfaction  of  the  jury,  the  fact  of  the  pub- 
lication in  a  foreign  country  is  just  as  fatal  as  if  there  were 
positive  proof  that  the  thing  had  been  known  and  used  at  a 
specified  place. 

A  WITNESS  having  explained  a  valve  described  in  "Tredgold 
on  the  Steam  Engine,'*  was  asked  by  defendants'  counsel : 

^es, — How  does  the  valve  described  by  Tredgold  resemble 
the  Cope  &  Hodgson  (defendants')  valve  ? 

Objected  to ;  because  the  issues  of  novelty  and  infringe- 
ment are  distinct.  Prior  valves  can  only  be  compared  with  the 
patented  valve  upon  the  issue  of  novelty :  the  defendants'  valve 
can  only  be  compared  with  the  plaintiff's  upon  the  issue  of  in- 
fringement. 

Leavittj  y. — You  may  ask  how  it  resembles  the  plaintifPs 
valve,  but  when  you  ask  how  it  resembles  defendants'  valve, 
you  might  just  as  well  ask  how  it  resembles  any  thing  else.  Of 
course  it  is  competent  for  defendants'  to  show  prior  knowledge 
and  use  of  any  valve  that  is  substantially  like  that  patented  by 
this  plaintiff.  To  show  prior  knowledge  and  use  of  a  valve 
substantially  like  that  patented  by  the  plaintiff,  is  one  of  the 
issues  in  this  case.  All  evidence  tending  to  that  point  is,  un- 
doubtedly, admissible.  But  I  can  not  see  how  any  comparison 
is  to  be  instituted  between  the  Cope  &  Hodgson  valve  and  the 
one  described  in  that  book.  I  do  not  see  how  it  tends  to  en- 
lighten the  jury  upon  either  of  the  issues. 

The  defendants  had  given  notice  that  the  patented  valves  were 
described  in  certain  printed  publications,  anterior,  etc.,  and  that 
^^the  descriptions  in  said  printed  publications,  and  in  which  ref- 
erence is  made  to  such  valves,  are  as  follows,  viz :"  In  the 
list  which  followed  was  named,  among  others,  a  certain  German 


620  SOUTHERN    DISTRICT    OF    OHIO. 

Judson  V,  Cope. 

tion  with  the  valves,  in  regard  to  which  evidence  has  been 
offered.  Now  the  only  question  is,  whether  it  is  competent  for 
the  plaintiff  to  offer  evidence  of  the  utility  of  his  invention — 
that  in  its  practical  operation  it  produces  results  which  have 
never  been  produced  by  any  valves  used  before,  and  would  this 
assist  the  jury  in  coming  to  a  conclusion.  I  do  not  suppose  it 
would  be  competent  for  one  claiming  under  a  patent,  to  rest  the 
novelty  of  the  invention  solely  upon  the  fact  that  it  may  be 
superior  ;  but  it  does  seem  to  me,  as  the  'case  now  stands 
before  this  jury,  it  will  be  a  matter  that  will  tend  to  lead 
them  to  a  just  conclusion  upon  the  question  of  novelty,  if  the 
plaintiff  can  show  upon  testimony,  that  the  working  of  this  in- 
vention is  different,  and  decidedly  superior  in  its  results.  I 
think  this  point  was  ruled  very  distinctly  by  Judge  Nelson,  in 
the  case  referred  to,  and  we  admitted  such  evidence  in  a  former 
case  here,  and  it  strikes  me  as  being  based  upon  very  good  sense, 
and  I  have  no  doubt  it  is  very  sound  law.  There  may  be  cases 
in  which  the  mind  of  the  jury  will  be  much  aided  by  evidence 
of  the  practical  workings  of  the  invention ;  and  if  the  superi- 
ority is  marked  and  decided,  it  is  possible  it  might  determine 
the  question.  Of  course,  in  whatever  testimony  is  offered,  it 
must  appear  to  the  jury  that  it  was  the  thing  patented  to  which 
the  testimony  refers.     I  shall  therefore  admit  the  evidence. 

The  charge  of  the  Court,  in  Judson  v.  Moore^  having  been 
given  in  full,  certain  portions  only  of  the  charge  in  the  present 
case  are  reported. 

G.  M.  Lee  and  5.  5.  Fisher  for  plaintiff, 

C.  B.  Collier^  J.  L.  Miner^  E.  W.  Kittredge^  and  M.  W. 
Oliver  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

There  are  three  questions  in  this  case.  The  first  is  a  ques* 
tion  of  law.  Its  decision  devolves  entirely  upon  the  Court,  and 
upon  that  point  I  shall  present  my  views  very  briefly.  It  is  ob- 
jected to  this  patent,  in  the  first  place,  that  it  is  void  upon  its 
face  i  that  it  does  not  appear  with  reasonable  certainty,  what 
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Court  to  the  jury,  in  the  former  case,  as  being  the  opinion  of 
the  Court  at  this  time : 

"  The  patentee  then  describes  the  mode  of  constructing  his 
improvement,  and  the  principle  of  its  action,  and  then  sets  forth 
the  limitation  of  his  claim,  which  it  is  proper  to  do  in  all  speci- 
fications where  a  patent  is  for  an  improvement  on  what  was 
known  before,  and  which  is  done  to  guard  against  claiming  what 
was  previously  known.  He  says,  he  does  not  limit  his  invention 
to  any  particular  form  of  valve,  and  refers  to  valves  with  circular 
apertures,  as  not  having  an  increase  or  decrease  of  capacity 
proportioned  to  the  range  of  motion."  Finally,  in  the  summing- 
up,  he  says:  "What  we  claim  as  our  invention,  and  desire  to 
secure  by  letters  patent,  is  making  the  opening  or  openings,  con- 
trolled by  the  governor  valves  of  steam  engines,  of  gradually 
increasing  capacity  from  the  closed  toward  the  open  position,  sub- 
stantially in  the  manner,  and  for  the  purpose  specified." 

There  is  no  question  but  that  the  claim  is  for  a  distinct  and 
independent  improvement,  and  not  for  a  combination.  The 
claim  is  for  an  improved  valve,  and  that  valve  to  operate  in 
connection  with  a  governor.  There  is  no  claim  of  an  inven- 
tion disconnected  from  the  governor ;  it  is  simply  a  claim  to  an 
invention  of  an  improved  valve,  to  be  operated  upon  in  con- 
nection with  and  by  the  aid  of  the  governor.  In  deciding 
whether  the  subject  of  this  invention  is  set  forth  in  a  clear  and 
intelligible  manner,  so  that  we  can  understand  its  precise  char- 
acter, it  is  necessary  to  take  the  whole  specification  together, 
not  simply  the  summary,  at  the  conclusion,  but  the  entire 
paper;  and  the  single  point  is  whether,  taking  the  whole  specifi- 
cation together,  there  is  a  subject  set  forth  and  described  which 
in  itself  is  patentable,  and  whether  it  is  so  clearly  described  that 
it  can  be  understood,  and  the  precise  character  of  the  invention 
known. 

I  see  no  reason  for  the  conclusion  that  his  description  of  the 
invention  is  so  uncertain  and  ambiguous  that  it  can  not  be  sus- 
tained as  a  patentable  subject.  I  will  not  go  more  fully  into  an 
analysis  of  these  specifications.  They  appear  to  my  mind  to 
be  sufficiently  clear. 

The   second   point   is  the  alleged   want  of  novelty  in  this 
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will  have  noticed,  gentlemen,  that  the  Court  in  the  present 
case,  permitted  evidence  to  go  to  you  of  the  practical  operation 
of  plaintifTs  valve,  with  a  view  to  show  that  it  was  different 
and  superior  in  its  operation  to  anyone  that  had  been  previously 
known.  The  Court  held,  and  I  still  think,  correctly,  that  if 
the  evidence  as  to  novelty  and  originality,  involved  the  question 
in  any  serious  doubt,  proof  of  the  actual  performance  of  the 
valve  itself  was  competent  to  go  to  the  jury  upon  the  question 
of  the  novelty  of  the  invention.  It  will  be  obvious  that,  where 
there  is  doubt  upon  the  question  of  novelty,  and  where  the 
evidence  of  the  witnesses  leaves  it  uncertain,  whether  the  prin- 
ciple of  the  valves  was  identical,  that  evidence  of  the  superior 
performance  and  utility  of  the  patented  improvement,  would 
have  a  direct  bearing  upon  the  question  of  novelty.  In  other 
words,  if  the  jury  are  satisfied  that  the  invention  patented  pro- 
duces a  result  decidedly  and  clearly  different  from  any  which 
had  been  produced  by  the  action  of  any  prior  valve,  and  that  it 
was  decidedly  superior  to  any  other  in  its  operation,  it  would 
certainly  afford  a  ground  for  the  presumption  that  the  thing 
itself  had  not  been  known  before.  It  is,  therefore,  in  the  pres- 
ent case,  proper  for  the  jury  to  t^ke  into  consideration  the  evi- 
dence that  has  been  adduced  upon  that  point.  There  has  been 
a  considerable  amount  of  evidence  to  show  the  entire  success 
and  efficiency  of  the  Judson  valve  in  controlling  the  action  of 
the  engine  ;  in  so  permitting  the  passage  of  the  steam  from  the 
boiler  as  to  produce  a  uniform  and  steady  action  of  the  engine, 
and  to  prevent  perturbations  and  vibration;  and,  as  was  re- 
marked by  the  Court  upon  the  late  trial,  1  still  retain  the 
opinion  that  it  will  often  happen  in  questions  of  this  nature, 
that  experiment  is  much  more  satisfactory  than  mere  theory. 
It  will  be  often  the  most  satisfactory  proof  of  real  character  and 
efficiency.  It  is  true  there  is  some  conflict  of  testimony  on 
this  point;  there  has  been  some  evidence  adduced  (upon  the 
part  of  the  defendants)  to  the  effect  that  the  Judson  valve  was 
not  more  complete,  or  successful,  or  efficient  in  its  operation  in 
controlling  the  action  of  the  engine  than  the  old  butterfly  valve 
previously  known.  It  will  be,  of  course,  for  the  jury  to  deter- 
mine the  weight  to  be  given  to  the  testimony  on  cither  »de  of 
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motion,  but  whether,  as  operating  machines,  the  principles  of 
the  two  are  essentially  and  substantially  alike.  Where  this 
substantial  identity  exists,  the  party  sued  for  infringement  can 
not  be  protected,  in  the  use  of  what  is  substantially  the  inven- 
tion of  the  patentee.  Whatever,  therefore,  may  be  the  form 
of  the  valve  of  these  defendants,  Cope  and  Hodgson,  if  it  em- 
braces the  principle  of  the  graduated  increase  of  opening 
throughout  its  entire  range  of  action,  there  is  substantial  iden- 
tity. 

There  is  no  claim  to  any  specific  amount  of  damages  on  the 
part  of  the  plaintiff;  and,  I  understand  from  the  statement  of 
counsel,  that  this  action  is  not  prosecuted  with  a  view  to  the 
recovery  of  damage.  But  if  the  jury  believe  that  the  inven- 
tion is  new  on  the  part  of  Judson,  and  the  defendants  have 
infringed  upon  his  patent,  they  will  give  a  verdict  for  nominal 
damages.  There  is  nothing  claimed  beyond  mere  nominal 
damages. 

The  jury  found  a  verdict  for  the  plaintiff. 


Charles  Goodyear    and    the    New    England  Car 

Spring  Company 


^The  Central  Railroad  of  New  Jersey. 

In   Equity. 

Poisession  of  sufficient  duration  and  exdusiveness  may  be  the  foundation  of  an  inter- 
locutory injunction,  without  a  trial  at  law. 

If  there  is  no  allegation  or  pretense  that  proceedings  at  law  are  collusive,  it  can  not  be 
said  to'''detract  fiom  the  moral  or  legal  effect  of  a  verdict  and  judgment,  that  the 

Note — This,  and  the  following  case,  were  received  too  late  for  insertion  in  their 
regular  chronological  ordcf. 
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Where  the  only  iaconvenience  pcoduccd  by  in  injunction  U  to  prohibit  the  delendinti 
from  purchiuing  and  using  any  lieih  infringing  irtklei,  no  reuon  fiw  deUy  an 
be  founded  upon  inconvenience  to  the  public  or  the  parclei. — Dickziioh,  J. 

(Before  GtiEK  and  DiCK>«»ii,  JJ.,  Diitrict  of  New  Jertey,  Mifch,  iSjJ.) 

This  was  2  motion  for  a  provisional  injunction  to  restrain 
defendants  from  infringing  letters  patent,  for  "improvements 
in  the  manufacture  of  India  rubber,  granted  to  Charles  Good- 
year, June  15,  1844,  and  reissued  December  25,  18+9,  the  ex- 
clusive right  to  employ  which,  in  the  manufacture  of  car  springs, 
had  been  granted  to  the  New  England  Car  Spring  Company. 
The  claims  are  given  in  the  report  of  the  case  of  Goodyear  v. 
Dunbar^  p.  4.72.  Both  judges  delivered  opinions  upon  the 
motion. 

£.  N.  Dlcienon  and  'Jamts  T.  Brady  for  complainants. 

yosiph  P.  Bradley  for  defendants. 

Grier,  J. 

It  will  not  be  necessary  to  give  an  abstract  of  the  several 
averments  of  the  bill,  and  answer,  in  order  to  a  correct  applica- 
tion of  the  question  involved  in  the  present  motion. 

The  possession  under  Goodyear's  patent  is  of  sufficient  dura- 
tion and  exclusiveness  to  be  the  foundation  of  an  interlocutory 
injunction,  even  if  the  verdict  and  judgment  in  the  suit  against 
the  agents  of  Day  were  not  in  the  case. 

There  is  no  allegation  or  pretense  that  those  proceedings  were 
collusive  ;  and  it  can  not  be  said  to  detract  from  the  moral  or 
legal  effect  of  a  verdict  and  judgment,  that  the  plaintiff  made 
so  plain  a  case  that  the  defendant  felt  compelled  to  abandon 
his  defense,  and  plead  guilty. 

The  defendants  do  not  deny  that  they  use  car  springs  made 
pf  the  substance  called  "  vulcanized  rubber,"  nor  aver  that  such 
rubber  was  manufactured  by  the  patentee,  or  any  licensee  under 
him  ;  but  they  rely  upon  the  three  following  objections,  viz : 

1.  That  these  are  not  proper  parties  to  the  bill. 

2.  That  the  rubber  used  in  the  car  springs  was  made  by  a 
process  in  which  steam  is  the  chief  agent ;  and  is  therefore  no 
infringement  of  the  complainant's  patent, 
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that  we  examine  the  specification  of  complainants'  patent,  in 
order  to  discover  whether  the  process  admitted  to  have  been  used 
in  manufacturing  the  vulcanized  rubber  used  by  the  defendants 
is  substantially  the  same  with  that  described  in  the  patent,  ^'and 
to  see  whether  in  reality,  in  substance  and  effect,  the  defendants 
have  availed  themselves  of  plaintiff's  invention,  in  order  to  make 
that  fabric  or  manufacture  j"  or  whether  it  is  not  the  mere  fol- 
lowing out  the  invention  or  discovery  of  the  plaintiff,  with  some 
variation  of  the  means. 

Before  plaintiff's  discovery,  many  attempts  had  been  made  to 
use  the  substance  called  caoutchouc,  or  India  rubber,  in  the 
manufacture  of  certain  goods,  in  order  to  have  the  benefits  of 
its  qualities  of  elasticity  and  impenetrability  by  water,  imparted 
to  certain  fabrics.  These  had  all  failed  in  a  great  measure 
because  this  substance  became  soft  and  clammy  by  heat,  and 
stiff  and  hard  by  cold.  It  was  then  deemed  of  great  import- 
ance to  discover  some  method,  if  possible,  by  which  these  bad 
qualities  might  be  removed,  and  its  valuable  ones  retained. 
That  this  substance  was  capable  of  such  a  change  in  its  quali- 
ties was  a  fact  which  science  could  not  demonstrate  "j  priori^* 
much  less  point  out  the  means  of  effecting  it.  Its  discovery 
must  necessarily  be  empirical,  or  the  result  of  patient  experi- 
ment, and  judicious  observation  of  phenomena. 

That  sulphur,  and  some  metallic  oxydes  could  be  used  bene- 
ficially in  drying  the  fabric,  had  been  discovered ;  but  no  one 
had  ever  succeeded  in  producing  a  compound  or  substance  hav- 
ing all  the  good  qualities  of  caoutchouc,  but  unaffected  by 
changes  of  temperature.  The  patience,  energy,  and  persever- 
ance of  Mr.  Goodyear,  at  length  succeeded  in  making  the  dis- 
covery, that,  by  exposing  this  substance  in  combination  with 
sulphur  and  some  metallic  oxydes  (of  which  white  lead  was 
found  to  be  the  best),  to  a  high  degree  of  heat,  for  a  certain 
length  of  time,  the  result  so  much  desired  could  be  obtained. 
The  fabric,  product,  or  manufacture  which  was  the  result  of 
this  process,  was  found  to  be  almost  indestructible;  its  elastic- 
ity under  pressure  was  vastly  increased ;  heat  would  not  soften 
it,  nor  cold  harden  it,  nor  water  penetrate  it.  It  was  a  great 
and  useful  discovery,  rather  than  an  invention.     It  was  not  a 
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incapable  of  performing  by  synthesis,  or  any  reasoning  a  prlari^ 
can  now  be  improved  by  valuable  hints  derived  from  analysis. 
The  chemist  can  now  immediately  suggest  many  changes  in 
the  process,  which  may  produce  equivalent  or  belter  results. 
He  could  at  once  suggest  that  a  carbonate  of  zinc,  or  some 
other  metallic  oxyde,  could  probably  perform  the  office  of  white 
lead ;  that  possibly  arsenic,  or  magnesia,  or  some  other  metal 
or  earth  might  be  substituted  for  sulphur  \  that  sulphur  might 
be  used  better,  perhaps,  in  a  gaseous  form  -,  that  the  high  degree 
of  heat  so  necessary  to  the  process  could  be  as  well  or  better 
applied  by  means  of  steam  than  dry  heated  air.  Yet,  no  one 
whose  perceptions  are  not  perverted  can  fail  to  see  that  all  such 
changes  of  mode  or  operation — such  interposition  of  chemical 
equivalents — though  possibly  improvements  on  the  original  pro- 
cess patented,  have  their  foundation  on  the  patentee's  first  dis- 
covery, and  start  by  appropriating  or  pirating  it.  It  must  be 
obvious,  also,  that  there  is  not  only  a  distinction,  but  a  wide 
difference  between  one  who  merely  invents  a  new  method  or 
process,  by  which  a  well-known  fabric,  product,  or  manufac- 
ture is  produced,  in  a  cheaper  or  better  way,  and  the  discovery 
of  a  new  compound,  substance,  or  manufacture,  having  quali- 
ties never  found  to  exist  together  in  any  other  material.  In 
the  first  case  the  inventor  can  patent  nothing  but  his  process, 
and  not  his  composition  of  matter.  In  the  tatter,  both  are  new 
and  original,  and  both  patentable — not  severally,  but  as  one 
discovery  or  invention.  It  is  evident,  also,  that  the  question  of 
infringement  must,  in  such  cases,  depend  on  different  conditions. 
Steel  is  a  well-lcnown  substance,  and  one  who  could  devise  a 
new  and  cheaper  method  of  combining  the  iron  and  carbon,  in 
order  to  form  it,  could  patent  his  process  only  ;  and  every  other 
person  would  be  at  liberty  to  devise  any  different  process  for 
effecting  the  purpose. 

But  if  steel,  as  a  substance,  was  before  unknown,  the  person 
who  first  discovered  that  a  composition  of  iron  and  carbon  could 
be  made  to  assume  such  valuable  qualities,  would  have  a  right 
to  patent  not  only  his  process,  but  his  product.  And  no  person 
who  had  thus  taken  the  benefit  of  the  patentee's  discovery,  and 
by  it  was  informed  of  the  valuable  qualities  of  this  compound 
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Others  before  his  discovery,  or  invention,"  it  is  clear  that  his 
franchise,  or  sole  right  to  use  and  vend  to  others  to  be  used,  is 
the  new  composition  or  substance  itself. 

The  product,  and  the  process  constitute  one  discovery,  the 
monopoly  of  which  is  secured  to  the  inventor  or  discoverer,  as 
a  consideration  or  compensation  for  making  it  known  to  the 
public. 

That  the  composition  of  matter  now  known  as  **  vulcanized 
rubber,'*  was  not  known  before  the  discovery  patented  by 
Goodyear,  and  that  it  has  since  been  most  beneficially  and  ex- 
tensively applied  in  numerous  manufactures,  as  a  substance 
having  certain  qualities  not  possessed  by  caoutchouc  "in  its 
natural  state,  or  any  other  known  substance,  are  facts  well 
known  and  admitted  by  all,  except  those  who  had  been  en- 
gaged in  pirating  the  discovery,  or  whose  interests  are  otherwise 
concerned  in  denying  the  fact.  It  is  true  the  patent,  in  this 
case,  does  not  use  the  phrase,  ^^  vulcanized  rubber,"  a  term 
since  invented  to  denote  the  newly-discovered  manufacture  or 
composition  of  matter.  Patents  are  granted  to  '*  promote  sci- 
ence and  useful  arts."  They  are  not  odious  monopolies,  or 
restrictions  on  the  rights  of  the  public.  For  the  temporary 
monopoly  given  to  the  inventor,  the  public  receive  full  com- 
pensation by  the  publication  of  the  invention.  And  when  the 
specification  of  a  patent  honestly  sets  forth  the  process  and 
mode  of  compounding  a  new  and  valuable  composition  of  mat- 
ter, courts  are  bound  to  give  it  a  liberal  construction  ;  and  not 
to  fritter  it  away,  or  annul  its  benefits  by  formal  or  subtle 
objections. 

What  we  consider  the  true  extent  and  merit  of  the  plaintifPs 
discovery,  we  have  already  stated  in  this  opinion.  It  only  re- 
mains to  examine  whether  the  patent  and  specification  will  bear 
a  construction  co-extensive  with  the  patentee's  rights,  arising 
from  such  discovery.  On  account  of  the  "great  vagueness  and 
indefiniteness  of  the  language  used  in  describing  the  various  arts, 
machines,  manufactures,  and  compositions  of  matter,  it  is  almost 
impossible  to  describe  the  real  nature  of  many  discoveries  or 
processes,  in  language  free  from  ambiguity^or  misconstruction. 
Different  persons,  looking  at  it  from  different  points  of  view. 


6^6  DISTRICT   OF    NEW  JERSEY. 

Goodyear  v,  N.  J.  Central  R.  R. 

It  is  especially  proper,  in  patents  for  complicated  machines, 
that  the  specification  should  clearly  set  forth  what  the  patentee 
admits  to  be  old,  and  what  he  claims  to  be  of  his  invention,  and 
that  he  should  be  held  to  such  statement.  In  anomalous  cases, 
like  the  present  when  a  new  product  has  been  discovered,  and 
the  process  of  compounding  it  or  obtaining  it  is  disclosed,  the 
patentee,  by  stating  his  discovery  and  revealing  his  process,  has 
done  all  that  he  is  required  to  do  or  can  do.  The  careful  sep- 
aration of  new  from  old,  the  limitation  of  claims  to  particular 
parts  or  combinations,  can  not  be  required  as  a  substantial  part 
of  the  specification.  If  a  specification  sets  forth  a  discovery,  a 
new  composition  of  matter,  and  the  process  for  compounding 
it,  that  should  be  taken  as  the  extent  of  his  claim  and  the  meas- 
ure of  his  franchise. 

The  patent  describes  the  discovery  or  invention  as  "a  new 
and  useful  improvement  in  the  processes  for  the  manufacture  of 
India  rubber." 

"As  a  brief  description  of  the  discovery,  indicating  its  nature 
and  design,"  this  may  be  said  to  be  correct,  so  far  as  it  goes, 
for  it  briefly  states  the  nature  of  the  discovery.  But  it  can  not 
limit  the  claim  of  the  patentee  to  narrower  bounds  than  those 
described  in  his  specification. 

The  specification  first  states  the  valuable  qualities  possessed 
by  caoutchouc,  or  India  rubber,  being  elastic,  water-proof,  and 
durable ;  but  that  it  was  in  a  measure  useless,  because  it  became 
soft,  clammy,  and  would  even  dissolve  under  the  action  of  a 
moderate  degree  of  heat,  and  also,  become  hard  with  cold. 
That  the  great  desideratum  was,  to  get  a  substance  or  prepara- 
tion of  rubber,  which  would  retain  its  good  qualities,  and  remain 
unaffected  by  heat  or  cold. 

That  thus  far,  the  only  step  toward  improving  this  substance, 
was  a  discovery  of  Nathaniel  Hay  ward,  that  a  compound  of  sul- 
phur with  caoutchouc  improved  its  qualities  for  some  purposes. 

That  the  patentee  commenced  a  series  of  experiments  with  a 
view  to  render  India  rubber  capable  of  resisting  heat  and  cold, 
by  ti'eating  it  with  heat.  That  finding  that  this  substance,  if 
subjected  to  heat  by  itself,  could  not  be  cured,  he  was  led  to 
experiment  on  it,  in  combination  with  other  substances. 
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it  is  a  new  product,  fabric,  manufacture  or  composition  of  mat- 
ter, having  qualities  possessed  by  no  other  known  material. 
This  is  what  is  described  and  claimed  in  the  patent — a  new  pro- 
duct as  well  as  a  new  process. 

The  product  and  process  being  both  new  and  proper  subjects 
of  a  patent,  the  patentee  has  a  right  to  prohibit  the  sale  or  use 
of  the  composition,  unless  when  purchased  from  persons  licensed 
by  him  to  use  the  process  and  vend  the  product.  If  precedent 
be  needed  for  this  doctrine,  the  case  of  Hancock  v.  SommervilUy 
in  the  English  Court  of  Common  Pleas,  tried  in  June,  1851, 
will  be  found  directly  in  point. 

Hancock  had  seen  samples  of  vulcanized  rubber  made  by 
Goodyear,  and  had  succeeded  in  discovering  the  process  for 
preparing  it.  His  patent  was  "for  improvements  in  the  prepar- 
ation or  manufacture  of  caoutchouc  in  combination  with  other 
substances,  which  preparation,  or  manufacture,  is  suitable  for 
leather,  cloth,  and  other  fabrics,  water-proof,  and  for  various 
other  purposes  for  which  caoutchouc  is  employed." 

The  claim  in  the  specification  was  in  these  words:  "What 
I  claim  as  my  invention  or  discovery,  is — First,  the  combination 
of  caoutchouc  with  silicate  of  magnesia,  whereby  manufactured 
caoutchouc  is  rendered  free  from  that  clammy  and  adhesive 
character  which  it  usually  possesses.  Secondly,  I  claim  the 
modes  herein  described  of  combining  asphalte  with  caoutchouc : 
and.  Thirdly,  I  claim  the  treating  of  caoutchouc  (either  alone, 
or  in  combination  with  silicate  of  magnesia,  or  other  substances) 
with  sulphur  when  acted  on  by  heat,  and  thus  changing  the 
character  of  caoutchouc  herein  described." 

The  infringement  charged  upon  the  defendants  was  the  im- 
portation and  sale  of  articles  made  by  Mr.  Goodyear.  Hancock 
was  decided  to  be  an  independent,  original  inventor,  though 
posterior  to  Goodyear,  because  the  substance  manufactured 
by  Goodyear  did  not  disclose  the  process  by  which  it  was 
compounded,  or  manufactured.  And  the  sale  of  articles  in 
England,  manufactured  by  Goodyear,  was  adjudged  to  be  an 
infringement  of  Hancock's  rights  as  secured  by  his  patent. 
The  patent  of  Hancock  describes  his  invention.  "An  im- 
provement in  the  preparation,"  etc.     His  specification  and  claim 
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rights  of  the  complainants,  and  it  prays  an  injunction,  and  an 
account. 

The  defendants  resist  the  application  for  various  reasons: 

First.  Because  the  proper  parties,  complainants,  to  wit, 
Judson  &  Dorr,  are  not  joined,  they  being  assignees  or 
licensees. 

Stcend.  Because  the  patent  of  Goodyear  is  for  a  new  mode  or 
process,  and  the  defendants  only  use  the  articles  produced  by 
such  process,  and  which  were  not  made  or  procured  to  be  made 
by  themselves,  and  therefore  no  bill  can  be  sustained. 

Third.  Because  the  article  used,  is  itself  the  subject  of  a  dis- 
tinct patent.  It  is  vulcanized  rubber,  manufactured  into  an 
article  of  merchandise. 

Fourth.  Because  it  is  not  a  case  where  a  preliminary  injunc- 
tion should  be  granted,  because:  i.  Defendants  are  in  good 
credit.  2.  No  irreparable  injury  to  complainants  will  be  pro- 
duced by  waiting.  3.  Great  public  inconvenience  would  ensue 
if  injunction  be  granted.  4.  The  complainants  have  not  estab- 
lished their  right  at  law. 

Fiph,  Because  [he  manufacture  of  the  article  in  (Question  is 
not  an  infringement,  as  it  is  manufactured  by  the  use  of  steam, 
which  courts  have  decided  is  not  an  infringement. 

Upon  examining  the  bill,  and  the  affidavits  on  behalf  of  the 
defendants  and  these  objections,  it  is  quite  manifest  that  there 
is  no  material  fact  in  the  case  which  is  controverted.  As  to 
parties,  there  is  no  dispute,  but  that  these  parties,  complainants, 
are  proper  parties ;  but  the  allegation  is,  that  others,  to  wit, 
Judson  &  Dorr,  as  assignees,  or  licensees,  are  also  interested  in 
the  patent,  and  therefore  should  have  been  joined.  I  will  not 
inquire  whether  they  would  be  necessary  parties,  if  an  account 
were  to  be  taken.  It  is  enough  at  this  time  to  say,  that  the 
present  application  is  for  an  injunction,  and  they  are  certainly 
not  necessary  parties  for  that  purpose. 

The  next  objection  is,  that  the  bill  will  not  lie  gainst  the 
defendants,  for  the  mere  use  of  the  article,  as  the  patent  is  only 
for  the  process,  or  mode  of  making  it ;  and  this  leads  directly  to 
the  inquiry  as  to  the  extent  and  character  of  the  patent. 

The  rules  of  construction  upon  such  inquiry,  I  think,  are 
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or  process  by  which  he  produces  the  result ;  showing  that  the 
effect  is  produced  by  mixing  certain  materials  with  the  India 
rubber,  and  submitting  it  to  a  high  degree  of  heat ;  but  he  does 
not  claim  the  discovery  of  anv  particular  process  or  manner  of 
applying  the  heat,  but  says  that  '  the  operator  may  communi- 
cate the  heat  in  any  suitable  manner  or  form ;'  nor  does  be 
claim,  in  his  description  or  specification,  any  particular  form,  or 
manner,  or  process  of  combining  the  different  ingredients,  and 
preparing  them  to  be  submitted  to  the  action  of  the  heat.  On 
the  contrary,  he  expressly  claims  in  his  specification,  that  "the 
leading  features  of  his  invention,  and  that  which  chiefly  con- 
stitutes the  substance  or  essence  of  its  usefulness,  is  the  discov- 
ery of  the  effects  produced  on  India  rubber  by  the  action  of 
artificial  heat,  at  a  temperature  above  that  to  which  the  fabric 
would  be  exposed  in  ordinary  or  common  use." 

What  is  it,  then,  that  he  claims  as  his  invention  or  dis- 
covery, in  order  to  entitle  him  to  a  patent  ?  The  law  requires 
that  he  should  have  discovered  or  invented  some  new  and  use- 
ful art^  machine^  manufacture^  or  composition  of  matter.  It  must, 
therefore,  be  a  manufacture.  It  is  not  the  process,  alone, 
which  he  claims  as  being  new,  in  his  invention,  but  the  thing 
itself.  In  the  first  part  of  the  specification,  he  states  that  the 
fabrics  which  he  prepares,  and  the  improvements^  are  distin- 
guished from  all  other  things  before  known  ;  and  in  the  latter 
part  he  says,  that  the  leading  features  of  his  discovery,  and  of 
that  which  constitutes  the  essence  of  its  usefulness,  is  the  dis- 
covery of  the  effects  produced  on  India  rubber  by  the  action  of 
heat,  and  that  effect  is  vulcanized  rubber.  At  the  close  of 
his  specification,  he  claims  the  curing  of  caoutchouc,  or  India 
rubber^  by  subjecting  it  to  the  action  of  a  high  degree  of  artifi- 
cial heat,  substantially  as  therein  described,  and  for  the  purpose 
specified. 

This  may  not  be  the  most  appropriate  form  of  words  to  meet 
the  views  of  the  applicant,  as  contained  in  the  former  part  of 
his  specification.  The  question,  however,  is  not  whether  these 
are  the  most  appropriate  terms ;  but  what  is  the  meaning  of 
those  terms,  when  taken  in  connection  with  the  other  parts  of 
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yarns  of  cotton,  flax,  or  other  non-elastic  material,  I  am 
enabled  to  produce  a  cloth  which  shall  afford  any  degree  of 
elastic  pressure,  according  to  the  proportion  of  the  elastic  or 
non-elastic  material.  It  remains  only  to  add,  that  the  strands 
of  India  rubber  are,  in  the  first  instance,  stretched  to  their 
utmost  tension,  and  rendered  non-elastic  (as  described  in  my 
former  specification),  and  being  in  that  state  introduced  in  the 
fabric,  they  acquire  their  elasticity  by  the  application  of  heat 
after  the  fabric  is  made.  Lastly,  as  my  invention  consists 
solely  in  the  employment  of  strands  of  India  rubber  in  connec- 
tion with  yarn,  in  the  way  described  for  manufacturing  elastic 
goods  or  fabrics,  I  have  not  deemed  it  necessary  to  describe  any 
particular  kind  of  machinery  for  carrying  the  same  into  effect, 
as  such  machinery  is  well  known,  and  forms  no  part  of  my 
invention.'' 

Upon  that  patent  the  suit  was  brought ;  and  the  jury,  upon 
evidence  showing  that  the  defendants  had  only  sold  goods  sim- 
ilar to  those  patented,  found  that  they  had  infringed  the  patent, 
and  the  verdict  was  sustained.  On  the  argument  of  the  cause 
at  bar,  the  defendants,  among  other  objections,  contended  that 
the  invention  was  not  the  subject-matter  of  a  patent ;  that  it 
was  neither  a  new  manufacture  nor  an  improvement  in  any  old 
manufacture,  but  merely  the  application  of  a  known  material  to 
a  purpose  before  known.  But  in  giving  judgment,  the  Court 
say  :  "  Whether  it  is  new  or  not,  or  whether  it  is  an  improve- 
ment of  an  old  manufacture,  was  one  of  the  questions  for 
the  jury  upon  the  evidence  before  them.  But  that  it  came 
within  the  description  of  a  manufacture,  and  so  far  is  an  inven- 
tion which  may  be  protected  by  a  patent,  we  feel  no  doubt 
whatever.  The  materials,  indeed,  are  old,  and  have  been  used 
before,  but  the  conibination  is  alleged  to  be,  and  (if  the  jury  are 
right  in  their  finding)  is  new,  and  the  result  or  production  is 
equally  so." 

This  case  is  singularly  like  the  one  under  discussion,  and 
strongly  confirms  the  view  which  I  have  taken  of  it. 

The  third  objection  necessarily  falls  with  the  second. 

The  defendants  iqsist,  ip  tl^e  fourth  place,  that  this   is   no 


646  DISTRICT   OF    NEW   JERSEr. 

Goodyeat  -d.  N.  J.  Cenml  R.  R. 

by  reference  to  a  former  part  of  the  same  opinion,  when  re- 
marking upon  the  patent  of  1844,  I  say,  "Under  this  specifica- 
tion, he  had  the  undoubted  right  to  use  heat  of  any  kind  then 
known."  It  is  true  that  this  case  was  a  mere  dictum,  but  tt 
was,  and  still  is,  my  opinion.  Mr.  Goodyear,  in  his  specifica- 
tion, uses  the  term,  "heat,  or  artificial  heat,"  without  distin- 
guishing any  particular  kind  of  heat  j  and  it  appears  to  me  that 
the  maxim,  "gui  haret  in  lUera^  haret  in  cori'ice"  most  applies 
to  any  one  who  should  contend  that  there  was  any  essential 
difference  whether  the  heat  be  applied  by  means  of  steam  or 
hot  air,  both  being  heated  by  the  combustion  of  fuel.  A  simi- 
lar disiinction  was,  indeed,  once  attempted  as  to  Daniell's 
patent,  in  which  the  invention  consisted  in  immersing  rolls  of 
cloth  in  hot  water.  Another  patent  was  obtained  for  subject- 
ing similar  rolls  of  cloth  to  the  operation  of  a  steam  bath, 
instead  of  immersing  them  in  hot  water,  but  it  was  held  to  be 
an  infringement. 

Unfortunately  for  the  position  of  the  defendants  in  the  case, 
the  complainant,  Goodyear,  did,  in  fact,  use  steam  for  vulcan- 
izing rubber,  as  it  appears  by  his  description,  in  which  be  says 
"this  heating  process  may  be  effected  by  running  the  fabrics 
over  heated  cylinders,  but  I  prefer  to  expose  them  to  an  atmos- 
phere of  artificial  heat,  of  the  proper  temperature,  etc."  Now, 
it  is  well  known  that  these  cylinders  are  heated  by  steam,  and 
it  is  also  known  that  the  car  springs  of  the  defendant  are  made 
by  placing  the  rubber  in  a  cyliniler,  and  submitting  the  cylinder 
to  the  action  of  steam,  so  that  the  only  difference  between  them 
is,  that  in  the  one  case,  the  rubber  is  placed  inside  of  the  cylin- 
der, and  the  steam  applied  to  the  outside;  in  the  other,  they 
change  places,  and  the  rubber  takes  the  outside  of  the  cylinder, 
and  the  steam  the  inside. 

So,  it  appears  that  Goodyear  did,  in  fact,  contemplate  and 
describe  the  use  of  steam  in  vulcanizing  rubber;  but  he  made 
no  claim  to  that  particular  mode,  for  the  plain  reason  that  it  is 
included  in  the  claim  of  applying  heat  generally. 

I  am,  therefore,  of  opinion,  upon  a  view  of  the  whole  case, 
that  the  complainants  are  entitled  to  their  injunction. 


1^ 
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The  jury  may  assess  as  damages,  not  less  than  one  hundred  dollars,  and  as  much  more 
as  they  think  proper. 

(Before  Spracue,  J.,  District  of  Massachusetts,  November,  1853.) 

This  was  an  action  qui  tam^  brought  in  the  name  of  the  in- 
former against  the  defendants,  to  recover  the  statutory  penalty 
for  affixing  the  word  ''patent"  to  unpatented  articles.  The 
declaration  contained  three  counts.  The  first  charged  the  de- 
fendants with  affixing  the  word  ''  patent "  upon  ten  lamps  ;  the 
second  that  they  affixed  the  same  word  upon  the  cap  of  a  lamp ; 
and  the  third,  that  they  affixed  this  word  upon  a  can — all  for  the 
purpose  of  deceiving  the  public,  there  being,  in  fact,  no  patent 
for  the  lamp,  the  cap,  or  the  can. 

The  fifth  section  of  the  act  of  August  29,  1842,  under  which 
the  suit  is  brought,  is  as  follows : 

''And  be  it  further  enacted.  That,  if  any  person  or  persons 
shall  paint,  or  print,  or  mold,  cast,  carve,  or  engrave,  or  stamp, 
upon  any  thing  made,  used,  or  sold  by  him,  for  the  sole  making 
or  selling  which  he  hath  not,  or  shall  not  have  obtained  letters 
patent,  the  name,  or  any  imitation  of  the  name,  of  any  other 
person,  who  hath,  or  shall  have,  obtained  letters  patent 
for  the  sole  making  and  vending  of  such  thing,  without, 
consent  of  such  patentee,  or  his  assigns  or  legal  representatives  ; 
or  if  any  person,  upon  any  such  thing  not  having  been  pur- 
chased from  the  patentee,  or  some  person  who  purchased  it  from 
or  under  such  patentee,  or  not  having  the  license  or  consent  of 
such  patentee,  or  his  assigns  or  legal  representatives,  shall  write, 
paint,  print,  mold,  cast,  carve,  engrave,  stamp,  or  otherwise 
make  or  affix  the  word  "  patent,"  or  the  words  *'  letters  patent," 
or  the  word  "  patentee,"  or  any  word  or  words  of  like  kind, 
meaning,  or  import,  with  the  view  or  intent  of  imitating  or 
counterfeiting  the  stamp,  mark,  or  other  device  of  the  patentee, 
or  shall  affix  the  same,  or  any  word,  stamp,  or  device,  of  like 
import,  on  any  unpatented  article,  for  the  purpose  of  deceiving 
the  public,  he,  she,  or  they,  so  offending,  shall  be  liable  for 
such  offense  to  a  penalty  of  not  less  than  one  hundred  dollars, 
with  costs,  to  be  recovered  by  action  in  any  of  the  circuit 
courts  of  the  United  States,  or  in  any  of  the  district  courts  of 


650  DISTRICT    OF    MASSACHUSETTS. 


Nichols  V.  Newell. 


plaintiff  to  entitle  him  to  a  verdict.  There  are,  in  this  declara- 
tion— that  is,  in  this  claim  of  the  plaintiff — three  distinct  charges 
embraced  in  what  in  legal  language,  are  known  as  three  dis- 
tinct counts. 

The  first  alleges  that  the  defendants  affixed  the  word  ''  pat- 
ent "  upon  ten  lamps^  for  the  purpose  of  deceiving  the  public. 
That  is  one  charge. 

The  second  alleges  that  they  affixed  the  word  ''patent'* 
upon  a  cap  of  a  lamp,  for  the  purpose  of  deceiving  the  public. 
That  is  another  charge. 

The  third  alleges  that  they  affixed  the  word  ''  patent "  upon 
a  can^  for  the  purpose  of  deceiving  the  public  ;  and  that  is  the 
third  charge.  Each  one  alleges  that  there  was,  in  fact,  no 
patent  for  the  lamp,  the  cap,  or  the  can. 

Now,  gentlemen,  you  will  turn  your  attention  to  each  of 
these.  They  have  been  argued  in  general ;  but  I  shall  request 
you,  when  you  retire  to  render  your  verdict,  to  be  prepared  to 
decide  upon  each  of  them  separately.  If  you  find  that  defend- 
ants are  not  guilty  of  either,  then  you  have  only  to  return  a 
general  verdict  of  "  not  guilty."  If  you  find  that  they  are 
guilty  of  all,  then  you  are  to  return  a  general  verdict  of  guilty. 

Then  you  may  be  permitted  to  inquire  as  to  the  amount  of 
damages — whether  or  not  they  shall  exceed  one  hundred  dollars. 
And,  in  reference  to  that,  you  will  remember  to  return  whether 
you  find  a  verdict  on  all  three  of  the  charges,  or  on  two  of 
them,  or  on  but  one. 

The  plaintiff,  then,  must  prove,  beyond  a  reasonable  doubt, 
in  the  first  place,  that  the  defendants  affixed  the  word  ''  patent  " 
to  their  articles — ^and  I  shall  speak  only  in  general  terms,  with- 
out distinguishing  between  the  different  counts,  except  where  I 
shall  deem  it  necessary.  In  the  next  place,  you  are  to  be  satis- 
fied that  the  defendants  had  no  patent ;  and,  in  the  third  place, 
that  they  affixed  the  word  ''  patent "  with  the  intent  to  deceive 
the  public.  If  the  plaintiff  proves  these,  he  is  entitled  to  a 
verdict ;  and  if  he  does  not,  you  are  to  acquit  the  defendants. 

A  question  has  been  made,  whether  the  affixing  the  words 
''  Newell's  patent,  1852"  comes  within  the  description  of  af- 
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nelly  i  and  another,  those  sold  to  Soule  for  himself  and  partner. 
Now,  if  upon  any  one  of  the  articleg  sold,  for  example,  to  Mr. 
Soulc,  that  word  was  affixed  by  the  defendants,  for  the  purpose 
of  deceiving  the  public,  then  that  charge  is  made  out.  So,  if 
any  one  of  the  articles  sold  to  either  of  the  other  parties,  the 
cap  or  the  can,  was  marked  by  the  defendants,  for  the  purpose 
of  deceiving  the  public — in  that  case,  also,  the  charge  is  sus- 
tained. 

Some  question  has  been  made  as  to  the  effect  of  the  sales, 
or  whether  the  sales  constitute  the  offense.  The  statute  for- 
bids the  affixing  the  word  "patent,"  for  the  purpose  of  deceiv- 
ing the  public,  upon  any  article.  The  otFense  is  committed  by 
affixing  that  word  with  that  purpose  i  and,  gentlemen,  if  it  be 
affixed  to  an  article  for  that  purpose,  then  the  offense  is  com- 
plete, whatever  disposition  of  the  article  may  subsequently  be 
made. 

On  the  other  hand,  if,  when  the  word  is  affixed,  it  is  with  an 
innocent  purpose,  then  the  offense  is  not  committed,  whatever 
new  purpose  the  defendants  might  have  at  a  subsequent  period. 
So  that  the  inquiry  is  narrowed  down  to  this :  whether,  as  to  the 
articles  that  are  in  question,  the  defendants,  when  they  affixed, 
or  caused  to  be  affixed  the  word  "patent,"  did  it  for  the  pur- 
pose of  deceiving  the  public?  Did,  then,  the  defendants  affix 
the  word  "patent"  with  that  purpose?  If  they  did  do  it  for 
that  purpose,  then  they  are  guilty  of  the  offense  chained  against 
them;  and  although  this  seems  to  be  a  very  narrow  question, 
yet  the  evidence  that  has  been  adduced — properly  and  legally 
adduced — has  branched  off  to  a  very  considerable  extent,  and 
into  a  great  variety  of  transactions. 

In  the  first  place,  then,  you  look  at  the'cvidcnce  as  applica- 
ble to  those  articles  sold  to  Mosely,  Connelly,  and  Soule,  they 
being  the  actual  subjects  of  your  inquiry,  and  those  to  which 
you  will  primarily  look  for  the  evidence  to  satisfy  your  minds. 
Then  you  are  required  to  look  also  at  the  other  evidence,  upon 
the  question  of  intent.  What  was  the  purpose  of  the  parties 
at  the  time  these  articles  were  stamped?  These  sales  were 
made  in  January  and  February  last.  Now,  what  the  purpose 
was  when  these  sales  were  made,  is  not  a  primary  inquiry  here^ 
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the  words  *' patent,"  or  "Newell's  patent,  1852."  It  is  said 
that  the  articles  in  question  were  actually  sold  to  customers  in 
the  store,  openly,  and  apparently  in  the  usual  course  of  busi- 
ness, and  with  these  words  upon  them.  Then  you  are  to  in- 
quire whether  that  is  an  act  calculated  to  mislead  those  who 
receive  them,  and  whether  the  defendants  themselves  were 
guilty  of  that  act — participated  in  or  authorized  it — and  thus, 
whether  they  then  had  the  purpose  of  deceiving ;  and  if  they 
had  that  purpose,  how  far  that  goes  to  satisfy  your  minds  that 
originally,  when  they  put  on  the  mark,  they  had  the  purpose  of 
deceiving  the  public. 

Another  thing,  gentlemen,  relied  upon,  is  that,  at  the  time 
these  articles  were  sold,  a  bill  was  given  with  them,  in  which 
the  defendants  described  themselves  as  dealing  in  patent  lamps 
and  cases,  and  delivered  to  those  persons — Mosely,  Connelly 
and  Soule — the  articles  with  the  words  upon  them,  at  the  same 
time  giving  a  bill,  at  the  head  of  which  is  printed  that  they  deal 
in  patent  lamps.  Then,  further,  that  there  were  certain  dec- 
larations made  verbally  at  the  time,  as  to  the  change  made  by 
Mosely  of  one  lamp  for  another,  and  the  declaration  made  to 
Soule  that  the  can  was  patented,  and  that  he  would  not  be  per- 
mitted to  manufacture  it.  These  are  the  proofs  to  be  relied 
upon  in  relation  to  these  particular  articles. 

The  defendants  say,  in  answer  to  this,  that  the  stamps  were 
put  on  innocently,  under  the  expectation  of  having  a  patent, 
and  without  any  purpose  of  using  them,  or  otherwise  deceiving 
the  public  *,  but,  intending  to  keep  them  in  their  own  posses- 
sion, so  that  they  would  not  be  seen  by  anybody,  until  the  pat- 
ent should  be  granted,  and  they  should  know  it,  and  when  it 
would  become  true  that  the  article  was  a  patented  article. 
That  is  the  purpose  with  which  the  defendants  say  the  stamps 
were  put  on.  If  that  was  the  purpose,  then  it  was  an  innocent 
purpose. 

They  further  contend,  that  it  is  incumbent  on  the  plaintiff  to 
show  that  these  particular  articles,  now  in  controversy,  were 
made  for  that  illegal  purpose  of  deceiving  the  public ;  and  that 
showing  that  other  articles  were  made  for  that  purpose  is  not 
sufficient.     That  is  true }  very  many  other  articles  were  made. 
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articles  made  in  the  early  part  of  September,  and  those  made 
subsequently,  you  will  consider  whether  or  not  they  were  made 
innocently. 

If  there  is  any  thing  to  show  you  that  they  were  made  in 
December,  or  if  there  is  not  any  thing  to  show  you  that  they 
were  not  made  then,  you  will  ascertain  whether  it  is  proved  to 
you  whether  they  were  made  at  any  other  time.  But  the  im- 
portance of  that  consists  in  a  request  made  by  the  defendants, 
upon  which,  as  a  matter  of  law,  it  is  my  duty  to  instruct  you. 
The  defendants  insist  that  there  was  a  change  of  purpose  on 
their  part,  at  Washington,  on  December  24 ;  that  then  the  first 
application  for  an  invention  made  by  one  Phipps  was  rejected ; 
that  it  was  under  that  application  that  they  had  an  expectation 
of  a  patent ;  that  that  being  at  an  end,  he  then  came  home, 
directed  his  salesmen  not  to  sell  any  more  of  the  articles  marked 
'*  patent,"  and  directed  his  workmen  not  to  make  any  more  of 
them. 

Now,  the  defendants  further  say,  that  if,  prior  to  December 
24,  their  manufacturers  were  going  on  making  these  articles,  and 
that  it  was  done  with  the  guilty  intent  and  purpose,  yet,  if  they 
changed  that  purpose  between  December  24  and  27,  and  these 
were  made  between  December  24  and  27,  that  that  would  ex- 
onerate them.  I  do  not  think  that  well  founded  in  law.  I 
think  that  if  the  defendants  gave  instructions  to  their  work- 
men to  manufacture  articles,  and  put  on  the  word  '^  patent," 
and  did  it  for  the  purpose  of  deceiving  the  public,  and  then 
went  away  to  Washington,  at  a  distance,  and  there  changed 
their  own  wishes  or  views ;  and  that  that  uncommunicated 
wish,  or  intent,  or  purpose — whatever  it  is  called — did  not 
reach  the  workmen,  or  any  others  in  their  employ,  and  the 
manufacture  went  on  under  the  original  instructions  given, 
pursuant  to  an  original  illegal  purpose,  and  was  consummated  by 
the  act  of  affixing  the  word — this  uncommunicated  purpose,  or 
wish,  or  intent,  has  no  operation  to  prevent  its  being  an  affix- 
ing of  the  word  "patent"  on  the  article,  with  the  intent  to  de- 
ceive the  public. 

The  ground  taken  by  the  defendants  is,  that  they  expected  a 
patent  under  Phipps'  application ;  and,  you  will  remember  that 
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The  other  evidence,  besides  that  bearing  directly  upon  these 
articles,  branches  off,  as  I  have  said,  very  much,  and  hence  to 
a  great  extent  applies  to  other  articles  manufactured  and  sold 
by  the  defendants,  and  other  acts  done  besides  that  of  affixing 
the  words.  For  example,  there  is  evidence  before  you,  from 
Mr.  Draper,  as  to  the  number  of  caps  that  he  manufactured  for 
lamps;  that  he  begun  the  last  of  August,  and  continued  until 
Septembei*  20,  that  during  the  whole  period,  from  September  20 
to  December  27,  he  continued  to  manufacture  articles  marked 
"  Newell's  patent,  1852,"  and  that  these  articles  were  furnished 
from  time  to  time  to  the  defendants. 

Now,  the  inquiry  is,  what  was  done  with  these  articles,  and 
what  was  the  purpose  for  which  they  were  originally  made,  with 
these  words  upon  them,  and  how  far  does  that  aid  you  in  ascer- 
taining the  purpose  of  these  particular  articles  ?  The  argument 
is,  that  it  was  an  innocent  purpose.  If  this  was  an  innocent 
purpose — ^that  is,  if  the  defendants,  when  they  employed  Mr. 
Draper  to  make  these  articles,  intended  to  withhold  them  from ' 
public  view,  so  that  they  should  not  mislead  and  deceive  the 
public — why  did  they  not  put  them  aside  where  they  would 
not  be  displayed  to  the  public  view,  or  be  sold  so  as  to  be 
likely  to  meet  it.  If  that  was  the  purpose,  you  will  look  at 
the  manner  in  which  they  dealt  with  them,  to  see  whether  it  is 
consistent  with  taking  care  that  the  public  was  not  deceived. 
On  the  contrary,  if  yqu  find  that,  as  they  were  manufactured, 
instead  of  being  kept  by  themselves,  they  were  carried  to  a  store, 
and  there  kept  openly  as  articles  for  sale,  and  sold,  you  will 
judge  what  force  and  effect  that  has  to  sho\y  that  that  was  the 
original  purpose. 

It  is  contended,  that,  after  a  change  of  purpose,  it  is  stated 
by  some  of  the  witnesses  that  these  were  pqt  in  boxes,  and  put 
down  cellar. 

It  may  be  asked,  why  it  was  not  done  prior  to  that  time  ? 
And  how  are  you  to  account  for  the  fact,  that  those  persons 
employed  to  manufacture  and  mark  the  articles,  put  the  words 
upon  them,  and  kept  them  there,  and  sold  them  to  customers  ? 
Ifow  is  that  consistent  with  the  purpose  of  not  deceiving  the 
pul^lic  ?    The  quality  is  ioiniaterial  in  this  general  yiew.    Then, 
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think  proper.  On  the  third  count,  the  same  remarks  will  apply. 
And  I  will  request  you  to  say  on  which  count  you  do  find,  or 
on  all  the  counts,  if  you  iind  on  all  of  them. 

The  jury  found  a  verdict  for  the  plaintilF  on  the  three  counts, 
assessing  as  damages,  $200  on  the  first,  and  fioo  on  each  of 
the  others. 
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otben,  a  neglect  to  uieit  bis  cliimi  bf  luit  or  Mboirne,  an  omnuoa  to  tell 
liccDKt,  1  neglect  tu  mike  eSbrti  to  reitiie  anj  idvutagc  Ironi  bu  patcnE, 
and  limilar  citcomitancei.     Ramitm  t.  Mmjv  if  Ncn  Ttrk.  ij 

ACTION. 

See  CoNmucnoH  at  Statvti,  4;  Ruhdi,  iS. 

ADMISSIONS. 

I.  Pitenteci  an  not  bound  b|r  ibeit  opinion!  npon  legal  quesbau  relating  to  tbdt 
patent.     Aiam  t.  Eimardi. 

See  Rimui,  17  ;  SricincATiaH,  ]. 

ALIEN  PATENTEE. 

I.  If  an  alien,  either  through  ignorance  or  intention,  Uiely  repreaenti  himielT  a> 
a  citiien,  in  order  to  obliiti  a  pitent,  the  piCent  n  procured  is  "  inapeiitire 
and  intalid"  to  Testa  title  in  tbeallFged  ia<entian.      Ciild  j.  Aiami.  ig 

1.  The  oatb  of  ciciienihip,  and  other  dutiet  reijiiired  by  section  6  a(  the  Act  of 
Jul;  4,  iS]6,  are  conditions  precedent,  wiiboni  wbicfa  the  CamraiiiioDet  bu 
no  authoiicy  to  grant  1  patent,  and  a  defendant  ma;  allege  a  neglect  or  fraud- 
ulent ominion  to  fulfill  these  conditioD),  or  any  of  them,  at  a  inffident 
delisnte.      Itid.  il 

].  M.,  in  alien,  made  oicb  that  he  was  a  citiien  of  [be  United  States,  and  ob- 
tained a  patent.  £igbi  yeari  afterward  be  lurrendered  hit  patent,  made  oatb 
that  he  was  a  cttiien  of  Prance,  paid  tbe  balance  of  the  lee  due  the  Patent 
Office,  and  obtained  a  teittoe,  wbicb  recited  (among  other  things)  chat  nid 
original  lettett  patent  were  "granted  to  hiro  upon  hit  belief  that  he  wat  a 
citiien  of  the  United  States,  which  belief  irote  from  an  ignorance  of  ibe 
law)  of  the  United  States."  Held:  Tbit  tbe  original  and  reissued  ptenu 
were  both  inralidi  tbe  first,  because  of  the  talie  suggestion,  the  second  from 
want  of  power  in  the  Commiiuoner  Co  grant  it.      IhiJ.  1I 

APPLICATION. 

I.  Where  an  inventor  penereres  in  his  application  for  a  patent,  from  fini  to  last, 
although  he  may  file  leietal  lucccsiive  applicationi,  some  of  which  are  witb- 
driwn,  hit  patent  can  not  be  defeated,  unleai  upon  proof  of  pabllc  use,  or 
■ale,  tot  tiro  yean  before  hi)  applicalian,      Adami  t.  EitwardM. 

I.  The  proviiiDni  of  section  i  of  tbe  Act  of  1835,  and  section  6  of  the  Act  of 
1839,11  to  when  a  borne  patent  ihill  bear  the  date  of  a  foreign  pitent,  relate 
only  to  lucb  patents  it  ate  apflUd  f,r  here,  ifler  the  issue  of  tbe  Ibnagn 
pilenl.  Where,  therefore,  an  application  for  a  pitent  wat  made  in  tbis 
country  in  April,  1838,  and  acted  on  in  that  month,  but  a  pitent  wat  not 
actually  iuued  until  June  10,  1 R40,  at  wbicb  time  the  patent  wit  diced,  and 
a  foreign  patent  wii  obtained  in  August,  1138 — Held:  At  the  ipplicatiaa 
bete  wu  before  the  foreign  patent,  that  the  grant  of  the  patent  here  wat 
under  the  general  enactmentt  of  the  Act  of  1836,  and  iti  term  was  ptoperly 
from  in  date.     Friiui  r.  R^iri.  1 
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7.  Where  certain  terms  are  used  in  a  grant  which  hare  a  well-known  general  mean- 

ing, then,  in  the  interpretation  of  such  grant,  such  well-known  general 
meaning  must  be  given  to  the  terms  used,  unless  it  appears  that  some  other 
or  different  meaning  was  intended  by  them.     Day  v.  Cary.  4x4 

8.  It  is  not  to  be  presumed  that  a  grantor  intended  to  grant  more  than  he  had  a 

right  to  grant,  or  that  a  grantee  intends  to  receive  by  way  of  grant,  that 

to  which  he  has  a  full  right  without  a  grant.     Ibid,  424. 

9.  In  giving  an  interpretation  to  a  particular  clause  in  a  deed,  we  most  look  to 

every  part  of  it,  and  not  only  to  the  granting  clause,  in  order  to  ascertain 
whether  such  an  interpretation  is  a  true  one.     Ibid,  414. 

10.  Extraneous  &cts  are  all  proper  to  aid  the  Court  in  ascertaining  what  the  deed 
really  means,  when  there  are  difficulties  in  interpreting  the  language,  in  con- 
sequence of  ambiguities  in  the  terms  used.  But  when  there  are  no  such 
ambiguities,  such  evidence  is  not  resorted  to.  When  there  are  no  difficul- 
ties in  interpreting  the  language  used,  the  deeds  must  speak  for  themselves. 
Ibid,  4^4 

11.  In  the  deeds  from  Goodyear  to  Day,  the  terms  "  shirred  or  corrugated  goods,** 
mean  goods  manu^ctured  under  and  in  accordance  with  the  '*  shirred  goods** 
patent  issued  to  Charles  Goodyear,  March  9,  1844,  and  do  not  refer  to  or  in- 
clude elastic  or  woven  rubber  goods,  not  manufactured  in  accordance  with  said 
patent.     Ibid.  404 

II.  If  a  man  owns  two  rights  to  manufacture  goods,  by  patents  of  different  dates, 
and  sells  to  A.  his  right  under  one  specifically,  and  to  B.  the  right  to  manufac- 
ture generally,  as  a  matter  of  course,  the  fair  construction  of  the  latter  grant 
will  be  held  to  be  a  conveyance  of  the  right  to  manufacture  under  both  pat- 
ents.    Day  V.  Steliman.  487 

13.  A  deed  conveys  a  title,  although  it  may  have  covenants  in  it  which  have  not 
been  performed.     The  covenant  does  not  effect  the  grant ,  the  grant  passes 

the  title,  and  operates /» /r^i^ff A*.      Ibid.  487 

14.  In  the  deeds  from  Goodyear  to  Day,  the  terms  "shirred  or  corrugated  goods  '* 
are  not  limited  or  restricted  to  goods  manufactured  under  and  in  accordance 
with  the  **  shirred  goods  **  patent  issued  to  Charles  Goodyear,  March  9,  1844, 
but  they  refer  to  and  include  elastic  or  woven  rubber  goods,  not  manufactured 

in  accordance  with  said  patent.     Ibid,  487 

15.  The  right,  franchise,  or  monopoly  granted  by  a  patent,  is  by  the  statute  made 
divisible  in  the  category  of  its  locality  only.  Goodyear  v,  N.  J.  Central  H.  R»  626 

See  Disclaimer,  ^ ;    Extension,   i  ;  License  ;    Reissue,  7,   8,  9,   10, 

CAVEAT. 

I.  The  cq'oe^t  is  i^ut  conclusive  evidence  that  the  invention  is  p^rt  perfected  ;  a 
person  may  choose  to  file  a  caveat  while  he  is  going  on  and  making  improve- 
ments upon  an  invention  which  he  has  already  completed  so  as  to  be  of  pracr 
tical  utility.     John$on  v.  Root,  351 
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language  used  may  be  too  clear  to  be  controlled  bj  any  extrinsic  evidence. 
Many  v.  Sister,  3 1 

a.  The  specification  being  an  instrument  of  writing,  its  interpretation  is  a  matter 

exclusively  for  the  Court,  who  must  explain  it.     Parker  y.  Hulme.  44 

3.  A  patentee  has  the  right  to  disclaim  any  thing  which  has  been  claimed  through 

"  inadvertence  or  mistake,**  but  when  a  patentee  claims  any  thing  as  his  own 
Courts  can  not  reject  the  claim,  though  the  inventor  himself  may  disclaim  ie 
at  the  trial.     Parker  v.  Sears.  93 

4.  Patents  should  be  construed  liberally  to  support  the  claims  of  meritorious  in- 

ventors. But  there  should  not  be  a  liberality  of  construction  which  permits 
the  inventor  to  couch  his  specification  in  such  ambiguous  terms  that  its  claims 
may  be  expanded  or  contracted  to  suit  the  exigency.     Ibid.  93 

5.  In  order  to  ascertain  the  true  nature  and  value  of  an  invention,  we  must  sepa- 

rate the  substance  and  principle  of  it  firom  its  accidents,  its  essence  from  its 
modes.  A  mere  change  in  the  latter,  while  the  former  are  retained,  will  not 
acquit  the  party  making  it  from  the  charge  or  guilt  of  piracy.  Blancbard  v. 
Meeves,  103 

6.  Courts  will  always  construe  letters  patent  favorably  to  the  patentee,  but  they  can 

not  make  a  new  specification  with  more  extensive  claims  than  the  original, 
or  stop  the  course  of  inventors  by  a  fanciful  application  of  the  doctrine  of 
equivalents.     Sickles  v.  Gloucester  Manuf,  Co,  22a 

7.  When  the  exact  nature  and  extent,  or  essence  of  the  claim  can  be  perceived, 

the  Court  is  bound  to  adopt  that  interpretation  of  the  patent,  and  give  it  fiill 
efifect.     fFintermute  v.  Redington,  239 

8.  The  construction  of  the  claims  of  a  patent  is  a  question  of  law,  exclusivley  for 

the  Court,  and  not  for  the  determination  of  the  jury,  unless  they  may  be 
technical  terms,  or  terms  which  need  explanation  by  the  evidence  given  be- 
fore the  jury.     Ransom  v.  Mayor  of  New  Tork,  252 

9.  In  determining  the  construction  of  the  claims  of  a  patent,  the  Court  should 

refer  to  the  whole  specification,  and  consider  the  whole  in  connection,  al- 
though the  claim  at  the  end  of  the  specification  is  usually  intended  to  define 
and  limit  the  extent  of  the  claim  made  by  the  patentee.     Ihid,  252 

10.  Where  a  claim  may  be  open  to  objection  of  any  kind,  it  is  the  duty  of  the 
Court  so  to  construe  it,  if  it  can  be  done  without  doing  violence  to  the  lan- 
guage used,  as  not  to  affect  the  rights  of  the  patentee,  but  to  give  him  what 
and  ail  he  has  actually  invented — in  other  words,  to  make  the  claim  com- 
mensurate with  the  invention  actually  made.     Ibid,  252 

1 1.  The  jury  are  to  consider  that  the  patent  grants  that  which  the  Court  determ- 
ines it  to  grant.     Serrell  v.  Collins,  289 

12.  In  the  construction  of  a  patent,  the  intention  of  the  inventor,  so  as  to  efiect 
the  object  designed,  is  to  govern  the  construction  of  the  language  employed. 
The  Court  will  look  to  the  manifest  design  in  order  to  remove  any  ambiguity 
arising  firom  the  terms  employed ;  but  this  ambiguity  must  not  be  such  as 
would  perplex  an  ordinary  mechanic  in  the  art  to  which  it  applies.  Pe^e  ▼• 
Ferry,  298 
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23.  The  wordi  **a»  herein  described,**  and  "as  herein  set  forth,**  refer  to  the  spec^ 
ification,  and  may,  in  their  proper  construction,  embrace  elements  of  a  com- 
bination not  specifically  named  in  the  claim.     Ibid,  483 

24.  Neither  the  testimony  of  witnesses  in  general,  nor  of  professors,  experts,  or 
mechanics,  can  be  received  to  prove  to  the  Court  what  is  the  proper  or 
legal  construction  of  any  instrument  of  writing.     Day  ▼.  StelJmam,  487 

25.  Nevertheless,  the  Court  will  bring  to  its  aid  the  testimony  of  witnesses  to 
explain  terms  of  art,  and  make  itself  acquainted  with  the  material  with  which 
the  writings  deal,  and  with  the  circumstances  under  which  they  were  made. 
Jhid,  487 

26.  The  term  "shirred  **  means  "wrinkled  or  contracted.**  The  term  "corru- 
gated,*' means  "  wrinkled.**  These  ternn  were  known  to  the  trade,  in  con- 
nection with  the  manufacture  of  India  rubber  goods,  prior  to  Goodyear*8 
patent  of  March  9,  1844.     UiJ,  487 

27.  The  patent  for  a  new  and  improved  process,  by  which  any  product  or  manu- 
facture, before  known  in  commerce,  may  be  made  in  a  cheaper  and  better 
manner,  grants  nothing  but  the  exclusive  right  to  use  the  particular  process. 
Goodyear  v.  N.  J,  Central  R,  R,  626 

28.  But  if  the  patentee  be  the  inventor  or  discoverer  of  a  "  new  manufacture  of 
composition  of  matter,  not  known  or  used  by  others  before  his  discovery  or 
invention,**  it  is  clear  that  his  franchise,  or  sole  right  to  use  and  vend  to  others 

to  be  used,  is  the  new  composition  or  substance  itself.     IHd,  626 

29.  When  the  specification  honestly  sets  forth  the  process  and  mode  of  com- 
pounding a  new  and  valuable  composition  of  matter.  Courts  are  bound  to 
give  it  a  liberal  construction,  and  not  to  fritter  it  away,  or  annul  its  benefits, 

by  formal  or  subtle  objections.     Ihid.  626 

30.  The  patent  should  be 'carefully  examined  to  find  the  thing  discovered,  and  if 
it  be  clearly  set  forth,  the  patentee  should  not  sufier  for  the  imperfection  or 
vagueness  of  the  language  used  in  describing  its  true  intent  and  nature.  Ibid,  626 

Sec  iNraiNOBMBNT,  6,  13,  16,  23,  Invention,  285  Pabticulaa  Pat- 
ents} Patent,  i,  4,  8,  9,  ioj  Specification. 

CONSTRUCTION  OF   STATUTE. 

1.  In  section  7  of  the  Act  of  1836,  the  terms,  "  prior  to  the  application  **  for  a 

patent,  refer  only  to  the  public  use  or  sale  of  the  invention  with  the  appli- 
cant's consent  or  allowance.  They  do  not  refer  to  any  thing  else.  Barthol- 
omeiuf  V.  Sawyer,  5'^ 

2.  And  the  terms  "  prior  to  the  alleged  invention  of  the  applicant'*  refer  to  an 

invention  or  discovery  of  some  one  other  than  the  applicant,  in  this  country, 
and  also  to  a  patent,  or  description  in  some  printed  publication  in  this  or  some 
foreign  country.     Ibid,  5'^ 

3.  The  purpose  of  section  5  of  the  Act  of  August  29,  1 842,  is  to  guard  the  public 

right  to  use  unpatented  articles ;  and  to  prevent  deception,  by  assertions  that 
articles  not  entitled  to  that  privilege^  have  been  patented.    Nicboh  v.  NcweU.  647 
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Dilc  of  InventioD— DiUgtnce. 

4.  The  nile  of  dimigci  ii  the  profit!  which  had  been  derived  bj  the  defeadiDIi 
from  the  uie  of  the  pliindfTi  machine,  oier  injr  othw  mode  which  the  de- 
IcndanCi  had  a  right  to  adopt.     Strrell  T.  Cilia,.  *! 

J.  The  plaincifF  ii  entitled  to  the  actual  duniget  luatained  h]r  the  Bie  of  hit 
improrement  during  the  (erm  of  the  illegal  OKr,  or  the  unoant  of  profit* 
actuall]!  receiTed  by  the  defendant,  during  the  time  he  uted  the  plaiatiff'i 
improvement.     Pt^e  i.  Fiity.  a 

6,  There  it  no  unbending  ot  unjiielding  rule  of  damiget,  but  the  rale,  generallj 

lecogniied  ai  the  true  one,  ii  to  give,  u  dimagei,  the  amount  of  profiu  nved 
to  the  delcndinti  by  the  unlawful  UK  of  the   pluntiff't  iniention.      BtU  y. 

7.  The  jury  may  asieti  at  damagea,  under  uction  5  of  the  Act  of  Aaguit  19, 

1S41,  not  let!  thin  one  hundred  dDilara,and  aa  much  mote  u  they  think 
proper.     NUitli  T.  titviill.  i. 

i.  TrihU. 
X.  The  object  of  the  provition,  which  permia  the  Court  to  treble  the  lerdict 
found  by  the  jury,  ii  to  remunerate  palenteei  who  ire  compelled  to  lutiia 
their  piienti  agii nit  wanton  and  penevering  infringen,  and  wu  not  intended 
to  include  mere  collection  luiti  brought  upon  an  ei[Hred  ptent.  BtU  t. 
McCal/wgi.  jl 

DATE  OF  INVENTION. 

See  iHTumoH,  t,  ii,  11,  33  ;    Piioi  Ihtihtioh,  j. 

DEDICATION. 

See  AlAIlDOHMEHT. 

DEFENDANT'S  PATENT. 

See  Ihjdnction,  17,  iS,  16. 

DILIGEKCE. 

t-  If  an  inTentor,  after  hii  invention  ii  perfe:ted,  uoteaionably  delayi  his  appll' 
cation  for  a  patent,  and  othen,  before  luch  application,  actually  perfect  and 
apply  to  practical  uie  the  lame  invention,  and  give  the  knowledge  thereof  to 
the  public,  and  the  former,  after  the  knowledge  of  luch  lubie^uent  inven- 
tion and  UK,  hill  to  make  objection,  and  apply  without  unreiionible  delay 
for  a  patent,  he  can  not  augtain  the  intent  he  miy  afterward  obtain,  becauae 
he  haa  (ailed  to  give  to  the  public  that  coniideration  for  the  grant  of  eictu- 
•ire  privilege!  upon  which  ill  valid  patent!  moit  be  baied.  Jioirini  r.  Maytr 
»f  Ntin  rtrk.  ». 

1.  If  he  hai  not  perlected  it,  and  did  not  uie  due  diligence  to  carry  It  Into  efTect, 
and  in  the  mean  time,  before  he  got  hii  patent,  lomebody  elie  had  invented 
and  uied,  and  incorporated  into  a  practical,  uefiil  machine,  that  mode  of 
feeding,  then  he  could  not,  byinbiequent  patent,  appropriate  to  himielf  what 
wai  thu!  embraced  in  the  foimei  machine  between  hia  ttviM  and  obiainiDt 
of  hii  patent.     JobiiKB  y.  Rttl,  J 

See  AiAKDOHMUiT,  A,  4  J  ImitmoH,  19. 
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EVIDENCE. 

I.  The  patent  and  the  cfrlified  cop;  of  lecoril  ihncor,  in  December,  1854,  and 
the  certified  copy  of  tlie  driwlnp  depmited  bjr  tlie  patentee  in  the  Patent 
Office,  on  the  t9lh  cf  KoTembcr,  iSjS,  with  the  referenca  thereon,  are, 
under  the  prDTiiioni  of  the  Act  of  Congicu,  of  Match  ],  iE]7,  prima  facit 
efidence  of  the  particular)  of  the  invention  patented.  Wn»n  v.  N.  7*.  (^ 
EriiR.  R.  C:  xij 

t.  A  patent  n  prima  faeii  eridence  of  the  (mX  of  fint  and  oiiginal  iarcnrion  and 
ntilitj,  and  miut  prerail,  unlen  there  it  other  etidence  to  OTercotne  luch 
prima  fatU  praumpnon ;  and  when  there  hat  been  1  reneira],  luch  TenewaJ 
ii  alio  prhufacH  evidence  11  to  tuch  matlen,  and  of  course  addi  weight  to 
the  prima  faiit  evidence  fumiihed  bjr  the  (niginal  patent.  Itaiutm  v.  Majar 
tf  tfctp  Ttrk.  Iji 

3.  The  patent,  when  produced  in  evidence,  whether  it  be  an  original  or  a  reiaaue, 

it  ptimafatit  evidence  that  the  thing  granted  wai  new  and  uteful,  aad  that 
the  patentee  was  (he  inrentar  or  discoverer  thereof.     Sirrtll  v.  CJIiiu.  itg 

4.  The  grant  of  a  patent  it  a  determination  on  the  part  of  tlie  Commiuioner  of 

Patent!  that  the  labject  of  it  if  not  embraced  in  a  prior  patent.     IMJ.  sSy 

5.  The  patent  ii  prima  facit  evidence  that  the  teveral  granti  of  right  contained 

in  it  are  valid  ;  that  the  leveral  thingi,  method)  and  dericei  contained  in  h 
aie  newj  that  they  were  uaefulj  that  they  required  invention,  and  that  tfaey 

have  full  elliict,  unlet!  it  11  rebutted  by  lofficient  countervailing  evidence. 
Pttltr  V.  ff.//..J.  jS» 

6.  The  patent,  including  the  ipecifiiarion  and  drawing),  it  prii^  facit  evidence 

that  the  patentee  wa>  the  original  inventor  of  the  improvemei^ti  deifribed  in 
hit  teveral  claimt,  and  the  burden  of  proof  ii  upon  the  defendant,  to  ihow  a 
prior  invention.      CakHa  v.  Ring.  397 

7.  Trial  by  jury,  tboogh  in  ineitiinable  right,  ii  not  a  trial  without  1  Court.      It 

it  ai  much  the  duty  oF  the  Court  to  detarmine  the  queition  raised  u  to  the 
admiisibility  of  evidence,  at  it  ii  that  of  the  jury  to  determine  iti  wdghr 
after  it  ii  received.      Ihid.  197 

%.  A  kind  of  evidence,  which  it  entitled  to  the  higheit  credibility,  ii  the  machinei 

ni  ».  Barrtil.  4*1 

9.  Whether  a  mere  drawing,  unaccompanied  by  any  deicnption  whatever,  can  be 

received  at  a  printed  public  woric,  quart,     ytdaa  1.  Ctpi.  615 

10.  Affixing  the  wordi  "Newell't  patent,  1851,"  it  affixing  the  word  "  patent " 
within  the  meaning  of  the  act.     Nicknh  v.  Nivttl.  647 

It.  A  count  charging  the  detendanti  with  putting  the  word  "patent"  on  a  lamp, 
it  tuttained  by  proof  thit  the  word  wai  put  upon  the  cap  of  the  lamp.  lUd.  S47 

ti.  The  oiiiEDie  it  completed  by  affixing  the  word  "  patent "  to  an  article  with  in- 
tent to  deceive.      It  it  not  aecexary  to  prove  that  the  article  «■  told.    IbU.  647 

1 3.  On  the  other  hand,  if  the  word  it  affixed  with  an  innocent  purpOK,  the  of- 

dEue  is  nut  committed,  although  the  article  may  be  afterward  told.     Iliid,       647 


Oranlec — I  nfringemcnt. 

>.  A  prior  UK  in  a  foreign  Und  doei  not  iniolidate  i  pitenc  iftetiHrd  taken  out 
in  Cbii  countiy,  where  a  panacee,  at  the  time  of  hii  application,  luppoied 
himielf  to  be  the  Ant  intentor,  unleM  the  prior  iarendan  hat  been  pateaicd 
or  dctcribed  in  wroe  printed  public  work.     Hayt  i.  Sulier.  j  j* 

3.  It  ii  competent  for  ■  defendant  to  ifaow  uh  in  a  foreign  country.  All  that 
the  itituie  contemplatei  it  proof  of  the  jmrencion  at  >ei  forth  in  a  patent  oc 
printed  publication.     Juittn  f.  Ctfi.  £15 

See  ArrLicATiDN,  4. 

GRANTEE. 

Sm  Abidnhiht,  X,  4,  {,  g  {  LiciNii. 

GUILTY  KNOWLEDGE  OR  INTENT. 

1.  If  the  word  "  patent "  it  affiled  to  aniclei  without  any  purpoee  of  uiiag  them 
or  of  deceiving  the  public,  but  with  the  eipectation  of  having  a  patent,  and 
with  the  intention  of  withholding  them  from  obtemtlon  and  tale  until  the 
patent  iboold   be  granted,  luch  purpoae  would  be  innocent,    tticbtli  v. 

S.  Although  tome  artidei  may  be  ttamped  Innacentiy,  if  any  are  itamped  with  a 

(uiltf  purpoae  the  oiKnie  ii  committed.      Hid.  G47 

].  If  a  party  giica  initructiun  to  hli  workmen  to  manufacture  articlei  and  put  on 
the  word  "  patent,"  with  intent  to  deceive,  and  then  goei  to  a  diitanc  city, 
and  there  changei  hit  mind,  without  notifying  or  itopping  hit  workmen,  that 
uncommunicated  change  of  intent  doei  not  prevent  the  manu&cture,  going 
on  under  the  original  inittuctioni,  IVom  being  illegal  and  liable  to  the  pen- 
alty,    tbid.  647 

4.  Although  the  party  may  have  eipected  a  patent  ihottly,  or  within  any  time,  if 
lliere  wat  a  purpoie,  at  the  rime  the  word  wat  affiled,  to  deceive  the  public 
by  cauiing  them  to  believe  that  the  artidet  were  then  patented,  the  oStau 
would  be  committed.      Ibid.  G47 

See  EfiDiNCi,  I],  15;  iMFaiNoaHiNT,  1,  t;,  16,  17,  37. 

IMPROVEMENT. 

I.  An  imptoremeni  hai  euenrial  reference  to  a  lubject- nutter  to  be  improved.  It 
ia  not  an  original,  but  embrace!,  and  either  addi  to  or  altera,  (he  original. 
Ftgt  w.  Firrj.  99! 

See  iNraiKCiMiNT,  4,  6,  7,  15,  Ji,  3S1  Injonctiob,  jo}  PAa-ncuLAi 
Patinti,  14,  15}  SriciricaTioN,  5,  6,  11. 

INFRINGEMENT. 

I.  Two  ttructurei  are  "  lubttantially  "  the  tame  when  they  ate  of  the  time  male- 
rial,  if  material  ii  important;  of  the  tame  tbickneis,  if  thtckneu  ii  important, 
or  of  the  tame  flinn,  when  form  contributes  to  the  reiult.  Aitna  v.  £1^- 
vHrir.  I 

X.  The  queation  of  infringement  it  one  Irreipective  of  motive.  The  deAndant 
may  have  infHnged  without  intending,  or  evfn  knowing  it ;  bat  he  it  none 
tlie  len  an  Inltinger.     Prvin-  v.  Balmt.  ^ 
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INDEX. 
Infringement. 


lateral  support.  The  defendants  used  two  cylindrical  plates  for  the  same  par^ 
pose,  but  also  used,  as  a  means  of  connection,  a  common  king-bolt  and  side 
bearings,  so  that  the  cylindrical  plates  were  only  used  in  certain  contingen- 
cies. Held :  That  it  was  not  necessary  that  the  devices  of  the  plaintiff  should 
be  the  only  essential  means  by  which  the  support  was  afforded,  and  that  the 
defendants  could  not  escape  the  charge  of  infringement,  by  adding  something 
to  the  means  patented.     IhiJ.  340 

14.  If  the  same  result  is  produced  by  the  defendant  as  by  the  patentee,  but  by 
means  substantially  different,  there  is  no  infringement,  for  a  patent  is  not 
granted  for  a  mere  result;  but  otherwise,  if  the  defendant  produces  the  result 

by  contrivances  substantially  the  same  in  principle.     Morrit  v.  Barrett.  461 

15.  If  the  defendant  uses  the  plaintiff^s  patented  invention,  that  which  is  secured 
to  him  by  his  patent,  then  he  infringes,  whatever  else  he  may  use,  or  what- 
ever else  he  may  have  added  to  it.     yobnson  v.  Root.  351 

16.  Where  the  plaintifTs  patent  is  subsequent  to  the  use  of  the  defendant's  ma- 
chine, when  the  former  would  carry  his  invention  forward  to  a  time  anterior 
to  its  use  by  the  defendant,  he  can  have  the  benefit  only  of  that  which  he  had 
discovered  and  invented  prior  to  the  time  when  defendant  used  it.     Ibid.         351 

17.  There  is  no  infringement  of  a  patent  for  a  combination,  unless  all  the  essen- 
tial parts  of  the  combination  are  substantially  imitated.     Bell  v.  Daniels.         37s 

18.  If  the  defendant's  machine  does  not  contain  the  combinarion,  or  the  equiva- 
lent for  each  member  of  the  combination,  acting,  when  so  combined,  sub- 
stantially in  the  manner  set  forth  in  the  plaintifTs  patent,  there  is  no  infringe- 
ment.    CaAoen  v.  Ring,  397 

19.  The  true  test  of  similarity  or  difference,  whether  as  to  shape,  form  or  names, 
is  to  look  at  the  mode  of  operation,  or  the  way  the  parts  work,  and  at  the 
result,  considering  more  particularly  those  portions  of  a  given  part  which 
really  do  the  work,  so  as  not  to  attach  too  much  importance  to  those  other 
portions  of  the  same  part  which  are  only  used  as  a  convenient  method  of  con- 
struction.    Ihid,  397 

lo.  One  thing  may  be  a  little  longer  or  a  little  shorter  than  another;  or  it  may 
look  a  little  better  or  a  little  worse ;  and  yet  the  two  may  be  substantially 
the  same.     Wd,  397 

21.  It  is  a  famil  ar  law  that  there  is  no  infringement  of  a  patent  for  a  combination, 
unless  the  defendant  uses  all  the  parts  of  which  that  combination  it  com- 
posed. But  there  is  another  kind  of  combination  to  which  this  doctrine  does 
not  apply,  and  that  is  where  the  combination  is  of  old  and  new  parts  of  a 
machine.  In  such  a  case,  the  defendant  infringes  if  he  takes  the  new  part 
gnly.     Ibid.  397 

22.  On  the  question  of  identity,  the  law  regards  substance  and  not  form,  and  the 
real  question  is,  whether  the  machine  used  by  the  defendant  is  in  principle 

the  same  as  that  patented  by  the  plaintiff.     Latta  v.  Sbawk,  465 

23.  By  the  term  "  principle  **  of  a  machine  we  understand  its  mode  or  manner  of 
operation,  and  hence  there  may  be  two  structures  widely  different  in  appear- 
ance or  dimensions,  which  are  yet  identical  in  principle.     lbid>  46  5 


ji.  If  the  feeding  of  tbe  cloth  inil   tightening  uf  the  ititch  were 

befiire  Ihe  inientioni  of  Sinier;  then,  if  the  defendanti,  in  the  conltruction 
of  [heir  michinrt,  provided  foruid  necetutict  by  mechiniim,  orcombinitioiu 
of  mechanitm,  mbEUnliallr  diffisrent  firom  the  mechanitm  dueribed  in  the 
piteow  of  Singer,  there  it  no  infringement.     Siagir  t.  ITalmiliy.  jj! 

J3,  If  the  defendinu  uk  only  one  or  two  of  the  roechanicil  deiicei  described  by 
the  pliintifT,  or  two  combined  with  i  third  which  it  lubitintiilly  different  in 
form  or  in  the  minner  of  iti  arrangenvent  ind  connection  with  the  othert, 
then  there  i(  no  inftingement.      IhU.  55S 

34.  It  ii  not  neceuary  that  the  jury  iliould  find  that  the  defendant!  have  infringed 

all  tbe  claimt,  if  thece  be  more  [ban  one  in  a  particular  patent.     liiJ.  55S 

15.  No  matter  what  additiani  to,  or  modlRcjtions  of,  a  palentee't  invention  a  de- 
fendant may  have  made,  if  he  hai  taken  what  belong!  to  the  patentee  he  ha> 
infringed,  although  with  bii  improvement)  the  original  machine  may  be  much 
more  uieliil.     Hamt  t.  Morun.  jg6 

j6.  Similarity  in  the  ttnicture,  appearance,  and  effect  of  two  thingt,  ii   preiomp- 

tiTe  evideace  of  their  being  made  in  tbe  aarne  way.     Malic-aii  v.  Siaui.  6ox 

37.  It  ia  not  neceuary,  to  eonititute  an  Infringement,  that  a  man  ihould  work  by 
the  apecificationt  contained  in  the  patent.  He  might  not  even  know  there 
waituch  ■  patent,  and  yet  Infringe  it.     lUJ.  &oa 

38.  Upon  the  iuue  of  infringement,  ibe  jury  are  not  to  inquire  whether  the  two 
thing!  are  identical  in  ittucture,  form,  or  dimentioni,  but  whether  they  In- 
volie  aubinnlially  the  tame  mechanical  principle!,     yudsan  v.  Cspi.  615 

39.  The  aale  or  use  of  tbe  product  of  a  patented  machine  ii  no  tlolation  of  the 
eicluiive  right  to  uie,  construct,  or  lell  the  machine  itielf.      (ktdjiar  t.  JV. 

J.  Cniral  R.  R.  616 

40.  Where  a  known  manufacture  or  product  it  in  the  market,  purchaien  are  not 
bound  10  in<|uire  whether  it  wai  made  on  a  patented  machine  or  by  a  patented 
proceu.     UiJ.  616 

41.  The  product  and  the  proceu  being  both  nevr  and  proper  lubjecti  of  a  patent, 
■he  patentee  hai  a  right  to  piohibit  the  lale  or  uie  of  the  coropoiition,  unleu 
when  purchated  firom  pcnoni  licenud  by  him  to  uie  the  proceu  and  vend  the 
product.     liiJ.  6t6 

See  CoNrraocnoH  or  Patikt,  Si  Co*pokatioii,  i  ;  EnpitAHNTi  j  Imjdhctioh, 
5,  g,  15,  16,13,  t6,33j  PABTicut  At  Patiht!,  6  i  Ruiiut.iy;   Untmr, 

''^'^'  ''^'  INJUNCTION. 

I.  The  rendition  of  a  verdict  in  a  patent  cue  in  favor  of  a   plaintiff,  ii  not  coD- 

cluiive  upon  the  right  of  luch  pity  to  an  injunction,     JHeirf  y.  ShKr,  ji 

1.  On  a  motion  for  an  injunction,  baled  upon  prior  adjudication!  in  tavoi  of  a 
patent,  the  defendant  may  ihow  that  tbe  title  waa  not  fairly  in  controveny 
in  the  caie  which  profeued  to  try  it  j  or  that  lome  material  lict  waa  then 
unknown,  or  aome  appoiiie  argument  overlooked;  and  the  Court,  if  aatiafied 
that  in  truth  lucb  wai  [be  caie,  would  not  hold  itielf  concluded  by  the  form- 
er adjudication.     Feritr  v.  Brent.  58 


14.  To  iuUE  m  injanction  white  there  ii  a  lubitintiil  controveny  u  to  the  eqairiei 

of  the  pactiea,  and  upon  a  limple  molion,  which  doea  not  permit  thoae  equi- 
tiei  to  be  inquired  of  and  defined  according  to  the  approved  usages  of  chan- 
cery, would  be  carrying  the  remedy  bf  injunction  too  hr.     liiJ.  ijt 

15.  If  there  eiiit  any  reaionible  doubt  about  the  originality  or  nOTelty  of  liie 

ilandal  identity  of  that  manufactured  by  Che  defendant  with  the  plaintifT*:, 
the  Court  it  not  at  liberty,  upon  a  motion  for  a  preliminary  injunction,  to 
interfere  and  irreM  the  mansfacture.      fFinani  v.  Eaioa.  iSi 

16.  The  determination  of  inch  question]  muit  be  poitponed  until  tlie  cate  t>  ma- 

tured and  djipoaed  of  at  the  final  hearing-     Ihid.  iSl 

17.  A  proTJtional  injunction  will  not  be  granted  when  the  delcndanC  hai  letten 
patent  for  the  lame  inrenlion  at  the  plaintiff 'a  which  are  frima  fatit  valid. 
Sargtnt  ».  Carltr.  177 

ll.  BnC  the  Court  will  compare  the  two  tpecificacioni  to  aacertain  if  they  really 

cover  the  tame  thing.      liiJ.  177 

II).  In  acting  on  application!  for  preliminary  injunctioni,  there  ii  much  latitude 
for  diicretion.  The  application  may  be  granted  or  retiued  unconditionally, 
or  termi  may  be  imposed  on  diber  of  the  partiei,  a>  conditions  for  making 
or  refuting  the  order.      Farlmik  v.  Bradford.  '  317 

%a.  The  itate  of  the  litigation,  where  the  plainrilf '1  title  ia  denied,  the  nature  of 
the  improvement,  the  character  and  extent  of  the  infringement  complained  of, 
and  the  comparative  inconvenience  which  will  be  occasioned  to  the  retpeciive 
parties,  by  allowing  or  denying  the  injunction,  mutt  all  be  considered.     Hid.   317 

zi.   Where  there  haa  been  a  trial  at  law,  and  a  bill  ofeiceptiona  taken,  the  Court 

of  eicrpiions,  with  a  view  to  tee  whether  the  litigation  that  remaini  pretentt 
lueh  lerioui  doubts  concerning  the  title  at  ought  to  inRucnce  ill  judgment  in 
granting  or  withholding  the  injunction.      Ibid,  317 

II.  A  preliminary  injunction  will  be  refilled,  unlen  upon  proof  of  exclusive  pos- 
leision  under  the  patent,  or  of  public  acijuiejcence  in  the  eiduiive  right  of 
Che  patentee,  or  of  a  trial  at  law.  Malta*  Hair  Maiaf.  Ct.  v.  Amtrieam 
Hair  Ma*uf.  Ca.  310 

13.  Where  the  patent  ia  recent,  the  ipecificatlon  ohteure,  and  the  proof  of  in- 

ftingemEnC  meager  and  uniatiifiictary,  the  Court  will  not  grant  an  Injunction, 
even  upon  final  hearing,  but  will  retain  the  bill  and  require  the  complainant 
to  bring  an  action  at  law.     Ibid.  JIO 

14.  In  the  trials  at  law,  the  validity  of  Che  patent  was  not  contested,  though  tuch 
validity  wat  threatened ;  and  the  judgmentt  were  obtained  without  collusion. 
Udd:  That  under  che  circumstances,  the  evidence  was  ilrong  In  taror  of  the 
complainant's  righti.    fttur  v.  HiUamd.  jgl 

15.  To  authorire  an  Injunction,  it  is  not  necessary  chac  all  Che  grants  of  tight  in 

a  pacenc  should  have  been  infringed.  Alt  chaC  is  requited  ii  chat  some  of 
them  should  have  been.      Ibii.  ]i» 
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3.  It  is  of  no  conseqaence  how  much  or  how  Iktle  labor,  stody,  or  thought  the 

invention  costs,  if  it  be  really  a  new  and* useful  invention.    Ihid.  17 

4.  Duplication  of  parts,  producing  a  new  and  useful  result,  may  be  patentable. 

Parker  v.  Hulme,  44 

5.  The  propulsive  effect  of  the  vortical  motion  of  water,  in  a  reaction  wheel, 

operating  by  its- centrifugal  force,  and  so  directed  by  mechanism  as  to  operate 

in  the  appropriate  direction,  is  patentable.     Jkid,  44 

6.  He  who  first  discovers  that  a  law  of  nature  can  be  applied  to  produce  a  partic- 

ular result,  and  having  devised  machinery  to  make  it  operative,  introduces  it 
to  the  knowledge  of  his  fellow-men,  is  a  discoverer  and  Inventor  of  the  high- 
est grade.     Uid,  44 

7.  He  may  assert  and  establish  his  property,  not  only  in  the  formal  device,  tor 

which  mechanical  ingenuity  can  at  once,  as  soon  as  the  principle  is  known, 
imagine  a  thousand  fubstitutes;  but  in  the  essential  principle  which  his  ma- 
chine was  the  first  to  embody,  to  exemplify^  to  illustrate,  to  make  operative, 
and  to  announce  to  mankind.    Jiid.  44 

S.  This  is  not  to  patent  an  abstraction,  but  rather  the  invention,  as  the  inventor 

has  given  it  to  the  world,  in  its  full  dimensions  and  extent.     Jhid.  44 

9.  What  the  patentee  does  not,  or  certainly  what  in  the  misty  future  he  can  not, 

describe,  he  must  be  presumed  not  to  have  invented.     SmitA  v.  Dotvning.  64 

10.  What  is  to  be  protected  is  not  an  abstract  or  isolated  principle,  but  the  em- 

bodiment of  a  principle  into  a  machine  or  manufacture,  as  described  in  the 
specification.     Ibid,  64 

11.  The  date  of  the  invention  is  the  date  of  the  discovery  of  the  principle  involv- 
ed, and  the  attempt  to  embody  that  in  some  machine — not  the  date  of  the 
perfecting  of  the  instrument.     Coh  v.  Mass.  Arms  Co,  108 

12.  He  who  has  discovered  some  new  element,  or  property  of  matter,  may  secure 

to  himself  the  ownership  of  his  discovery,  so  soon  as  he  has  been  able  to 
illustrate  it  practically  and  to  demonstrate  its  value.  His  patent  in  such  a 
case  will  be  commensurate  with  the  principle  which  it  announces  to  the 
world,  and  may  be  as  broad  as  the  mental  conception  itself.  Detmold  v. 
Reeves.  ^-  l%j 

13.  The  contract  of  the  public  is  not  with  him  who  has  discovered,  but  with  him 

who  also  makes  his  discovery  usefully  known.  If  he  has  discovered  much 
and  discloses  little— communicates  to  the  world  only  one  or  more  of  the  de- 
rivative and  secondary  truths  of  the  principle  he  has  discovered*r-^he  patents 
no  more  than  he  has  proclaimed.  He  will  not  be  allowed,  afterward,  when 
the  extent  of  his  right  shall  be  the  subject  of  controversy,  to  expand  into  a 
general  expression  what  was  before  limited  to  a  particular  form,  and  argue  that 
he  had  described  the  whole,  by  implication,  from  the  first.     Ibid,  127 

14.  But  the  mental  conception  must  have  been  susceptible  of  embodiment,  and 

must  have  been,  in  fact,  embodied  in  some  mechanical  device,  or  some  process 

of  art.     The  patent  must  be  for  a  thing — not  for  an  idea  merely.     Ibid*         117 

1 5.  The  invention  which  is  set  forth  in  letters  patent  belongs  to  the  inventor  at 
rightfully  as  the  house  he  has  built,  or  the  coat  he  we^rs.    It  ^an  not  detract 
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25.  Such  a  person  has  never  embodied  the  principle  so  as  to  make  it  available  fbr 
practical  use ;  and  the  party  who  embodies  the  principle,  and  makes  it  avail- 
able for  practical  use,  is  the  party  who  is  entitled  to  a  patent,  and  to  protec- 
tion.    Jhid,  252 

%6.  Before  a  patent  can  issue,  the  thing  patented  must  appear  to  be  of  such  a 
character  as  to  involve  or  require  **  invention  **  fur  its  production,  as  contra- 
distinguished from  the  ordinary  skill  of  a  mechanic  in  construction.    IhiJ,       25a 

27.  Invention,  in  the  sense  of  the  patent  law,  is  finding  out,  contriving,  devising, 
or  creating,  by  an  operation  of  the  intellect,  something  new  and  useful, 
which  did  not  exist  before.     Ibid.  252 

28.  Whether  a  claim,  embracing  the  use  of  any  metallic  sulphate,  in  connection 
with  any  alkali ;  or,  any  sulphate  having  an  alkaline  base,  could  be  sustained, 
upon  proof  that  substantially  the  same  proportions,  of  other  sulphates  than 
those  named  in  the  specification,  would  not  produce  the  required  result: 
^^re,     Muscan  Hair  Manf.  Co.  v.  American  Hair  Manf,  Co.  320 

29.  If  the  invention  was  perfected,  or,  if  not  perfected,  if  the  inventor  used  rea- 
sonable diligence  to  perfect  it,  then  he  had  a  right  to  have  it  incorporated  into 
his  patent,  and  to  supersede  those  that  had  intervened  between  his  first  inven- 
tion or  discovery  and  his  subsequent  taking  out  of  his  patent,  yobmou  v. 
Root.  351 

30.  A  patent  can  not  be  valid  fi^r  a  principle  merely,  but  must  be  for  the  applica- 
tion of  the  principle  to  some  practical  and  useful  purpose.  Bell  v.  McOtl" 
lougb*  380 

31.  The  validity  of  the  grant  is  not  to  be  determined  by  the  amount  of  invention 
that  was  required.  If  the  device  is  new :  if  it  Is  useful :  if  it  had  not  been 
known  before,  there  is  a  sufficient  amount  of  invention  to  authorize  a  patent. 
Potter  v.  Holland.  382 

32.  It  is  not  until  the  reflections,  investigations,  and  experiments  of  the  inventor 
have  reached  such  a  point  of  maturity  that  he  not  only  has  a  clear  and  defi- 
nite idea  of  the  principle  and  of  its  application,  but  has  reduced  his  idea  to 
practice  and  embraced  it  in  some  distinct  form,  that  it  can  be  said  that  he 

has  achieved  a  new  and  useful  invention.     Matthews  v.  Skates.  602 

33.  This  must  necessarily  be  some  time,  more  or  less,  before  the  date  of  the  patent, 

and  some  time,  more  or  less,  after  the  first  conception  by  the  inventor.    Ibid,  602 

See  Art,  i,  2;  Evidence,  i,  5 ;  Improvement,  i  ;  Infrinoement,  9,  32; 
Joint  Patent  j  Novelty,  2 ;  Specification,  1 1 . 

INVENTOR. 

See  Invention  ;  Joint  Patent. 

JOINT  PATENT. 

I.  If  the  invention  patented,  in  a  joint  patent,  is  the  sole  invention  of  one  of  the 
patentees,  and  not  the  joint  invention  of  both,  the  patent  is  void.  Ratucm  v. 
Mayor  of  New  York.  aS* 

JURAT. 

I.  There  s  no  act  that'requires  the  jurat  to  an  application  for  a  patent  to  be  dated. 

French  ▼.  Rogers,  133 


Pirliculir  Patenli. 

fox  double  tale),  with  i  tilling  of  plitter  of  Pint,  thm  inchn  [hick,  poured, 
in  a  liquid  itite,  bclwcen  the  double  (idei  of  the  jafc,  including  the  doon, 
and  CDuld  aalj  be  anticipated  by  pcoot'  of  the  prioi  use  of  a  limilat  combini- 
tion.     Mtmi  V.  BAmrJi.  I 

BlA  tiCH  AKD — tLaTK  I . 

s.  The  invention  of  Thomas  Blanchard  tor  turning  irr«ga1«  formi  conttroed  and 

eiplained.     BUntbard  t,  Riivti.  lO] 

Hove — -Sewing  Machine. 

].  There  ii  no  evidence  thai  leaves  a  shadovr  of  doubt,  tbit,  for  all  the  benefit 
confi^rred  upon  the  public  b^  tbe  introduction  of  a  sewing  michine,  the 
public  aie  indebted  to  Mr.  Hove.      Hs-ac  v.  Undirw^ad,  i6o 

4.  Howe')  fint  cUim  ii  subiianiially  the  same  at  if  he  hid  laid  1    « 1  claim  the 

rorming  of  the  lejm  by  a  combinilinn  and  atTangemeni  of  parts  as  herein- 
before deicribed,"  1. 1.,  of  the  parti  necessary  for  the  accomplishment  of  thi 
end.     Hrtat  1.  Mirlon.  586 

SiCELEi,  CoaLin— CuT-orr  Vaivii. 

5.  The  originality  of  Sickles'  patent  lot  improvement   in  cut-olf  valves  for  steam 

engines,  investigated  and  established.     Sitilii  r.  GUmeeitir  Ma-/.  C>.  xsi 

6.  The  slide  valves  upon  what  is  known  ai  the  "  Corliss  "  engine  do  not  infringe 

the  Sickles'  patenL  The  invention  of  Sickles  is  conlined  to  the  puppet 
valve.    lUJ.  311 


7.  Parker's  patent  is  not  for  the  vertical  or  horiiontal  arrangement  of  the  wheels 
upon  the  ihafr,  or  the  putting  them  in  p^in;  neither  does  it  embtiCE,  at  a 
distinct  discovery,  ihc  concentric  cylinder  inclosing  the  shaft,  nor  the  tpout, 
the  outer  cylinder,  or  the  bucket!  on  the  wheel.     If^aurmau  v.  RiJiitgnn.     1 

i.  The  purpose  or  aim  was  to  obtain  an  increase  of  power  with  a  given  <iuinrity 


lofthei 


is  the  < 


jrticaln 


of  the  water  on  the  wheel,  which  operates  11 
power  of  the  water  in  the  buckets.     IHJ. 

Kahsoh— Fill  Eno 

9.  The  patent  was  for  "an  Improvement  in  fire  1 

the  connecting  of  the  receivi 
hoec,  to  hydrants,  in  which  the  wjter  was  under 
employment  of  a  column  of  falling  water,  or  the  tendency  of  the  hydro- 
static pressure  upon  water  at  rest,  to  act  in  the  working  of  fire  engines,  by 
combining  a  hose  or  tube,  conducting  said  water  into  the  receiving  tube  of 
an  engine  or  pump,  operated  by  manual  or  mechanical  power.  Raannm  V. 
Mayer  0/  Nivi  nri.  a 

10.  HtlJ:  That  the  invention  patented  was  "the  eombinatian  of  the  pumps  or 

tubea  of  the  fire-engine  with  a  connecting-pipe  or  hoie,  forming  a  connec- 
tion between  such  engine  and  a  hydrant  or  water-pipe,  from  which  water  is 
fiirced  by  the  hydiottatic  preaure  existing  in  the  hydrant,  into  the  pumps  of 


'  and  was  described  as 
w  pumps  of  the  engines,  by  means  of 
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1 8.  It  is  immaterial  whether  such  opening  be  placed  below  or  above  the   cutter 

as  the  patent  makes  no  such  distinction.     Ibid,  509 

19.  Nor  is  it  material  that  the  scallops  upon  the  cutter  should  be  of  any  particular 

depth,  or  that  the  angle  they  make  should  be  greater  or  less.  A  right, 
which  may  be  lost  by  the  variation  of  an  angle,  can  be  of  no  value.     Ibid,     509 

Shxawood,  Adams,  pATTStsoN — Door  Locks. 

ao.  Patterson*8  patent  for  a  concave,  beveled  keeper,  is  an  immaterial  variation 
of  Adams*  patent,  worthless  as  an  improvement,  and  palpably  got  up  as  a 
cover,  and  to  give  color  to  an  invasion  of  the  rights  of  the  latter.  Adams  v. 
Jones,  527 

21.  The  novelty  of  Adams*  patent  for  *<  improved  keeper  for  right  and  left  hand 

door  locks  **  examined  and  affirmed.     Ibid.  5x7 

21.  The  originality  and  value  of  the  Sherwood  patent  for  yanus^  or  double-faced 

door  locks,  investigated  and  established.     Livingston  v.  Jones.  521 

JUDSON GOVXRNOR    VaLV«. 

23.  Reduced  to  its  simplest  elements,  the  improvement  of  Judson  consists  in 
making  an  opening  or  openings,  controlled  by  the  governor  valves  of  steam 
engines,  of  gradually  increasing  capacity  ^firom  the  closed  to  the  open  position. 
Judson  V.  Moore.  544 

See  AssiONMXNT,  11,  14;  Infringsment,  32. 

PARTIES. 

See  Practics,  6. 

PATENT. 

1.  A  patent  is  dealt  with  by  the  Courts,  as  a  grant  by  the  legislature,  in  exchange 

for  the  equivalent  to  be  received  by  the  public,  in  the  firee  enjoyment  of  the 
patented  discovery,  after  the  inventorts  exclusive  privilege  expires.  Carr  v. 
Rice.  198 

2.  The  patent  grant  is  bestowed  in  consideration  of  something  new  and  valuable, 

contributed  by  the  patentee  to  the  public  benefit.  If  the  subject  of  the 
grant  was  already  open  to  common  use,  he  renders  no  equivalent  for  the 
privileges  he  obtains,  and  fails  to  fulfill  the  vital  condition  upon  which  he 
was  authorized  to  enjoy  them.     Ibid*  198 

3.  The  patentee  may  be  regarded  as  a  purchaser  from  the  public,  being  bound  to 

so  communicate  his  secret,  by  specification,  drawings,  and  models,  that  it  shall 
be  successfully  available  to  the  whole  community  at  the  expiration  of  hit 
patent.     fFintermute  v.  Redington.  239 

4.  A  patent,  when  granted,  becomes,  to  a  certain  extent,  a  contract  on  the  part 

of  the  Government  with  the  patentee,  that  they  will,  through  their  Courts, 
and  in  the  ordinary  course  of  the  administration  of  justice,  protect  him  in 
the  exercise  of  the  exclusive  privileges  which  his  patent  gives  him.  Rsntom 
v.  Mayor  of  New  Tork.  252 
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2.  The  defendant  plead  the  general  issue,  and  gave  notice  under  section  1 5  of  the 

Act  of  July  4,  1836,  attacking  the  novelty  of  plaintiff's  patent.  He  also 
filed  special  pleas,  averring  prior  use,  and  invention,  abandonment,  etc.  Upon 
motion,  the  special  pleas  were  stricken  out.     Latta  v.  SAatvk.  465 

3.  A  notice  that  a  prior  machine  was  used  at  *'  Cincinnati,**  "Covington,**  "  Pitts- 

burg,** "  Wayne  county,  Indiana,**  etc.,  is  not  sufficiently  specific,  and  does 
not  lay  the  foundation  for  the  introduction  of  proof.     Ihid.  465 

4.  A  party  using  contrivances  to  supplant  another  in  the  use  of  a  patent,  by  ob- 

taining the  assignment  of  the  extended  term  thereof,  and  by  his  answer  and 
his  cross-bill,  admitting  under  oath  the  validity  of  the  patent,  claiming  the 
ownership  of  the  extended  patent,  and  praying  an  injunction  against  the  com- 
plainant, must  be  regarded  as  admitting  the  originality  and  value  of  the 
patent,  although  he  subsequently  amends  his  answer  and  denies  both.  Lrv- 
hgston  V.  Jonei.  521 

5.  To  defeat  a  patent  by  showing  a  prior  usfc  of  the  invention,  the  statute  has 

expressly  provided  that  notice  must  be  given  of  the  place  where  and  the  par- 
ties by  whom  the  thing  relied  on  as  a  defense  had  been  used.  This  provision 
is  designed  to  give  the  patentee  the  benefit  of  an  examination  into  the  facts 
of  the  supposed  prior  use.     Hays  v.  Suitor.  532 

6.  A  reference  to  a  county  in  which,  it  is  alleged,  the  prior  use  took  place,  is  not 

.sufficiently  definite  and  explicit,  as  to  place,  to  fill  the  requirements  of  the 
spirit  of  the  act.     Ibid.  532 

7.  The  notice  of  special  matter,  required  under  section  15  of  the  Act  of  1836, 

must  give  the  name  of  some  person  who  had  knowledge  of  the  prior  use  at 
the  place  indicated.  It  is  not  enough  to  name  the  parties  using  the  thing — 
the  notice  must  state  the  name  of  some  witness.     Judwn  v.  Cope.  615 

See  Evidence,  ii  ;  Injunction,  9;  Practice,  2,  3,  6. 

PRACTICE. 

1.  Having  original  cognizance  of  these  controversies  the  Courts  of  the  United 

States  do  not  in  all  cases  require  a  verdict  at  law  on  the  tit*>e  before  granting 
a  final  injunction,  or  concede  a  right  to  either  party  to  have  every  issue  as  to 
originality  or  infringement  tried  by  a  jury.     Sickles  v.  Gloucester  Manf.  Co.      222 

2.  A  bill  praying  for  a  discovery  and  account  of  profits,  for  the  infringement  of 

letters  patent,  will  be  sustained,  after  the  expiration  of  the  patent,  although 

an  injunction  can  not  be  decreed.     Ihid.  222 

3.  When  a  patent  expires  after  the  filing  of  the  bill,  and  before  final  hearing,  so 

that  injunction  could  not  be  decreed;  Held:  That  the  account  and  other 
relief,  sought  by  the  bill,  might  nevertheless  be  granted.  Imlay  v.  Norwich 
&  fForcester  R.  R.  Co.  340 

4.  A  patentee  should  not  be  prejudiced  by  the  error  or  oversight  of  the  Patent 

Office.     PAelps  v.  Brown.  479 

5.  In  a  trial  at  law,  it  is  not  competent  to  compare  prior  machines  with  that  used 

by  the  defendant.  The  issues  of  novelty  and  infringement  are  distinct,  and 
the  testimony  upon  the  issue  of  novelty  must  be  confined  to  a  comparison  of 
the  prior  machines  with  that  of  the  patentee.     Judson  v .  Copt,  6x5 
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6.  If  an  invention  is  an  experiment  only,  and  ends  in  experiment,  and  is  laid  aside 

as  unsuccessful,  however  far  it  may  have  been  advanced,  however  many  ideas 
nuy  have  been  comdined  in  ir,  which,  subsequently  taken  up,  might,  when 
perfected,  make  a  good  machine — still,  not  being  perfected,  it  has  not  come 
before  the  public  as  a  useful  thing,  and  is,  therefore,  entirely  inoperative,  as 
affecting  the  rights  or  those  coming  afterward.     liiJ,  160 

7.  Though  a  prior  inventor  has  gone  to  a  certain  extent,  if  he  ^1  short  of  mak- 

ing a  complete  machine,  practically  useful,  those  who  come  after  him  may 
secure  10  themselves  the  advantages  of  his  invention.  The  first  inventor 
gave  nothing  to  the  public.  His  so-called  invention  was  only  an  idea,  never 
carried  out  in  a  machine  that  could  anticipate  one  subsequently  invented. 
Uid,  160 

8.  An  unsuccessful  experiment  abandoned,  although  involving  the  same  idea  or 

principle,  will  not  invalidate  a  patent  granted  to  a  subsequent  inventor  who 
has  reduced  thtf  invention  to  successful  practice,  and  published  it  by  obtaining 
letters  patent.         Ransom  v.  Mayor  of  Nexo  York.  3152 

9.  An  accidental  combination  of  parts,  or  invention,  made  under  such  circum- 

stances chat  the  public  obtained  no  knowledge  of  the  principle  or  result,  or 
effect  of  such  combination,  the  parties  themselves  who  made  it  not  under- 
standing such  princij>le,  does  not  constitute  invention.  The  invention  is  not 
made  until  the  parties  contriving,  or  those  observing,  discovered  how  it  cuuld 
be  made  available  for  the  particular  purpose.     Ibid*  252 

10.  A  machine,  which,  if  used  after  the  grant  of  letters  patent,  would  not  infringe 
the  combination  claimed  therein,  can  not  be  invoked  to  destroy  the  patent  if 
used  before  it.     Staintkorp  v.  Elkhgton.  349 

11.  If  discharging  seed  in  vertical  pUnes,  in  the  manner  and  by  the  means  de- 
scribed by  Cahoon,  was  a  new  and  useful,  ur  a  different  and  better  mode  of 
sowing  seed  broadcast,  and  Cahoon  was  the  first  person  to  invent  and  adopt 
an  apparatus  so  as  to  accomplish  that  method  of  sowing,  then  prior  machines, 
for  discharging  seed  in  sowing  broadcast,  invented,  constructed,  and  designed 
to  throw  out  seed  in  horizontal  planes ;  but  which,  by  having  certain  changes 
and  modifications  made  in  their  construction  and  arrangement,  could  be 
adapted  to  the  discharge  of  seed  in  vertical  planes ;  do  not,  in  their  original 
form  and  unchanged,  embody  the  principle  and  mode  of  operation  of  Ca- 
hoon*s  invention.     Cahoon  v.  Ring.  397 

1 2.  Although  models  may  have  been  made  capable  of  operating  for  the  purpose 
of  experiments,  yet,  unless  a  machine  or  machines,  capable  of  being  used  for 
actual  agricultural  purposes,  were  made  prior  to  Cahoon*8  invention,  such  al- 
leged inventions  never  were  completed,  and  can  not  affect  the  validity  of  Ca- 
hoon *s  patent.     Ibid.  397 

13.  The  question  is,  was  the  alleged  prior  machine  completed  and  reduced  to 

practice,  in  contradistinction  to  an  experimental  machine,  and  unless  it  appear 
that  such  machine  was  actually  used  as  a  seed-sower  in  sowing  seed  for  agri- 
cultural purposes,  the  jury  are  warranted  in  presuming  that  it  was  a  mere  ex- 
periment which  would  not  invalidate  the  plaintifTs  patent,  provided  the  pat- 
entee was  an  original  inventor.     Ibid.  397 
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INDEX. 

Reissue. 


1  If  an  invention  described  in  a  Toid  patent  can  not  be  included  in  a  valid  reiflsae, 
the  Commissioner  cannot  grant  a  new  original  patent  eight  years  after  the  in- 
vention has  been  in  public  use.     CAild  v.  Adams.  189 

3.  As  a  single  specimen  only  of  an  alleged  prior  machine  was  made,  whether  capable 
of  use  or  actually  used,  the  party  making  it  for  the  purpose  of  testing  its  ope- 
ration, if  the  jury  find  that  the  same  was  kept  in  the  maker*s  own  possession, 
firom  the  knowledge  of  the  public,  and  was  subsequently  broken  up,  and  that 
its  construction  was  only  recalled  to  the  memory  of  the  maker  by  the  pending 
suit,  and  when  so  recalled,  the  essential  parts  of  the  machine  did  not  exist ; 
the  existence  of  such  prior  machine,  although  it  may  have  embodied  all  the 
improvements  made  by  a  subsequent  inventor,  will  not  invalidate  the  patent 
of  such  subsequent  inventor,  if  he  were  an  original  inventor.  Cabomi  v. 
Ring.  397 

See  Abandonment,  A  i  ;  Afflication,  i  ;  Caveat,  a ;  Construction 
or  Statute,  i  ;  Diligence,  i  ;  Paioa  Use,  I. 

REISSUE. 

1.  In  cases  of  reissue,  the  action  of  the  Commissioner  has  more  than  prima  facie 

influence  in  finally  deciding  the  question  of  identity  of  invention.  Frtnck  v. 
Rogen,  133 

2.  The  patentee  need  not  describe  and  claim,  in  the  specification  of  a  reissue,  either 

in  words  or  idea,  just  what  he  described  and  claimed  in  his  original.     Ibid.       133 

3.  There  may  be  more  than  one  reissue  of  the  same  patent ;  and  it  is  for  the  pub- 

lic interest  that  the  surrender  and  reissue  should  be  allowed  to  follow  each 
other  as  often  as  the  inventor  is  content  to  be  more  specific  or  more  modest 
in  his  claims.     Ibid.  133 

4.  The  surrender  and  reissue,  no  matter  how  often  they  recur,  are  reciprocal — 

each  in  consideration  of  the  other — and  form  together  but  a  single  act.  If  a 
reissue  is  invalid  for  want  of  authority  to  make  it,  the  surrender  is  ineffective 
for  want  of  authority  to  accept  it.     Ibid.  133 

5.  The  specification  of  the  reissued  patent  must  describe  the  same  invention,  and 

the  claim  can  not  embrace  a  different  subject-matter  than  that  which  he 
sought  to  patent  originally  ;  but,  unless  the  correction  contemplated  by  the 
statute  is  narrowed  down  to  a  mere  disclaimer,  the  corrected  specification  must 
be  broader  than  the  original  one.     Ibid.  133 

6.  Section  13  of  the  Act  of  July  4,  1836,  by  defining  the  conditions  under  which 

the  powers  it  confers  shall  be  exercised,  necessarily  excludes  it  in  all  others, 
except,  perhaps,  the  correction  of  clerical  errors.     Child  v.  Adams.  189 

7.  The  sole  right  to  surrender  letters  patent  is  given  (i)  to  the  patentee,  if  he  is 

alive,  and  has  made  na  assignment  of  the  original  patent ;  (2)  to  the  execu- 
tors or  administrators  of  the  patentee  after  his  decease,  where  there  has  been 
no  such  assignment;  (3)  to  the  assignee  where  there  has  been  an  assignment 
of  the  original  patent.     Potter  v.  Holland.  327 

8.  Where,  however,  there  has  been  an  assignment  of  an   undivided  part  of  the 

whole  original  patent,  in  such  case,  the  assignee  of  such  a  part,  and  the  pat- 
entee, become  joint  owners  of  the  patent,  and  should  join  in  the  surrender, 
and  if  they  do  not,  it  will  be  invalid,  unless  the  part  owner,  not  joining, 
shall  ratify  it.     Ibid.  327 
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.,  Bmt  if  the  mKhinc  worlu  well  wilhouE  [he  addiiion,  or  if  it  be  i  niechinical 
mciiu  incideat  to  (he  carutracdon  of  the  michinc,  <o  be  brought  into  uie  in 
■peciii  circuRKtlncei,  or  oalj  for  the  quickening,  or  miking  moie  proRllble, 
the  operation  of  the  machine,  it  ii  not  to  be  regarded  ai  an  indiipensiblt  put 
of  it,  and  need  not  be  descitbed  or  claimed  in  the  ipecificatioD.     ItiJ.  I 

.  When  a  patentee  ipeciliei  whit  he  cUimi  ai  new,  every  mechanical  part,  prin- 

not  included  in  hit  invention,  ft  claimed  and  limited,  mutt,  by  necaiary 
implication,  be  conjidered  a)  admitted  to  be  old,  or  in  uie  befbre{  and  the 
patent  it  not  inralid,  became  the  piteaiec  bu  not  in  expreu  wordi  particularlf 
ttated  them  to  be  old,  not  deicribed  the  particular  manner  of  their  conitruc- 
tion.      fTinaiii  v.  AT.  r  &  Brit  R.  R.  C  i 

..  The  title  or  deicriptian  given  to  the  invention  in  the  grant  ii  never  eipected 
to  be  ipecific,  but  only  to  indicate  the  nature  and  deiign  of  the  invention. 
The  ipecilication,  a>  in  name  indicates,  mtut  be  aeirched  Air  the  exact  de- 
icription  of  whit  the  patentee  claims.     SicUii  v.  Ghaasar  Mtnf.  Cs.  3 

;.  In  describing  in  improvement  in  i  machine,  it  miy  be  neceisiry,  and  when  10, 
it  it  proper  to  deKribe  the  whole  micbine,  is  it  aperiiei  with  the  improve- 
ment, in  order  to  make  the  deicriptian  andentood  by  a  perion  of  the  trade 
to  which  it  bcloRgi;  and  if  thit  it  not  done,  the  patent  liili  for  obicurity. 
mimrmale  v.  StJitgum.  1 

i.  Where  i  patent  i>  br  an  improvement  aa  an  old  tnichine,  if  the  whole  of  it, 
the  old  and  the  new,  ii  deicribed  in  the  ipecificit'on,  the  patentee  mult  dii- 
tingoiih  what  part  he  claima,  or  the  patent  will  be  void  for  ambiguity.     liij,  t 

'.  It  i>  the  duty  of  an  inventor  to  deiciibe  in  his  specilicition  eich  lubitantially 
different  modjlicitiun  of  his  invention  which  he  has  made.     Str^twi  v.  Carre',    i 

:.  The  ipec'ficition  is  intended  to  teach  the  public  the  Improvement  patented ;  it 
must  fully  disclose  the  secret:  must  give  the  ieit  mode  Icnown  to  the  inven- 
tor; and  contain  nothing  defective,  or  that  would  mislead  artiste  of  compe- 
tent sicill  in  the  particular  minulacture.      Page  v.  Ferry.  % 

I.  It  is  a  queitian  of  Fact  for  the  jury,  whether  the  description  in  the  patent  is  so 
vague  or  uncertain  that  a  competent  WDilcmiTi,  in  ih;  piriicuUr  buiineit  to 
which  the  patent  relates,  could  not,  from  the  specilicatian  and  drawing,  con- 


:t  the  I 


achlne 


Hid. 


I.  The  legal  right  of  the  patentee  is  that  which  is  secured  to  him  by  hit  patent ; 

not  embraced  in  the  patent,  he  cm  maintain  no  suit  upon   it.      ytbuun  v. 

.   Although  the  apecitication]  and  drawings  describe  a  particular  apparatus  for 

patent,  etc.,  yet,  the  meani  so  deicribed  dJ  not  constitute  any  part  of  the 
invention  as  deicribed  in  the  claims  uf  the  pitent,  and  the  invention  would 
be  [he  same,  though  other  convenient  and  efficient  roeani  were  luhitituted 
and  used  for  that  purpoie.      Cabaen  v.  Ring.  ] 

;.  It  i>  competent  for  the  patentee  lo  embrace  two  improvementi  on  the  same 
machine  in  the  same  patent,  and  if  the  defendant  bai  Died  both  or  either  of 
ttie  improvementi,  there  is  infringement.     Morrh  v.  Barrm.  4 
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INDEX* 

Suggestion — Utility. 


SUGGESTION. 

I.  Others  may  have  made  suggestions  to  the  patentee  as  to  the  possibility  of  mak- 
ing the  improvement  subsequently  patented ;  they  may  have  thought  upon 
the  subject  and  made  experiments  with  reference  to  it,  but  unless  their  exper- 
iments resulted  in  discovery,  such  approaches  to  invention  would  be  no  bar  to 
the  granting  of  a  patent  to  one  who  succeeded  in  making  the  discovery  and 
perfecting  it.    Beil  v.  Danitis,  372. 

5.  If  A.  had  a  distinct  conception  of  the  invention  as  patented  to  B.,  and  commu- 
nicated that  knowledge  to  B.,  then,  in  a  legal  point  of  view,  A.  must  be  con- 
sidered the  first  inventor,     yudion  v.  Moon,  ^^^ 

3.  Mere  conversations  about  the  practicability  of  an  improvement,  or  suggestions 

as  to  the  manner  in  which  it  might  be  carried  out  or  accomplished,  will  not, 
of  themselvei,  defeat  the  claims  to  originality,  of  him  who  perfects  the  idea, 
and  secures  a  patent.     Ihid»  544, 

4.  But  any  information  to  a  patentee,  sufficient  to  enable  him  to  construct  the 

thing  itself,  would  destroy  the  originality  of  the  invention.  But  that  knowl- 
edge must  be  definite  and  tangible.     Ibid.  544. 

5.  To  defeat  a  patent  it  must  appear  that  the  invention  was  substantially  com- 

ijnunicated  to  the  patentee  by  some  other  person,  so  that,  without  the  exercise 
of  an  inventive  power  of  his  own,  he  could  have  applied  it  to  practice. 
Mattbe^ws  v.  SAates.  602 

TERMS  OF  ART. 

See  Assignment,  ii,  14;  Constkoction  or  Patxnt,  15,  26. 

TITLE. 

See  Construction  or  Patent,  18  ;  SpxciricATioN,  4,  18,  19. 

UTILITY. 

1.  Extensive  use  is  evidence  of  utility.     Adams  v.  Edtoards.  1 

2.  Superior  utilit)'  in  the  defendant's  wheel  is  evidence  that  some  new  principle, 

or  mechanical  power,  or  new  mode  of  operation,  producing  a  new  kind  of 
result,  has  been  introduced.  And  the  greater  such  utility,  the  stronger  such 
evidence.     Many  v.  Si%er.  jj 

3.  But,  this  utility  must  be  derived  from  the  changes   introduced — not  from   the 

use  of  better  material,  or  greater  skill  or  care  in  the  manufacture.     Ihid,  17 

4.  If  the  jury  find  the  plaintiff's  patent  to  be  valid,  and  that  the  defendants  have 

infringed,  they  will  have  no  difficulty  in  reaching  the  conduaion  that  the  in- 
vention claimed  by  the  plaintiff  was  put  in  use  by  the  defendants,  because 
such  use  was  known  to  be  advanugeous.    Hnnanss.  N.  T.  &  Erie  R,  R.  Co,  213 
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17.  If  the  reiulc  of  (he  rnechaniim,  used  by  the  Jefendint,  ii  greatly  inperior  to 
thai  doctibed  and  claimed  by  the  paleniee,  thit  fact  may  be  considered,  by  1 
jury,  aj  lending  to  prove  that  the  mechanicm  of  the  defendant  ii  1  new  in- 
veniion,  luUtinlially  different  from  that  described  hy  plaintiff'.  Siigir  v. 
ffalmi/ry.  55S 

iS.  The  luperioc  working  of  the  patented  machine,  aa  djitinguished  from  all  prior 
machinci,  may  be  evidence  of  a  diOcrence  in  principle,  and  u  competent  lei- 
dmony  upon  the  iiiue  of  novelty,     yuian  i.  Cope.  bt^ 

See  Eviubhci,  1,  j,  5. 

VERDICT. 

Sec  iHjUHcnoH,   i,    j,   8,   ji;    Pliadimq,    1;    Piactice,    I;    Sficth 

WITNESS. 

See  EuuTi. 
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